FROM

o - FAX NO. : Aug. 15 1998 @B:11AM P2
g D mecor 02071999 er i orcmne:
e 9-9-99  THEKERHERN 5815 YO

TomembuCommo.onudPu:em, 100909034 Mﬁdm‘mwmw -

1. Name of conveying party(ies):

2. Name and address ot recelving pnrly(hs)

. William Scheremet . 7’27 Q?
Ma;tln W. Van Buren f]-‘ qg -43 Name_ﬁzmi;gd_mgu_:l:gc_h.__g_mlaée
John' W. Adam intemal Address:_____ ' )
.mi%‘&?ma&oﬁmﬁpﬁﬁﬁ).uml ﬁ.é 1:? » - '
3. Nature of conveyance: ’
B Assignment Q Merger mtmm&wwmg___
Q' Sacurity Agreement " @ Change of Name E.0. Box 283 — :
" O Other e o ony:.mmhmmn.sm:_ﬁa_.zm 01532
- s— Aa&;i..w name(s; & pddreas(es) tnaahcd'l D Vul; No

Exscution Date:

4, Application number(s) or petent numbeer(s):

if this document is being filed toﬁuﬂ @r with a naw apgiication, the exccution date of the appli,cation‘ Is:

A. Patent Appiication No.(s)

AdJitional numbats atachey? Q Yes @ No

_B. PatentNo:(s)
5,160,322

8. Name ard a&dress of pa.2y to wircwm, 2 ‘respondens = | }- 3. Tz numbsr o' applications and patents involved: EI
conceming document shauld be ni''s:1 :
Nam-:_l;nn.a.l.d_&,_ﬁg;ansh:' 7. Total fee (37 CFR .41 $. 80100

a Authoﬂzod 1o be charged 10 dapaslt account
© - SteetAddress: 40 Valentine Road __ 8. Deposit acooun number:
‘ _P.0. Box 283 - _
c'lfmm Sate: MA__ 2iP:01532 l mmn;omum of thia page I paying by deposit acou)
SYETTEP TS5 TCORTES RO SIS DO NOT USE THIS SPAGE —
01 IFQ,&] e 00000 ‘ :

9. Statemeni and signature.

Toumdwmxg«-ww mmwwmmbmmmedepyhlmmd

the oripinal R
Donald R. Gor uch . ‘ : , 3-/4111
..~ Nema of Person Signing © 0 Slgnature -  Oate ‘

‘ o “ ‘-n'u.bstumkvunwm-ﬂmw and domsnent R |

Nl docwnants bbar.-.afduw!thmu'vt J suver shaet Intormation 1o:
e -nm'um:s! PL{..n's I-Tu..amuu BoxAssignments

- M om amaee

PATENT
REEL: 9534 FRAME: 0084



92-99-1993 B4:57PM FROM GreenField Medical 70

PATENT ASSIGNMENT AGREEMENT

iy

~ This Patent Assignment Agreement (“Agreement’) is by and between William Scheremet
and Martin Van Buren, individuals residing at their respective addresses indicated in
Section IX hereof (hereinafter referred to as the "Inventors"), and Greenfield Medical
Technologies, Inc., a corporation having its principal place of business at 40 Valentine
Road, Northborough, MA 01532 (hereinafter referred to as "GreenField").

Reference is made to the following facts:

1. The Inventors have heretofore provided GreenField with certain technical information
relating to Occlusive Chest Sealing Valve Device(s) as defined below.

2. GreenField is desirous of securing an assignment of current U.S. Patent #5,160,322
and related foreign equivalents, and related future patents (hereinafter collectively
referred to as "Patent(s)") in the United States and throughout the world, and the
Inventors are willing to grant the same.

3. GreenField is willing to pay the reasonable expenses of the Inventors to have effect
the assignment of the Patent(s) to GreenField.

NOW, THEREFORE, in consideration of the premiscs and mutual covenants and
agreements set forth herein, the Parties hereto agree as follows:

I DEFINITIONS
As used in this Agreement the following definitions shall apply:

A. Assigned Interest Holder(s).The term "Assigned Interest Holder(s)"
means named individuals, as specified in Section III (C) hereof who have
previously been assigned financial intcrests in the Patent(s) by the
Inventors.

B. Assigned Product(s).The term “"Assigned Product(s)" means any
Occlusive Chest Scaling Valve Device(s) manufactured by or for
GreenField and covered by at least one ¢laim of the Patents. "Assigned
Product(s)” shall also include products made or sold as replacement parts
for repairing or reconstructing any Occlusive Chest Sealing Valve
Device(s) covered by at least one claim of the Patents.

C. Effective Date. The term “Effective Date” shall mean the first day that it
has been executed by authorized represcntatives of all the Parties.

D. Fisca r. The term "Fiscal Year" shall mean the one (1) year time
period occurring between consccutive anniversary date(s) of the cxecution
of the Agreement by thc Parties.
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Net Sales. The term "Net Sales" shall mean the cumuiative amounts
invoiced (not merely cash receipts) by GreenField for sales of Assigned
Product(s) to an independent third party, less the following deductions,
where applicable: (i) discounts allowed and taken in amounts customary in
the trade; (ii) outbound transportation and packing specifically billed or
prepaid; (iii) sales and use taxes upon and with specific reference to
specific sales; and (iv) amounts refunded or credited upon the purchase
price on returned apparatus.

cclusive Chest Sealing Valve Device(s). The term “Occlusive Chest
Scaling Valve Device(s)” shall mean pneumothorax dressing technology
using a cavity sealing dcvice for emergency management to prevent
pressure buildup within the thoracic cavity, and for general therapeutic
and diagnostic medical purposes.

Notice. The term "Notice" shall have the meaning specified in the Notice
requirements set out in Section IX of the Agreement.

Party, Parties. The term “Party” shall mean either the Inventors or
GreenField. The term “Parties” shall mcan the Inventors and GreenField,
collectively.

Person. The term "Person” shall mean and include an individual,
corporation, partnership, joint venture, or other legal or commercial entity.

TERMS AND CONDITIONS

A.

Assignment Grant. Subject to the terms and conditions set forth below,
the Inventors grant to GreenField an assignment of all right, title and
interest under the Patents:

1. Any maintenance fees, cte., including legal fees, expended in
connection with the Patents which are incurred following the date
this Agreement is signed by the Parties, will be paid by
GreenField. If GreenField declines to continue paying maintenance
fecs on a Patent, then that Patent shall be assigned back to the
Inventors at their request. >

2. The Inventors also hereby assign to GreenField any continuations
and divisions, as well as foreign equivalents of Patents, provided
that GreenField agrees to pay for any application fees, maintenance
fees, etc., including legal fees, expended in connection with the
new Patent applications. 1f GreenField declines to continue paying
maintenance fecs on a Patent, then that Patent shall be assigned
back to the Inventors at their request.

PATENT

F.

REEL: 9534 FRAME: 0086

11



02 80 1999 04:50MM oM Creenlield Medical T0

|
X _ . palenis or toreign
equivalents on devices related to any other Occlusive Chest Sealing Valve
Device(s), they will grant GreenField the right to cxumine such patents
and devices for a period of ninety (90) days and a First Right of Refusal
for the license or assignment of such patents.

4. All Patents assigncd hereunder shall be subject to & separate GreenFicld

Responsibilities pledge specified in Section 11(D) hereof commencing
immediately after the date such Patents are assigned.

B. Licenses. GreenField shall have the right to grant licenses consistent with this
Agreement provided that Greenkield shall be responsible for the operations of itx
licensees relcvant to this Agreement as if such ‘operations were carried out directly
by GreenField, including the payinent of royalties to the Inventors when collected
by GreenField. GreenField will use its best efforts to collect all royalties duc from
jts licensees but does not guarantcc collcction thereof. Greenkield shall provide
the Inventors with the name and address of cach licensee and each license
agreement shall contain a provision allowing a third party CPA to inspect the
licensee's books to verify payments due under this Agreement.

C. Assignment Term. The assignment granted under Section Il(A) above shall
begin on the Lffective Date of this Agreement and terminate on the expirativn
date of the last assigned Patent.

D. enkKield® ibilities. During the tcnin of the Agreement, (ireenFicld
agrees 1o use all reasonable efforts to design, manufactwe or have manufactured,

and aggressively promote and sell the Aesigned Product(s). Such efforts shall
include all efforts which are customary and usual in the trade for developing.
introducing and maintaining 8 new or improved product and include, but are nut
limited to, preparation ol customary marketing and advertising maltcrials and
other customer support. Such effurts shall further include the submission of an
application to the FDA as soon as it receives all the necessary information from
the Inventors.

E. Additional Docyments. The Inventors agrec to exccutc such instruments of
assignment and such other documents as may reasonably be rcquesied by
GreenField in [urtherance of the provision.s of this Agreement.

JII. ROYALTIES; OWNERSIIIP PERCENTAGES; lN:CENTIV K PAYMENTS

A. Royalties. Royalties will be paid at a ratc of scven pereent (7%0) on Net Sales of
Assigned Product(s). In order to develop a market presence for the Assigned
Products, except as provided below, royalties earned on the first oig hundred
thousand dollars ($100,000) of Nét Sales will be dedicated exclusively to
nggressively promoting and marketing the Assigned Products. Royalty payments
will be paid only during the life of the related Patents.

PATENT
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I. In the initia! Fiscal Ycar when Net Sales of Assigned Product(s) reach t
hundred thousand doilars ($200.000) or greater, GreenField W(ll? pay to t‘;g
Inventors, on a one-timc basis, an additiona] lump-swn of six thousand
dollars ($6,000). In the initial Fisca] Year when Net Sulcs reach five
hundred thousand doilars ($500,000) or greater, GreenFicld wil] pay to the
Inventors, on a one-time basis, an additional lump-sum of twelve thousand
dollars ($12,000). In the initial Fiscal Year when Net Sales rcach seven
hundred fifty thousand dollars ($750,000), GreenFieid will pay to the

Inventots, on a onc-time basis, an additional lump-sum of twenty thousand
dollars ($20,000).

2. All incentive payments shall be in addition to the regular royalty fees. In
reiurn for these additional incentive payments, and to assist in promoting
the sales of Occlusive Chest Sealing Valve Device(s) the Inventors, at the
writtcn request and expense of GreenFicld, will help in revicwing,
encouraging and facilitating clinical testing and publishing studics
comparing thc Occlusive Chest Sealing Valve Device(s) 1o other similar
devices, specifically including the results of an animal study previously
conducted by Dr. Emest Ruiz.

C. Ownership Percentages. GreenField will pay the royalty and incentive amounts
specified above to the Inventors and Assigned Interest Holders in accordance with

their indjvidual ownership interests as indicated below:

. Juhn W. Adams, Assigned Intercst lolder 10%
. William Scheremet, Inventor 43%
. Marin Van Buren, Inventor 43%
. Jonathan W. Lueders, Assigned Intcrest Holder 04%

D.  Payment Schedule and Reporting Requirements. Royalties and incentive
payments for Assigned Product(s) sold in a calendar quarter shall be paid with.in
thirty (30) days following the last day of such calendar quarter. GreenField vylll
provide a standard set of rcports to the Inveniors every quarter with information
regarding the Assigned Product(s), includiny the following:

1. A quarterly shipping and sales report of such Assigned Product and any
adjustments from prior periods.

2. A quarterly report showing all promotional, marketing, advertising and
other expenscs by categury with respect to each Assigned Product.

In addition, GreenField shall provide a yuarterly siatement to the Inventors onc
(1) month after the end of any thrce (3) month period showing the calculations of
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royalties and incentive payments, along with the aforementioned payment for the
ruyaltics and incentive payments carned in that quarter.

1. Duwring the term of this Agreement, provided that reasonable Notice is
given by the Inventors or their designee, GreenField shall make available
its books and records for an annual inspection on a confidential basis
during normal business hours by a third party CPA selected by the
Inventors and approved by GreenFicld (but GreenField shall not
unreasonably withhold such approval). Such inspection(s) shall be solely
for the purpose of verifying royalty and incentive payments due under
Sections III(A) and (B), or expenditures set forth in Section HI(D)(2)
above.

2. The Inventors shall bear the expense of such inspections, provided that the
inspection does not reveal an undcrpayment of more than ten percent
(10%) of royalties or incentive payments earned or overstatement of
expenditures by tcn percent (10%) or more than reported, in which case
GreenField shall bear the expense of the inspection. In the event that the
Inventors uncover what they believe to be an underpayment of royalties or
incentives by GreenField, the Inventors shall provide GreenField with
Notice of same and if confirmed to be true by all the Parties, GreenField
shall remit payment therefor within ten (10) days of such Notice.

ENFORCEMENT OF ASSIGNED PATENT(S)

A.

Infringement By Third Parties. In the event that any assigned Patent is

infringed, GreenField shall, at its own expense and with diligence,
undertake any act necessary to protect the rights of all Parties under this
Agreement. In the cvent it declines to prosecute any action for
infringement of any assigned Patent for its own account, GreenField shall,
at the request and expense of the Inventors, join such action with the
Inventors for the purposc of litigation, and assign to them the right to
prosecute any third parties for acts of infringement of the assigned Patent.
If, pursuant to the above, the Inventors prosecute any third parties for
infringement of the assigned Patent, any monics collected through such
action shall be retained exclusively by the Inventors.

ndemnificati r ield. In the event any action is commenced
against GreenField or any of its licensees, its customers, distributors,
agents or dealers arising out of their authorized manufacture, use or sale of
the assigned inventions, or in the event any action alleges that the assigned
inventions infringe thc claims of any patent, GreenField, at its expense,
shall defend such action and indemnify the Inventors against any such
expense or cost arising out of said. action. Any such legal and
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indemnification expenses caused by patent infringement events shall be
olfscl against royalty payments. H-sueh-expensesare-notcolotod-to-patent % ;#"

- ; WS
. If sales arc not intcrruptedq»““
from such an event, up to fifty (50) percent of the royalty mat be withheld
for any expenses, costs and/or damages incurred or paid by GreenField in
the defense of or by reason of such action.

V. REPRESENTATIONS

Nothing contained in this Agreement shall be construed as a warranty or representation
by the Inventors that any manufacture, sale, Icasc or use hereunder shall be free from
infringement of patents other than the Patents described herein.

VI. SIGNATURE AUTHORITY

GreenFicld, and its representative executing this Agreement, both warrant and represent
that such representative has the actual authority (o enter into this Agreement on behalf of
and to bind GreenField thereby.

VI, TERMINATION

This Agreement shall remain in full force and effect unless either Party provides Notice
to all the other Parties of termination in accordance with the terms set forth herein:

A. Right to Terminate for Cause. The Inventors may terminate this Agreement and
all rights grantcd under this Agreement, for cause, by providing GreenField
written Notice and reasonable opportunity to cure an alleged dcfault or make
payment, if:

1. GreenField fails to make royalty and incentive payments in the amount
and within the time period specified in Paragraph III(A), (B), (C) or (D);

2. GreenField fails to provide the reports specified in Paragraph 11I(D);
GreenField defaults in the performance of any other material obligation
under this Agreement and the default has not been remedied within thirty
(30) days after written Notice to GreenField describing the default;

3. GreenField fails to exercise its responsibilitics in promoting and selling
Assigned Product(s) pursuant to Paragraph II(D);

4. GreenField becomes involved in any voluntary or involuntary bankruptcy
or other insolvency proceeding; or

S. GreenField ceases to be actively engaged in business or financially
capable of fulfilling its obligations under this Agreement.
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IX.

B. ecenField's Right to Terminate. GreenField may terminate this Agreement at
any time with or without cause upon thirty (30) days written Notice to the
Inventors. Upon such termination GreenField will promptly assign back
previously assigned Patents and applications to the Inventors.

C. vent of Ter tion.

In the event that this Agreement is terminated:

1. GreenField's Rights Upon Termination. The assignment and all other rights
granted to GreenField under this Agreement shall terminate; provided, however,

there shall be no restriction on the right of GreenField's customers to continue to
use the Assigned Products sold prior to the termination; further, provided,
however, that GreenField shall have the right (but not the obligation) for a
period of one hundred eighty (180) days after such termination, to sell off its
existing inventory of Assigned Product(s), which shali be subject to royaltics
under Section III. Upon termination, GreenField shall immediately assign by
written instrument to the Inventors all rights and interests, consistent with the
above, in any U.S. or foreign Patent(s) assigned hereunder.

2. Obligation to Refund. After termination of this Agreement, the Inventors shall
have no obligation to refund any money paid to them under this Agreement.

3. Continuation _of Obligations. After termination of this Agreement.
GreenField's obligations to make payments owed to the Inventors prior to such
termination, including royalties, initial & incentive payments under Section Il
for Assigned Product(s) sold prior to theermination, shall continue. GreenField
shall also pay royalties on any inventory sold after termination pursuant to

Section VII(C)(1).
4, No_Damages for Tcrmination: No Effects on Other Bizht; and Remedics.

No Party will be liable for damages of any kind as a result of properly exercising
its right to terminate this Agreement, and termination of this Agreement will not
affect any other right or remedy of any Party.

S. &g_ag_gmgm_gmn_s_e_g In the event that this Agreement is terminated for
cause, GreenField shall be liable for the costs associated with reassigning the
Patent(s) to the Inventors.

PATENT MARKING

GreenField shall mark Assigned Product(s) or the packaging containing such Assigned
Product(s) with appropriate patent numbers.

NOTICE

A. Form. All Notices required under this Agreement shall be in writing and in the English
language, and shall be sent by one (1) of the following means:

7
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2.
3.

Certified or registered first class airmail, postage prepaid;
Telex; or
Telefax.

Addresses. All Notices required under this Agreement shall be directed to the
addresses set out below:

Inventors: Greenfield:
John W.Adams Mr. Donald R. Gorsuch, President
6128 Abbott Avenue South GreenField Medical Technologies, Inc.
Edina, MN 55410 40 Valentine Road

Northborough, MA 01532
William Scheremet
617 Main Street NE

Minneapolis, MN 55413

Martin W. Van Buren
2103 128th Lane NW
Coon Rapids, MN 55448

Jonathan W, Lueders
1140 Crystal Bay Road
Post Falls, ID 83854

Effective Date of Notice(s). All Notices required under this Agrecment shall be
deemed to have been duly given ten (10) days after the mailing thereof to the
addresses in the case of Notice given by first class, certified or registered first
class airmail, postage prepaid, or upon receipt by such addressee in the case of
Notice by telex or telefax.

X RESOLUTION OF DISPUTES

A

Arbitration. The Inventors, Assigned Interest Holder(s) and GreenField agree
that, except as otherwise provided herein, any dispute arising out of this Patent
Assignment Agreement shall be settled through arbitration. The arbitration shall
be carried out by a single arbitrator who shall be appointed by the American
Association of Arbitration.

Location. Any arbitration action based in whole or in part on this Agreement

shall be brought in, and the Parties consent to the venue and jurisdiction of,
American Association of Arbitration location closest to GreenField.
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XI.

C.

Arbitration Fees. The cost of such arbitration shall be bome by the losing Party
in such action.

GENERAL TERMS AND CONDITIONS

A.

Relationship Created By Agreement. Each of the Parties hereto is a separate

and independent legal entity. Nothing herein contained shall be construcd or
deemed hereby to creatc a principal/agent relationship between the Partics, nor
any form of partnership or joint venture.

Waivers. Waiver of default or breach of any term or provision of this Agreement
shall not be construed as a waiver of the same term or provision or any other term
or provision in any subscquent default or breach.

Assignment. Any rights accruing under this Agreement, may not be assigned by a
Party without the written consent of the other Parties. Such consent shall not be
unreasonably withheld. The delegation of any obligations or duties arising under
this Agreement may be executed only with the written consent of all other Parties
hereto and any such delegation without such written consent shall be void; for the
purpose of this Agrecment, the terms "Inventors”, “Assigned Interest Holder(s)”
and "GreenField” shall include the successors, heirs, assignees and legal
representatives thereof.

Governing Law and Forum. The validity, construction, and performance of this
Agreement shall be governed by the laws of the Commonwealth of Massachusetts

without regard to principles of conflict of law.

Severability. If any provision of this Agreement is held by a court of competent -

jurisdiction to be contrary to law, the remaining provisions shall remain in full
force and effect to the extent that the intent of the Parties can be fulfilled.

Amendments. This Agreement shall not he varied, amended, modified or
supplemented except by a writing signed by duly authorized representatives of
both Parties.

tract Int tation. Ambiguities, inconsistencies, or conflicts in this
Agreement shall not be strictly construed against the drafter of the language, but

will be resolved by applying the most reasonable interpretation under the
circumstances, giving full consideration to the Parties’ intentions at the time this
Agreement is entered into.

No Third Party Rights. This Agreement is not for the benefit of any third party,
and shall not be considered to grant any right or remedy to any third party
whether or not referred to in this Agreement.

Singular and Plural Terms. Where the context of this Agreement requires,
singular terms shall be considered plural, and plural terms shall be considered

singular.
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L. Headings. The headings of the various sections and subsections of this
Agreement have been inserted for convenience only and shall not affect in any
way the meaning or interpretation of this Agreement.

K. Counterpacts. This Agreement may be executed in any number of counterparts
and by the different Parties hereto in separate counterparts, each of which shall be
deemed an original, but all of which together shall constitute one and the same
instrument.

L. Statement of Understanding. Each of the Parties understand and acknowledges
that obligations are imposed by and under this Agreement; that such obligations
are reasonable and necessary to protect their respective interests; and that they
have had the opportunity to be represented by competent legal counsel in the
negotiation of this Agreement.

M.  Entire Agreement. This Agreement constitutes the entire agreement between the
Parties, and supersedes all prior and contemporancous ncgotiations and
agreements between the Parties concerning its subject matter. The Parties
acknowledge that they have not relied upon any representation whatsoever of the
other which is not contained in this Agrecment. There are no understandings.
obligations, representations or warranties except as herein provided for and no
rights are granted except as expressly sct forth in this Agreement.

In witness whereof, the Inventors, Assigned Interest Holders and and GreenField Medical
Technologies, Inc. have caused this Agreement to be executed.

Dated: s Z 7,/ ’fz s _,;71‘2,_,_‘ .H.) é—@f[« —
By: ' /5ohn W. Adams, Assigned Interest Holder *
Dated: X7 JVL$Z

) Mo Seisngnn Y
By: William Scheremet, ln%tor
Dated: :Z[]"’t /_98 MI A UanS

By: Martin Van Buren, Inventor
Dated: 41 1l ’v/év'-’, ;D
By: Jonathan W. Lueders, Assigned Interest Holder *

GREENFIELD MEDICAL TECHNOLOGIES, INC.

Dated: 7!1:[qx ID&M @ 4

By: Donald R. Gorsuch, President
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