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" | CONFIRMATORY LICENSE

(Advanced Waiver)
Title : GAS TURBINE ENGINE HAVING AN EXTERNAL CENTRAL FRAME
Inventor(s) : Donald G. Richardson
Serial No. : 939,370 Filing Date: ~ Sepfember 29, 1997
Subcontractor : Solar Turbines Incorporated
DOE Contract No.: DE-FC21-95MC31173

DOE Case No. : S-88,868
DOE Advanced Waiver No.: W(4) -95-041

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries):

An advanced waiver of Government rights having been granted by the U.S. Department of Energy (DOE)
to the Solar Turbines Incorporated and the above-identified invention having been reported as a Subject
Invention to DOE by the contractor with its election to file a domestic patent application thereon, the
effective date of said waiver for the above invention is June 16, 1998.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government
under 41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any
resulting patent as well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof,
and of all rights acquired by the Government by the referenced patent rights clause, a copy of which is
attached hereto and incorporated by reference herein. The undersigned certifies the attached copy to be a
true copy of said clause. It is understood and agreed that this license does not preclude the Government
from asserting rights under the provisions of said contract or any other agreement between the Government
and the Contractor, or any other rights of the Government with respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified
patent application.

Signed this _30th dayof September 199g.
(SEAL)

SOLAR TURBINES INCORPORATED

tractor )

v G 4._/,(/;’

ByPatt A. Petrovich,Contract Manager,Govt.
Contracts

(Contractor’s Official & Title)

2200 Pacific Highway, San Diego,CA 92186
(Business Address)
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DE FC21-95MC31173

1

e

{
ADVANCE WAIVIR OF PATENT RIGETS =~

{a) Definitions. '

(1) "subdamct Invantion" peans any inventlon or discovery ot
the Contractor conceived or fi{rst actually reduced to practice in

‘the coursa of or undar this contrsot, and includes any art,

mathod, procses, machinea, manufacture, design, ox composcition of
ratsar, or any nav and useful improvesent thereof, Or any varfety
of plants, vhether patanted or unpatentad under the Patent lawa
o7 the United States of Aserica or any Iorelgn country.

(2) "Contract” paans any contract, grant, agrsemant,
undexstanding, or other arrangezent, vhich includes research,
development, ox damonstration wvork, and includes any assignment
or sudbstitution of partiss. '

(3) "Covernmant agency” includes an executlve department,
independant commiscion, board, oZfice, agency, administration,
autherity, Government corporation, or cothar Governzent
astablichmant of tha Ixecutive Branch of thse Govsrnment of the
Uritad States of Amarica.

{4) ™To the point of practical application? moans <o
nanufacture ih the case of a composition or product, te practice
in the czse of & procas:, Oor to operate in the case of a pachine
and under such ccnditions as to establish that the invention (s
being vorkaed and that its benefits are reasonably accessible o
the pudlie.

(6) "Patent Counsal® means the DO Patent Counsel assizting
the procuring activicy. .

(b) Allocationm of principal rights.
(1) Ahssignmeni to +the Goverrment. The Contractor agraas to -

assign to the Goverrment the entira >ight, title, and interest
throughout the world in and to each Subject Invention, except to
the extent that rights are vaived to and retzined Dy the
Contractor under paragraphs (d) (2) end (€) or this clause.

(2) @xwater righzs determinationg. The Contractor or the
enployee~inventor vith suthorization of the Contractor may
Tequaest graatar rights than tha domestic and foreign patent
Tights providea in paragraph (c) ef this clsuse on {dentified
inventions in accordance with 41 CFR 9$-9.108-6, BSuch requests
BUEt e submitted to Patant Counsel (with notification by Patent
Councel to the Contracting Officer) at the tima o2 the first
disclocure pursuant to piragraph (e)(2) of this clauce, or not
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later than § menths after oconceptlion or first actual reduction to
practice, whiochever occurs first, or such longer pariod B85 may Dbe
authorized by Patant Counssl ({vith notificatien by Patant Counsel
to the Contracting Officer) for good canss shown in vriting by
the contractor.

(c) Rights %o the Contraglor.

(1)  Hin{mum conkrmetor license. Tha Contractor resarves an
{rrevocabla, nonaxclusive, pald=-up license in each patant
spplication filed in any country on a Subject Invention and any
rasulting patant in vhick the Covernzant acquires titls. The
license shall extend to tha Contractor's domestic subsidliaries
and ags{liates, if any, within the corporate structure of which
the Contractor is a part and sdall Iinclude ths right *o grant
gublicanzes of tha sace sCope 10 the eXtAnt the CONTIICLOr was
legally obligated to do so at the tiza the corntrict vas awarded,
The license shall be trancfarabla only with approval of [OE

except when transferred to the pucCassor of that part of the.
Contractor's business to which the invention partalns.

(2) E1 o vaiv .

() Subdect to the provisions of paragraph (a) (3) and
paragraph (d) of this clausa, vith respect only ®0 a Subject
Inventien raportsd in accordance vith paragraph (e) (2) (1) o2 this
clausa and with the written report of vhiah &s included an
elaction as to whather the Contractor will retain the rights in
the invention waived therein, the Coantractor reserves the antire
depastic right, titla and intarest in any Unitad States patent
application on the Sudject Invention Ziled and any resulting
Unitad Statec patant secured by the Contracter.

(44). * Suddect Lo the provisions of paragraph (e) (3) and
paragraph {d) of this clause, with respect onlg to & Swbject
- Invention reported in accordance vith paragzapb (e) (2) (i) ¢f this
clause and vith the writtan resporr of which 48 included an
slection as to vhather the Contracter will rewain the rights in
the invention waived harein and a statesent spacifying thosas
{oreign countries in vhich such rights vill be retzined, and
subject to IXE security regulations and regquirexents, the
ConNtractor reserves the entire right, title and Intereszr in any
foraign patent application on the Subject Invantion filed and any
regulting foreign patant secured by the Contractor in those
foroign countries gpecified.

(3) ZTerme ad¢ Conditicne of ¥Walvad Réghts.

() Bublect to the mights granted in paragreph (c) (1)
©f this Ccleure, the Contractor agress to cohvey to tho
Goveriment, upon reguatt, the entire domestice right, title, and
intarust {n eny gudbiect Inventien whuen tha CONTractor:

2
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(A) Doei not elect pursuant to paragraph
(c) (2) () of this clause to retain such rights:;

(B) Fails to have & United States patent
application flled on the {nvention in ucoordapca with paragraph
(4) (1) of this clause, or decides not to continue procscution of
such application; or ’

(C) At any time, no longer desires to retain.
title.

(ii) Subject to the rights granted in paragraph (e) (1)
of this clause, tha Contraotor sgrees to convey to tha
Governmant, uUpon request, the entire right, title, and interest
in ary Subject Invention in any foreign countxy if the
Contractor:

(A) Dees not glect pursuant ¢o parqgraph
(c)(2) (13) of this clause tc ratain such rights in thbe ocountry;
or ' .

(B) Talls to have a patent application £iled in
the country on tha Subject Inventian in accordance with paragraph
(d) (3) of this clause, or decides not to continue prosacution or
to pay any saintenancs fees covaring the inveantion. Te aveid
foxZeiture of the patent application or patant, the Contractor
&hell notify the Patent Councael not less than €0 days bafore the
gigig:ti°h periocd for any action required by the foreign Patent

(iii) Conveyance regquasted pursuant €0 paragraphs
(ci(:)(i) and (c)(:)(iX) of this cleuse shall be made hy.p
delivaring to the Patent Counsel duly executed instruzents and
SUCHh othaer papers as are desned Necsssary t5 vest in the
Gévernment the entire right, title, and intazast in the invention
to snable the Governzent to apply for and prosecuta patent
applications covering the invantion in thim or the foreign
country, raspactively, or othervice establish its ownarship of
the invention.

X (iv) For aach invantion in vhich the Contractor
in{tially glects pursuant to (o) (2) (1) or (o) (2)(ii) of thig
€lause not to ratain the rights valved, tha Contractoer xhall
inform the Patent Counsel promptly in wri of the data and
identity oz any on sale, public usa, or public dimclomura of the
_égz:gtisg w&igh ?aydcgn txtiio a statutory bhar under 25 USC 102,

.3 crirae Y or to -] pe
contenplated action of this nzzzrn. e Commrastor, or eny
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{v] Govermment License

With respeact to any Subjaect Invention in which the
Contractor retains title, the Federazl Government shall hava 2
nonexclusive, nontransferable, {rtvavocabla, paid-up license %o
practice or have practiced for or on behalf of the United Btates
the Subject Invention throughout the vorld.

(vi) Reperting on Utilication of Subdeck Inventions

The Contractor agraes to submit on rsguest periocdic
raports no more fraguently than annually on the utilization of »a
Subject Invention or on efforts at obtaining such utilizatson
that ars being mada by the Contractor or its licensees or
assignaes. - Such reports shall include information regarding the
status of davalopment, dste ©f Zirst Commercial =ale or use,
gross royialties raoaeived by the Contractor, and such other data
and information xa DOZ may reazsonably specify. Thea Contractor
also agreas to provide additional reports as miy be rsqusstsd dy
DOE {n connaction with any marchein proceeding undertaken d»y IDOE
in accordance with parsgroaph () (3} (viil) of thig clausa, Te¢ the
axtent data or information supplied under thix paragraph is
considered by the Contracrer, its licensea or acsignee to be
priviliegad and congidential and is 30 marked, DOX agrees that, to
the axtant pernitted by 35 USC 202(c) (S), it will not discloge
such infeorxaation te parnong outside the Sovernwent.

(vil) Q2refevencs for United States Industry

Notvithstanding any other provision of this clause, the
Contractor agraes that naither it nor any assignee will grant to
Any person tha axclusive right tc uss or sell any Sudbject
Invention in the United Statas unless such percon agrees that any
products embodying the Subject Invention er producad through the
use of the Subject Invention will be xanufactured subgtantially
in the Unitsd States. Xowever, in individual casec, the
requirapent for such an agraement may be walved by DOX upon a
shoving by the Contractor or its assignee that reascnable but
uneuccarsful afforts have boen mads to grant licenses on sixmilar
terms to potential licanmeses that would be liksly to manufactura
substantially in the United Btates or that undar the
Clrcumstances dopestic manufacture ls not oomzexcilally faaxidblg,.

(viiil) Xarsh-in Righis

The Contractor agrees that with recpeCct to any bBuddact
Invention Ln‘uhic.h it has acguired title, DOX hzas the Tight in
accorcance vith the procedures in 37 CFR 401.6 and any

Supplexsantal regulaticns of DOP to raquire the Contractor, an
&Bsignee or exclusive licensoce of a SubYect Invantion to grant a

nonexolusive, partially axcluzive, or exclusive licenxa im ANy
fleld of ure to & responeible applicant or epplicanise, upon tercs

£
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that are reascnebls undar the clrcumstances, and §{f the
Contractor. assignee, or exclusiva licensas refusaes such s
Tequest, DOE has the right te ¢grant sucn a license {tself if DCZ
deterrines that:

{1) Such action (s nhescessary dscause the :
Contractor or assignee has not taken, or is not oxpected to takx
vithin & ressonable tine, effective steps To achieve practical
application of the Subject Invention in such f£ield of usas

(2) 8uch action is necessary to alleviate health
or safety naeaeds vhich sre not reasonadbly satisfiaed by the
Contractor, assignes, or their licenesas:

(3) Such action is necessary to meset reguirements
for public use specified by rederal regulatians and such
requiremants ars hot reasonably satisfied by the Contracter,
assignasc, or licenseas; oY

(4) BSuch acticn is necessary because the
dgresment required by paragraph (o) (3} (vil) of thie clause has
not been obtained or vaived or because o licensee of the
sxciusive right to use or sell any subiect Invention in thae
United states is in dbreach of such agraement.

(ix) V.8, Conpetitiveneeg

. The Contractar agrees that products, processes or
gervices uced or cold by it or its afflliatesn embodying subject
inventions nzust be manufactured, practiced or provided
substantially in the United States, and further, -any licaense or
other transfer of rights in a subject invention to third parties
Rust be approved by DOE prior te any such transfer.

(¢) Terminztions. -

{3) Any vaiver or retentian of rights by the
Contracter under paragraphs (b) (2), (c)il), or (o0){2) of thie
oclauge mly be taerminated at the discretion of the Secretary or
his designee, in whole or in part, if the request for wvalvar or
Tetention of rights by tha Contractor is found to contain false
paterinl statenents or nondiscleaure of waterial facts, and such
vere specifically relied upon in resching the vaiver

detarminztion or the agreement to the Tetantion of rights by the
Contractor. :

. ({l) Any waivar of the rights retained in accordance
with paragraph (c)(2), as spplied to partiocular inventions, may
be terminated at the diccretion of the Secratary or his daecignea,
in wvhole or in part, i{f the Contractor failp to ocomply with the
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provisions set forth in paragrepd (c)(3!<and paragraph (d) of
this clause., and such !ailure is deternined by the Becretary or
bic dexignea to be matarisl and detrimantal to the intareste of

the Uni{ted States and the ganeral publiec.

(144) Prior to terminating any valver of rights under
parsgraph (c)(4) (L) oxr (c)(¢)(Ll) of thisz clause, tha Contractor
vill be given written notice of tha intention o terminata the
vaiver of rightg, the extent of such proposad tarzination and the
reasans therefor, end a period of 30 days, ar such longer peariod
as the Secretary or his desi{gnee shall deterxine fir good cause
shown in wvricing, to show causa why the vaiver of rights should
not be 80 tesrzinated.

(iv) ALl terminations of waivers of rights undar
pazagraph (cC) (4) (L1) shall ba sudject TO the rights grantea in
paragraph (e) (1) of this clause, and termination shall normally
ba partiasl in natura, requiring the Contractoer to grant
nonexclusive or partially exclusive licenses to rasponsible
applicants upon terms raasonabls under the circunstances.

(5) E&flfective Date of Walvers.

‘ The wvaiver of rights in a Subject Invantion shall bs
. aflfactive on the 2oiloving dates!

. (£) TFor advancs vaivars of idsntified inventions,
l.e., inventions conoeslved prior to the erfective date of the
Qontract, on The effectiva data of the contract evon though the-
advance waiver may have bean ragusated aftar that date!

- (ii) For {dentified inventions under advance vaivers,
1.e., inventions conceived or £irst actually rcduced to practice
azter the cffootiva date of the contract, on the date tha
nventicn is reported vith the election to ratain the waived
rights in that {nvantion: ang

(1ii) For vaivers of fdentified inventione (othar than
Undar an advance waiver), on ths cdate of the letter notifying the
Yaquaestor that the wvalver has been grantad.

(d) Iiling p? vatent sopliontions.

(1) With respect 4o ezch Subdsct Invention in vhich the
Contriotor elects to retain domestic righta pursuant to paragraph
(e)(2) (1) of this clause, the Contractor ahell have a domactic
patent spplication fi{led on the invention within € zonths after
submizsicn of tha inventicr disclogurm pursuant te paragraph
(€)(2)(2) of this elavsa, or sueh longar pariod of time zs zay ba
BPpProvec oY thae Prtent Counsel for good causo shown in wvriting by
the Contractor. TYor eack ‘Centified invention, thre rightx 4in
Vhich ere walived <o the Centracter, the Contrector ghall have a

t
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donestic patant application filed on the invantion within ¢
months after the waiver has baconma effective. WLth reaspact to
the i{nvention, the Contractor shall promptly notify tha Patant
Counsel of any decision not to file an application.

(2) For aach Subject Inventien on vhich a domestic patent
application i{s f{led by the Contractor, the Contractor shalls

(1) Within 2 aonths arter the filing or vithin 3
monthe after subnission of the invention disclosure 1f the patent
application previously has bean filed, deliver to Patent Counsel
a copy of the application ag filed including the £iling date and
serial number:

(L4) Within 6 monthg arftar filing the application or
within 6 months afrer submitting the invention disclosuxze Lf tha
applicet=f{on hac been filed previously, deliver to the Patant
Counsal a duly axecuted and approved {nstrument fully
confirmatory of all rights to vhich the Governzent is entitled,
and provide DOE an {rrevecable pover te inspect and make coples
of the patent application f£lled;

- {414) Provide the Patant Counsal vith A copy of the
patent ‘within 2 nonths after a patent (s Szaved on the
application;

(iv) Not less than 30 days beforas the expiration of
tha response paricd for any aotion required by the Patent and
TrudemaIX OfZics, notify the Patant Counsel of any daclsion not
to continue prosscution of the applicgtion and deliver to the
Patant Counsel exscuted instruments granting the Governnent a
Ppover of attorney; and

(v) 2Inoluda the folloving ctatanant in the second
paragraph of tha rpacificatien of the application and any patents
igcuved on a Subject Invention, "The Governtant of the United
States of Amsri{ca has rightg {n this {nvantion pursuent to
Contract No. (or Crant No. )

avardad by the U.8. Department of Energy®.

7
(3) With respsct to each sSubject Invention in vhich the
Contractor haa_elcatcd pursuvant to paragraph (o) (2){i1%) of this
clausa to retain the pstent rightx wvaived (n specified foreign
Countries, or {n wvhich the Contractor hes ocbtained a waiver of
foralign righta on an i{dentifiad invention:

. _ (i) The Contractor chall file a patent application on
tbe invention in sach epecitied foraign country in ascordance

vith applicadle gtatutec and ragulationa and within one of the
Tollowing periods:

~!
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(A} Eight 'months tron the date of £iling 2
correspondinzSUnitcd States application, or 1f such an
application net 2%led, six wonths from the ¢ats the invention
is subuitted in a disoclosure pursuant to paragraph (e) (2) (1) of
this clauca;

(B) Six months from the date & license lx granted
by the Corzissioner of Peatents and Trademarks to file the forelgn
patent application whers such f£iling hag baan prohidited by
sscurity reamsons: or

(C) Such longer period as may be approved by the
Patant Ceunsal for good causae shoewvn in wvriting by the Contractor.

(11) The Contractor sdall notify the ratasnt Counsal
Promprly ¢I each rorelign application filed and upon writtaen
requast shall furnicsh an Engligh version of the application
without additional conmpensation.

(e) Inventieon idengification, disclogures. and reporis.

(1) The Contractor shall establish and maintain active and
effactive procedures to enscure that Sudbject Inventions are
Promptly identified and tinmely disclosad. Those procelures shall
include the paintenanca of ladoratory notsbooks or egquivalent -
Tecords and Any other Tecords that are reascnably necessary to
doounant the conception and/or the first actual reductien to
practice of subject Inventions, and records vhaich show that the
Pioceduras for l{dentifying and dieclosing the invanticns are
folloved. Upon raquest, the Contractor shall furnish the
Contracting Officer a description of these procedures &5 that ha
Zay evaluate and determine thelir effactivaness.

‘{2) The Contractor chall furnish the Patent Counsel (vith
notification by Patant Counsel to the Contracting O2fice) on a
DOE~approvad form:

(L) A written report ocontaining full and completa
technical {nforzation concarning sach Subject Invantion within 6
nonths after conoeption or first acturl raduction to practice
vhlchever ocours first in the courss of or under this contrace,
but in any event prior to any on sala, public use or pudlic
digolosure of such inventions known to the Contractor. The
report shall iduntify the contract and inventor and shall be
cufflciently complete in technical detzil and appropriataly
illustrated by sxetch or diegram to convey to ons skilled in the
art to vhich the {nvention perteins a clear undarstanding of the
nature, purpose, orarstion, and to tha e¥tant ¥xnown, the .
physicel, cherlical, bioloqical, or sleactrica) cheracterixtics o?
the Invention. The report chould alwo includa any slaction of
fereign patant rights under poragraph (e)(2) (411) of this clauvea
and any elaction of rights under prragruph (c) (2) (1) o2 xhis

B
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clause. Any requests for greater rights shall be nade within the
er{od set forth {n parsgraph (b)(2) of this clause. ¥hen an
nvention i{s reported undar this paragraph (s)(2){1), it shall be
presumed to have bean pade in ths danner specifled in Section

(a) (1) and (2) of 42 USC $908% unlase thes Contractor contends {¢

v:a not s£6 bade in accordance vith paragraph (g) (2){i!) of this
Ciause. .

(1i) Upon regquest, but not mora than annually, {ntarin
reports cn & DOL-approved form listing Suddect Invantions and
eubcontracts avarded containing a Patent Rights cleauss for that
period and cartifying that:

(A) The Contractor's procsdures for ideantifying
and cisclosing subjact Inventions az required by this paragraph
(@) have pean rollowed waroughout the reparting psciod;

(3) All Sudject Inventions have been disclosed or
that thera are no such inventions; '

(€) Al subcontracta anttining & Pstant Rights
elause hava been reported ¢r that no such subcontyacts have besn
awvardaeds and :

(i) A final resport on 3 DOE-approved form within 3
monthe aftar complation of the contract work listing all subdect
Inventiens and sll sudcontracts awvardaed containing a Patent
Rights clause and certifying that:

. (A) All Sudject Inventions have been disclosed or
that there vere no such inventions; and

(B) All subcontracts containing & Patent Rights
Olluzodbavc boan reparted er th:ii no such subcontracts have been
avarded.

(3) The Contractor anall obtuin patent agxesczents to
effectuats tha provicions of this clause from all parsons in itg

ex=ploy who perforn xny pert of the vorX under this oontract
except nontechnical personnal, such as clarical erployaas and
manual laborers. : '

(4) The Contractor agrees thet the Covernmant zay duplicate
and discloss Sudjact Invention disclosures and all other reports
and pepars furnishsd or required to be turnished pursuant to this
clause. If the Contractor is to fila a foreign patent
&p?lication on & Sudbject Invention, the Government wgraes, upon
vYIr.tien reguest, to usa itr best efforts to withhold publication
of cuch i{nvention disclesures until the expiration of the tixe
Period specifled in Paragrapb (d) (1) of thim claure, dut in no

avent shall the Covarnzent cr itg ecplovear be 1!
: : r 2 e ieble for an
purlication tharso?. P=e3 l o

PATENT
REEL: 9603 FRAME: 0904



(£) Pubklicertion.

It is recognized that during the course of the vorx under
this contract, the Contractor or {ts smployees may {rom tine to
tine decixoc to releass or publish information regsrding
scientific or technical developments concaived or first actually
reduced to practice in the course of or under this contract. 1In
ordaer that puplic disclosurs of such {nformation will neot
savexsely affect tha patent intsrests of DOE or thae Contractor,
patent approval for releass or pudlication shall be secursd from
Patent Counsel prior o any sucg relesse or pudlication.

(g) = > J

{1) The contractor shall forfeit to the Government, at the
request ©OI the §ecretary or his dexignse, all rights in any
Subject Invention vhich the Contractor fallw to raeport to Patent
Counsal (with notification by Pataent Counssl to the Contracting
Officer) within six months after the tima the Contractor:

(i) Yiles or causas to ba filed a Unitad Stateg or
forelgn patent application thereon: or

(1l) Submits the final report regquired by paragraph .
(e) (2) (11) of th{s clausa, whichever is later.

(2) However, tha Contracter shall not forfelt rights in s
Subject Inventien if, within the tipe specified in (1) (i) or
(1) (11) of this paragraph (g), the Contractor:

(1) Prapared a vritten daclision dasaed vpon a raview of
the record that the invantion was haithar aonceived nor Lirst
acTually reduced to practice {n the course of or under the
econtract and delivers tha cawa to Patent Coursgel (vith )
notification by Patent Counsel to the ContTacting O2ficer): or

(11) contending that the invention £s not a Subject
Invention the Contractor nevartheleas disclosasxs the invention and
ll facts pertinant te this contention to the Patent Counsal
é:ith notifica;ion by Patent Counsel;to the Centracting offigcar);

(114) rE=tadlicher thet the failure to disclose did not
reswlt from the Contracter's fault or negligancs.

(3) Pending wvritten tssignzant of the patent applications
and patents on a Subdect Invention Ceterni{ned by tle Sacretary or
his dacignee to be forfeited {(Fuch Catermination to be 2a final
declelon under tne Dicputes Clause of whis contract), tha
Contractor shall Lbe cdee=ed to hold the irnvertion and tha patent
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applications and patents pertaining therstoe in trust for the
Government, The forfelture provision of this paragraph (g) sball
be in addition to and shall not supersede othar rights and
renedies vhich the Covernnant pay bave vith rsspect to Subject
Invention.

(h) Examipasion of recorde xelating %o {nventiong.

(1) Tha Contracting O0fficer or his authorizasd
reprasentative, untlil tha expiration of 3 years after final
payz=ent under this contrsct, shall have the right to examine any
beoks (including ladoratory notebooks), records, documents, and
other supporting data of the Contrastor which the Centracting
Officer or nis authorized rapresentative raa:onabtg deen
partinant to the discovery or ldentification of Subject
Invanticna or to detarnine copplisnce vwith the raquirazents of
this clausa.

(2) The Contracting Officer or his authorized
representstive shall have ths right to exanine all books
(including laboratery notebooks), rocerds and documents of tha
Contractor relating to the conception or first actual reduction
to practice of inventions in the sane figld of tadhnoloiy as the
vork undex this contract to determina vhether any such inventions
are Subject Invantions, if the Contractor refuses or 2ails te:

(1) ©Estadlish the procedurss of paragraph (e) (1) of
this clause; or

(41) Maintain and follow such procedurss; or

. (41L) cofrect or eliminate any zatarial degiciency in
the procadures vithin thirty (30) days after the Contracting
Officer notifios the Contractor of such a deficiancy.

(i) N o : .
(1) Any time bafors £inal paynant of the smount of thisg
oontract, the Contracting Officer may, !f he deexs such actien
varTantad, vi{thhold payment until a reserve not exceeding $50,000
Cr S percent ¢f the amount of this contract, vhichever is less,

zhall have been sot aside L2 in his opinion tha Contractor falls
a:

(1) Esteblisk, maintain and follow efZsctive

procecurse for identifying and disclosing Subject Invantions
purouant to paragraph (e)(l) of tria clause; or

({1) Dpicclose any Subject Invention pursvant tb
Pavagraph (o) (2) (L) of this clause; or
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(i{8) Deliver the interim reports pursuvant to
paragraph (e) (2) (ii) of this clause; oI

{iv) Provide the {(nforpation regarding subcontracts
pursuant to paragraph (J)(S) of thic clause; oY

(v) Convey to the Government in a DOZ-approved form
tha titla and/or rights of the Governmzent in sach fudbjact
Invention as required by thic clause.

(2) The resarve or balance shall be vithhels until the
contracting 0fficer has dstarmined that ths Contractor hus
rectified vhatever deficlanciac exist and has delivared all
reports, dicclosures, and othar information resquired by this
clause. .o

(3) Final paywent under this contract shall not be mada by
the Contracting Ofiicer before the Contractor deglivers to Patant
Counsel all disclosures of Subjesct Invantions tnd other
inforzmation required by (e)(2) (i) of this clause, the final
roport required by (=) (2)(1{i) of this clause, and Patent Counsel
hasiiuued a patant clezrance cartisication to the Contracting
officer. °

(4) The Contracting Cfficer may, in his direction, dsecrease
or increase the suns vithheld up to the maximum authorirzed above. .
If the Contracter is a nonprofit organization, the maximum anmcunt
that nay be withheld under tai{s parsgraph shall not excesd
$50,000 or l.psroent of the amount of this centract, vhichever is
less. No amount shall be vithheld under this paragraiph whila the
amount specified by this paragraph {s being vithheld under other
provisions of the contract. The withholding ©f any amount or
subsequent payment therec? sbhall not de construved as a walver of
any xrigbts accruing to the Covernmant undar this contract,

{3) Bubcontracts.

(1) For the purpose of this parsgraph the tezm "Contractor®
Daang the party avarding a subcontract and the term
"subcontractor® zeuns & party baing awarded a subcontraot,
regardless of tiaer. - : '

(2) The contractor vill include the Petent Rightse oclause of
DEAR $53.227-71 sultably nodified to identify the parties in all
suboontracts, ragardlacs of tier, for sxperizental, devalopmantal
or Tregsearch work to bk performed by a gmall business or a
doxestic nonprofit orgesnlzatian. In all othar subcontractse,
regardlass of tier, Zor axparimantel, developzental
cemonstration, or recearch work, tha Contrictor shull includa *ta
Petent Righ<ts article of 43 CFR ©-9.107-E(n) or 41 CTR $-9.167-€
a¢ appropriete, nmodified to idantizy the partiex.

)
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(3) Except as may be othervise provided in tnis clause, the
Contractor shaxll not, in any subcontract or by using &
subcontract as oconxideration thaxefor, aoquirae any rights {(n its
suboontractor's subject Invention for the Contractor's own use
(as distinguished from such rights as way be required solely to
rulcill thae Contractor's contract obkligations to the Government
{in the performanca ¢¢ this contract),

(4) All invention disclosurss, reports, {nstruments, and
other information required to be furnishaed by the Subcontractor
to DOE, under the proevisions of 8 Patant Rights clauvsa in any
subcontract hareundar may, in the discretiocn of the Contracting
Officer, dba furnisghed to the Contractor for transaission to DOF,

(5) The Contractor shall pronptly notify the:Contracting
officer in writing upon tha avard of any sudboontract containing a
Patent Rights clause by idantifying tha Bubcontractor, theae work
to be psrformed under the suboontract, and the dates of award,
and estimated completion. Upen the raquast of the Contrmcting
Officar the Contractor shall furnish him a cepy of the
suboontract.

(6) The Contrector shall identify all subjesct Inventions of .
the Subcontractor of which it acquires xnovledgg in the
parforpance o©f this contract and shall notify the Patent Counssl
(with notification by Patent Counsal te the Contracting Officar)
Promptly upon the identifisation of the inventions.

(7) It is understoed that the Governzent is a third party
beneficlary of any subeontract clause grantihg rights to the
Govarnment in Fudject Inventionc, and the Contracter heredy
assigne te the Govsrnment all rights that the Contractor would
have to anforce tha Subcontractor's obligations for the benefit
of tha Government vith respect to Sudjesct Inventions. The
Contractor shall not be obligated to snforce tho agreemants of
any Subcentractor hersunder ralating to tha obligations of +the
Subgentractor to the Govarnmant regarding subiect Inventicns.

{(x) Bzckground Psiants.

(1} "Background Patent® means & domestic patent covaring an
invention or discovery which is not a Subject Invention and which
1s owned or controlled by the Contractor at ary tine Through the
cenpletion of thic contract:

' (1) Which the Contractor, but not the Government, has
the right to licanse %o others without okligetion to pay
royaltlies tharaon, and

_ ({3 :n:rian:ont of which cannct raasonably ba
avoiced upon The praciica of Eny €peciric process, method,
zockine, manufacture or corpogitlion of =2tter ({ncluding

22
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relstively riner podifications thereofl) vhich is a subject of the
resaarch, development, or demonstration worX performed under this

contrace.

(2) The Contraotor agrees to and does herady grant to the
Covernzent a royalty-Iree, nonexcluslve licsnse under any )
Background Patent for purposes of practicing a subject of thig
contract by or for the Government in rasearch, develcprent, and
demonstration vorX only.

(3) If the Contracter is wnvilling or unable to participate
under reasonabls terms and conditions in further work under thls
contrace, ©r tn{ follov-on contracts, or if the Contractor
subsequently falils to make reasonzxble ¢Irfoxts o conrerciallize
the tschnology forming the subject matter of this agreexent, the
Contractor also agrees that upon written application by DOE, it
will grant to responsible parties foy purposes of practicing a
subjact of this contract nonexclusiva licanses under any
Background Patent on tsxms that are reasonabla under the
circuastances. I1f, howvever, the Coniractor balieves thet
exclusive or partially exclusive rights are necessary to achievs
expeditious ocmnmercial developmant or utilization, than a Trequest
zay be mads to DOE for DQL approval of such licensing by the
Contractor.

(4) Notwithgtanding the zorcqoini paragraph (X)(3), the
Contractor shall mot be obligated to licenss any Rackground
Patent {f the Contractor demonstrates to ths satisfaction of the
Secrstaxy or bis designea that:

({) a competitive zlternative to the subject matter
covered by said Background Patant is coxmercislly avallable or
readily introduciblae froh one or pors othar sOUrces; Or :

(11) +the Contractor or its licenseas are supplying the
subject matier covered by saiéd Backyround Patent in sufficient
quantity and at ressonable prices to satis?y market needs, or
have taken effective staps or vithin x reascnable tine are
axpected to take affective steps to 6o supply thes subject matter.

(1) Atomic Energy. : _ !

{1) No oclaim for pecuniary sward or cotpansatlon under the
provisions of the Atomic chrqi Act of 1964, as amsnded, shall be
acserted by tha Contractor or i1ts employess with reshact To any
invantion or discovery made or concaived in ths course of or
under tris contract.
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(2) Except as othervisae authorired in vriting by the
Contraoting O0fZicer, tha Contractor will obtain patent agreewmants
to effsctuata the provicions of paramgraph (1) (1) of thls clause
frou al) parsons vho perform any part of the work under this
contract, except nontechnical personnel, ouch ss clerical
enployees and manual laborers. .

(m) Limitation of rights.

Nothing contained in thic Patent Rights clause shall de
deened to give the Covernmaent any rights vith respect to any
invention other than a subject invention except as set forth in
the Patent RigNRTE cluuse of this centract with rocpact to
Background Patents and the Faclilities License. 2
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