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CONFIRMATORY LICENSE

(Large Business - Advance Waiver)

Title . Automated Manual Transmission Controller

Inventor(s) . Robert E. Lawrie, Richard G. Reed and David R. Bernier
Serial No. .  08/982,218 Filing Date (U.S.): 12/1/97
Patent No. : Issued:

Contractor :  Chrysler Corporation

DOE Contract No. : NREL Subcontract No. ZAN-6-16334-01
under Prime Contract No. DE-AC36-83CH10093

Waiver No. i W(A)-96-003 (CH-0893)
Patent Clause . Appendix MRI/CHRYSLER-C (11/14/96)
DOE Case No. ;. §-90,139

Foreign Applications filed in or intended to be filed at Contractor's expense in (countries):

NONE

An advance waiver of Government rights having been granted by DOE to the Contractor, and the
above-identified invention having been reported as a subject invention to DOE by the contractor
with his election to file a domestic patent application thereon, the effective date of said waiver
for the above invention is December 1, 1997

Accordingly, this document is confirmatory of the paid-up license required to be granted to the
Government under 10 CFR Part 784 and this contract in this invention, patent application and
any resulting patent, and of all other rights acquired by the Government by the referenced clause,
a copy of which is attached hereto and incorporated by reference herein. The undersigned
certifies the attached copy to be a true copy of said clause. It is understood and agreed that this
license does not preclude the Government from asserting rights under the provisions of said
contract or of any other agreement between the Government and the Contractor, or any other
rights of the Government with respect to the above-identified invention.

The Government is hereby granted an irrevocable power to inspect and make copies of the
above-identified patent application.

Signed this _ 27 day of féﬁ%’ .19 %f

Chrysler Corporation
(Contractor)

(SEAL)

By

(ConM Official and Title)
WilJliam J. Coughlin, Chief Patent Counsel
(Business Address)
CIMS 483-02-19, 800 Chrysler Drive East

Auburn Hills, MI 48326-2757
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MRIES

MIDWEST RESEARCH INSTITUTE
APPENDIX MRI/CHRYSLER-C
INTELLECTUAL PROPERTY PROVISIONS

11/14/96
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APPENDIX MRI/CHRYSLER-C
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CLAUSE 1 - ADVANCE WAIVER PATENT RIGHTS
A, Defininions,

‘Supjec: :rvennion” Teans any wmvennon or discovery of the Subconmactor conceived or firs:
ictuailv recuced to pracdce mn the course of or under this subconmact. and :ncludes any acT.
methed. process, machine, manufacrure, design, or composition of matter, or any new and
useful improvement thereof, or any variety of plants, whether patented or unpatented under the
Patent Laws of the United States of America or any foreign country.

9

*Subcontract™ means any contract, grant, agreement, understanding, or other arrangement,
which includes research, development, or demonstration work, and includes any assignment or
substitution of parties.

(99

'Government agency” includes an executive department, independent commission, board, office,
agency, administradon, authority, Government corporation, or other Government establishment
of the Executve Branch of the Government of the United States of America.

1, "To the poirz of practical application™ means to manufacture in the case of a composition or
product, to practice in the case of a process, or to operate in the case of a machine and under
such conditions as to establish that the inventon is being worked and that its benefits are
reasonably accessibie to the public.

(9]

"Parent Counsel® means the DOE Patent Counsel assisting the procuring actvity.

6. "Conrracting Officer” means the DOE Contracting Officer for prime contract
No. DE-AC36-83CH10093 with the Midwest Research Insttute.

B. Allocation of Principal Rights.

1. Assignment to the Government. The Subcontractor agrees to assign to the Government the entire
right, title, and interest throughout the world in and to each subject invention, except to the
extent that rights are waived to and retained by the Subcontractor under paragraphs B2 and C of
this clause.

(3]

Greazer Rights Determinations. The Subcontractor or the empioyee-inventor with authorization
of the Subcontractor may request greater rights than the domestic and foreign patent rights
provided in Paragraph C of this clause on identified inventions in accordance with

41 CFR 9-9.109-6. Such requests must be submitted to Patent Counsel (with notification by
Patent Counsel to the Contracting Officer) at the time of the first disclosure pursuant to para-
graph E2 of this clanse, or not later than nine (9) months after conception or first actual
reduction to practice, whichever occurs first, or such longer period as may be authorized by
Patent Counsel (with notification by Patent Counsel to the Contracting Officer) for good cause
shown in writing by the Subcontractor.

C. Rights to the Subcontractor.

1. Minimum Subcoruractor License. The Subcontractor reserves an irrevocable, nonexclusive,

paid-up license in each patent application filed in any co j
;ﬁ%%@%@jﬁe license shall extend to the
Subcontractor's domestic ies and affiliates, if any, within the Subcontractor's corporate \
structure of which the Subcontractor is a part and shall include the right to grant sublicenses of

mcsamescopewmeeWgamdwdosoatheﬁmeme .
subconract was awarded.| The license shall be transferabie only with approval of DOE fexcept

e ———— =
e T T e - .

—~ Pl e - m e
g P i .-

-
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‘vhen wansterred o he successor of that part of :he Subcontractor’s business o which the
‘nvenltion periains.

3

(1)

N Election t0 Rerain Warved Righus.

Subject o the provisions of paragraph C3 and paragrapn D of this clause, with
respect only t0 a subject invention reported in accordance with paragraph E2(i) of
‘his clause and with the written report of which is included am election by the
Subcontractor to retain the waived rights in the invention, the Subcontractor
reserves the entire domestic right, title and interest in any United States patent
application on the subject invention filed and any resulting United States patent
secured by the Subcontractor.

Subject to the provisions of paragraph C3 and paragraph D of this clause, with
respect only to a subject invention reported in accordance with paragraph E2(i) of
this clause and with the written report of which is included an election by the
Subcontractor to retain the waived rights in the invention and a statement specifying
those foreign countries in which such rights will be retained, and subject to DOE
security regulations and requirements, the Subcontractor reserves the entire right,
dtle and interest in any foreign patent application on the subject invendon filed

and amy resulting foreign patent secured by the Subcontractor in those

foreign countries specified.

3. Terms and Conditions of Waived Rights.

ey

(i)

(i)

Appendix MRU/Chrysler-C
11/14/96

Subject w0 the rights granted in paragraph C1 of this clause, the Subcontractor
agrees to convey to the Government, upon request, the entire domestic right, ttle,
and interest in amy subject invention when the Subcontractor:

(2) Does not elect pursuant to paragraph C2(i) of this clause to retain such
rights;

(b) Fails to have a United States patent application filed on the invention in
accordance with paragraph D1 of this clause, or decides not to continue
prosecution of such application; or

(c) At any tme, no longer desires to retain tite.

Subject to the rights granted i paragraph C1 of this clause, the Subcontractor
agrees to convey o the Government, upon request, the entire right, ttle, and
interest m any subject invention in any foreign country if the Subcontractor:

(a) Does not elect pursuant to paragraph C2(ii) of this clause to retain such
rights in the foreign country; or

) Fails to have a patent application filed in the foreign country on the
subject invention in accordance with paragraph D3 of this clause, or
decides not to continue prosecution or to pay any maintenance fees
covering the invention. To avoid forfeiture of the patent application
or patent, the Subcontractor shall notify the Patent Counsel not less
than 60 days before the expiration period for any action required by the
foreign Patemt Office.

Conveyances requested pursuant to paragraphs C3(i) and C3(ii) of this cianse shall

be made by delivering to the Patemt Counsel duly executed instruments and such
other papers as are deemed necessary 1o vest in the Governmemnt the emire right,

-
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{v)

(vi)

(vii)

(viii)

4tle. and interest in the invendon to enable the Government to apply for and
orosecute patent applications covering the invention in this or the foreign counoy,
-especuvely, or otherwise establish its ownership of the invenuoan.

Zor 2ach mmvendon ¢ which the Subconmactor inidaily elects pursuant (o0 C2(1) or
C2(1d) of this clause not w0 retain the rights waived, the Subcontractor shall inform
‘he Patenr Counsel promptly in writing of the date and identity of any om saie,
public use, or public disclosure of the invention which may consdrute a starutory bar
under 35 USC 102, which was authorized by or known to the Subcontractor; or any
comemplated action of this narure.

Government License.

With respect to any subject invention in which the Subcontractor retains title, the
Federal Government shall have a nonexclusive, nontransferabie, irrevocable, paid-
up license to practce or have practiced for or on behalf of the United States

any subject invention throughout the world.

Reporting on Utilization of Subject Inventions.

The Subcontractor agrees 10 submit on request, periodic reports, no more frequently
than anmmally, on the utilization of a subject invention or on efforts at obtaining such
urilizarion that are being made by the Subcontractor or its licensees or assignees.
Such reports shall inctude information regarding the status of development, date of
first commercial sale or use, gross royalties received by the Subcontractor, and such
other data and information as DOE may reasonably specify. The Subconmtractor also
agrees o provide additional reports as may be requested by DOE in accordance with
paragraph (vii) of this clause. To the extent data or information supplied under this
section is considered by the Subcontractor, its licensee or assignees to be privileged
and confidential and is so marked, DOE agrees that, to the extent permitted

by 35 USC 202(c)(5). it will not disclose such information to persons outside the
Governoment.

Preference for United States Industry.

Notwithstanding any other provision of this clause, the Subcontractor agrees that
neither it nor any assignee will grant to any person the exclusive right to use or seil
any subject invention in the United States unless such person agrees that any
products embodying the subject invention or produced through the use of the subject
invention will be manmufactired substantially in the United States. However, in
individuoal cases, the requirement for such an agreement may be waived by DOE
upon a showing by the Subcontractor or its assignee that reasonable but unsuccessful
efforts have been made to grant licenses on similar terms to potential licensees that
would be likely 10 mamufacture substantially in the United States or that under

the circumstances domestic manufacture is not commercially feasible.

March-in Rights.

The Subcontractor agrees that with respect to any subject invention in which it has
acquired title, DOE has the right, in accordance with the procedures in OMB
Circular A-124, to require the Subcontractor, an assignee, or exclusive licensee of a
subject invention to grant a nonexclusive, partially exclusive, or exclusive license in
any field of use 10 a responsible applicant or applicants, upon terms that are
reasonable under the circumstances, and if the Subcontractor, assignee, or exclusive

Appendix MRI/Chrysler-C
11/14/96
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(ix)

Appendix MRI/Chrysler-C
11/14/96

licensee refuses such 1 request, DOE aas the right to zrant such a :icense itseif if
DOE determines that:

$a)

b)

{©)

(d)

Such action is necessary because the Subcontractor or assignee has aot
:aken, or is aot 2xpected o take, within 2 reasonable dme. arffecyve
steps to aciieve pracucal applicarion of the subject invention in such
feld of use;

Such action is necessary to alleviate health or safety needs which are not
reasonably satisfied by the Subcontractor, assignee. or their licensees;

Such action is necessary to meet requirements for public use specified by
federal regulations and such requirements are not reasonably satisfied by
the Subcontractor, assignee, or licensees; or

Such acton is necessary because the agreement required by paragraph (vii)
of this clause has not been obtained or waived or because a licensee of the
exclusive right to use or sell any subject invention in the United States is in
breach of such agreement.

U. S. Compenitiveness.

(a)

(®)

(©)

The parties agree that under anry United States Patent resulting from a
subject invention on major componenis of hybrid propulsion systems for
use or sale in the United States, such major components shall be
manufactured substantially in the United States during the period expiring
five years after compietion of this subcontract.

The parties also agree that for hybrid propulsion systems, major
components developed under this subcontract using contract data which are
Protected Hybrid Vehicie Information shall be manufactured substantially
in the United States during the period expiring five years after completion
of this subcontract.

Notwithstanding the foregoing provisions, the requirements for
manufacturing major components of hybrid propulsion systems substantially
in the United States shall be deemed to be satisfied only (i) if it is only
commercially feasible for Subcontractor to begin volume production at
Subcontractor’s existing production facilities elsewhere in North America,
or (ii) upon a showing by the Subcontractor or its assignee, in writing, that
reasonable but unsuccessful efforts have been made to grant licenses on
similar terms to potental licensees that would be likely to manufacture
substandaily in the United States or that under the circumstances domestic
manufacture is not commercially feasibie and some form of significant
economic and technical benefits will flow to the United States. Such a
showing by the Subcontractor must be approved in writing by DOE. With
respect to subparagraph (i) above, it is understood and agreed, given the
nature and organization of Subcontractor’s manufacturing facilities in the
United States, Mexico and Canada, including Subcontractor’s existing
engine production plants in Toluca and Saltillo, Mexico (“Mexican
Plants™), that during the five-year period covered by subparagraphs (a) and
(b) above, and with respect 10 major components of hybrid propulsion
systems covered by and within the scope of subparagraphs (a) and/or (b)
above, initial manufacmire by Subcontractor of such major components may
begin at Subcontractor’s Mexican Plants; Subcontractor agrees, however,
that prior to construction of any new production plant outside of the United

PATENT
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States, or any expansion of the Mexican Plants, for the manufacmre of
major components covered by and within the scope of subparagrapis (a)
and/or (b) during the five-year period covered by subparagraphbs (a) and/or
{b), Subcontractor will make reasonable and good faith efforts to
Tmanufacture such components at producdon facilities iocated or to be
.ocated 1n the United States.

(d) This clause does pot constitute a commitment that either party wiil acrually
manufacture hybrid propulsion systems.

(e) The Parties agree that DOE may grant sublicenses under any United States
Patent resuiting from a subject invention first produced under this
subcontract, under reasonabie royalty-bearing terms (with such royaity to be
paid to subcontractor), for the manufacture in the United States of major
components of hybrid propulsion systems, and for the use and sale thereof in
the United States, beginning five years after completion of this subcontract.
Notwithstanding the foregoing, the date at which DOE may start o grant
sublicenses under this subparagraph 1(C}3)(ix)(e) shail begin ten years
(rather than five years) after the completion of this subcontract if Chrysler
and DOE, at any time before the expiration of five vears from the
compietion of this subcontract, mutuaily agree in writing to extend the
period covered by subparagraphs 1(CY3Xix)Xa) and (<) to ten years (rather
than five years) from the compieton of this subcontract.

Terminarions.

®

(i)

(iif)

(iv)

Any waiver or retention of rights by the Subcontractor under paragraphs B2, Cl1, or
C2 of this clause may be terminated at the discretion of the Secretary or his
designee, in whole or in part, if the request for waiver or retention of rights by the
Subcontractor is found to contain false material statements or nondisclosure of
material facts, and such were specifically relied upon in reaching the waiver
determination or the agreement to the retention of rights by the Subcontractor.

Any waiver of the rights reserved in accordance with paragraph C2, as applied to
partcular inventions, may be terminated at the discreton of the Secretary or his
designee, n whole or in part, if the Subcontractor fails to comply with the
provisions set forth in paragraph C3 and paragraph D of this clause, and such
failure is determined by the Secretary or his designee to be material and detrimental
1o the interests of the United States and the general public.

Prior to erminating any waiver of rights under paragraph C4(i) or C4(ii) of this
clause, the Subcontractor will be given written notice of the intention to terminate
the waiver of rights, the extent of such proposed termination and the reasons
therefor, and a period of 30 days, or such longer period as the Secretary or his
designee shall determine for good cause shown in writing, to show cause why the
waiver of rights should not be so terminated.

All terminations of waivers of rights under paragraph C4(ii) shail be subject to the
rights granted in paragraph C1 of this clause, and termination shall normally be
partial in nature, requiring the Subcontractor to grant nonexclusive or pardally
exclusive licenses to responsible applicants upon terms reasonable under the
circumstances.

Appendix MRY/Chrysler-C
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s

Effective Dare of Waitvers.
Waivers shail be effective on the following dates:

5 For advance waivers of identified mventions, i.¢.. nvenuons conceived prior 0 he
etfecuve date of the subcontract, on the effective date of the subconrract aven
though the advance waiver may have been requested after that date;

{ii) For identified inventions under advance waivers, i.e., inventions conceived or first
actuaily reduced to practice after the effective date of the subcontract, on the date

the invention is reported with the election to retain the waived rights in that
invenron; and

(iti) For waivers of identified inventions (other than under an advance waiver), on the
date of the leaer noufying the requestor that the waiver has been granted.

D. Filing of Patent Applications.

1. With respect to each subject mvention in which the Subcontractor elects to retain domestic rights
pursuant to paragraph C2(i) of this clause, the Subcontractor shall have a domestic patent
application filed on the invention within six (6) months after submission of the invention
disclosure pursuant to paragraph E2(i) of this clause, or such longer period of time as may be
approved by the Patent Counsel for good cause shown in writing by the Subcontractor. For
idenrified inventions waived to the Subcontractor, the Subcontractor shall have a domestic patent
application on the invention filed within 6 months after the waiver has become effective. With
respect 10 such inventions, the Subcontractor shall promptly notify the Patent Counsel of any
decision not 10 file an appiication.

2. For each subject invention on which a patent application is filed by the Subcontractor, the
Subcontractor shall:

6] Within 2 months after the filing, or within 2 months after submission of the
mventon disclosure if the patent application previously has been filed, deliver to
Patent Counsel a copy of the application as filed including the filing date and serial
oumber;

(i1) Within 6 months after filing the application or within 6 months after submitring the
mmvention disclosure if the applicarion has been filed previously, deliver to the Patent
Counsel a duly executed and approved instrument fully confirmatory of all rights to
which the Government is entitled, and provide DOE an irrevocable power to inspect
and make copies of the pateat application filed;

(ii1) Provide the Patent Counsel with a copy of the patent within 2 months after a patent
is issued on the application; .

@iv) Not less than 30 days before the expiration of the response period for anmy action
required by the Patent and Trademark Office, notify the Patent Counsel of any
decision not 10 continue prosecution of the applicarion and ‘deliver to the Patent
Counsel executed instruments granting the Government a power of attorney; and

) Include the following statement in the second paragraph of the specification of the
application and any patents issued on a Subject Invention, "The Government of the
United States of America has rights in this invention pursuant to Subcontract
No. (or Grant No.__ ) awarded by the U.S. Department of Energy.”

Appendix MRUChrysler-C
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With respect 0 each subject invendon in which the Subcontractor has elected pursuant to
raragraph C2(ii) of this clause to retain the patent rights waived in specified foreign countries.
or in which the Subcontractor has obtained a waiver of foreign rights on an identified inventon:

(i

The Suocontractor spall file a patent appiication on the invenuon in each specified
‘oreign counwry i accordance with applicable statutes and regulations and within
one of the following periods:

(a) Eight months from the date of filing a corresponding United States appli-
cadon, or if such an applicaton is not filed, six moaths from the date
the invention is submitted in a disclosure pursuant to paragraph E2(i) of this
clause;

{b) Six months from the date a license is granted by the Commissioner
of Patents and Trademarks to file the foreign patent application
where such filing has been prohibited by security reasons; or

(©) Such longer period as may be approved by the Patent Counsel for good
cause shown in writing by the Subcontractor.

The Subcontractor shall notify the Patent Counsel prompuy of each foreign
appiicaton filed and upon written request shail furnish an English version of the
applicadon without additional compensation.

Invention Identification, Disclosures, and Reports.

1.

9

The Subconwactor shall establish and maintain active and effective procedures to ensure that
subject inventions are promptly idenrified and timely disclosed. Those procedures shall include
the maintenance of laboratory notebooks or equivalent records and any other records that are
reasonably necessary to document the conception and/or the first actual reduction to practice of
subject inventions, and records which show that the procedures for identifying and disclosing the
inventions are followed. Upon request, the Subcontractor shall furnish the Conmracting Officer a
descripdon of these procedures so that he may evaluate and determine their effectiveness.

The Subcontractor shall furnish the Patent Counsel (with notification by Patent Counsel to the
Contracting Officer) on a DOE-approved form:

M

A written report containing full and compiete technical information concerning each
subject inventon within 6 months after conception or first acmaj reduction to
practice, whichever occurs first in the course of or under this subcontract, but

in any event prior to any sale, public use or public disclosure of such mvention
known to the Subcontractor. The report shall identify the subcontract and mventor
and shall be sufficiently complete in technical detail and appropriately illustrated

by sketch or diagram to convey to one skilled in the art to which the invention
pertains a clear understanding of the pature, purpose, operation, and to the exient
known, the physical, chemical, biological, or electrical characteristcs of the
invention. The report should aiso include amy election of foreign patent rights under
paragraph C2(ii) of this clause and amy election of rights under paragraph C2(i) of
this clause. Any requests for greater rights shail be made within the period set forth
in paragraph B2 of this clause. When an invention is reported under this para-
graph E2(i), it shail be presumed 10 bave been made in the manner specified m
Secton (a)(1) and (2) of 42 USC 5908 unless the Subcontractor contends it was not
so made in accordance with paragraph G2(ii) of this clause.

Appendix MRI/Chrysier-C
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(i) Upon request, but not more than annually, interim reports on a DOE-approved form
listing subject inventions and lower-der subcontracts awarded containing a Pateat
Rights clause for that period and cenifying that:

1) The Subcontractor's procedures for identifying and disclosing subject
nventions as required by this paragraph E bave been {ollowed throughout
the reporting period;

b) All subject inventions have been disclosed or that there are no such
inventions;
c) All Jower-ter subcontracts containing a Patent Rights clause have been

reported or that no such lower-tier subcontracts have been awarded; and

{111) A final report on a DOE-approved form within 3 months after completon of the
subcontract work listing all subject inventions and ail lower-der subcontracts
awarded containing a Patent Rights clause and certifying that:

(a) All subject inventions have been disclosed or that there were no such
inventions; and

() All lower-ter subcontracts containing a Patent Rights clause have been
reported or that go such lower-der subcontracts have been awarded.

3. The Subcontractor shail obtain patent agreements to effectuate the provisions of this clause from
all persons in its employ who perform any part of the work under this subcontract except
nontechnical personnel, such as clerical employees and manual laborers.

4. The Subcontractor agrees that the Government may duplicate and disciose subject invention
disclosures and all other reports and papers furnished or required to be furnished pursuant to this
clause. If the Subcontractor is to file a foreign patent application on a subject invention, the
Government agrees, upon written request, to use its best efforts to withhold publication of such
invenrion disclosures until the expiration of the time period specified in paragraph D1 of this
clause, but in no event shall the Government or its employees be liable for any publication
thereof. The Subcontractor may mark such disclosure in accordance with paragraph K of the
"Rights in Technical Data” clause of this subcontract. The Government will treat such marked
disciosure papers in accordance with paragraph K of the "Rights in Techmical Data” clause until
the issuance of a patent at which time the protection afforded by paragraph K of the "Rights in
Technical Data” clause shall cease.

F. Publication.

It is recognized thar during the course of the work under this subcontract, the Subcontractor or its
employees may from tdme to time desire to release or publish information regarding scientfic or
technical developments conceived or first actuaily reduced to practice in the course of or under this
subcontract. In order that the patent disclosure of such information will not adversely affect the patent
interests of DOE or the Subcontractor, patent approval for release or publication shall be secured from
Patent Counsel prior to any such release or publication. The Subcontractor may release and publish
information in connection with commercialization of subject inventions without prior review by DOE
Patent Counsel. In any event the Subcontractor shail notify the Government sixty days before the
establishment of any stannory bar to the filing of a patent application or the existence of any bar.

G. Forfeiture of Rights in Unreported Subject Inventions.

L. The Subcontractor shall forfeit to the Government, at the request of the Secretary or his
designee, all rights in any subject inventions which the Subcontractor fails to report to Patent
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[ )

(V)

Counse! +#ith gouficauon by Patent Counsel to the Contracang Officer) within six months after
the ume the Subcontractor:

0 Files or causes 0 2e filed a Urited States or foreign patent applicaton thereon: or

Ry Submuts the final report requirec by paragrapn E2(iii) of this ciause, whichever s
later.

However, the Subcontractor shall not forteit rights in a subject invention if, within the time
specified in 1(i) or 1(ii) of this paragraph G, the Subcontractor:

(i) Prepared a written decision based upon a review of the record that the invention was
neither conceived nor first actually reduced to practice in the course of or under the
subcontract and delivers the same to the Patent Counsel (with notification by Patent
Counsel to the Contracting Officer); or

(1i) Contending that the invention is not a subject invention the Subcontractor
nevertheless discloses the invention and all facts pertinent to this contention to the
Patent Counsel (with notification by Patent Counsel to the Contracting Officer); or

(iii) Establishes that the failure to disclose did not result from the Subcontractor's fault
or negligence.

Pending written assignment of the patent application and patents on a subject invention
determined by the Secretary or his designee 10 be forfeited (such determination to be a final
decision under the Disputes Clause of this contract), the Subcontractor shall be deemed w0 hoid
the mvention and the patent applications and patents pertaining thereto in trust for the
Government. The forfeiture provision of this paragraph G shall be in addition to and shail not
supersede other rights and remedies which the Government may have with respect to subject
nventions.

Examination of Records Relating to Inventions.

1.

!\)

The Contracting Officer or his authorized representative, until the expiration of 3 years after
final paymeant under this subcontract, shall have the right to examine any books (inctuding
laboratory notebooks), records, documents, and other supporting data of the Subcontmractor
which the Contracung Officer or his authorized representative reasonably deem pertinent to the
discovery or identification of subject inventions or 10 determine compliance with the
requirements of this clause.

The Contracting Officer or his authorized representative shall have the right to examine all
books (including laboratory notebooks), records and documents of the Subcontractor relating to
the concepton or first actual reduction to practice of inventions in the same field of technology
as the work under this subcontract to determine whether any such inventions are subject
inventions, if the Subcontractor refuses or fails to:

(i) Establish the procedures of paragraph E1 of this clause; or
(i1) Maintain and follow such procedures; or
(iit) Correct or eliminate any material deficiency in the procedures within thirty
(30) days after the Contracting Officer notifies the Subcontractor of such a
deficiency.
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1. Withholding of Payment (Not Applicable to Lower-Tier Subcontracts).

Any dme derfore finai payment of the amount of this subcontract, DOE may, if it deems such
acuon warrapted, direct MRI to withhold payment unul a reserve act 2xceeding $50.000.00 or 3
sercent >f 2e amoumt of thus subcontract, whichever is less. shall zave been set aside i in
DOE’; opuuon the Subcontractor fails o:

(1) Establish, maintain and follow effecuve procedures for identifying and disclosing
subject inventions pursuant to paragraph E1 of this clause; or

(ii) Disclose any subject invention pursuant to paragraph E2(i) of this clause; or
(i) Deliver :he interim reports pursuant to paragraph E2(ii) of this clause; or
(iv) Provide the informaton regarding lower-der subcontracts pursuant to paragraph J5

of this clause; or

(v) Convey to the Government in a DOE-approved form, the dte and/or rights of the
Government in each subject invention as required by this clause.

[1S]

The reserve or balance shall be withheld until the Contracting Officer has determined that the
Subcontractor has rectified whatever deficiencies exist and has delivered all reports, disciosures,
and other mformadon required by this clause.

(V9]

Final payment under this subcontract shall not be made by MRI before the Subcontractor
delivers to Patent Counsel all disclosures of subject inventions and other information required by
E2(i) of this clause, the final report required by E2(iii) of this clause, and Patent Counsel has
issued a patent clearance certification to the Contractng Officer.

1. DOE may, in its discretion, decrease or increase the sums withheld up to the maximum
authorized above. If the Subcontractor is a nonprofit organization, the maximum amount that
may be withheld under this paragraph shall not exceed $50,000 or 1 percent of the amount of
this subcommract, whichever is less. No amount shall be withheld under this paragraph while the
amount specified by this paragraph is being withheld under other provisions of the subcontract.
The withholding of any amount or subsequent payment thereof shall not be construed as a waiver
of any rights accruing to the Government under this subcontract.

J. Lower-tier Subcontracts.

1. For the purpose of this paragraph the term "contractor” means the party awarding a subcontract
and the term “subcontractor” means the party being awarded a subcontract, regardless of der.

w2

The Subcontractor shail include paragraph N hereof ("Patent Rights Provisions For Lower-tder
Subcontractors Who Qualify as Small Business Firms or Noanprofit Organizations™), suitably
modified 10 identfy the partes, in all subcontracts, regardless of ter, for experimental,
developmental or research work to be performed by a small business firm or a domestic
nonprofit organization. Except as otherwise authorized by DOE or as contained in any advance
waiver granted heremn, in all other subcontracts, regardless of ter, for experimental,
developmental, demonstration or research work, the Subcontractor shall include the Patent
Rights clanse of 41 CFR 9-9.107-5(a) or 41 CFR 9-9.107-6, as appropriate, modified to identify
the parties. In the event of refusal by a subcomtractor to accept this clause, or if in the opiion
of the Subcontractor this clause is inconsistent with DOE's patent policies, the Subcontractor:

1) Shall promptly submit written notice to the Contracting Officer setting forth reasons
for the subcontractor's refusal and other pertinent information which may expedite
disposition of the matter; and
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i) Shall not proceed with the subcontract without the written authorization of DOE via
MRI.

Zxcept as may be otherwise provided in this clause, or otherwise authorized by DOE or as
contained in any advance waiver granted berein, the Subconmactor shall not, o any subcontrac:
or Dy using 1 lower-der subconmact as consideration therefore, acquire any rights in its
subcontractor's subject invendon for the Subcontractor's own use (as distinguished from such
rights as may be required solely to fuifill the Subcontractor's contract obligations to the
Government in the performance of this contract).

All invendon disclosures, reports, instruments, and other information required to be furnished
by the subcontractor to DOE, under the provisions of a Patent Rights clause in any subcontract
heresunder may, in the discretion of DOE be furnished to the conmractor for wansmission to
DOE.

The contractor shall promptly notify DOE through MRI in writing upon the award of any
subcontract containing a Patent Rights clause by identifying the subcontractor, the work to be
performed under the subcontract, and the dates of award, and estimated completion. Upon the
request of DOE or MRI the contractor shall furnish him a copy of the subcontract.

The contractor shall identify all subject inventions of the subcontractor of which it acquires
knowledge in the performance of this contract and shall notify the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer) promptly upon the identification of the
inventions.

It is understoed that the Government is a third party beneficiary of any subcontract clause
granting rights to the Government in subject inventions, and the contractor hereby assigns to the
Government all rights that the contractor would have to enforce the subcontractor’s obligations
for the benefit of the Government with respect to subject inventions. The contractor shall not be
obligated o enforce the agreements of anmy subcontractor hereunder relating to the obligations of
the subcontractor to the Government regarding subject inventions.

Background Patents.

1.

~

*Background patent”™ means a domestic patent covering an invention or discovery which is not a
subject invention and which is owned or controiled by the Subcontractor at any time through the
compiedon of this subcontract;

6] Which the Subcontractor, but not the Government has the right to license to others
without obligation to pay royaities thereon, and

(i) Infringement of which camnot reasonably be avoided upon the mamifacture, use or
sale of the hybrid vehicle propulsion system developed under this subcontract.

The Subcontractor agrees to and does hereby grant to the Government a royalty-free,
nonexclusive license under any background patent for purposes of manufacturing and using
hybrid vehicles by or for the Government for research, development and demounstration work
only.

The Subcontractor also agrees that upon written application by DOE made after September 30,
2004, it will grant o responsible parties for purposes of manufacturing hybrid propulsion
systems developed under this subcontract and using and selling hybrid propulsion systems
developed under this subcontract and manufactured in the United States, nonexclusive licenses
under any background patent on terms thar are reasonable under the circumstances. If,
however, the Subcontractor believes that exclusive or partally exclusive rights are necessary to

Appendix MRY/Chrysier-C
1 11/14/96

PATENT
REEL: 9650 FRAME: 0016



achjeve expeditious commercial development or utilization, then a request may be made to DQE
‘or DOE approval of such licensing by the Subcontractor.

< Notwithstanding the foregoing paragraph K3, the Subcontracior shall not be obligated to lic=nse
any dackground patent if the Subcontractor demonstrates o the satisfaction of the Secretary or
ais desiguese that:

%)) A competitive alternarive to the subject marter covered by said background patent is
commercially available or readily introducible from one or more other sources; or

(i) The Subcontractor or its licensees are manufacruring hybrid propulsion systems
developed under this subcontract in sufficient quantity and at reasonable prices to
satisfy domestic market demand, or have taken effective steps or within a reasonable

time are expected to take effective steps to so manufacture such hybrid propulsion
systems.

L. Reserved.
M. Limiztation of Rights.

Nothing contained in this Patent Rights clause shail be deemed to give the Government any rights with
respect to amy invention other than 2 subject invention except as set forth in the Patent Rights clause of
this subcontract with respect to background patents and the facilities license.

N. PATENT RIGHTS PROVISIONS FOR LOWER-TIER SUBCONTRACTORS WHO QUALIFY AS
SMALL BUSINESS FIRMS OR NONPROFIT ORGANIZATIONS (OTHER THAN M&Os)
(APRIL 1987).

(A)  Definitions.

1. *Invention® means any invention or discovery which is or may be patentable or
otherwise protectable under Title 35 of the United States Code (USC) or any novel
variety of plant which is or may be protected under the Plant Variety Protecton Act {7
USC 2321 gt seq.).

(V]

*Subject imverwion” means agy invention of the Subcontractor, conceived or first
actally reduced to practice in the performance of work under this subcontract,
provided that in the case of a variety of plant the date of determination (as defined in
Section 44(d) of the Plant Variety Protection Act, 7 USC 240I(d)) must also occur
during the period of subconiract performance.

3. * Practical applicarion™ means to manufacture in the case of a composition or product,
to practice in the case of a process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to estabiish that the invention is
utilized and that its benefits are, to the extent permitted by law or Government
regulations, available to the public on reasonable terms.

4. *Made” when used in relation to any invention means the conception or first actual
reduction to practice of such invention.

3. " Small business firm” means a small business concern as defined at Section 2 of Public
Law 85-536 (15 USC 632) and implementing regulations of the Administrator of the
Small Business Administration. For the purpose of this clause, the size standard
for small business concerns involved in Government procurement, contained in 13 CFR
121.3-8, and subcontracting at 13 CFR 121.3-8 and 13 CFR 121.3-12, respectively,
will be used.
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(B)

©

T

“Nonprofir organizanion” means a university or other institution of higher education or
an organizadon of the type described in section 501(c)(3) of the Internal Revenue Code
of 1954 (26 USC 5019¢) and exempt from taxation under section SO1(a) of the Internai
Revenue Code (26 USC 301(a)) or any nonprofit scieatific or educationai organization
gquaiified under a state gonprofit organization statute.

"Patent Counsel” means the Deparunent of Energy (DOE) Pateat Counsel assisting the
DOE contractng acuviry.

Allocation of Principal Rights.

1.

2.

The Subcontractor may retain the endre right, ttle, and interest throughout the world to
each subject invention subject to the provisions of this clause and 35 USC 203. With
respect o any subject invention in which the Subconrtractor retains Gtie, the Federal
Government shall have a nonexclusive, nontransferable, irrevocable, paid-up license to
practice or have practiced for or on behalf of the United States the subject invention
throughout the world.

(Reserved)

Invention Disclosure, Election of Title and Filing of Patent Applications by the Subcontractor.

1.

()

("]

The Subcontractor will disclose each subject mvention to the Patent Counse! within two
months after the inventor discloses it m writing to the Subconiractor person-

nel responsible for patent matters. The disclosure to the Patent Counsel shail

be in the form of a written report and shail identify the subcontract under which

the invennion was made and the inveator(s). It shall be sufficiently compiete

in technical detail to convey a clear understanding, to the extent known at the time of
disclosure of the narure, purpose, operation, and the physical, chemical, biological or
electrical characteristcs of the invention. The disclosure shall also idendfy any
publication, on sale, or public use of the invention and whether a manuscript describing
the invention has been submitted for publication and, if so, whether it has been accepted
for publicarion at the time of disclosure. In addition, after disclosure to the Patent
Counsel, the Subcontractor will prompty potify the Patent Counsel of the acceptance of
any manuscript describing the invention for publication or of any on sale or public use
planned by the Subcontractor.

The Subcontractor will elect in writing whether or not to retain dtle to any such
invention by notifying the Patent Counsel within two years of disclosure to the Patent
Counsei. However, in any case where publication, on sale or public use has initiated
the one year statutory period wherein valid patent protection can still be obtained in the
United States, the period for election of title may be shortened by Patent Counsel to a
date that is no more than sixty days prior to the end of the starutory period.

The Subcontractor will file its initial patent application on a subject invention to which
it elects 1o retain title within one year after electon of title or, if earlier, prior to the
end of any statutory period wherein valid patent protection can be obtained in the
United States after a publication, on saie, or public use. The Subcontractor will file
patent applications in additional countries or international patent offices within either
ten months of the corresponding initial patent application or six months from the date
permission is granted by the Commissicrer of Patents and Trademarks to file foreign
patent applications where such filing has been prohibited by a Secrecy Order.
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1 Rezquests Tor exiension of the ame for disclosure to the Patent Counsel, election, and
Zling, undcer paragraphs 1., 2., and 3. mav, at the discretion of the Patent Counse] be
rmanted.

Dy Condions When the Government Mav Obtain Title.
Tae Subcontractor will convey to DOE, upon wrinten request, title 0 any subject invention:
L. [f the Subcontractor fails to disclose or elect dtle to the subject invention within the
dmes specified in (C) above, or elects not to retain title; provided that the DOE may

cnly request title within 60 days after learning of the failure of the Subcontractor to dis-
close or elect within the specified dmes;

t2

In those countries in which the Subcontractor fails to file patent applications within the
dmes specified in (C) above; provided, however, that if the Subcontractor has filed a
patent application in a country after the times specified in (C) above but prior to its
receipt of the written request of the Patent Counsel, the Subcontractor shall continue to
retain ttle in that country; or

v

In any country in which the Subcomtractor decides not to continue the prosecution of
any application for, to pay the maintenance fees on, or defend in a reexamination or
opposition proceeding on, 2 patent on a subject invention.

E) Minimum Rights to the Subcontractor and Protection of the Subcontractor’s Right to File.

L. Tae Subconrractor will retain a nonexclusive, royalty-free license throughout the world
i each subject invention to which the Government obtains tGtle except if the
Subcontractor fails to disclose the subject invention within the times specified
in (C) above. The Subcontractor's license extends to its domestic subsidiaries and
affiliates, if any, within the corporate structure of which the Subcontractor is a part and
includes the right to grant sublicenses of the same scope to the extent the Subcontractor
was legally obligated to do so at the time the subcontract was awarded. The license is
transferable only with the approval of DOE except when transferred to the successor of
the part of the Subcontractor's business to which the inventon pertains.

~J

The Subconrractor's domestic license may be revoked or modified by DOE to the extent
necessary to achieve expeditious practical application of the subject invention pursuant
to an application for an exclusive license submitted in accordance with applicable pro-
visions at 37 CFR 404 and 10 CFR 781. This license will not be revoked in that field
of use or the geographical areas in which the Subcontractor has achieved practical
application and contimues to make the benefits of the invention reasonably accessible

o the public. The license in any foreign country may be revoked or modified art the
discretion of DOE to the extent the Subcontractor, its licensees, or its domestic
subsidiaries or affiliates have failed to achieve practical applicadon in that foreign
country.

(93]

Before revocation or modification of the license, DOE will furnish the Subcontractor a
written notice of its intention to revoke or modify the license, and the Subcontractor
will be allowed thirty days (or such other time as may be authorized by DOE for good
cause shown by the Subcontractor) after the notice to show cause why the license
should not be revoked or modified. The Subcontractor has the right to appeal, in
accordance with 37 CFR 404 and 10 CFR Part 781, any decision concerning

the revocation or modification of its license.
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{F)

Subcontractor Actaon to Protect Government’'s Interest.

tJ

L)

The Subconraclor igrees O execule or 0 have executed and prompuy deliver to the
Patent Counsel all instruments necessary to:

Establisk or confirm the rights the Government aas throughout the world in
those subject invennons 10 which the Subconmactor ciects 1o retain ttle,
and

(i) Convey utle 1o DOE when requested under D. above and to enable the
Government to obtain patent protection throughout the world in that
subject invention.

The Subcontractor agrees o require, by written agreement, its employees, other than
clerical and nontechnical empioyees, to disclose promptly in writing to personnel
identified as responsible for the administration of partent martters and in a format sug-
gested by the Subcontractor each subject invenrion made under this subcontract in order
that the Subcontractor can comply with the disclosure provisions of (C) above and to
execute all papers necessary to file patent applications on subject inventions and to
establish the Government's rights in the subject inventions. The disclosure format
should require, as a minirmum, the information required by subparagraph (C)1 above.
The Subcontractor shall mstruct such employees through the employee agreements or
other suitable educational programs on the importance of reporting inventions n
sufficient dme to permit the filing of patent applications prior to United States or
foreign stantory bars.

The Subconrractor will notify the Patent Counsel of any decision not to

conrinue prosecution of a patemt application, pay maintenance fees, or defend

in a reexamination or oppositon proceeding on a patent, in any country, not less than
thirty days before the expiration of the response period required by the relevant patent
office.

The Subcontractor agrees to include, within the specification of any United States patent
application and any patent issuing thereon covering a subject invention, the following
statement “This invention was made with Government support under (identify the
subconmract awarded by Midwest Research Institute, Solar Energy Research Insttuze
Division under identify DOE contract number) awarded by the Department of Energy.
The Government has certain rights in this invention. "

The Subcontractor agrees to:

(i) Upon request, provide a report pricr to the close-out of the subcontract
listing all subject inventions or stating that there were none;

(i) Provide, upon request, a copy of the patent application, filing date, serial
number and title, patent qumber and issue date for any subject invention
in any country in which the Subcontractor has applied for a patent; and

(iif) Provide, upon request, but not more than annually, listing of all subject
inventions which were disciosed to DOE during the applicable reporting
period.
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(G Lower-Tier Subcontracts.

The Subccntractor will include this clause, suitably modified to identfy the partes, in
1l lower-ter subcontracts, regardless of ter, for experimental, developmentai or
r2search work to be performed by a small business firm or a domestc nonprofit organi-
zarion. Tae lower-ler subconmractor will retain all rights provided for the
Subcontracror in this clause, and the Subcontractor will not, as part of the considerauon
for awarding the lower-tier subcontract, obtain rights in the lower-tier subcontractor's
subject inventons.

tJ

The Subcontractor will inciude in all other lower-tier subcontracts, regardless of ter,
for experimental, developmental, demonstration or research work the patent rights
clause of 41 CFR 9-9.107-5(a) or 41 CFR 9-9.107-6 as appropriate, modified to
identify the parties.

(V9)

In the case of a lower-der subcontract at any der, when the prime award with DOE was
a contract (but oot a grant or cooperative agreement) DOE, the lower-ter
subcontractor, and the Subcontractor agree that the murual obiigations of the parties
created by this clause constitute a contract between the lower-tier subcontractor and
DOE with respect to those matters covered by this clause, provided however that
pothing in this paragraph is intended to confer any jurisdiction under the Contract
Disputes Act in connection with proceedings under paragraph (J) of this clause.

H) Reporting on Utilization of Subject Inventions.

The Subcontractor agrees [0 submit on request periodic reports no more frequently than annually
on the urlization of a subject tavention or on efforts at obtaining such utilization that are being
made by the Subcontractor or its licensees or assignees. Such reports shall include information
regarding the status of development, date of first commercial sale or use, gross royalties
received by the Subcontractor, and such other data and information as DOE may reasonably
specify. The Subcontractor also agrees to provide additional reports as may be requested by
DOE in connection with any march-in proceeding undertaken by DOE in accordance

with paragraph (J) of this clause. As required by 35 USC 202(c)(5), DOE agrees it will not
disclose such informartion to persons outside the Government without permission of the
Subcontractor.

@O Preference for United States Industry.

Notwithstanding any other provisions of this clause, the Subcontractor agrees that neither it nor
any assignee will grant to any person the exclusive right to use or sell any subject invention in
the United States unless such person agrees that any products embodying the subject invention or
produced through the use of the subject invention will be manufactured substantially n the
United States. However, in individual cases, the requirement for such an agreement may be
waived by DOE upon a showing by the Subcontractor or its assignee that reasonabie but
unsuccessful efforts have been made to grant licenses on similar terms to potential licensees that
would be likely to manufacture substantially in the United States or that under the circumstances
domestic manmufacture is not commercially feasible.

@ March-In Rights.

The Subcontractor agrees that with respect to any subject invention in which it has acquired dile,
DOE has the right in accordance with the procedures in 37 CFR 401.6 and any supplemental
regulations of DOE to require the Subcontractor, an assignee or exclusive licensee of a subject
invention 10 grant a nonexclusive, partially exclusive, or exclusive license in any field of

use t0 a responsibie applicant or applicants, upon terms that are reasonable under

the circumstances, and if the Subcontractor, assignee, or exclusive licensee refuses such a
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~=cuest. DOE has the right 0 grant such a license itself if DOE determines that:

Such action is necessary because the Subcontractor or assignee has not taken, or is not
expected to take within a reasonable time, effective steps to achieve practical
ipplicancn of the subject iavention in such field of use;

z. Such acton is necessary to alleviate heaith or safery needs which are not reasonably
satsfied by the Subcontractor, assignee, or their licensees;

3. Such action is necessary to meet requirements for public use specified by
Federal regulations and such requirements are not reasonably satdsfled
bv the Subcontractor, assignee, or licensees; or

b

Such action is necessary because the agreement required by paragraph (I) of this clause
has not been obtained or waived or because a licensee of the exclusive right to use or
sell any subject invention in the United States is in breach of such agreement.

X) Special Provisions for Subcontracts with Nonprofit Organizations.
If the Subcontracter is a nonprofit organization it agrees that:

L. Rights to a subject invention in the United States may not be assigned without the
approval of DOE, except where such assignment is made to an organization which has
as one of its primary functions the management of inventions, provided that such
assignee will be subject to the same provisions as the Subcontractor;

| )

The Subcontractor will share royalties collected on a subject invention

with the inventor, including Federal employee co-inventors (when DOE deems

it appropriate) when the subject invention is assigned in accordance with 35 USC 202(e)
and 37 CFR 401.10;

LY

The balance of any royaities or income earned by the Subcontractor with respect to
subject inventions, after payment of expenses (including payments 10 inventors)
incidental to the administration of subject inventions, will be udlized for the support of
scientific research or education; and

4. It will make efforts that are reasonable under the circumstances to attract licensees of
subject inventions that are small business firms and that it will give a preference to a
small business firm when licensing a subject invention if the Subcontractor determines
thar the small business firm has a pilan or proposal for marketing the inventon which, if
executed, is equally as likely to bring the invention to practical application as any pians
or proposals from applicants that are not small business firms; provided that
the Subcomtractor is also satisfied that the small business firm has the capability and
resources to carry out its plan or proposal. The decision whether to give a preference
in amy specific case will be at the discretion of the Subcontractor. However, the
Subcontractor agrees that the Secretary of Commerce may review the Subcontractor's
licensing program and decisions regarding small business applicants, and the
Subcontractor will negotiate changes to its licensing policies, procedures, or practices
with the Secretary of Commerce when the Secretary of Commerce's review discloses
that the Subcomractor could take reasonable steps to implement more effectively the
requirements of this paragraph (K)4. .

@) Commuriications.
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The DOE zentral point of contact {or communications or matters relatng o this ciause is the
Patent Counsel.

CLAUSE 2 - AUTHORIZATION AND CONSENT 41 CFR 9-9.102-2

The Government 1as ziven :ts authorizaton and consent for all use and manufacture of any nvention described in
and covered by a patent of the United States in the performance of this subcontract or any part hereof or any
amendment hereto or any lower-der subcontract hereunder.

CLAUSE 3 - NOTICE AND ASSISTANCE REGARDING PATENT AND COPYRIGHT INFRINGEMENT
- 41 CFR 9-9.104(b)

A The Subcontractor shail report to the Government through MRI promptly and in reasonable written detail
each nodce or claim of patent or copyright infringement based on the performance of this subcontract of
which the Subcontractor has knowledge.

B. In the event of any claim or suit against MRI or the Government on account of any alleged patent or
copyright infringement arising out of the performance of this sub-contract or out of the use of any
supplies furnished or work or services performed hereunder, the Subcontractor shall furnish to MRI or
the Government when requested by MRI or the Government all evidence and mformation in possession of
the Subcontractor pertaining ‘o such suit or claim. Such evidence and informarion shall be furnished at
the expense of the Government except where the Subcontractor has agreed to indemnify the Government
or MRI.

C. This ardcle shall be included mn ail lower-der subcontracts.

CLAUSE 4 - RIGHTS IN TECHNICAL DATA (LONG FORM) - 41 CFR 952.227-75

A. Definitions.

1. "Technical data” means recorded information, regardless of form or characteristic, of a
scientific or technical pature. It may, for example, document research, experimental,
developmental, or demonstration, or engineering work, or be usable or used to define a design
or process, Or (0 procure, produce, support, maigtain, or operate material. The data may be
graphic or pictorial delineations in media such as drawings or photographs, text m specifications
or related performance or design type documents or computer software (including computer
programs, computer software data bases, and computer software documentation).

Examples of technical data include research and engineering data, engineering drawings and
associated lists, specifications, standards, process sheets, manuals, technical reports, catalog
itern identification, and related information. Technical data as used herein do not include
financial reports, cost analyses, and other information incidental to subcontract administration.

19

" Proprierary data™ meaps techmical data which embody trade secrets developed at private
expense, such as design procedures or techniques, chemical composition of materials, or
manufacturing methods, processes, or treamments, including minor modifications thereof,

provided that such data:
(i) Are not generally known or available from other sources without obligation concerning
their confidentiality;

(i) Have not been made availabie by the owner to others without obligation concerning
their confidentiality; and
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i1 Are ot aiready available to the Government or MRI without obligation concerning
their confidentiality.

*Corsrac: dara” means technical dara first produced in the performance of this subcontrac:,
rechnical dara whicl are specified (0 be delivered under this subcontract. tecanical data that mav
se called for under the Addirional Technical Data Requirements clause of this subcounrract, if
any, or technical data actually delivered in connection with this subcontract.

"Unlirmited rights™ means rights to use, duplicate, or disclose technical data, in whole or in part,
in any manner and for any purpose whatsoever, and permit others to do so.

*Governmen:" means the Government of the United States of America.

*Subcontract” means this subcontract between the Subcontractor and the Midwest Research
[nstitute (MRI).

" Protected Hybrid Vehicle Informarion™ means technical data or commercial or financial data
first produced in the performance of this subcontract which, if it had been obtained from and
first produced by a Non-Federal party, would be a wade secret or commercial or financial
information that is privileged or confidential under the meaning of § U.S.C. 552 (b) (4), and
which is marked as being Protected Hybrid Vehicle Information by a party to this subcontract.

Allocation of rights.

1

[3¥]

The Government shall have:

6] Unlimited rights in contract data except as otherwise provided below with respect to
proprictary data or Protected Hybrid Vehicle Information;

(i1) The right 10 remove, cancel, correct or ignore any marking not authorized by the terms
of this subcontract on any technical data furnished hereunder, if in response to a2 written
mnquiry by DOE or by DOE through MRI concerning the propriety of the markings, the
Subcontractor fails to respond thereto within sixty (60) days or fails to substantiate the
propriety of the markings. In either case, DOE or DOE through MRI will nodfy the
Subcontractor of the action taken;

(iif) No rights under this subcontract in any technicai data which are not contract data,
except as otherwise specified in this clause.

The Subcontractor shall have:

(1) The right to withhold proprietary data in accordance with the provisions of this clanse;
and
(1) The right to use for its private purposes, subject to patent, security, or other provisions

of this subcontract, contract data it first produces in the performance of this
subcontract, provided the data requirements of this subcontract have been met as of the
date of the private use of such data. The Subcontractor agrees that to the extent it
receives or is given access to proprietary data or other technical, business, or financial
data in the form of recorded information from DOE or a DOE Contractor or
subcontractor, the Subcomtractor shall treat such data in accordance with any restrictive
legend contained thereon unless use is specifically authorized by prior written approval
of DOE through MRI. Prior to disclosure, MRI or the Government shall notify the
Subcontractor of the intent to furnish or provide access to such proprietary data or other
technical, business, or financial data and permit the Subcontractor to refuse to receive
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or have access o the data if the Subcontractor does not wish to accept the data under
the terms Jf the restrictive legend.

1) The nght ‘o mark as Protected Hybrid Vehicle Information, any data first producad in
ze performance of s subcortract by its emplovees, i accordance with this clause.

wi

Nothing contained in this Rights in Technical Data (Long Form) clause shall imply a license 10
the Government under any patent or be construed as affecting the scope of any licenses or other
rights otherwise granted to the Government under any patent.

C. Copyrighted material.

L. The Subcontractor may establish a claim to statutory copyright in any contract data first
produced in the performance of the subcontract. The Government reserves for itself and others
acting on its behalf a royalty free, non-exclusive, irrevocable, world-wide, license for
Governmental purposes to publish, distribute, translate, duplicate, exhibit and perform any such
data copyrighted by the Subcontractor, except that for data marked as Protected Hybrid Vehicle
[nformation pursuant to paragraph K of this clause, the reserved Government license shail be
subject to the restrictions set forth in paragraph K.2 of this clause.

2. The Subcontractor agrees not to include in the technical data delivered under this subcontract
any material copyrighted by the Subcontractor and not to knowingly include any material
copyrighted by others, who are not lower-ter subcontractors of the Subcontractor, without first
granting or obtaining at no cost a license therein for the benefit of the Government of the same
scope as set forth in Paragraph C.1 above. If such royalty-free license is unavailable and the
Subcontractor nevertheless determines that such copyrighted material must be ncluded in the
technical data to be delivered, rather than merely incorporated therein by reference, the
Subcontractor shall obtain the written authorization of the Government through MRI (o inciude
such copyrighted material in the technical data prior to its delivery.

D. Subcontracting.

It is the respomsibility of the Subcontractor to obtain from its lower-tier subcontractors techmical data and

rights therein, on behalf of the Government, necessary to fulfiil the Subcontractor's obligarions to the

Government with respect to such data. In the event of refusal by a lower-tier subcontractor to accept a

clause affording the Government such rights, the Subcontractor shall:

1. Promptly submit written notice to the Government through MRI setting forth reasons for the
lower-ter subcontractor's refusal and other pertinent information which may expedite disposition
of the maner;

2. Not proceed with the lower-ter subcontract without the written authorization of the Government
through MRI; and

3. As used in this Rights in Technical Data (Long Form) clause, the term *Lower-Tier
Subcontractor” includes any person or entity responsibie for fulfilling the Subcomtractor's
obligarions to the Government with respect to technical data.

E. Withholding of proprietary data.

Notwithstanding the inclusion of the Additional Technical Data Requirements clause in this subcontract or

any provision of this subcontract specifying the delivery of technical data, the Subcontractor may

withhold proprietary data from delivery, provided that the Participant furnishes in lieu of aay such
proprietary data so withheld technical data disclosing the source, size, configuration, mating and
attachment characteristics, functional characteristics, and performance requirements (*Form, Fit, and

Function” data, e.g., specification controi drawings, catalog sheets, envelope drawings, etc.), or a
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zeneral description of such proprietary data where "Form, Fit, and Function” data are not applicable.
The Government shail acquire oo rights to any proprietary data so withheld except that such data shall be
subject w0 the “inspecton rights” provisions of Paragraph F, the “Limited Rights in Proprietary Data”
provisions of Paragraph G, and, if included, the "Subcontractor Licensing” provisions of Paragraph H
andior the "Commercializacion of Hybrid Vehicle Technology” provisions of Paragraph I.

Inspection Rights.

Except as may be otherwise specified in this subcontract for specific items of proprietary data, which are
oot subject to this paragraph, the Government's and MRI's representatives, at all reasonable times up to
three (3) years after final payment under this subcontract, may inspect (but not duplicate or remove) at
the Subcontractor’s facility (1) any Protected Hybrid Vehicle Information or (ii) any proprietary data
withheld under Paragraph E for the purpose of verifying that such data properly fell within the
withholding provisions of Paragraph E or for evaluating work performance.

Limited Rights in Proprietary Data.

Except as may be otherwise specified in this subcontract as technical data which are not subject to this
paragraph, the following legend and no other is authorized to be affixed on any "proprietary data”
delivered pursuant to this subcontract. The Government and MRI will thereafter treat the “proprietary
data” in accordance with such legend.

LIMITED RIGHTS LEGEND

This "proprietary dara,” furnished under "Subcontract No. **** with MRI under Prime Contract

No. DE-AC36-83CH10093 with the U.S. Department of Energy may be duplicated and used by the
Government and MRI with the express limitations that the "proprietary data® may not be disclosed
outside the Government and MRI or be used for purposes of manufacture without prior permission of the
Subcontractor, except that further disclosure or use may be made solely for the following purposes:

1. This "proprietary data” may be disclosed for evaluation purposes under the restriction that the
"proprietary data” be retained in confidence and not be further disclosed;

This legend shall be marked on any reproduction of this data in whole or in part.
Subcontractor licensing.

Except as may be otherwise specified in this subcontract as technical data not subject to this paragraph,
the Subcontractor agrees that upon written application by DOE made during a three-year period between
September 30, 2004 and September 30, 2007, it will grant to the Government and responsibie third
parties a nonexclusive license in any contract data which are proprietary data or copyrighted data and it
will grant to responsible third parties a nonexclusive license in any contract data which are Protected
Hybrid Vehicle Information, for purposes of manufacturing in the United States hybrid propulsion
systems developed under this subconrract and using and selling in the United States hybrid propulsion
systems developed under this subcontract and manufactured in the United States, on terms and conditions
reasonable under the circumstances including appropriate provisions for confidentiality; provided that any
such license granted to the Government may authorize sales by the Government only in the context of
disposal of used equipment; and provided, however, the Subcontractor shall not be obligated to license
any such data if the Subcontractor demonstrates to the satisfaction of the Head of the Agency or designee
that:

1. Such dara are not essential to the manufacture of hybrid propuision systems developed under this
subcontract;
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A Such data, in the form of results obtained by their use, have a commercially competitive
iternadve available or readily introducibie from one or more other sources;

3. The Subcontractor or its licensees are manufacturing hybrid propulsion systems developed under
‘his subcontract in sufficient quantiry and at reasonable prices to satisfy domestic market
demacd, or the Subcontractor or its licensees have taken effective steps or within a reasonable
ime are expected (0 take effective steps 1o so manufacture such hybrid propulsion systems; or

+. Such data, in the form of results obtained by their use, can be furnished by another firm skilled
in the art of manufacturing items or performing processes of the same general type and character
necessary (o achieve the subcontract results.

Subject to the provisions of paragraph G, the Subcontractor agress 0 and does hereby grant to the
Government a royalty-free, nonexclusive license under any proprietary data or copyrighted data delivered
in connecton with this contract, for purposes of hybrid propulsion system research, development and
demonstration work oniy.

I. Commercialization of Hybrid Vehicle Technology.

l. The Subcontractor agrees that neither it nor any assignee will grant to any person the exclusive
right to use or sell hybrid vehicie tachnology i the United States unjess such person agrees that
any embodiment of hybrid vehicle technology will be manufactured substantiaily in the United
States. However, m individual cases, the requirement for such an agreement may be waived by
DOE upon a showing by the Subcontractor or its assignee that reasonable but unsuccessful
efforts have been made 0 grant licenses on similar terms to potential licensees that would be
likely to manufacture substantially in the United States or that under the circumstances domestic
manufacmure is not commercially feasible.

tJ

For the purposes of this section, technology is defined as the hybrid propulsion system developed
under this subcontract.

J. Information Available to the Public.

The Subcontractor agrees that the following types of information are not considered to be proprietary and
shall be provided to the Government and MRI when required by this subconrtract without any claim that
the information are proprietary or that the mformation are to be protected as Protected Hybrid Vehicle
Informadon. DOE and MRI agree that these types of information are considered necessary to be publicly
available.

The parties agree, however, that notwithstanding the following list of types of informartion, nothing
precludes the Government and MRI from seeking delivery of additional information in accordance with
this subcontract, or from making publicly available additional non-proprietary or non-protected
information, nor does the following list constimte any admission by the Government or MRI that
information not on the list is proprietary:

1. A "black box" diagram of typical operating cycles showing at least the major subsystems of the
overall hybrid vehicle concept under development, sufficient 1o provide a general understanding
of its proposed operation in contrast to other hybrid vehicle appreaches;

2. Annual stams of, and changing projections regarding, on-road and total energy efficiency of the
hybrid vehicle under development;

(93]

Anmual statas of, and changing projections regarding, composition and flow rates of materials
and energy entering and leaving the specific hybrid vehicle under developmen:. This would
include, for exampie, (a) the composition and consumption of fuels and other energy streams
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10.

11

16.

17.

18.

orovided for the propulsion of the vehicle, and (b) quantitative information on the composition
and flow of exiting combustion products;

General descripton of program deliverables, but no description of specific technologies within
‘De deliverables. Thatis, it can be made public that the Subcontracter is developing “two hybrid
~ehicle configuracicns — (1) a parallel hybrid vehicle propulsion system configuration mvoiving

a 4-Stroke Direct Injection Engine and electric motor-energy storage combination, and (2) a
series hybrid vehicle propuision system configuration using a heat engine-alternator which
delivers power to the hybrid power controller, which in urn regulates and conditions the power
flow berween the electric motor (including regenerative energy) and the energy storage device.”

Murally agreed to goals for hybrid components, systems, and vehicle performance.
The general timing and major milestones dates for the subcontract.
The Subcontractor's lower-tier subcontractors' (team members or parmers) names.

The otal doilar amount of the program including the total doilar amount of lower-ter
subcontractors (team members or partners).

The approximate oumber of personnel, key staff members’ names and major facilities committed
1o the subcontract.

Any EPA mileage and emissions data that is already available to the public concerning a
Chrysier Corporation product.

Acceleration performance, fuel economy and emissions values for overall hybrid propulsion
systems to inciude both predictions and measurements.

General description of the Subcontractor's past efforts and experience in hybrid vehicles.

The bottom line dollar amounts for the Cost Plan and the Quarterly Cost Management Reports.
The Small Business and Small Disadvantaged Business Subcontracting Plan Reports.

The phase-end and final reports, or at Chrysler's option, Major Review Summaries thereof.

The major review summary for the Final Technicali Report. This major review summary should
be approximately 200 pages or more in length and include all appropriate information to
summarize the resuits and progress achieved under the entire subcontract.

The definitized subcontract's schedule langnage (except for the indirect rates contained in the
articie enttled "Indirect Rates™), Appendix A - Statement of Work, Appendix MRI-B —
Standard Terms and Conditions, Appendix MRI/Chrysler-C — Intellectual Property Provisions,
Appendix MRI-D - Clauses for Subcontracts in Excess of $100,000, Appendix MRI-E —
Clauses for Subcontracts in Excess of $500,000, and Appendix F — Smail Business and Small
Disadvantaged Business Subcontracting Plan. The inteilectual property provisions of any iower-
tier subcontract (contractual instrument) and the U.S. competitiveness provisions.

Other information murually agreed upon by MRI, DOE, and the Subconrtractor.

Protected Hybrid Vehicle Information.

Appendix MRL/Chrysler-C
11/14/96

PATENT
REEL: 9650 FRAME: 0028



Except for items of dara listed in paragraph J of this clause, the Subcontractor may claim as
Protected Hybrid Vehicle [nformarion any data first produced in the performance of this
subcontract which meets the definition set forth in paragraph A.7 of this clause.

t2

The Subcontractor shall mark any such Protected Hybrid Vehicle Information delivered to the
Government or MRI with the following legend and such other legends, restrictons or limitations
on use or disclosure as may be applicable or appropriate. The Government and MRI will
thereafter weat the Protected Hybrid Vehicle Informarion in accordance with such legend. Any
such claimed Protected Hybrid Vehicle Information delivered to the Government with the proper
marking will be treated as such, and except as otherwise provided herein will not be published,
disseminated, or disclosed to others outside the Government and MRI by the Government and
MRI for a period of five years after completion of the subcontract without the prior written
authorization of the Subcontractor.

PROTECTED HYBRID VEHICLE INFORMATION

This Protected Hybrid Vehicle Information was produced under Subcontract No. *** with MRI
under Prime Contract No. DE-AC36-83CH10093 with the U.S. Deparunent of Energy and may
oot be published, disseminated or disclosed to others by the Government and MRI until five (5)
years after completion of this subcontract, uniess express written authorization is obtained from
the Subcontractor. Upon expiration of the period of protection set forth in this legend, the
Government shail have unlimited rights in this data. This legend shall be marked on any
reproducton of this data, m whole or in part.

w

Any such marked Protected Hybrid Vehicle Information may be disclosed under obligations of
confidentiality for the following purposes:

(1) This "Protected Hybrid Vehicle Informarion” may be disclosed for evaluation purposes
under the restriction that the "Protected Hybrid Vehicle Information” be retained in
confidence and not be further disclosed.

4. The Subcontractor shall have the right to license such Protected Hybrid Vehicle Informarion or
include such Protected Hybrid Vehicie Information in a license with other technology developed
under this or other programs. Such licenses shall include terms and conditions that are
reasonable under the circumstances, including obligations of confidenriality.

3. The obligadons of confidentiality and restrictions on publication and dissemination shail end for
any Protected Hybrid Vehicle Information:

() At the end of the protected period, as indicated in the Legend, i.e., five (5) years after
completion of the subcontract;

(i) If the data becomes publicly known or available from other sources without a breach of
the obligations of confidentiality with respect to the Protected Hybrid Vehicle
Informaton;

(iit) If the same data is independently developed by someone who did not have access to the
Protected Hybrid Vehicle Information and such independently developed data is made
available without obligations of confidentiality; or '

(iv) If the Subcontractor disseminates or authorizes another to disseminate such data without
obligations of confidentiality.

CLAUSE 5 - ADDITIONAL TECHNICAL DATA REQUIREMENTS (APR 1984) - 48 CFR 952.227-73
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A. [n addidon to the technical data specified elsewhere in this subcontract to be delivered, MRI or the
Government may at any tme during the subcontract performance or within one year after final payment
call for the Subcontractor to deliver any technical data first produced or specifically used in the
performance of this subcontract except technical data pertaining to items of standard future commercial
design, fumire commercial design, or detailed manufacturing data.

B. The provisions of the clause enttled, “Rights in Technical Data” included in this subcontract are
applicable to all technical daia called for under this Additdonal Technical Data Requirements clause.
Accordingly, nothing contained in this clause shall require the Subcontractor to actually deliver
any technical data, the delivery of which is excused by paragraph E. of the Rights in Technical Data
clause.

C. When techmical data are to be delivered under this clause, the Subcontractor will be compensated for
appropriate costs for converting such data into the prescribed form for reproduction, and for delivery.

D. The Government or MRI shall provide the Subcontractor a thirty (30) day written notice prior 1o
requiring delivery of any technical data under this provision and the Subcontractor does not anticipate
delivery of such data if the Subcontractor demonstrates to DOE that:

1. there is no reasonable need for delivery of the data; or

2. delivery ofsuchdamhampeisthecommcrciaﬁnﬁon of the data in the U.S.

CLAUSE 6 - REPORTING OF ROYALTIES 41 CFR 9-9.110(c)

[f this subcontract is in an amount which exceeds $10,000 and if any royaity payments are directly involved in the
subcortract or are reflected in the subcontract price to MRI, the Subconfractor agrees to report in writing to the
Government Patent Counsel through MRI during the performance of this subcontract and prior to its completion
or final settiement, the amount of any royaities or other payments paid or to be paid by it directly to others in
connection with the performance of this subcontract together with the names and addresses of licensors to whom
such payments are made and either the patent aumbers involved or such other information as will permit the
identification of the patents or other basis on which the royalties are to be paid. The approval of DOE or MRI of
any individual payments or royalties shall not stop MRI or the Government at any time from contesting the
enforceability, validity or scope of, or ttle to, any patent under which a royalty or payments are made.
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