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CONFIRMATORY LICENSE

(Large Business - Advance Waiver)

Title . Turbine Disc Ingress Prevention Method and Apparatus

Inventor(s) . Boris Glezer and Michael D. Fox

Serial No. . 08/768,008 Filing Date (U.S.): December 13, 1996
Patent No. : 5,759,012 Issued: June 2, 1998

Contractor . Solar Turbines, Incorporated (A Caterpillar Inc.)

DOE Contract No. : DE-FC21-95MC31173

Waiver No. . W(A)-95-041 (CH-0950)

DOE Case No. : S-88,349

Foreign Applications filed in or intended to be filed at Contractor's expense in (countries):

An advance waiver of Government rights having been granted by DOE to the Contractor, and the
above-identified invention having been reported as a subject invention to DOE by the contractor
with his election to file a domestic patent application thereon, and foreign applications in the
countries noted above, the effective date of said waiver for the above invention is

March 11, 1997

Accordingly, this document is confirmatory of the paid-up, worldwide, license required to be
granted to the Government under 10 CFR Part 784 and this contract in this invention, patent
application and any resulting patent, and of all other rights acquired by the Government by the
referenced clause, a copy of which is attached hereto and incorporated by reference herein. The
undersigned certifies the attached copy to be a true copy of said clause. It is understood and agreed
that this license does not preclude the Government from asserting rights under the provisions of said
contract or of any other agreement between the Government and the Contractor, or any other rights
of the Government with respect to the above-identified invention.

The Government is hereby granted an itrevocable power to inspect and make copies of the above-
identified patent application.

Signed this 3x:d dayof February , 1999

e g ﬂqﬁéﬁm{

Patt A. Petr‘ovccor{lt,ra%tgwtract Manager, Govt. Contracts

(SEAL)

By

(Contractor's Official and Title)
2200 Pacific Highway, San Dieg,CA 92186

(Address)
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DE FC21-95MC3LL73

i
ADVANCE WAIVER OF PATENT RIGBTS ‘ ’ -

(a) Bbe ons. »

(1) "subjimct= Invention" neans any invention or discovary of
the Contractor conceived or first actually reduced to practics in

‘the coursa of or undar this contract, and includes any art,

mathod, precses, =machine, manufacturs, degign, oxr composition eof
rattar, or any nawv and useful improvement thereof, Oor any variety
of plants, vhether patented or unpatented under the Patent Lawa
of the United States of America or 3hy foreign country.

(2) "Contract®™ paans any contract, Qrant, agrsamant,
understanding, or other wrrangement, vhich includes research,
davelopment, or damocnstration wvork, and includes any assignment
or subctitution of parties.

(3) r"Covernmant agency® includes an exacutlve department, .
indapendant commiscion, board, eoZfice, agency, adaninisctration,
authority, Government ocorporation, or othar Govarnzent
establichnant of tha Executive Branch of tha Govsrnment of the
Uritad States of America.

{4) *"To the peint of practical aspplication” noans %o
nanufscture in the case of 2 compesition or product, to practice
in the cagse o0f & procecs, Or to operate in tha case of 2 nachine
and \mder such ccnditions as to establiszh that the invention is
being vorxed and that iits benefits are ITeesonably accessible <o
«he public,

(8) "Patant Counsal® means the DOZ Patent Counsal assisting
the procuring activicy. :

(b) Allocation of principal rights.
(1) assigmment to ¢he Goverrment. The Contractor agreas to -

assign to the Govexrment the antire rzight, titlae, and interest
throughout tha world in and to each subject Invention, eXcept o
the extent that rights are vaived to and retzined by the
Contractor under paragraphs (d)(2) and () of this clause.

(2) g@xeater rights damtarminations. The Coatractor or ths
enployee~inmventor wvith zuthorization of the Contraztor nay
request graater rights than tha domestic and foreign patent
rights providea in paragraph (c) af this clsuse on identified
inventions in accordance with 41 CFR 9-9.1092-6. 5uch requests
mUst be subnitted to Patant Counsel (vith notification by Patent
Counsel to the Contracting Officer) at the tima of the first
discloeure pursuant to piragraph (e)(2) of this clause, or not
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later than § ponths after conception or first actuAL_reduation co
practice, vhichever occurs firs¢, or such longer pariod as wmay be
authorized by Patant Counssl (with notification by Patant Counsgl
to the Contracting Officar) for good cause showvn In vriting by
the cContractor.

(c) Rights to the Contraator.

(L) . Tha Contracteor reserxrvax an
irravocabla, nonaxclusiva. pald-up license in each patant
spplication filed in any country on a Subjact Invantion &nd any
rasulting patant in vhich the Covernment acquires title. The
license ahall extend toc tha Contractor's domestic aubsidiariasm
and arfiliatas, if any, within the corporate structure of which
the Contractor is a part and shall include ths right %o grant
Fublicensas of tha sane scope t0 the extent the CONTTLactor was
legally obligated %e do so at the tira the corntrict was awarded,
The license shall he tranafarabla oaly with approval of DOE
except when transferred tc the guclessor of that part of the .
Contractor's businegs to which thes inventien partains.

(2) Election %o retain vaived rights.

(L) sSubject to the provisions eof paTagraph (aj (3) and
paragraps (d) of this clause, vith respect only #o a Subject
Inventien raeported in accordmnce vith paragraph (e) (2) (i) of this
clause and with the written report of vhiah i{s included an
elaction as to whethar the Contractor will ratsin the rights in
the invention walved thersin, the Contractor reserves the antire
donastic right, title and intarest in any Unitad States patent
application on the Subdect Invention filed and any resulting
Unitad Statec patent secursd by the Contractor.

(41). * Sudbject to the provisions of paragraph () (3) and
paragraph (d) of this clause, ¥ith respect only to a Subject
" Invention reparted In accordance vith paragraph (e) (2) (i) of this
clasuse and with the writtan report of which s included an
elaction as to whather the Contracter will retxin the rights in
the invention waived nNarein and a gtatasent spacifying thesa
foraign countries in whiah such rights vill be ratz2ined, and
zubject to QE sscurity regqulations and raquirements, the
CONTractor reserves the entire right, title and interase in any
foreign patant application on the Subjact Xnvaention filed and any
resulting foreign patant secured by the Contractor in these
forsign countries gpescified.

(3) Ternmn apd conditicne of Waived Rights.

(L) sBubjact to the rights granted in paragrsph (c) (1)
of this clausa, The Contractor AgTreas to convey to tho
CoVertment, upon requact, the gntira domastie right, title, andg
interest in any subi{act Inventien when tha& Contractar:

’ P
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(A} Doeg not clect'pursuant to paragraph
() (2) (L) of this clause to retain such rightae:

(B) Fails to have a United Statas patent
application flled on the {nvention in uccordu?ca with baragraph
(4) (1) of this clayse, or decides not to continue prosacution of

such application; or

(C) At any time, no longer deasires to retain.
title.

(i) Subject to the rights ztlntod in paragraph (<) (1)
of this clausa, thae Contraoter sgraees to convay to the
Governmant, upon request, the entire right, title, and interest
in any Subdact Invention in any foreign countxy if the’
Contractor:

(A) Does not elect pursuant to paragraph
{c)(2) (11) of tnis clausa to ratain such rights in the ocountry;

or

. (B) Talle to have a patent application £iled in
the country on tha Subject Xnventian in agcordance with paragraph
(d} (3) cf this clause, or decides not to continua prosscution or
to pay any saintanancs faes covering the invention. To aveid
forfeiture of the patent application or patant, the fontxracter
shell notify the Patent Counsel not less than 60 days bafora the
g;giration pericd for any action required by the foreign Patant

ce. .

(iii) c°nv¢¥anc¢ requasted pursivant ¢o paragraphz
(ci(:)(;) and (c)(3)(i1) of this clausa shall be Bnade dy.
delivering to the Patent Counsel duly executed instruxents and
such other papers as art desned Necassary to vest in the
Gavernment the entire right, title, and intazest in ths invention
to snable the Govearnzent t0 apply for and prosecuts patant
applications covering the invantion in thix or the foreign
country, reepectively, or othexrvise emtablish its ownership of

the {(nvantion.
/

’ (iv) PFor aach invantion in vhich the Contractor
initially Qlects pursuant to (e) (2) (1) oF (o) (2)(il) of this
Clauss not to ratain tho rights va{ved, tha Contractor shall
inform the Patent Counsel premptly in wri of the data and
identity of any on sale, public usa, ar public dimclomure of the
invention which may coastituta a statutory bhar under 35 USC 102,
which was amuthorired by or Xnown to the Contractoer, or any
contenplated action of this nature. .
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(v Government License

With respact to any Subjact Invention in which the
Contractor retains title, the Federal Government shall have n
nonexclusive, nontransferablae, irravcocahls, paid-up license to
practice or have practiced for or on behalf of the United Btates
the Subjeact Invention throuqhout the world. '

(vi) Renorting on Utf{lizxfion of Subleck Inventions

The Contractor agraes to subnit on raguest pericdic
raports no more fraquently than annually on tha utilization of a
Subject Invention or on efforts at aobtaining such utilization
that ars being made by the Contractor or its licensees or
assignaes. ' Such repoxts shall include informaticon regarding the
status of davealopment, data Of Iirst Commarcial =kle or use,
gross royilties received by tha Contractor, and such other data
and infoymation asx DOE zmay reasonably specify. The Contractor
alsc agreas to provide additional reports as may be rsguestsd by
DOE {n connaction with any marchein procaeding undsrtaksn dy DOE
in accordance with paxsgraph (o) (3} (viii) of thisg clausa. To the
exteant dasta or information supplied under tihiz paragraph is
considerad by the Contracter, its licensea or asszsignee to be
privileged and confidentizl and is 30 marxed, DOX agrees that, to
the extant permitted by 36 USC 202(c) (5), it will not disclosga
guch information te parsant outside the Governwent.

(vil) Rreferencs for United states Industyy

Notwithetanding wny other provision of this clause, the
Contractor agreex that neither it nor any assignee will grant to
Any person tha sxclusive right to uss or sell any Subject
Invention in the United Statas unless such parcon agrees that any
products embodying the Subject Invention or producad threough tha
use of tha Subject Inventlion will be manufactured substantially
in the United Stutes., Xowvever, in individuxl cases, the
requiranent for such an agraenent may be walved by DOR upeon a
showing by tha Contractor or {ts assignes that resasonable dbut
Uneuccazseful afforts have baen made to grant licenses on sginilar
tarms to potantial licanmeex that veuld be liksly to manufactura
substantially in the United States or that under the
Clrcumstancas dopestic manufacture ls not oommercially faasibla.

(viii) Xaxreh-in Rights

Tha Contractoer agreas that vith recpsct to any BSubdact
Invantion in which it has acquired title, DOY, has the right in
accordance vith tha procedures in 37 CFR 40i.6 and any

supplamantal ragulaticns of DOP to raquire tha Contractor, r.;n
aszsighee or exclugive licensse of a Subdect Invantion to grant a

nonexclusive, pertfally excluxive, or excluxive licenxa in any
field of use to a resgponuible applicant or applicants, upon taerms:

4
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that are reagonspbla under the circumstances, and {f the
Contractor. assignee, or aexclusiva licencae refusaes such a
ragquest, DOE has the right to grant suca a licenca i{tsell if XK
detarnmines that:

(1) Such action i{s necessary becausa the ..
contractor or assignee has not taken, or is not oxpected to takxe
vithin a rsasonable tine, affective steps to acbleve practioal
application of the Subject Invention in such field of usars

(2) 8uch action is necessary to alleviate health

or safety naeds which are not reasonably sastigflaed by the
Cohtractor, assignes, or their liceneees:

(3) Such agtion is nhecessary to neet rTegquirsments
for public use specified by Tederal regulations and such
requiremants are not Yeagonably satisfied by the contractor,
aagignac, or licanseaes; oY

(4) Such action is necessary becsuse the
agreament regquired by paragraph (u)(3) (vii) of this elause has
not been cbtained or waived or because a licensee of the
exciusive right to use or sell any sublect Invention in tha
United states is in breach of such agraeument.

(ix) 1.5, competitiveneis

The Contractar agreas that products, processes or
services uted or &0ld by {t or its arfiliatea embodying subdbjaat
inventions must be manufactured, practiced or provided
substantially in the United States, and further, .any licaense or
othar transfaer of rights in a subject inventiocn to third parties
nust ba approved by DOE pricr to any such transfer.

(4 <Terminatigns. N

(5$) Any waiver or retention of rights by the
Contractor under paragraphs (b)(2), (¢} (1), or (o) (2) of this
clause may ba terminated at the discretion of the Secretary or
his designee, in whole or in part, if the requeat for waiver of
retention af rights by tha Contractor is found to contain false
materinl statements or nondiscloautre of material facts, and such
were specifically relied upon in resaching the waivar

detarumination or the agreezent to the retantion of rights by the
Contracter. )

. (i) Any waivar of the rights retained in accordance
with paragraph (¢)(2), as applied to particular inventions, may
be terminated at the discretion of tha Secratary or his daecignsee,
in whole or in part, Lf the Contractor failm to comply with the
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provisions set forth in sragreph {c) (3) and paragraph (d) of
tnis clause, and such fallure is determined by tha gecretary or
hic dexignea to be matarial and datrimental to the intarests of

the Unitad States and the ganeral public.

(1i4) Prior to terminating any valver of rights under
paragraph (c}(4) (i) erx (c) (¢} (£1) of this clause, tha Contractor
vill be given written notice ol tha intention to terminate the
vaiver of rights, the extent of such proposad tarzination and the
reacane therefor. and a peried of 30 days, or such longer paeriod
a3 the Secretary or his designee shall detarmine f:r good cause
shown in writing, to show causa why the valver of rights should
not bs so terminated.

(4v) All terminations of waiveys of rights undar
pazragraph (¢) (4) (11) snall ba supjaedt tTo the rights granted in
paragraph (c) (1) of this clause, and termpination shall normally
ba partial {n natura, requiring the Contractor to grant
nonexcluaive or partially exclusive licensas to responsible
applicants upon terms raasonabls under the circumstrnces.

(5) Effective Damte of Wajvers.

: The waiver of zights in a Subject Invantion shzall bs
. affactive on the folloving aatas!

. (i) For advancs waivers of identiried inventions,
i.e., invantions concelved prior to the affective date of the
aontract, on the effective data of the contract evon though the-
advance wvalver may have bean ragueated aftar that date?

- (3i) Feor identified inventions under advance vaivers,
i.e., inventions coenceived or first actually rcduoced to practice
aZfter tho cffoctive date of the contrack, on the date the
invantion is reportad vith the elsction to retain the walved
rights in that invention:; and

(Lii) For wvaivers of identified inventions (other than
undar an advance waiver), on tze date of the letter notifying the
regquestor that the vaiver has been granted.

(4) Filing o2 patent ppolicntions.

(1) With raspect to each Sudject Invention in vhich the
Contractor elects to rstain domsstic righta pursuant to paragraph
() (2) (1) of this clauss, the Contractor shall have a domaestic
patant application filed on ths invantion within 6 wonths sftaer
subnission of tha invention disclogurs pursuant ta paragraph
(e) (2) (i) of this olausa, or such longar pariod of time ac may ba
approved DY tha Patent Counsel for good cause shown in writing by
the Contractor. Yor sach {dentified invention, the rights in
wnich are waived to the Contractar, the Contracter shall have a

6
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donestic patent application filed on the invantion within 6
months after the waiver has dbacone effective. WIth raspect to
the invention, the Cantractor shall preomptly notify tha Patant
Counsel of any decision not to file an appllicatien.

(2) For each Subject Inventien on which a dowestic patent
application {x f{led by the Contractor, the Contractor shallt

(1) Wwithin 2 nontns aftsr the filing or within 2
monthe arfter submigsion of the {nveantion disclosure if the patent
application previously bax bean filed, deliver s Patent Counsel
a copy of the application ag filed including the filing date and
ssrial nunmber;

({4) Within 6 monthg after filing the application or
within 6 months afrer submitting the invantion disclosuze if the
applicetzion hac been filed praviously, deliver to the Patant
Counael a duly axecuted and approved instrusent fully
confirmatory of all rights to which the Governzent is entitled,
and provide DOE an {rrevocable power to inspact and make coples
of the patent applicatien f£{led:

(111) Provide the Patant Counsel with a copy of the
patent -within 2 months alter a patant it Spsued on the
application; '

(iv) Not les=z than 30 days defora the expiration of
the responss paricd for any action regquired by the Patent xnd
TradamaIk office, noti{fy the Patant Counsel of any dacision not
to continue prosecution of the applicztion and deliver to the
Patant Counsal sxscuted instruments granting tha Government a
Dover of attorney; and

(v) ZInoluda the following statesxent in tha sgacond
paragraph of tha specification of the application and any patents
dscued on a Subject Invention, "The Governzant of the United
Stateg af Ansrica has rights {n this invantion pursuant to
Contract No. (er Crant No. )
avarded by the U,8. Department of Energy®.

/

(3) With respsct to each subject Invention in vhich the
Contractor has elected pursuant to paragraph (o) (2){14) of this
Cclause to retain the patent rightx vaived {n specified foreign
countrieg, or in which the Contractor has obtained a waiver of
foraign rights on an i{dentified invention:

. (1) The Contrsctor chall file a patent application on
the invention in sach speecified foraign country in asccordance
vith applicable statutes and ragulations and within one of the
Iollowing perioda;

PATENT
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(M) Eight months from the dataea of filing a
corresponding United Btates application, or if such an
application net 25led, six months from the date the invention
is cubuitted in a disclosure pursuant to paragraph (e) (2) (i) of

this clauca;

(B) Six months from the date a license is granted
by the Cemniszgioner of Patents and Trademarks to file the foreign
pataent application vhaorae such £1iling hag baan prohibited by
security reasans:; or .

(C) Svuch longer psriod as may be approved by the
Patant Couneal for good causa shown Iin writing by the Contractor.

(14} The Contracter shball notify the Patant Counsel
Prozmptly ¢ each rorelign application f{led and upon written
requast shall furnich an English version ¢f the application
without additional conmpensation.

(e) Invaention {dentification. disclogures. and reports.

(1) The Contractor zhall establish and maintain aotive and
affective procedures to encure that sudbject Inventions are
Promptly lderntified and tinmely disclosad. Thnose procelures sghall
include the mpaintenanca of ladoratory notsbooXs or egquivalent
Tecords and any other records that are raisonably necessary o
dooumant the concaeption and/or the first actual reductien to
practice of subject Inventions, and records vhich show that the
Procadures for {dentifying and digclosing the invantions arae
folloved. Upon raquest, the Contractor shall furnish the
Contracting Officer a description of these procedures so that he
Zay evaluate and deterxmine their effgctivenass.

(2) The Cocrtractor shall furnish the Patant Counsel (with
notification by Patent Counsel to the Contracting 0ffice) on a
DOE~-approved form:

(1) A wristen report containing full and complets
technical information concarning each Sudject Invantion within 6
months after conception or first actuxl rasductioen to practica
¥hichever occours first in tha courss of or under this contract,
but in any event prior to any ‘on sala, pudlic use or pudlie
disclosurae of such inventions known ts tde Contractor. The
report shall identify the contract and inventor and shall be
sufficfently complate in technical detal) and appropriately
{llustrated by sketch or dimgram to convey to one skilled in tha
axt to which the {nvention partains a clear understanding of the
natura, purpose, oparation, and to tha sxtent known, tha .
physical, chemical, bioloqical, or slactrical characterixtics of
the Iinvention. The raport should also includa any ealacticn of
foraign patent rights under paragraph (c) (2) (ii) of this clausxe
3nd any election of rights undar paragraph (c) (2) (1) of this

8
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clausa. Any requests for greater rights shall ba made within the
eriod set forth in paragraph (b) (2} of this clause. Hhen an

Envont&an is reported undar this paragraph (e)(2) (1), it shall be

presumad to have bean made in ths maaner specified in Section

(a) (1) and (2) of 42 USC $909% unlsss the Contractor cantends it

wvas not to pade in accordance vith paragraph (g) (2) (i) of this
clausa. .

{4i) Upon regquest, but not more than annually, intarin
reports on & DOT-approved form listing Suhject Inventions and
subcontracts awardad contalining a Patent Rights clauss for that
period and certifying that:

(A) Ths Contractor's procsdurss for {dantifying
and cdisclosing Subject Inventions as required by this paragrapn
(@) have pean rolloved Throughout the reparting psriod)

(3) All Sudbject Inventions have been disolosad o
that thera aAre no such inventionay '

{(¢) A} auboonkracta oéntlininq 8 Patent Rights
olause havae been reportad or that no such subcontracts hava besn
awardeds and '

(ii) A final report on z DOE-approved form within 3
months aftar conplation of the contract work listing all subdect
Inventions and all sudbcontracts avarded contalining a Patent
Righte clausa and certifying that:

- (A) All Subject Inventions have besen disclosed or
that thare wvare no such {nvaentions; and

(B) All subcentracts containing a Patent Rights
clausse have boan reparted or th:is no suah subcontracts have besen
avardad.

(3) The Contractor =hall obtaln patent agrseaments to
ef{fectuats the provicions of this clauvse from 31l parsons in {ts
exploy who perform any part of the work under this contract
excapt nontachnical personnal, such as olerical ezmployeas and
manuyal ladborers. - :

(4) The Contractor agrees that the Geovarnmant may duplicats
and disclosa Subject Invention disclosures and all other reports
and psparw furnishsd or required to de furnishad pursuant to this
clause. If the Contractor is to fila a forsign patent
application on & subject Invention, the Government agraes, upon
written requast, to Usa {ts best efforts %o withhold publication
of such invention disclosures until the expiration of the tiwme
pericd speclfied in paragraph (d4) (1) of thix oclaure, dut in no
avant shall the Governnant or its emplaysaes be liable for any
Publication thareor.
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(£) Pubklicnation.

It is recognized that during the course of the vork under
this contract, the Contractor or {ts smployesas may f{rom tine to
time deciro to releass or publish information regarding
scient{fic or technical developzments conceived or first actually
reduced to practice i{n thae course of or under this contract. 1In
ordar that public disclosurs of such {nformatlion will not
adversely affact the patent intsrests of DOE or tha Contractor,
patent approval for release or pudlication shall ba sscursd from
Patent Counsel prior vo any sucg relezse or pudblication.

(s) ELexfalfure of rights in wunrsperted Subject Inventionx,

(1) Tha contractor ghall forfeit to the Governmant, at the
Tequest O the §Fscretary or nhis dexignse, all rights {n any
Subject Invention vhich the Contractor fallw to repert .to Patent
Counsel (with notitication by Patent Counsal to the Contracting
Officer} within six months after the tima the Contractor:

(1) riles or caugac to be Filed a Unitad Statsg or
forelgn patent application thereon: or

(11) Subnits the final report reguired by paragrapn .
(#) (2) (14) of this clausa, whichaver is later.

(2) Hovaver, tha Contraetor shall not forfalt rights in a
Subject Invention if, within the tire specified in (1) ({) or
(1) (11) of this pazagraph (g), the Contrastor:

(1) Prepared a vritten dacixion basad upon 2 review of
the record that the invantion was haither eonceived nox tizrst
actually reduced to practics {n ths course of or under the
oontrsct and delivers tha sawma to Patent Counzal (with '
not{fication by Patent Counsel to the Contracting Ofi{icer): or

(11) Contanding that the {nvention Lu not a Subject
Invention the Contractor nevartheless disclosazx the invention and
®ll facts pertinant to this contantion to the Patent Coungal
(with notification by Patent Counsel to the Contracting Qfficer):
QY ‘ .

(iii) EIxtabliches that ths failure to disclose did not
¥esult from the Contracter's fault or negligancs.

(3) TPending writtan assignnant of the patent applications
and patents on a Subject Invention doterminad by the sacretary or
his dagignee to be forfaited (such datermination to be 2 final
decision under the Disputes Clause of this contract), tha
Contractor shall be deezed to hold the invention and tha patent
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applicationg and pitents pertaining therate in trust for the
CoVernmant, The forfelture provision of this parsgraph (g) shall
.be in addition to and shall not supersede othar rights and
ranedies which the Covernnant pay have vith respact to Subject
Inventien.

(h) Exaxination of recorde xelating %o {aventions.

(1) Tha Contracting O0fficer or his authorized
reprasentative, until tha expiration of 3 years after final
paynent under this contract, shall have the right to examine any
books {including ladoratory notedoeks), records, docuzents, and
other supporting data of the Contractor which the Contracting
Officer or his authorized rspresentative raa:onab&g deen
partinent to the discovaery or identificxtion of Sublect
Invantions or to datarmine complisnce vith the rasquiramants of

this clausxa.

(2) The Contrscting Officer or his authorirzed
representative shall have the right to axamine &ll books
(including ladoratory notebooks), recerds and doouments of tha
Contractor relating to the conception or first actual raeductien
to practice of inventions in the sane field of technology as the
work undex this contract to determina vhether any such inventions
are Subjact Inventions, if the Contracter refuses or 2ails to:

(i) Estadlish the procedurss of paragraph (&) (1) of
this clause; or

(£i) Msintain and follow such procedurss; oxr

. (4314) correct or eliminate any patarial degiciency in
the procadures within thirty (30) days after the Contracting
Officer netifies the Contractor of such a deficisncy.

(1) ¥Nithholding of payment (not applicable to subcontrmots).

(1) Any time before final paymant of the amount of this
contract, the Contracting Officer may, if he deazms guch action
varzantad, vithhold payment until a reserve not exceeding $50,000
or S percent of the amount of this contract, whichever is less,

:ball have been set aside 4f in his opinieon tha Contractor faile
o:

(1) Eatadlish, maintain and follow effsctive
Procedurae for identifying ind disclosing Subject Inventions
purauant to paragraph (a@)(l) of this clause; or

({1) Dieclose any Subject Invention pursuant tb
Paragrapxa (a) (2) (L) of this clause; or
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PATENT
REEL: 9794 FRAME: 0788



N N\

‘ (14§ Deliver the interim reports pursvant to
paragraph (e)(2)(i1l) of tals clauser or

{iv} Provide the {(nformation regarding subcontracts
purasuant to paragraph (J)(S) of thig clause: or

(v) Convey to the Governmant i{n a DOZ-approved form
tha titlas anda/or rights of the Qovernment in each &ubjaect

Invention as raequired by thisc oclause.

(2) The resaerve or bAlanca shall be vwithheld until the
contracting Officer has detarmined that the Contractor has
rectified vhatavar deficieanciae exist and hac deliversd all
reports, 4lisclosures, and other information required by this
clause. Vo

{(3) Final payment undezr thnls contract shall not be mada by
the Contracting Officer before the Contractor delivers to Patent
Counsel all disclosures of subjsct Inventione and other
infornation required dy (e){2) (i) of this clauss, the final
roport requirxed by (e)(2){({ii) of this clausa, and Patent Counsel
hasiissued 3 patent clearance carticication to the Contracting
Officer. -

(4) The Contracting Officer may, in his direction, decrease
or increase the suns withhald up to the maximus autherired above. .
If the Cantractex is a nonprofit organization, the maximum anount
that nmay be withheld under this paragraph shall not excesd
$58,000 or l.pervent of the amount of this soentract, whichaver is
less. Yo axount shall be vithheld under this paragraph while the
amount specified by this paragraph is being vithheld under other
provisions of the contract. The withholding of any amount or
subsequent paymant thaereof shall not be construed as a vailvar o
any righta accruing to tha Covernmaent undar this contract,

(J) Bubcontracts.

(1) For the purpose of this parsgraph the tezm "Contractor®
neans tha party avarding a subcontract and the term
"Subcontractor® maewns & party baing awvarded a sudcontraot,
regardless of tier. . : |

(2) The Contractor will include the Patent Rights olause of
DEAR $52.227-71 sultadbly rRodifisd to identify the parties in all
subdontracts, ragardlass of tier, Tor sxparimsntal, devalopmantal
or research work to be performed by a small business or &
doxastlc nenprofit orxganizatien. In all othaer subcontractk,
ragardless of tier, for axparimantal, dsvelopmental
demonstration, or rasearch work, the Contractor shall ihcluda Ths
Patent Risghts azticla of 431 C5R $—-9.107~5(n) or 41 CFR $-9.107-6
2% appropriave, modified to idantirzy the partieg.
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(3) Except as may bs othervise provided in Fnis Clause, the
Contractor shall not, in any subcontract or by using a
subcontract an conxideration thaerefor, acquire any rights {n {(ts
gubcontractor's Bubject Invention for the centractor's own uga
(as distinguished from such rights as way be raquired solaly to
rulfill the contractor's contract obligations to the Jovermnment
{n the performanca ¢f this contract).

(4) A1l invention disclesuras, reports, instruments, and
other information required to be furnished by the Subcontractoer
to DOE, undar tha provisions of s Patant Rightz olausa in an
subcontract hareundar may, in the discretion of the COntrnctiﬁg
Officer, ba furnished to the Contractor for transaission to DOE,

(5) The Contractor shall promptly notify the:Contracting
officer in writing upon tha avard of any subcontract containing a
Patent Rights clause by idantifying tha S8ubcontractor, tha work
to ba parformed undexr the suboontract, and the dates of award,
and estipated completion. 'Upon the requast of the Contracting
Officar the Contractor shall furnish him a copy of the
subcontract.

(6) The Contractor shall identify all Subject Inventions of .
the Subcontractor of which it acquires xnovledge in the
parfornance of this contract and shall notify e Fatent Counssl
(with notiffcation by Patent Counsal to the Contracting Officer)
pPromptly upon ths identification of the Linventions,

(7) It is understeood that the Government is a third party
beneficiary of any subcontract clause granting rights to the
Govearnment in Fudiject Inventions, and the Contracter haredy
ascigne to the Government 3ll rights that the Contractor would
have to enforce tha Subcontractor's obligations foxr the benefit
of tha Government vith respect to Sudject Inventions. The
Contractor shall net be eokligated to snforce tho agreenants of
any Subcontractor hersunder ralating to tha obligations of the
Suheéantractoxr to the Govarnmant regarding subjact Inventions.

(x) DBackground Patants.

(1) TBackground Patent™® means a domestic patent covaring an
invention or discovery which is not a subject Invention and which
is owned or controlled Dy the Contractor at any tine through the
completion of this contract:

/

_ (1) Which tha Contracteor, but not ths Government, has
the right to licanse to athers without obligatiocn to pay
royalties thaxreon, and

. (L4 In:riniemant of which cxnnot raasonably ba
avoided upon the practica of any spacirfic process, methoq,
m2ckine, manufactursa or compogition of mattar (including
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ralatively minor modifications thereof) vhich is a subject orf the
resaarch, development, or demonstration vork performed under this

contrace.

(2) The Contractor agrees to and dossg herabdy grant to the
Covernment a royalty-iree, nonexclusive license under any .
Background Patent for purposes of practicing a subjaect of this
contract by or for the Government in research, development, and
demonstration workX only.

(3) If the Contracter iz unvilling or uynabls to participate
under rsasonable terms and conditions in further worX under this
contract, or unZ follov-on contracts, or if the Contractor
subgequently Zallgs to make reasocnable ¢Iforts To commeruialize
the techrnology forming the subject matter of this agreement, the
Contractor also agrees that upon vritten application by DOE, it
will grant to reaponsible parties for purposas of practicing a
subject of this contract nonexclusiva licanses under any
Background Patent on texms that are reasonatla under tha
circunstances. 1If, however, the Conirsctor dalieves that
exclugive or partially exclusive rights are necassary to achieva
expesditiocus comnexcial developmant or utilization, than a reguest
iy be made to DOE for DQEL approval of such licensing by the
Cantractoyr.

(4) Notwithgtanding the foregoing paragraph (X) (3), the
contractor shall not bes obligatad to licenss any Rackground
Patent {f the Contractor demonstrates to the satisfaction of the
Secrestary or his designea that:

(L) a competitive alternative to the sudbject mattar
coverad by sald Background Patant is corxercislly available or
readily introduc{bla fren one or mors othar cources: or ‘

(11) the Contractor or its licenseas are supplying the
sSubject matier covered by said Backyround Patent in sufficient
quantity and at reasonable prices to satisly market needs, or
hava taken effective staps or wvithin x reasonabla time are
axpscted to take affactive steps to 6o supply tha subject matter,

(1) atemic Energy. K _ !

(1) No olagm for pecuniary award or coppansstlon under the
provisions of the Atomic Ens Act of 13954, as axended, shall dbe
atsertad by tha Contractor or its exployess with respact to any
invantion or discavery made or concaivad in the courpe of or
under this contract.
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{2) Except as otharvisa authorized in vriting by the
Contraoting officer, tha Contractor will obtain patent agreemants
to effsctuata the proviclons of paragraph (1) (1) of this clause
frou all persons vhe perform any part of the work under this
contract, aXxcept nontschnicasl personnel, such as clerical
enployees and manual laborsrs. .

(m) Limitation of rights.

Nothing contained in this Patent Rights clause shall de
deened to give the Governmant any rights with respect to any
invention other thap a subject inveantion except as get forth in
the patent RigNts cluuse of chis centract with rocpact to
Background Patents and the Facllities lLicense. 2o
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