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ADVANCE WAIVER OF PATENT RIGHTS

(a) Dbefinitionn.

(1) "Subject Invention” means any inveation or discovery of the
Contractor conceivad or first actually reduced to practice in the course of
or under this contract, and incliudes any art, mathod, process, machine,
manufacture, design, or composition of matter, or any new and useful
improvecent therecf, or any varlety of plants, whether patauted or
unpatented undsr the Patent Laws of the Unitod Btates of Amorica or any
foreign country.

{2) *Contract” means any contract, grant, agreament,
understanding, or other arrangement, which includes ressarch, development,
or demonatration work, and includes any assignment or substitution of
parties,

(3 rGovernment agency” includes any executive department,
indeapendant commiseion, boaxd, office, agency, administration, suthority,
davarmment corporation, or other Government estabdlishment of the Executive
Branch of the Govermment of the United States of America,

(4) *To the point of practical application® means to manufacture
in the case of a composition or product, to practice in tbhe case of a
process, or to operate in the case of a machine and under such conditions
as to establish that the invention is being worked and that ite benafics
arve reasonably accessible to the public.

{5) spatant Counsel” means the DOE Patent Counsal assisting the
procuring activity.

(b} Allocation of principal zights.
(1) Aspignpment to the Governmeat. The Contractor agroes to

assign to the Govexrnment the eantire right, title, and interest throughout
the world in and to esch Subject Invantion, except to tha extent that
rights are waived to and retained by the contracter undsr paragraphs (b)
(2) and {c)} of this clausa.

(2) Greater riqhts determipatjons. The Contractor or the
employee—-inventor with authorigation of the Contractux may request greatar

the domestic and foreign patent rights provided in paragraph
ft?hgz :::: clause on identifisd inventions in accordance with 41 CFR 9~
9.109-6. Such requests must de submitted to Patent Counsa) {with
notification by Patent Counsasl to the contracting Officer) at the time of
the first disclosure pursuant to paragraph (e) {2) of this clause, or not
later than ¢ months after conception or first actual reduction to practicas,
whichever occurs first, or such longer perxicd as may be austhorized by
Patent Counsel (with sotification by Patent Counsel to the Contracting
Officer) for good cause shown in writing by the Contractor.
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(c) to =
(1) NKipimum Contractor licensa. The Contractar reserves an

irrevocabla, nonexclugive, pajid-up licenaes in each patant application filed
in any country on a Subjsct Invention and any rssulting patent in which the
Government acquires titlae. The licenwse shall axtend tc the Contractocr’'s
domestic substdiarion and affiliates, if any, within the corporata
styacture of which tha Contractor is a part and shall include the right to
qrant sublicenses of the same scope t¢ the axtant the Contractor was
logally obligated to do so at the time the contract was awarded. The
license shall be transferahle only with approval of DOE except when
transferred té the successoxr of that part of the Contractor’s business to
which the invention pertains.

(2) EBlectjon to retaip wsived xights. T —--

(L) subject to tha provisions of parageaph (¢) (3) and
paragraph (d) of this clauge, with respect only to a Subject Invention
reported in accordance with paragraph (e) (2) (i) of this clause and with
the written report of which is included an election as to whether the
Contxactor will xetain the rights in the invention waived herein, the
Contractor reserves the entire domestic right, title and interest iln any
United Statas patent application on the Sudject Invention filed and any
sesulting United states patent secured by the Contractor.

(ii) Subjsct to the provisions of paragraph (c) (3) and
paragraph {4) of this clause, with respect oanly to a Subject Invention
seported in accerdance with paragraph (e) (2) (L) of this clause and with
the written report of which is included an election as to whether the
Contractor will retain the rights in tha invention waivaed herein and a
statemant epecifying those foreign countries in which such righte will be
retainad, and subject to DOE security regulations and requiremants, the
Contractor reserves tha antire rignt, title and interest in ‘any fareign
patent application on the Subject Invention filed and any rasulting foxeign
patent secured by the Contractor in those foreign countries specified.

(3) Terme and Conditiopg of Wajved Righte.

(1) Subject to the rignts granted in paragraph (<) (1) of
£nis clauge, the Contractor agrees to convay to the Government, upon
request, the entire domestic right, title, and interest in any Subject

Invantion when the Contractort

(B) poea not elect purauant to paragraph (c) (2) {1y
of this clause to retain such rights; -

{B) Fails to have a Unjited States patent application
filed on the invention in accordance with paragraph () (1) of this clause,
or decides not to continmue propecution of such application: or

PATENT
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{C) At any time, no longer desires to retain title.

{84) Subject to the rights granted in paragraph (c) (1) of
this clause, the Contractor agrees to convey tao the Goverament, upon
requast, the entire right, title, and interest 'in any Subject Imvention in
any foreign country if the Contractor:

(R) Doss not e¢lect pursuant to paragraph () (2)
(i1) of this clause to retain such rights in the country; or

{B) Fails to have a patent application filed in the
country on the Subiect Invemtion in accordance with paragraph (d4) (3) of
thia clause, or decides not to continue prosecution or to pay any
maintenance fees covering the inventlion. To awoid forfeitura of the patent
application or patent, the Contractor shall notify the Patent Counsel not
less than 60 days Pefore the expiration pericd for any action xaquired by
the foreign Patent Office.

(1£1) Convayances requastad pursuant to paragraphs (c) (3}
(i) and (¢) (3} (£i) of this clause shall be made by delivering to the
Patemt Coungel duly executed ilnstruments and such othexr papers as are
deowed nwcessary to vest in the Govarnment the entire righe, title, and
interest in the invention to enable the Government to apply for and
prosecute patent applications covering the invention in this ox the foreigm
country, respectively, or otherwise eatablish its ownexrship of the
invention.

(iv) Por sach inventien in which the Contractor initially
elocts pursuant to (c) (2) (i) or {c) (2) (1i) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel promptly
in writing of tha aate and ideatity of any on sale, public use, or public
disclosure of the igvention which msy constitute a statutory bar under 35
gsc 102, which was authorized by or known to the Contractoy, or any
contemplated action of this nature.

(v) Covernpent License

With respect to any Subject Ianvention in which the
contractor retains title, the Federal Goverrmant shall have a nonexclusive,
nontranafarable, irresvocable, paid—up licenae to practice or have practiced
for or on bahalf of the United States the Subject Invantion throughout the

world.

(vi) Reporting op Utilization of Subject Inveptiocns

The Contractor agrees to submit on request periedic reporte
no more freguantly than annually on the utilization of a Subject Invention
or on efforta at obtaining such utiligation that are being wade by the
Contractor or its licensees or assignees. Such raports shall include
information regarding the status of development, date of first commearcial
sale or uee, gross royalties received by the Centractor, and such other
data and information as DOX may reascnably speclfy. ZThe Coantractor also
agraan tc provide additional reports as may be requested by DOE in

-3 -
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connection with any march-in proceeding undertaken by DOE in accordance
with paragraph (c¢) (3) (viii) of this clausa. To the extent data or
information supplied under this paragraph is considered by the Contractor,
ites licensee or assignee to be privileged and confidential and ies so
marked, DOE agreaes that, to the axtent permitted by 35 USC 202 (¢) (S), it
will not disclosse such iaformation to persons cutside the Governmant.

(vii) Preferepce for Unjted States Industry

Notwithstanding any other provision of this clause, the
Contractor agrees that nsithex it nor any assignee will grant to any person
the exclusive right to use or sell any Subject Invention in the United
States unless such person agrees that any producte smbodying the Subject
Invantion or produced through the use of the Subject Invention will be
manufactured substantislly in the United States. However, in individual
casss, the requirement for such an agzeement may be waived by DOE upon a
showing by the Contractor or its assignee that reagonables but unsuccessful
effortas have bean npade to grant licenses on similar terms to potential
liconsees that would be likely to wanufacture substantially in the Uaited
sStates or that; under the circumstances dowestic manpufacture ios not
commercially feasible-

(viit) Mareb-in Righte

iThe contractor agrees that with respact to any Subject
Invention in which it has acquired title, DOE has the right in accordance
with the procedures in ONB Circular A-124 to require tha Contractor, an
assignee or exglusive llcensee of a Subjact Invantion to grant a
aonaxclusive, partially exclusive, or exclusive license in any fleld of use
te a regponsible applicent or applicants, upon terms that are reascnable
under the circumstances, and if the Contractor, aasmignes, or exclusive
licansee rafuses such a regquest, DOE has the right .to grant such a licenss
itaelf {f DOE determines that:

! ) gsuch action is ‘necessary because tha Contzractox
or assignee has not taken, or ims not expectad to take within a reasonable
time, effactive steps to achleve practical application of the Subject
Invention in such field of use; ’

. (2} Such action lo necessary to alleviate health or
safety needs which are nrot reasonably satisfied by the contractor,
assignee, or their licenseas)

(3) such sction is necessary to meet requirements
for public use specifiad by federal rogulations and such requirements are
not reasonably satisfied by the contractor, assignee, or licemsees; or

(4} guch action ls necessary becsuse the aqraameat
requixed by paragraph (c) (3) (vil) of this claume has not been obtained or
waived or because a licenses of the exclusive right to use or =ell any
Subjaect Invention in the Onited States is in breach of such agresment .

(%) Texminations.
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t{) Any waiver or retention of rights by the Contractor
undey paragraphs (b) (2), () (1), or {e) (2) of this clauss may be
terminated at the discretion of the Secretary or his designea, in whole or
in part, if the request for walver or retention of rights by tha Contractor
im found to contain falsa material statements or nondisclosure of matexial
facts, and such were specifically relied upon in reaching the waiver
determination or the agreement to the retention of rights by the
Cont.ractor.

(1i) Any walver of the rights retained in accordance with
paragraph (c¢) (2), as applied to particular inventions, may be terminated
at the disoretion of the Seoretary or his designee, in whole or in parxt, if
the Contractor fails to comply with the provisions set forth in paragraph
() (3) and paragraph (d) of this clause, and such fallure is determined by
the Secretary or his designee to be material and detrimsntal to the T
interests of tha United States and the general public.

‘(14i) Prior to terminating any waiver of rights unser
paragraph (c) (4) (i) or {c)} (4) (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of puch proposad termination and the reascns therefor, and a
period of 30 days, or such longer period as the Secretary or his dasignee
ahall determine for good cause shown in writing, to show cause why the
waiver of rights should not be so terminated.

!(lv) All tsrminations of wailvers of rights under paxagraph
(e) (%) (1i) shall be subject to the vights granted in paragraph (c) (1) of
this clause, and termination mhall normally be partisl in nature, regquiring
tha Contractor to grant nonexclusive or partially exclusive licenses to
responsible applicants upon terms reasonable under the circumstances.

(s) Effective patc of Waivers

The waiver of rights in a Subject Invention shall be
effective on the following datess:

(1} For advance waivers of ideptified inventions, f.e.,
inventions conceived prior to the efifective date of the contract, on the
effective date of the contract evan though the advance walver may have been
requested after that date; '

(1) For identified inventions under advance waivers,
i.@., inventions con¢éived or first actually raduced to practice after the
affective date of the contract. on the date the invention is xeported with
the elaction to retain the waived rights in that ianvention; and

(i1i) Por waivers of jdantified inventions (other than
under an advance wajver), on the date of tha letter notifying the requeastox

that the waiver has been granted.

(43 of ant_applica a

- § -
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(1) With respect to each Subject Invention im which the
Contractor elects to retain domestic rights pursuant to paragraph (c) (2)
(L) of this clause, the Contractor shall have a domestic patent application
filed on the invention within 6 months afrter subwission of the fanvention
disclosure pursuant to paragraph () (2) (i) of this clause, or such longer
period of time as way be approved by the Patent Counsal for good cause
ghown in writing by the Contractor. For each identified invention, the
rights in which ara waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 months after
the waiver has became effective. With respset to thae invention, the

Contractor shall promptly notify the Patent Counesel of any decision not to
file an application.

(2) Pox aach BSubject Invention on which a2 domestic petent
application im filed by the Contractor, the Contractor shalls T

{$y Within 2 months after the filing or withia 2 montha
after submiseion of the invention disclosure If the patent application
pruvicusly has been filed, deliver to Patent Counsel a copy of the
application as filed including the £iling date and merial numbaer;

{id) within 6 months aftexr f£iljng the application or
within 6 months aftar submitting the invention disclosure if the
applicatiocn has been filed previougly, dalivaer to the Patent Counmel a duly
exeguted and approved instrusent fully confirmatory of all rights to which
tha Covermment is eantitled, and provide DOE an irrevocahle powar to inspect
and make copies of tha patent application filed; :

(i11) Provide the Patent Counsel with a copy of the patant
within 2 months after a patent is iasued on the application;

(iv) Not lesg than 30 days before the expiration of the
reaponge period for any action required by the Patent and TPrademark Offics,
notify the Patent Counsel of any deciasion not to qoqtinue prosecution of
the application and deliver to the Patent Counsel axacuted instrumantos
granting the Govarnment a power of attorney; and

{v) Inelude the following statement in the second
paragraph of the specification of the application and any patents imcuad on
a Subject Invantion, “The Govermment of the United States of Amarica has
rights in this invention pursuant to Contract No. ' (-2
Grant No. } awarded by tha U. 8. Department of Enexgy.”

{3} with respact to each Subject Invention in which the
Contractor has elacted pursuant to paragxaph (¢} (2) (i1) of this clauss to
retain the patent rights waived ia specified foraeign countrles, or in which
the Comtractor has obtainad a waiver of foreign rights on an identified

invention:

(1) The Contractor shall file a patent application on the
jinvention in sach epecifisd foraign country in accordance with applicable
statutes and regulationa and within one of the following periods:

-6 -
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(A) Eight months frcoe the date of filing a
corresponding United Statew application, or if such an application is not
filed, six months from the date the iavention is submitted in a disclosure
pursuant to paragraph (e} (2) (i) of this clause;

(B) B8ix months from the date a license is granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing has been prohibited by security reasons; or

{<) Such longexr period as may be approved by the
Patent Counsel for good cause shown in writing by the Contractor.

{11y The Contractor ohall notify the Patent Counsel
promptly of sach foreign application filed and upon written request shall
furnish an English version of the application without asdditional
compansation.

(1) The Contractor shall eetablish and maintain active and
effective procedures to easure that Eubject Inventione are proeptly
identified and timely disclopsed. Those procedures shall include the
maintenance of laboratory notebooks or egquivalent records and any other
records that are reasconably necessary to document the conception and/or the
first actual reduction to practice of Subjaect Inventioms, and records which
show that the procedures for ideatifying and disclosing the inventions are
followed. Upon request, the contractor shall furnish thes Contracting
Officer a description of these procedures sc that he may esvaluate and
determine their effectivenass.

{2) The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer} on a
DOE~-approved forra:

(L) A written report containing full and complete
technical information concearning each Subjsct Invention within 6 months
after conception or first actual reductiocn to practice whichevexr occurs
firot in the course of or under this contract, but in any eveat prior t€o
any on sale, public ume cr public disclosure of such inveantion known to the
Centractor. The report shall jidentify the contract and inventor and shall
be sufficiently complete in technical detail and appropriately illustrated
by sketch or diagram to convay to one skil;edhin t:e art to wbicho;z:atum

aine a clear undarstanding of the aature, purpose, ,
iﬁ:’:ﬁi::emmm known, the physical, chemical, biological, or slectrical
characteristics of the invention. The report should alao include any
election of foreign patent rights under paragraph {c) (2} (ii) of this
clause and any, slection of rights under paragraph {(c¢) (2} (i) of thh’iod
clause. Any requests for greater rights shall be made withln the fsr
eet forth in paragraph (k) (2) of thim clavsa. When sn invention :
reportad under thin paragzaph (e) (2) (i), it shall be presuned o ;;’5903
besn mada in the manner specified in Section (a) (1) and (2) of 42 U
unless the Contractor contends it was not ao made in accordance with

paragraph (g} (2) (L4} of this clause.

-7 -~
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(113 gpon reaquest, but not more than annually, iaterim
reports on a DUB-approved form listing Subject Inventiona and subcontracts
awarded containing a Patent Rights clanse for that period and cartifying
that:

() The Contractor’s procedures for ldentifying and
discloesing Subject Inventions as required by thie paragraph (e) have bean
followed throughout tha reporting period;

(B) All Subject Inventions havea baen aisclosed or
that there are no such inventlons;

{<) All subcontracts containing a Patent Rights
clause have been reported or that no such subcontracts have heen asarded:
and
{(111) A final report on & DOX-approvexi form within 3 months
after completion of tha contract work listing all Subject Inventions and
all subcontracts awarded containing a Patent Rights clauss and cartifying
thats )

: (A) All Sudiect Inventions have bean disclosed or
that there were no such invantions; and

(B) Al)l subcontracts contalning a Patant Rightas
clause have been reported or that no such subcontracts have besn awarded.

(3) (The Contractor shall obtain patent agreoments to effaectusate
the provisions of this clause from all porsous in its amploy who perform
any part of the work under this contract except nontechnical personnel,
gueh ag clerical employess and manual laborers. :

(&) The Centractor agrees that the Govermnment may duplicate and
disclose Subject Invention disclosures and all other reparts and papers
furnished or required to be furnishad pursuant to this clauss. If the
Contractor is to file a foreign patent application on a Subject Invention,
the Government agreas, upén written request, to vse its best ntf?rts to
withhold publication of such invention disclosures antil the expiration of
the time period specified in paragraph (d4) (1) of thig clause, but in no
event shall the Governmsnt or ite employses be liable for any publication

thereof.
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(£) fubljoation.

1t is recognized that during thes ocourme of the work under this
contract, tha Cantractor or lts employees may from time to time desire to
release or publish information regarding scientific or techanicel
developments conceived or first actually roduced to practice in the course
of or undexr this contract. In order that public disclosure of such
information will not adversely affect the patent interessts of DOEZ oy the
Contractor, patent approval for release or publication shall be secured
from Patent Counsel prior to any such release or publication.

{q) =] ub Inventi

(1) Tha Contractor shall farfeit to the Goyernment, at the
vequest of the Secretary or his designee, all rights in any Subject
Invention which tha Contrastor fails to report to Patsnt Counsal (with
notification by Patont Counsel to the Coatracting Officer) within six
monthe after the time the Contractor:

(1) Files or causes to be filed a United States or foreign
patant application thereons o¥

til) sudbmits the final report required by paragraph (e)
{2) (i1i) of this clause, whichevar is later.

(2) However, the Contractor shall not forfeit rights in a
Subject Invention if, within the time specified in (1) (i)} or (1) (ii) of
this paragraph (g}, the Contractor:

(L) Prepared a written decimion basad upon a review of the
record that the invention wag neither conceived nor first actually reduced
to practice in the course of or unader the contract and delivexrs the same to
Patent Counsel (with notification by Patent Counsel to the ‘Contracting
Officer); or - . :

t(is) Contending that the invention is not a Subject
Invention tha Contractor nevertheless discloses the invention and all facts
pertinent to this contention to the Patent Counsel (with notification by
patent Counsel to the Comtracting Officer); or '

(i1i) Establishes that the failure to disclome Aaid not
result from the Contractor’s fault or negligenca.

(3) Panding written assignment of the patent applicacions and
patents on a Subject Invention dotermined by the Secretary or his designee
to be forfeited (such determination to be a final decision under the
pisputos Clause of this contract), the contractor shall be deemed to bold
the invention and the patent applications and patents pertaining thereto in
trust for the Government. The forfaiture provision of this paragraph (g)
shall be in addition to and shall not supersede other rights and remedies
which the Government may have with respect to Subject Inventions.

(h) " t (=} vent

-8 -

PATENT
REEL: 010277 FRAME: 0039



JUN~-12~-97 1@:27 FROM:FETC-MGN DIRECTORS OFFICE ID: 3042854292 PAGE 12/1¢

1107 95 03:04 [D:LANILRFAX4500 Fox: PAGE 11

(1) The Contracting Officer or his authorized representative,
until the expiration of 3 years after final payment under this contxact,
shall have the right to examine any books (including laboratory notebooks) ,
records, documente, and other supporting data of the cContractor which the
Contracting Officer oxr his authorized repressntative rwascmably deem
pertinent to the discovery or identification of Subject Inventions or to
determine compllance with the requirements of this c¢lausa.

(2} The Contracting Officer or his authorized representative
#hall have the right to examine all booka (including laboratory notebooks),
racords and documents of the Contractor relating to the conception or first
actual xeduction to practice of inventions in the same field of technology
as the work under this contract to determine whether any such inventions
are Subjact Inventions, if the Contractor refuses or falls to:

(i) Establish the procedures of paragraph (s) (1) of this

clause; or

(i4) Maintain and follow such proceduresi; or

{iii) OCorrect or eliminate any material deficlency in ths
procedures within thirty (30) days after the Contracting Officer notifias
the Contractor of such a deficliency.

(1) lshbolding

1) Any time before final paywent of the amount of this
contract, the Contracting Officer may, if he deems such action warranted,
withhold payment until a reserve not exceeding $50,000 or 5 percent of tha
amount of this contract, whichaver is less, shall have been set aside if in
his opinion the Contractor fails to:

(i) Retablish, maintain and follow effective pocedures
for idantifying and disclosing Subject Inventjons pursuant to paragraph (&)
{1} of this clause; or

(1) Disclose any Subjact Iavention pursuant to parxagraph
{(e) (2) (L) of this clause; or

(343} Deliver the interis reports pursuant to paragraph (e)
t2) (ii} of thim clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph () (S) of this clause; or

(v) Convey to the Government in a DOE-approved form the
title and/or rights of the Government in each Subject Invantion as required
by this clause.

(2) The reserva or balance shall be withhaeld until the

i tor has rectified
Contrart officar has determined that the Contrac
whnt:avnx-l-:gﬂ.cioncies axist and has delivered =ll reports, disclosures, and

othexr information required by this clause.
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(3) Final payment under this contract shall not be made by the
Contracting Offjicer before the Contracter delivers to Patent Counsel all
disclosures of Subjemct Inventions and other information required by (e) (2)
(1) of this clausa, the £inal report required by (o) (2) (iii) of this
clause, and Patent Counsel has issued a patent clearance cextification to
the Contracting Officer.

(4) The Contracting Officer may, in his discretion, decraase ox
increass the suma withheald up to the maximuu authorized above. If the
contractor is a oonprofit organization, the maximum amount that may be
withheld under this paragraph shall not exceed $50,000 or 1 parcent of the
amount of this contract, whichever ip less. No amount shall be withheld
under this paragraph while the amount specified by this paragraph is being
withheld under other provieions of the contract..._Tha.withholding of any
amount or subsegquent payment thereof shall not be construed as A waiver of
any rights accruing to the Government under this contract.

(3) Subcoptracts.

(1} For the purpose of this paragraph the term *Contractox”
means the party awarding a subcontract and the term ‘Subcontractor’ means
the party being awarded a subcontract, regardless of tier.

(2) The Contractor will iaclude the Patent Rights clause of
DEAR 952.227-71 suitably modified tc identify the parties in all
subcontracts, rmgaxdless of tier, for experimental,  developmentsl or
research work to be performed by & small business or a domestic nonprofit
organieation. 1In all cther subcoptracts, rogardlesa of tier, for
experivental, developmental demonstration, or ressarch work, the Cosntractor
shall include the Patent Rights article of 41 CPR 9~9.107~5(a) or 41 CFR 9-
9.107-6 as appropriate, modified to identify the parties.

{3) Except as may be otherwigse provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
consideration therefor, acquire any vights in its Subcontractor’s Subdject
Invention for the Contractor’'s own use (as distinguished from such rightse
as may be regquired sclely teo fulfill the Contractor’s contract obligations
to tha Govaernment in the performance of this contract).

{4) all invention disclosures, roports, instruments, and othex
information reguired to be furnished by the subcontractor to DOE, under the
provisions of a Patent Rights clause ip any subcontract hereunder may, in
the discretion of the Contracting Officer, be furnished to the Contractor

for transmission to DOK.
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(5) The Contractor shall promptly notify the Contracting officer
in writing upon the award of any subcontract containing a Patent fighte
clause by identifying the Subcontractor, the work to be perforned under the
subcontract, and the dates of award, and estimated complation. Upon the
request of the Contracting Officer the Contractor shall furnieh him a copy
of the subcontract.

(6) The Contractor shall identify alil Subject Inventions of the
Subcontractor of which {t acquires knowledge in the performance of this
contract and shall notify ths Patent Counsel (with notification by PFatent
Counaal to the Contracting Officer) promptly upon the {dmntification of the
inventions.

{7} It 18 understood that the Government is a third party
beneficiary of any subcontract clause granting FIHhta to Ehé Government in -
Subject Inventions, and the Contractor hsreby assigns to the Government all -
rights that .the Contractor would hawve to enforce tha Subcontractor's
obligations for tha banefit of the Government with respect to Subjmot
Inventions. The Contractor shall notr be obligated to enforce the
sgresmanta of any Subcontractor hersunder xmlating to the obligations of
the Subcontractor to the Government regarding Subject Inventions.

(k]  Background Patentp,

In paragraphs (k)(2)} and (k)(2) relmting to Background Patents, GE agrees
to the language provided that the worde "a subject of this contract? be
replaced with *such applicatione and uses of natural gas and ¢ocal gaa-firaed
gas turbinas in combined cycle as azo developed under this contract® to
limit the licensing raquired to fields of technology covered by the
contract.

{1) *Background Patent’ means a dowmestic patent covering an
invention or discovery which is not a S8ubject Invention and which is owned
or cogtrolled by the Contractor at any time through the completion of this

contract:

(1) Which the Contractor, bdbut not the Goverament, bas the
right to licemse to others without cbligation to pay royalties thacxeon, and

(13) Infringement of which cannot reasonably be avoided
upon tha practice of any spocifiec process, method, machine, manufacture, or
composition ¢f matter (including relatively miner modifications thereot)
which is a subject of the resaarch, development, or denonacration work

performed under this contract.

(2} The Contractor agrees to and doas hersby grant to the
Government a royalty-free, nonsxclusive licemse under any Background Patent
for purposes of pxacticing such applications and uses of natural gas and
coal gas-fired gas turbines in combined cycle as are developed under thie
contract by or for the Covernment in raesearch, developmant., and

demonastration work only.
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3) Tha Contractor also agrees that upon written applicatioa by
DOE, it will grant to responsaible parties for purposes of practicing such
epplications and uses of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under this contract nonaxclusive licenses
under any Background Patent on terms that are reasonable under the
circumstances. If, howaver, the Cimtractor believes that exclusiva or
partially exclusive righte are necessary to achieve expeditiocus commercial
developmant or utilization, then a request may be made to DOE for DOB
approval of such licensing by the Contractorx.

t4) Notwithstanding the foregoing paragzaph (k) (3), the
Contractor shall not be obligated to license any Background Patent {f the
Contractor demonstrates to the satisfaction of the Secretary or his
designea that the Contractor or its licensees are supplying the subject
mattar covered by said Background Patent in sufficient guantity and at T
reascnable prices to satisfy market needs, or have taken effective steps or
within a reasonabls time are expected to take sffective steps to so supply
the subject matter.

(1) Axomic Enerqy.

(1) Ko claim for pecuniary award or cospsnsation undear the
provisions of the Atemic Energy BAct of 1954, as amended, shall be asserted
by the Contractor or its employees with respact to any invention or
discovery made or concelved in vhe course of or under this contract.

(2) Except as othexrwise authorized in writing by the Contracting
Officer, the Contractor will obtain pateat agroeamonts to effactuate the
provisiona of paragraph (1) (1) of this clause from all persons who pexrform
any part of the work undsr this coatract, except nontechnical personnel, .
auch as clerical smployees and manus) laborers.

(m) Limitation of rightm.

mothing contained in this Patent Rights clause shall be desmed to
give the Govexssent any rights with rwspect to any invention ¢thax than a
Subject Invention except as set forth in the Patent Rightes clause of this
contract.

(n) Mzmulnnmm_mm!

(] for the license xeserved to the contractor in (<) (1), the
cnntra.ct:: ::rtéo- that any alienation of rights in waived subject
inventions by assignment, licenge or otherwise is subject to writtean
approval of the Contracting Officer; and furthex that in the event a
controlling intersst is to be scquired by a foreign entity in the X
Contractor or to any assignee or licenasee of a wa;ved' invention, then in
that case any rights in the wmived invention to be acquired by tht foreign
entity will be subject to writtan approval of the Contracting Officer.
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(o} U.8. Competitliveness

GCE agrees that any products smbodying any waived invention or
produced through the use of any waived invention during the term of a
Unitad States patant covering tha waived jinvention will be magsafactured
substantizlly in the United Stateas mmlass GR osn show to the satisfaction

of the OContracting Offioer that it is not commercially feasible to do so.
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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

Application for: APPARATUS AND METHODS FOR
BALANCING TURBINE ROTORS
Inventor(s): Robert R. Berry and Gene D. Palmer
Serial No.: 09/309,046
Filing Date: May 10, 1999
Participant: General Electric Company
GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this Z‘l*e‘ day of _JULY , 1999,

GENERAL ELECTRIC COMPANY

AT i N A e e e e i ——

Participant

Robert C. Lampe, Yr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-9821
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