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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

Application for: COOLING CIRCUIT FOR STEAM AND
AIR-COOLED TURBINE NOZZLE STAGE

Inventor(s): Gary Michael Itzel and Yufeng Yu

Serial No.: 09/307,719

Filing Date: May 10, 1999

Participant: General Electric Company
GE Power Systems

Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this 27" day of __ JuY , 1999

GENERAL ELECTRIC COMPANY
Participant

Bryte MacDonald W
‘Attesting Secretary By:

Robert C. Lampe, Jr.

Senior Patent Counsel,

GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-9822
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W) 5. 3

ADVANCE WAIVEBR OF PATENT RIGHTS

(a) Definitions.

(1) ~sSubject Invention” means any inveation or discovery of the
Contractor conceivad or first actually reduced to practice in the course of
or under this contract, and includes any art, mathod, process, machine,
panufacture, design, or composition of matter, or any new and useful

t thereof, or any wvarlety of plants, whether patanted or
unpatented under the Patent Laws of the Unitod Etatas of America or any
foreign country.

(2) ~Contract” means any contract, grant, agreement,
nnderstanding, or other arrangement, which includes research, development,
or demonetration work, and ineludes any assignment or substitution of

partie=.

{3) scovernment agency” includes any executive depactment,
indepandent commission, board, office, agency, administration, authority,
Government corporation, or other Government egtablishmaent of the Executive
Rranch of the Government of the United States of America,

(4) *ro the point of practical application” means to manufacture
in the case of a composition or product, to practice in the case of a
process, or to operate in the case of 4 machine and under such conditions
as to establieh that the invention is baing worked and that ite benefits
are reasonably accegsible to the publie.

{5) *patent Counsel” means the DOE Patent Counsal asslsting the
procuxing activity.

(by Allocation of prineipal zights.
(1) Assigoment to the Governmeat. The Contractor agroes to

assign to the Government the entire right, title, and interest throughout
the world in and to each Subject Invention, except to tha extent that
rights are waived to and retained by the Contractor under paragraphs (b}
{2} and () of this c¢lause.

{2) Greater rights detormipations. The Contractor or the
exployee—inventor with authorization of the Contractor may request grsatar
rights than the domestic and foreign patent rights provided in paragraph
(¢) of this clause on identified inventions in accordance with 41 CFR 9-
9.109~6. Such requests must be submitted to Patent Counsel)l (with
notification by Patent Counsel to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph (e) (2) of this clause, or not
1ater than 9 montha after conception or first actual reduction to practica,
whichever occurs first, or such longer period as may be authorized by
Patent Counsel (with notification by Patent Counsel to the Contracting
officer) for good rause shown in writing by the Contractor,

PATENT
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(o) to .
(1) QNlpisum Contractor licenss. The Contractor raserves an

irrevocabla, nonexclusive, pald-up license in each patant application fileda
in any countsry on a Subject Ianvention and any ressulting patent in which the
Govarnmant acquires title. The licenwe shall axteand to the Contractor’s
domewstic subsidiaries and affiliates, if any, within the corporata
structure of which the Contractor is a part and shall include the right to
grant sublicenses of the sane scope t0 the axtant the contractor was
logally obligated to do so at the time the contract was awaxdsd. The
licensa shall be transferable only with approval of DOR except when
transferred to the succeassor of that part of the Contractor’s bDusinass to
which the invention pertains.

(2) Election. to retain waived xights, T

(L) Subject to tha provisions of paragraph (¢} (3) and
paragraph (d) of this clause, with respect only toc a Subject Invention
reported in accordance with paragraph {(e) (2) (i) of this clause and with
the written report of which im included an election as to whether the
Contrxactor will xetain the rights in the invention waived herein, the
Contractor reserves the entire domestic right, title and interest in any
United Statmes patent application on the Subject Invention flled and any
reruliing United states patent seecurxred by ths Contractor,

(il1) Subject to the provisions of paragraph (c) (3) and
paragraph {d} of this clause, with respect only to a Bubject Invention
roported in accordance with pacragraph (e) (2) (L) of this clause and with
the wxritten report of which is included an election am to whether the
Contracter will retain the rights in tha invention waivad herein and a
atatement specifying thosa fareign countries in which such righte will be
retained, and subject to DOE security regulations and reguiremants, the
Contxractor resarves the entire right, title and interest in any foreign
patent application on the Subject Invention filed and any resultiang fereign
patent secured by the Contractor in those foreign countries specified.

(3) ZTexme and Copditiong Of Walved Rightg.

(1) Subject to the rightes granted in paragraph (c) (1) of
thig clause, tha Contractor agrees to convey to the Govermmect, upon
request, the entire domeastic right, title, and Lnt.rest in any Subject
Invantion when the Contractor:

(a) Doesg not alect pursuant to pa.tagraph (c) (2) (1)
of this clause to retain such rights;

(B) Fails to have e United States patent application

filed on the invention in accordance with paragraph (d) (1) of thims clause,
or decides not to contimae prosecution of such application; or

-2 -
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{c) At any time, no longer desires to retain title.

(35) Subiject to the rights granted in paragraph {c) (1) of
this clause, the Contractor agrees tOo convey to the Goveranment, upon
roquest., tha entire right, title, and interest in any Subject Invention in
any foreign country if the Contractor:

(A) Doss not elect pursuant to paragraph (¢) (2)
(ii) of this clause to retain such rights in the country; or

(B} Pails to have A patent application filed in the
country on the sSubject Invention in accordance with paragraph (4) {3) of
this clause, or decides not to continue prosaecution or to pay any
maintenance fees covering the invention. To avoid forfeiture of the patent
application or patent, the Contractor shall notify the Patent Coumnsel not
less than 60 days before the expirstion period for any action required by
the foreign Patent Office.

{4il) Convayances requestaed pursuant to paragraphs (c} (3)
(i) and (c¢) (3} (Li) of thim clause shall be made by delivering to the
Patent Counsel duly executed inetruments and such other papers as are
deowad nwcessary to vest in the Govarmment the antire right, title, and
interest in the invention to enable the Government to apply for and
prosecute patent applications covering the invention in this ox¢ the foraign
country, respectively, or otherwise sftablish its ownexship of the
invention.

(iv) Por sach invention in which the Contractor initially
elocts pursuant to (c) (2) (i) or (c)} (2) (£i) of this clause not to retain
the righta waived, tha Contractor shall inform the Patent Coumsel promptly
in writing of tha date and identity of any on sale, public use, or public
disclosure of the invantion which may constituts a statutozxy bar undexr 35
gsc 102, which was authorirzed by or known to the Contractor, or any
contemplated action of this nature.

(v) Covernment License

With respect to any Subject Invention in which tha
cContractor rmtains title, the Federsl Goverrment shall have & nonexclusive,
anontcanefarable, irrevocable, paid~up licenge to practice or have practiced
for or on bahalf of the United States the Subject Invantion throughout the
world.

(vi} Reperting op Utilization of Subject Inveptions

The Contractor agrees to submit on rsquest peslodic reports
no more freguantly than annually on the utilization of 4 Subject Invention
or on efforts at obtaining such utilization that are being wade by the
Contractor or its licensees or assigness. 3uch reports shall include
information regarding the statug of development, date of first commercial
sale or use, §roes royulties received by the Centractor, and such other
data and information as DOX may xeasonably specify. The Contractor also
agreas to provide additional reports as may be requested by DOE in

-~ 3 -
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connection with any march-in proceeding undertaken by DOE in accordance
with paragraph (¢} (3) (viii) of this clause. TO the extent data or
information supplied under this paragraph is considered by the Contractor,
its licensse or assignee to be privileged and confidential and is so
marked, DOR agrees that, to the extsnt permitted by 35 USC 202 (¢) (5), it
will not disclose such iaformation to persona cutside the Governmant.

(vii) Preforence for Upited Statss Industry

Notwithaetanding any other provision of this clause, the
Contractor agrees that nsithex it nor any assignee will grant to any person
the exclusive right to nse or seall any Subject Invention in the United
States unless such person agrees that any producte smbodying the Subject
Invention or produced through the use of the Subject Inventiop will be
wmanufactured substantially in the United States. However, in individual
casas, the regquirement for such an agreesent may be waived by DOE upon a
showing by the Contractor or its assignes that reasconable but unsuccessful
efforts have been made to grant licenses on similar terma to potential
liconsees that would be Likely to menufacture subgtantially in the United
States or that; under the circumstances domastic masufacture is not
commercially feasible.

(viii) March-in Rights

iThe contractor agrees that with respect to any subject
Invention in which it has acquired title, DOE has the right in aacordance
with the pa:ocnd.ures in OMB Circular A-124 to require tha Contractor, an
assignee or axclusive licensee of a Subjact Invantion to grant a
nonexclusive, pu:ti.ally exclusive, or exclusive license in any field of uses
to a responsidble applicant. or applicants, upon terms that are reasonable
undar the circomstances, and if the Contractor, amsigmee, or exclusive
licensoe refuses such & reqguest, DOE has the right to grant such a license
itself Lf DOX gatcmi.nes thats

‘ (3) guch actiop is necessary because tha Contractor
or assignee has not taken, or is not expectad to take within a2 reasopahla
time, effective steps to achieve practical application of tne subnject
Invention in such field of ume;

. (2} 8uch action ls necessary to alleviate health or
safety needs which are not reasonably satisfied by the contracter,
apsignee, or their licenaees;

(3) Such mction i necessary to meet reguirements
for public usae specifiad by fedaral regulations and such raquirements are
not roasonably satisfisd by the Contractor, assignee, or licenseas; or

(4) Such action is necessary becaame the agreement
requixed by paragraph (o) (3) (vii) of this clause has not heen obtained or
weived or because a licensas of the exclugsive right to use or sell any
Subject Invention in the United States is in breach of such agreement.

{4) ‘Tayxminpatione.

PATENT
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(1) Any waiver or retention of rights by the Contractor
under paragraphs (b} (2), (¢) (1), oFr (@) {2) of this clause may be
terminated at the discretion of the Sscretary or his designee, in whole or
in part, {f the request for waiver or retention of rights b»y the Ccontractor
is found to contain falsa material statemsents or nondisclosure of material
facts, and such were spocifically relied upon in resching ths waiver
detexmination or the agreement to the retention of rights by the
Cont.ractor.

iy Any waiver of tha rights retained in accordance with
paragraph (c¢) (2), as applied to particular inventions, may be terminated
at the discretion of the Secretary orx his designee, in whole or in part, 1if
the Coantractor fails to comply with the provisions set forth in paragraph
(c) (3) and paragraph (d) of this clausa, and such failure is determined by
the Secretary or his designce to be material and detrimantal to the
interests of the Dnited States and the genaral public.

‘(iii) Prior to terminating any waiver of rights under
paragraph (c) |(4) (L) or {c) (4) (ii) of this clause, the Contractor will
be given wt:l.ttpn notice of the intention to terminate the waiver of rights,
the extent of puch proposad termination and the reasons therefor, and a

pariod of 30 days, or such longer period as the Secretary or his designee
ahall determine for good cause ghown in writing, to show cause why the

walver of rights should not be so terminated.

&u.v) All tarminations of walvers of rights undar paragraph
(c) (4} (4i) shall be subject to the righta granted in paragraph (¢) (1) of
this clause, and termination msball normally be partial in nature, requiring
the Contractor to grant nonexclusive or partially exclusive licenses to
xesponsible applicants upon terms reasonable under the circumstances.

() Effective pate 0f Wailvers

The waiver of rights in a Subject Inventiom shall be
effective on the followlng dates:

(33 for advance waivers of identified inventions, i.e.,
inventions concelived prior to the effective date of the contract, on the
effective date of the contract even though the advance waiver may have been

requested after that date;

(i1) For identified inventions under advance walvears,
i.@., inventions conceived or first actually raeducsad to practice after +the
effective date of the contract., on the date the invention is reported with
the election to retain the waived righta in that liavention; and

(11i) FPor waivers of identified inventions (other than
under an advanca waiver), oa the date of tha letter notifying the requestox

that the walver has been granted.

(a3 of snt applica a

- 5 =
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{1) With respect to each S5ubject Invention in which the
Contractor elects to retain domestic rights puxsuant to paragraph (c) (2)
(i) of this clause, the Contractor shall have a domestic patent application
filed on the invention within 6 montha after subnission of the ifnvention
disclosure pursuant to paragraph (=) (2) (i) of this clause, or such longer
period of time as wmay be approved by tha Patent Counasl for good causie
shown in writing by the Contractor. Por aach identified invention, the
righte in which ara waived to tha Contractor, the Contractor shall have a
domestic patent application filed on the inventjon within 6 months after
the waiver bas become effective. With respect to the invention, the
Contractor shall) promptly notify the Patent Counsel) of any decision not to
file an application.

(2) Por each Subject Invantion on which a domestic patent
application is filed by the Contractor, tha Contractor shall:s -

{4y Within 2 months after the f£iling or within 2 wmontha
after submission of the invention disclosure if the patent application
previcusly has been filed, deliver to Patent Counsel a copy of the
application as filed including the filing date and marial number;

(L)Y Within 6 monthe after filing the application or
within 6 months after submlitting the invention disclosurs if the
application ham been filed previously, deliver to the Patant Counmel a duly
executsd and approved instrument fully confirmatory of all rights to whien
tha Covernment is entitled, and provide DOE an irrevocable power to inspect
and make copies of tha patent application filed; :

{it1) Provida tha Patent Counsel with a copy of the patant
within 2 months after a patent is idsued on the application;

'(iv) Not less than 30 days before the expiration of the
reaponse period for any action required by the Patant and Trademark Officea,
notify the Patent Counsel of any decision not to continue prosecution of
+he application and delivaer to the Patant Counsel sxecuted jinstrumants
granting the Govarnment a power of attormey; and

{v) Include the following statement in the sovond
paragraph of the specification of the application and any patents issued on
a Subject Iuvantion, “The Govermmant of the United States of America has
righte in this invention purmuant to Contract No. {or
Grant No. ) awarded by tha U. 8. Depsrtment of EBnexgy.”

{3) With respact to each Subject Invention in which the
Contractor has elected pursuant to paragraph (¢} (2} (ii) of this claume to
retain the patent rights waived in specified foraigm countyrles, or in which
the Coptractor hag obtainad a walver of foreign rights on an identified

invention:

(1} The Contractor shall file a patent application on the
inveation in sach speecified foreign country in accordance with applicable
statutes and regulations and within one of the following perliods:

-5 -
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(A} Eight months from the date of filing a
corzxesponding United Statem application, or if much an application is not
filed, six moatha from the date the invention is submittad in a disclosure
pursuant to paragraph (e) (2) (i) of this clause;

(B) Bix months from the date a licenase is granted by
the Commissioner of Patents and Trademarks to £ile the foreign patent
application where such filing has been prohibited by security reasons; or

{C) Buch longer period as may be approved by the
Patent Counsel for good cause shown in writing by the Contyractor.

(i) The Contractor shall notify the Patent Counsel
promptly of each foreign application f£iled and upon written request shall
furnish an English version of the application without addicional
compansat fon.

(e) Invention identification. disclogures. and Xeports.

1) The Contractor shall saetablish and maintain active and
effective procedures to emsure that Subject Inveptions arae promptly
identified and timely digclosed. Those procedures shall include the
maintenance of laboratory notebooks or equivalent racords and any other
records that are reasonably necsssery to document the conception andf/or the
first actual] reduction to practice of Subject Inveations, and records which
show that the procedurews for ideatifying and disclosing the inventions are
followad. Upoa request, the contractor shall furnish tha Contracting
Officer a description of these procedures su that he may evaluate and
determine their effectivenass.

(2) The Contractor mhall furnish the Patemt Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE-approved form:

(L) A written report containing full and complets
technical information concerning each Subjsct Invention within 6 monthe
after conception ar first sctual reduction to practice whichever occurs
first in the course of ar undar this contract, but in any event prior to
any on sale, public use or public disclosure of such invention kmown to the
contractor, The repoxt shall identify the contract and inveantor and shall
be mufficiently complete in technical detall and appropriately illustratea
by aketch or diagram to convey to one skilled in the art to which the
invention pertains a clear understanding of the anature, purpose, operation,
and to the extent known, the physical, chemical, blological, or slectrical
characteristics of the invention. The report should alac include any
elaction of forewign patent rights under paragraph {(c) (2) (ii) of this
clause and any; sluction of rights under paragraph (¢} (2) (1) of this
clause. Any regquests for greater rights shall be made within the pariod
set forth in paragraph (b} (2) of this clavsa. When an invention is
reportad under this paragraph (e) (2) (i), it shall be presumed to have
besan mada in tha manner specified in Section (a) (1) and (2) of 42 USC 5908
unless the Contractor contends it was not so made in accordance with

paragraph {(g) (2) (ii) of this clauge.

-7 -
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(i) Upon requast, but not more than annnally, interxim
reports on a DOB-approved form lieting Subject Inventions and subcontracts
awarded containing a Patent Rights clause for that period and certifying
that:

{RA) The Contractor’s procedurss for identifying and
discloeing Subjact Iaventions as sequired dy thie paragraph (e} have bean
followad throughout the reporting period;

(B) All Subject Inventions bave bhaan disclosed or
that thare are no such inventions;

{<) All subcontracts containing a Patent Rights
clause have been reported or that no such subcontracts. hawe heen awarded:;
and W e -

(41i) A final report on & DOF—-approved form within 3 months
after cowpletion of tha contract work listing all Subject Inventions and
all subcontracts awarded contalning a Patent Rights clause and cartifying
that: .

: (A) All Subject Inventions have bean disclosed or
that there weres no such invantions; and

(B) All subcontracts containing a Patest Rights
clause have been reported or that no such subcontracts have been awarded.

t3) {The Contractor shall obtain patent agreements to effactuate
the provisions of this clause from all persons in ite employ who perform
any part of the woxk under this contract except nontechnical parasonnel,
gueh as clarical employess and manual laborers. .

(&) The Centractor agrees that the Govermment may duplicate and
disclose Subject Iaovention disclosures and all other reports and papers
furnished or required to be furnishad pursuant to this clauss. If the
Contractor im to file a foreign patemt application on & Subject. Invention,
the Government agrees, upém written request, to uee its best efforts to
witnhold publication of such iavention disclosures until the expiration of
the time period specified in paragraph (4) (1) of this clause, but in no
event shsll the Governmeant or iteé employses be liable for any publication
thereof.
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(£ Publigation.

It is xecognized that during the courme of the work under this
contract, the Contractor or Llts employess may from time to time desire to
release or publish information regarding sclentific or technical
developments conceived or first actually reduced to practice in the course
of or under this contract. In order that public disclosure of such
information will oot adversely affect the patent interssts of DOR or the
Contractor, patent approval for release or publication shall be secured
from Patent Counsel prior to any such release or publication.

(a) £ £ I

(1) Tha Contractor shall forfeit to the _Government, at the
request of the Secretary or his designee, all rights in any Subject
Invention which tha Contractor fails to report to Patent Counsel (with
notification by Patont Counsel to the Contracting Officer} within six
months after the time the Contractor:

(1) Files or causes to ba filed a United States or foreign
patant. application thereon; ox

til) sSubmits the final report required By paragraph (e)
{2} (iii} of this clause, whichever is later.

{2) However, the Contractor shall not forfeit rights in a
Subjsct Invention if, within the time specified in (1) (i) or (1) (ii) of
this paragraph (g), ths Contractor:

(L) Prepared a written decision basad upon a review of the
record that the invention was neither conceived nor first actually reduced
to practice ian the course of or under the contract and delivers the same o
Patent Counsel (with notification by Patent Counsel to the Contracting

officex):; or :

(i1) Contending that the invention is not a Subject
Invention tha Contractor nevortheless discloses the invention and all facts
pertinent to this contention to the Patent Counsel (with notification by
Patent Counsel to the Contracting Officer}; or ’

(iii) Establishes that the fallure to disclome Adid not
result from the Contractor’s fault or negligencsa.

(3) Panding written assignment of the patent applications and
patents on & Subjsct Invention determined by the Sacretary or his deaignee
to be forfeited (such datarmination to be a final decision under the
pisputes Clause of this contract), the Contractor shall be deemod to hold
the invention and the patent applications and patents pertaining thereto in
trust for the Government. The forfeiture provision of this paragraph (g)
shall be in addition to and shall not supersede other rights and renadioes
which the Government may have with respect to Subject Inventions.
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(1) The Contracting Officer or his authorized representative,
until the expiration of 3 ywars after final payment under this contract,
shall have the right to examine any books (including laboratory notebooks),
records, documents, and other supporting data of the Contyractor which the
Contracting Officer or his authorised representative rwasonably deen
pertinent to the discovery or idantification of Subject Inventions or to
determine complliance with the requirewments of this clausa.

(2) Tha Contracting Officer or his authorizxed representative
#hall have the right to exumine all booka (including laboratory notebooks},
records and documents of the Contractor relating to thae conception or first
actual reduction to practice of inventions in the same field of tochnology
a® the work under this contract to determine whether any such inventicns
are Subject Inventions, if the Contractor refuses or falls to:

L) Establish the procedures of paragraph (e) (1) of this

clause; or

(ii) Maintain and follow such procedures; or

{iii) Correot or eliminate any wmatarial deficlency in thes
procedures within thixty (20) days after the Contracting Officexr notifias
the Contractoxr of such & deficliency.

(i-) b A.‘.‘.__m

(1) Any time before final paywment of the amount of this
contract, the Contracting Officer may, if he deems such action warranted,
withhold payment until a resexve not exceeding $50,000 or 5 percent of tho
awount: of this contract, whichaver is less, shall have been set aside if in
his opinion the Contractor fails to:

(1) Retabliah, maintain and follow effective procedures
for identifying and disclosing Subject Inventions pursuant to paragraph (a)
{1) of this clause; or

(i) Disclose any Subject Invention pursuant to paragraph
{e) (2} (i) of this clause; or

(3ii} Dalivar the interim reports purguant to paragraph (e)
(2) tii) of this clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (3) (S) of this clause; or

(v) Convey to the Goavernment in a DOB-approved form the
title and/or rights of the Government in each Sukject Invantion as required
by this clause.

(2) The reserve or balance shall be withheld until the
contracting Officar has determined that the Contractor has rectified
vhataver deficioncies exist and has deliverwed all reports, disclosures, and
other infarmation xequired by this clause.

- 10 ~
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(N Final payment under this contract shall not be made by the
Contracting Officer beforo the Contractor delivers to Patent Counssl all
disclosnxes of Subject Inventions and other information required by (o) (2)
(L) of this clause, the final report required by (e) {2} (iii) of this
clause, and Patent Counse)l has ispued a patent Clearance certification to
the Contracting Officer.

(4) The Contracting Officer way, in his discretion, decrsasa orxr
increass the sums withhald up to the maximum authorized above. If the
Contractor is a nonprofit organisation, the maximum amount that may be
withheld under this paragraph shall not excesd $50,000 or 1 percent of the
amount of this contract, whichever is lees. No amount shall be withhald
under this paragraph while the amount specified by this paragraph is bheing
withhold nnder other provisions of the contract..._ Tha. withhelding of any
amount. or subsequent payment thereof shall not be construoef &8 a waiver of
any rights accruing to the Government under this contract.

(3 cts.

{1} For the purpose of this paragraph the term *Contractor”
neanes the party awarding a subeontract amxxi the term YSubcontractor’” means
the party being awarded a subcontract, regardless of tiar.

(2) The Contractor will include the Patent Rights clause of
DEAR 952.227-71 suitably modified to identify the parties in all
subcontracts, rsgaxdlass of tier, for experimental, developwmental or
regsearch work to be performwd by & omall businsss or a domestic nonprofit
arganisation. In all other subcontracts, regazdless of tier, for
experimental, developmental demonstration, or ressarch work, the Contractor
shall include the Patent Rights article of 41 CPR 9-9.107~5(a) or 41 CFR 9-
9.107-6 as appropriate, modified to identify the parties.

{3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
considaration therefor, acguire any righte in its Subcontractor’s Subject
Invention for the Contractor’e own use (as distinguished from such rxights
as may be regquired solely to fulfill the Contractor’s contract obligations
to the Govarnment in the performance of thim contract).

(4} All invention disclosures, reports, inetruments, and othex
information raguired to be furnished by the sSubcontractor to DOE, under the
provisions of a Patent Rights clause in any subcontract hereunder may, in
the discretion of the Contracting Officer, be furnished vo the contractor

for transmimsion to DOE.

- 11 -
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(s) The Contractor shall promptly notify the Contracting Officer
in writing upon tha sward of any subcontract containing a Patent Righta
clause by identifying the Subcontractor, the work to be performed under the
subcontract, and the dates of award, and estimated completion. Upon the
request of the Contracting Officer the Contractor shall furnish him a copy
of the anbcontract.

{6) The Contractoxr shall ldentify gll Subdect Iaventions of the
Subcontractor of which it acquires knowledge in the performance of this
cont.ract and shall notify the Patent Counsel (with notification by Patent
Counsel to the Contracting Officer) promptly upon the f{dentification of the
inventionme.

{7) It is understood that the Government is a third party
beneficiary of any subcontract clause granting FIGHts to Tha Government in =
Subject Inventions, and the Contractar hsrsby assigns to the Govexnment all -
rightes that .the Contractor would have to enforce tha Subcontractor's
obligations for the banefit of the Govermment with respect to Subject
Inventions. The Contractor shall not be obligated to enforce the
sgreemmnta of any Subcontractor hersunder xslating to the obligations of
the Subcontractor to the Government regarding Subject Inventions.

{k} Backgroupd Patenss.

In paragraphs (k)(2) and (k)(3) relating to Background Patents, GE agrees
to the language provided that the words “a subject of this contract” be
replaced with “such applications and uses of patural gas and ¢oal gas—fired
gas turhinas in combined cycle as are developad oader this contract” to
limit the licessing ragquired to fields of technology ¢oversed by the
contract.

(1) "Background Patent’ means a domestic patent covaring an
invention or discovary which is not a Subject Invention and which is owned
or contralled by the Contractor at any time through the completion of this
contract: '

(£8) Which the Contractor, but not the Goverament, has the
right to licensae to others without obligation to pay royalties thareon, and

i3} Infringement of which cannot reasonably be avoided
upon tha practice of any speeific process, method, machine, manufacture, or
composition ©f matter (including relatively minor modificaticns thereof)
which is a subject of the resaarch, development, or demonaeration work
performed undexr this contract.

(3) The Contractor agreae to and doas hereby grant to the
Government a royalty-free, nonexclusive license under any Background Patent
for purposee of practicing auch applications and uses of natural gas and
coal gas—fired gas turbipms in combined cycle as are developed undezr thie
contract by or for the Covermment in research, developwmant, and
denonatration work only.

- 12 -

PATENT
REEL: 010278 FRAME: 0410



-l -

* 2637330 Hugaowxzuod eyl 3o (vacadde wel3ytas o3 Joelqus aq YTIA Aajwe
ubvexoy 9u3 Aq paxinbow aq 03 UOTIUSAUT pasTuA Gyl UT SybIx Luw Qaws 3eyy
U7 usyl ‘TOTIUVAUT DOATEM R JO SRUIOT] I0 eaub{see Auw 03 JO JOjoWITIUOD
oty uf L37aue ubtex03 w Xq pexynbov eq o3 ST jeeasju} OuylToa3UCO
® JUIAD Y3 UT IPYI IBYIIN PUD {I607JF0 BUTIDRIIU) BY3 Jo TwAcrddw
we337IM 03 I0Ofqns ST SETAISYID I0 8sUeDT] ‘Juswubisew Aq suoTIueauy
Rolfane POATEA [} SIULTT JO HOTIVUATTIW Auw Wyl weexbe IOJORVIUCD

Y3 ‘{1) (o) Uy I0300IJUCH 3L O3 PIAIVEST Agued}l aY3 J03 Jdooxx

73 A (w)

*3WIJUOD
8TY3 30 oane(d SDBTH uejvd SY3 OF Y203 388 sv 1deoxe Hatjueauy joelghs
¥ uwy3 IeY30e noyIuRauT Auv o3 joedsax yjya 89ybTa Aum Juewurssosn oyl oAb

03 pEWesp aq TIvys AT sYSTY jueled STy UT peuTeluns Suyylon

TATIBYY IS USTINITATT (w)

, ‘slexoqul (wnuvw puw ssefordme Teoyaeo s yous

Teutossed TeaTUYOISjUOR Jdeows (359TIHOD STH3 IWPUh YIom eyl Jo jaed Aue
waogred oys suoszed TTE WO edneTo sz jo (1) (1) ydwabeaud 3o suoisyasad

843 ejenjoeyre o3 sjuowoexbe Jueqwd UTYIqo [ITA I0IDVIUCD AR} ‘IBDTFIO
Bujiowzimon ay3y Aq SUTITIA UT pezTioulnvw astaxagio se deoxmw  (Z)

*309X3000 STY3F ISPUN IO 30 SEINCO YD UT PEATASNOD X0 epuwu AI0A028IPp

30 WoEIvaAus Auw o3 joadsex y3Ta seedotdwe 83T 14 lojowijuod eqld AQ

pejzessv oq [IWYs ‘pepusaw w8 ‘pgET Jo 300 AGxsug oTwoav oYy 3o suoTstacad
sy) Jepun uvofiwsvedsoo z0 pawaw AxwTunoed Xoy wYRT2 oN (1)

~TAGYeuy orwow (1)

‘1933%w joefqus 843

A1ddve on o3 sdens SATI0RIIE Sy O} poloedxe saw w3 8TQRUCBRII ¥ UTYITA

20 56939 IATIIIIIS USKYI PAUY IO ‘Apacy YT L3978 03 saatad B8TqUUOSVeS

3% puvw A3jauund JUBTOTIINS UT UNIN punolbyoug pius £q peIBAOD JIBIINW

q00fqne o4y Bujd1ddne aav seosuso}l 31 20 I030wa3UCO WY VY3 vdubysap

Ty 20 £Imaz088 943 O UGYTIINIATINS IYI O3 SIIRIJRUOMED IOJDVIJUOY

oy3 37 3Ivezwg punozbyowg Kuw eswsol] 03 PIJNOTIGO 3Q 30U TTIVYS JOJIwIuOD
oy ‘{g) (%) yduzbuxed Butofalos eqy Dujpawisgyyajon  (H)

—  — i

*3079%X3W0) 9y3 Aq Buyeuostf gone jo [vaoxdde
god 203 30Q 03 opww aq Avw 3senbax ¥ ueR3 ‘UOTIVITITIN IO uendoTaa3p
(WFPIsamIOn ANOTITPedxe SAeTYOR O3 Azusgsonau @Iv SYDBEX wayen(oxd Arreliaed
ZO BATHNTONS JWYI SSASTIIY IOIDVIIUCH &} ‘I9asnoy 1317 *So2UNIEEMIITD
{3 Japun STARRONNET XY JUQ] sSWIs] U0 JUEJNd punozbxowy Auw zopun
SEsUROT] SATENTOXWUOR VEXJUOI BYYI IdPUN pedoTeassp e3® mw 872LD paujqwod
u] ssujqany swh pexjj-seb [woo puw seb [vanjen jo sasn puv suctawo}1dde
yona Suyayzoexd jo sesodind zo3 sexud eyqiewcdsax 03 uwad tyrIm 37 ‘304
Xq vop3zwoy1dde usijzam uodn jwyz s9aab% OS{¥ 103DVIJTOD SUL {g)

v7T  od 1 Xod 00SYXUREING 101 G0:£0 G6. 4011

at/s1 g90vd ZBZ PS8BT HYOE Al 01440 Sd§0LOIAIA NDN—D.T.EIP.:!A'P_i_OE?_l.:l 8zZ'@01 L8~-T1-NNOC

NT
REEL: 010278 FRAME: 0411



JUN-12-87 10.:.28 FROM:FETC-MGN DIRECTORS OFFICE ID, 30426854282 PAGCE 18716

11,07 'S5 03:06 ID:LANIERFNX4500 FAx: PAGC 15

(o) U.5. Competitivenpess

GCR agrecs that any products sambodying any waived invention or
produced through the use of any waived invention during the term of a
United States patant covering the waived invention will be marafactured
gubstantially in the United Statesz unlass GE can show to the satisfaction

of the Contracting Officer that it is not commercially feasible to do so.
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