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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

Application for: COOLING CIRCUIT FOR A GAS TURBINE BUCKET
AND TIP SHROUD

Inventor(s): Fred T. Willett

Serial No.: 09/286,151

Filing Date: April 5, 1999

Participant: General Electric Company

GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this 27 dayof  Juuy , 1999.

GENERAL ELECTRIC COMPANY
Participant

AL

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

<

Brycé MacDonald
ing Secretary

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - Sth Floor
Schenectady, NY 12345

Docket No.: 51DV-5860
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ADVARCR WAIVEBR OF PATENT RIGHTS

(a) Definjtions.

(1) ~subject Invention” mweans any inveation or discovery of the
Contractor concaivad or first actually reduced to practice in the course of
or under this conmtract, and i{ncludes any art, mathod, process, machine,
sarufacrure, design, or composition of matter, oxr any new and ugeful
improvegent therecf, or any varlety of plants, whether patanted or
unpatented under the Patent Laws of the Unitod Ftates of America or any
foreign country.

(2) *Contract” means any contract, grant, agreement,
understanding, or other arrangament, which includes research, development,
or demonstration work, and inecludes any assignoent or substitution of

partie=x.

{3) *covernment agency® includes any executive depertment,
{ndependent commiseion, boaxrd, office, agency, administration, authority,
Governpent corporstion, or cther Government egtablimhment of the Exscutive
Rranch of the Govexnmeant Of the United States of America.

(4) °To the point of practical application’ means to manufacture
in the case of a composition or product, to practice in the case of a
process, or to operats in the case of a machine and under such conditions
as to establish that the invention is being worked and that its benefits
ave reasonably accessible to the public.

(5) *patent Counsel” means the DOE Patent Counsal assisting thm
procuring activity.

(b} 11 neipal

(1) Assigument to the Governmeant. The Contractor agroes to
assign to the Government the eatire right, title, and interest throughout
the world in and to each Subject Invantion, except to tha extent that
rights are waived to and retained by the Contractor under paragraphs (b)
(2) and (c) of this clausa.

(2) Greater rights determinatioos. The Contractor or the
suployee-inventor with authorization of the Contractor may request gresater
rights than the domestic and foreign patent rights provided in paragraph
(c) of this clause on identified inventions in accordance with 41 CFR 9-
9.109-6. Such requests must be submitted to Patent Counss)l {with
notification by Patent Counssl to the Contracting Officer) st the time of
the first disclosure pursuant to paragraph (e) {2) of this clause, or not
later than 9 months after conception or firaet actual redoction to practica,
whichever occurs first, or such longer period as may be asthorized by
Patent Counsel (with potification by Patent Counsel to the Contracting
Officer) for good rause shown ip writing by the Contractor.
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(c) Rights to the Contractor.

(1) Minloum Oontractor jicense. The Contractor resarves an
irravocabla, nonexclusive, paid-up license in each patent mpplication filea
in any country on a Subject Invention and any resulting patent in which the
Govaernment acquires title. The licenre shall axtend to the Comtractor'sg
domestic subsidiaries apd affiliates, if any, within the corporatas
structure of which the Contractor is a part and shall include the right to
grant sublicenses of the same scopo t¢ the axtant the Contractor wae
legally obligated to do so at the time the contract was awarded. The
licenae mhrll be transferable only with approval of DOE except when
transferred to the successor of that part of the Contractor’s businass to
which the invention pertains.

(2) Eiection to retais waived rights. - —

(1) Subjecrt to tha provisions of paragraph (¢} (3) and
paragraph {d} of this clause, with respect only to a Subject Invention
reported in accordance with paragraph (e) (2) (i) of this clause and with
the written ruwport of which ls included an electiom as to whethear the
Contractor will xetain the rights in the invention waived herein, the
Contractor reserves the entire domestic right, title and interest in any
United Statas patent application on the Subject Invention filed and auny
seeulting United states patent secured by ths Contractor,

(i1) Subject to the provisions of paragraph (c) (3) end
paragraph (d) of this clause, with respect only to a Bubject Invention
reported in acoordance with paragraph (e) (2) (%) of this clause and with
the written report of which is included an electlion as te whether the
Contracter will retain the rights i{n the invention waived herein and a
statemant speclfying thosa foreign countries in which such vights will be
rerained, and subject to DOE security regulations and reguiremanta, the
Contxactor resarvas the entire right, title and intarest in any foreign
patent application on the Subject Invention filed and any resulting foreign
patent secured by the Contractor in those foreign countries specified.

(3) Terme and Copditions of Majved Righte.

(1} Subject to the rights granted in paragraph (c) (1) of
this clause, the Contractor agrees to convey to the Government, upon
resguest, the entire domastic right, title, and interest in any Subject
Invention when the Contractor:

(d) Dosa not elect pursuant to paragraph (c) (2) (1)
of this clause to retein such rights;

(B) Faile to have a United States patent application

filed on the invantion in accordance with paragraph (d) (1) of this clause,
or decider not to continue prosecution of such application; or

-2 -
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{C) At any time, no longer desires to retain title.

{14%) Subject to the rights granted in paragraph (c) (1) of
this clause, the Contractor agrees to convey to the Goverament, upon
request, the entire right, title, and i{nterest in any Subject Imnvention in
any foreign country if the Contractor:

(R} Does not elect pursuant to paragraph (c) (2}
(1i) of tnis clause to retain such rigbhts in the country; O

(B) Pails to have a patent application filed in the
country on the Subject Invention in accordance with paragraph (d) (3} of
this clause, or decides not to continue prosecution or to pay any
maintenance fees covering the invention. To awoid forfeitura of the patent
application or patent, the Contractor shall notify the Patent Counsel not
less than 60 days before the expiration period for any action required by
the foreign Patent Office.

(iii) Conveyances requastaed pursuant to paragraphs (c) (3)
(i) and (¢) (3) (ii) of this clause shall be made by delivering to the
Patent Counsel duly executed instruments and such other papers as are
deemed nscessary to vest in the Govarnment the sotire right, title, and
interest in the invention to enable the Government to apply for and
prosscute patent applications covering the invention in this ox the foraign
oountry, respectively, or otherwise establish its ownership of the
invention.

(iv) Por msach invention in which the Contractor initially
elocts pursuant to (c) (2) (i) or (c) (2) (44) of thig clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel promptly
in writing of the date and ideatity of any on sale, public use, or public
disclosure of the invention which may constituts a statutory bar under 35
usc 102, which was suthorized by or kmown to the Contractor, or any
contemplated action of this nature.

(v) covernxent License

With respest to any Subject Iavention in which the
Contractor retains title, the Federsl Govermment shall have a nonexclusive,
nontcansferable, irrevocablae, paid-up liceage to practice or have practiced
for or on behalf of the United States the Subject Invantion throughout the
worla.

(vi)

The Contractor agrees to submit on rsquest periedic reports
no more fregusntly than annually on the utilization of a Subject Invention
or on efforts at obtaining auch utilization that are being wade by the
Contractor or its licensees or assignees. Such reports shall include
information regarding the status of development, date of first commercial
sale or use, §ross roymlties received by the Contractor, and guch other
data and information as DOE may reasonably speclfy. Tha Costractor also
agraan to provide addaitional reports as may be requested by DOE in

-3 -
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coanection with any march-in proceeding undertaken by DOE in accordance
with paragraph (c¢) (3) (viii) of this clause. To the extent data or
information supplied under this paragraph is comsidered by the Contractor,
its licenase or xssignee to be privileged and confidontial and is so
markad, DOX agrees that, to the axtent permitted by 35 UBC 202 {c) (5), it
will not disclose such information to persons cutside the Governmant.

(vis) [+) ta ndust

Notwithstanding any other provision of this clause, the
Contractor agrees that neithexr it nor any assignee will grant to any person
tha exclusive right to nma or sell any SBubject Invention in thm United
States unless such person agrees that any producte smbodying the Subject
Invantion or produced through the use of the Subjisat Invention will be
manufactured substantially in the United States. However, in individual
cases, the requirement for such &n agreement may be waived by DOX upon a
showing by the Contractor or its assignee that reasonable but unsuccessful
sfforts have been made to grant licenses on similar terms to potential
licensees that would be likely to sanmufacture substantially in the United
states or that; under the circumstances dowestic manufacture is not
commercially feasible.

{viii) March-in Righte

iThe contractor agrees that with respact to any Subject
Invantion in which it hae acquired title, DOE has the right in accordance
with the procedures in OMB Circular A-124 to require tha Contractor, an
assignee or exclusive licensee of a Subject Invention to grant a
nonextclusive, partially exclusive, or exclusive livense in any field of use
te a responsible applicant or applicants, upon terms that are xrwasonable
under the circumstances, and if the Contractor, assigmes, or exclusive
licansee refuses such A reqguest, DOE has the right to grant such a license
itself if DOE determines that:

], (1) such action is 'necessary bscause tha Contractor
or assignee has not taken, or ims not expectad to take within a reasopable
time, effective steps to achieve practical application of the Bubject
Invention in such field of upe;

(2} Such action s nmscessary to alleviate health or
safety needs which are a¢t rsasonadbly satisfied by the Contractor,
assignee, or their licennsas)

(3) Such action ls necessary to meet reguirements
for public use specified by federal rogulations and such requirsments are
not reasonably satisfimd by the Contractor, assignee, or licensees; or

(4) BSuch action is necessary because the agresment
required by paragraph (c) (3) (vii) of this clause has not been obtained or
waived or because a licensas of the exclupive right to use or sell any
8ubject Invention in the United States is {n breach of such agresment.

(%) Teyminations.

- 4 -
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(L) Any waiver or retention of rights by the Contractor
undar paragraphs (b) (2}, (¢) (1), or (c) (2) of this clauss may be
terminated at the discretion of the Secretary or his designee, in whole or
in part, if the request for walver or retention of rights by tha Contractor
is found to contain falsa material statewments or nondisclosure of material
facts, and such were specifically relied upon in resching the waiver
detexmination or the agreemwent to the retention of rights by the
Cont.ractor.

(L3) Any walver of the righte retained in sccordance with
paragraph (c) (Z), as applied to particulax joventions, may be terminated
at the discretion of the Secretary or his designee, in whnle or in part, if
the Coatractor fails to comply with the provisions set forth in paragraph
(c) (3) and paragraph (d) of this clausa, and such failure is determined by
the Secretary or his designee to be material and detrimsntal to the
interests of tha Dnited States and the general publie.

{4ii) Prior to terminating any waiver of rights under
paragraph (c) [(4) (L) or {c} (&) (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of puch propossd termination and the reasons therefor, and a
period of 30 days, or such longer period ne the Bacretary or his demignee
ahall determine for good cause shown in writing, to show ceause why the
walver of rights should not be so terminated.

?(i.v) Rl)l tarminations of waivers of rights undar paragraph
{c) (4) (ii) shall be subject to the rights grantad in paragraph {c¢) (1) of
this clause, and termination shall normally be partial in nature, requiring
the Caontractor to grant nonexclusive or partially exclusive licenses to
xesponsible applicants upon terms reasonable under the circumstances.

(5) Effective patc of Wajivers

The waiver of rights in a subject Invention shall be
effective on the following dates:

{L} For advance waivers of identified inventions, i.e.,
inventions conceived prior to the effective date of the contract, on the
effective date of the contract even though thea advance waiver may have been
requested after that date;

(ii) For identified inventions under advance walvars,
i.e., inventions conceived or first actually raduced to practice after the
affective date of the contract, on the date the invention is reported with
the election to retain the waived rights in that invention; and

(iii) Por walvers of identified inventions (other than
under an advance wajiver), on the date of the letter notifying the requestor
that the walver has been granted.

(aj Filing of petent applications.

- 5 «
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(1) With respect to each Subject Inveation in which the
Contractor elects to retain domestic rights pursuant to paragraph (c) {2)
(1) of this clause, the Contractor shall have a domestic patent application
f£iled on tha invention within € months after submission of the invention
disclosure pursuant to paragraph (e) (2) (i) of this clause, or such longer
period of time as may be approved by the patent Counssl for good cause
ghown in writing by the Coptractor. Por each identified invention, ths
rights in which are waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 months after
the waiver has become effective. With respect to the invention, the
contractor shall promptly notify the Patent Counvel of any decision not to
file an applioation.

(2) Por each Subject Invention on which a domestic patent
application i{e filed by the Contractor, the Contractor shall:

{4y Within 2 months after the filing or within 2 months
after submission of the invention disclosure if the patent application
previously has been filed, deliver to Patent Counsel A copy of the
application as filed including the filing date and serial number ;

{11y Within 6 months after filing the application or
within 6 months after submitting the invention disclosure if the
application has been filed praviocusly, daliver to the Patent Counmel a duly
exemuted and approved instrusent fully confirmatory of all rights to which
tha Covernment is entitled, and provide DOE an irrevocable powar to inspect
and make copies of tha patent application filed; -

(111) Provida the Patent Counsel with a copy of the patent
within 2 months after a patent is iasued on the application;

{iv) Not lees than 30 days before the expiration of the
response period for any action required by the Patant and rradamark Offics,
notify the Patent Counsel of any decision not to continue prosecution of
the application and deliver to the Patsnt Counsel axecuted instrumants
granting the Govarnment a power of attorney; and

{v) include the following statement in the socond
paragraph of the specification of the application and any patents lsauad on
a Bubiject Invention, “The Government of the United States of Amarica has
righte in this invention pursuant to Contract No. {or
Grant No. } awarded by the U. 8. Dspartment of Energy.®

(3) With respact to each Bubject Invemtion in which the
Contractor has elected pursuant to paragraph (c) (2) (iL) of this clause to
retain the patent rights waived in specifisd foraign countriss, or in which
the Coptractor has obtainsd a waiver of foreign rights on an identified
invention:

(1) The Contractor shall file a patent application on the
invention in each spacified foreign country in accordance with applicable
statutes and regulations and within one of the following periods:

PATENT
REEL: 010337 FRAME: 0931



JUN-12-87 1@:26 FROM:FETC-MGN DIRECTORS OFFICE ID: 3042854292 PAGE 8/186

11,07 '95 03:02 ID:LANIE  IX4S00 Fax: " PAGE 8

(A) Eight manthe froe the date of f£iling a
corresponding United Statem application, or if such an application is not
filed, six months from the date the invention is submitted in a disclosure
pursuant to paragraph (e) (2) (i) of this clause;

(B) Bix months from the date a license is granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing has bean prohibited by security reasons; or

{C) Such longer period as may be approved by the
Patant Counsel for good cause shown in writing by the Contractor.

(L4y The Contractor shall notlify the Patent Counsel
promptly of sach foreign application filed and upom written request shall
furnish an English version of the application without additional
compansat fon.

(e) Inveption identification. disclopyres. and revortg.

{1) The Contractor shall astabligsh and maintain active and
sffective procedures to emsure that Bubject Inventions are promptly
identified and timely disclosed. Those procedures shall include the
maintenance of laboratory notebooks or egquivalsat racords and any other
records that are reasonably necsssary to documsant the conception and/or the
first actual reduction to practire of Subject Inveatioss, and records which
show that the procedures for ideatifying and disclosing the inventions are
followed. Upon request, the contractor shall furnish tha Contracting
officer a description of these procedures so that he may svaluate and
determine thelr effectivenass.

(2) The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE-approved form:

(L) & written report contailning full and complete
technical information concerning sach Subjsct Invention within 6 months
after conception or first actual reducticn to practice whichavex occurs
first in the course of ar undar this contract, but in any event prior to
any on sale, public use or public disclosure of such invention known to the
Contractor. The report shall ldentify the contract and {nventor and shall
be sufficiently complete in technical detall and appropriately illustratea
by sketch or dlagram to convey to one skilled in the art to which the
invention pertains & clear undarstanding of the nature, purpose, operaticn,
and to the extent known, the physical, chemical, biological, or slectrical
characteristics of the invention. The report should also include any
election of foreign patent rights under paragraph (c) (2) (ii) of this
clause and any, slwotion of rights under paragraph {¢) (2) (i) of this
clauss. Any requests for greater rights shall be made within the psriocd
set forth in paragraph (b) (2) of this clavse. When an invention is
reported under this parsgraph (e¢) (2) (i), it shall be presumed to have
bean made in the nanner specified in Section (a) (1) and (2) of 42 USC %908
unless the Contractor contends it was not 8o made in accordance with
paragraph (g) (2) (ii) of this clause.
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(ii) Upon requost, but not more than annually, interim
reports on a DOB-approved form listing Subject Inventions and subcantracts
awarded containing a Patent Rights clause foxr that period and certifying
that:

(A) The Contractor’s procedures for identifying and
dimcloging Subject laventions as required by thie paragraph (s) have bean
followad throughout the reporting period;

(B) All sSubjest Inventions have basn disclosed or
that there are no such inventions;

{C) All subcontracts containing a Patent Rights
clause have been reported or that no such subcontracts have heen awarded:;
and

{44i) A final report on a DOR-approved form within 3 months
after completion of tha contract work listing all Zubject Inventions and
all subcontracts awarded containing a Patent Righte clause and cartifying
that:

{A) All Budbject Inventions have basan disclosed or
that there wera no such inveations; and

(B) All subcontracts containing s Patent Rights
clause have baea reportad or that noc such subcontracts have besn awarded.

(3) The Contractor shall obtain patent agroements to effactuate
the provisions of this clause from all permons in it® amploy who perform
any part of the work under this contract except nontechnical personnel,
gueh as clerical employees and manusl laborers. '

(4) The Contractor agrees that the Govermmsat may duplicate and
disclose Subject Invention disclosures and all cther reparts and papers
furnished or required to be furnishsd pursuant to this claums. If the
Contractor im to file x forsign patent application oz a Subject Iavention,
the Govarnment agrees, upém written request, to use its best afforts to
withhold publication of such invention disclosures until ths expiration of
the time periocd specified in paragraph (4} (1) of this clause, but in no
event shall the Governmsnt or it8 amployees be liable for any publication
thereof .
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(£) Publicatjon.

It is recognized that during the course of tho werk under this
coantract, the Centractor or ilts employees may from time to time desire to
release or publish information regarding scientific or technical
developments conceived or first actually roduced to practice in the course
of oxr undexr this contract. In order that public disclosuce of such
information will not advarsely affect the patent interssts of DOR or the
Contractor, patent approval for release or publication shall be secured
from Patent Counsel prior to any such releawe or publication.

(a) Porfe of 3

(1) The Contractor shall farfelt to the Government, at the
yoquest of the Sacraetary or his designee, all rights in any Subject
Invention which the contractor falls to report to Pategt Couasel (with
notification by Patont Counsel to the Contracting Officer) within six
months after the time the Contractor:

(1) Files or causes to ba filed a United States or foreign
patant application therecn; or

i) submits the final report required by paragraph (e)
(2) (iii) of this clause, whichever is later.

(2) However, the Contractor shall not forfeit rights in a
subject Invention if, within the time specified in (1) (i) or (1) (il) of
this paragraph (g), the Contractor:

(i) ©Prepared a written decizion basad upon a review of ths
record that the invention was naither conceived nor first actually reduced
to practice in the course of or under the contract and delivers the same to
Patent emmsel (with notification by Patent Counsel to the coatrnctinq
Officer);

(14) Contending that the invention is not & Subject
Invention the Contractor nevertheless discloses the lLovention and all facts
pertinent to this contention to the Patent Counsel (with mitlclti.on by
Patent Counsel to the Contracting Officer); or

(1ii) Establishes that the failure to disclomse did not
result from the Contractor’s fault or negligence.

(3) Panding written assigoment of the patent applications and
patents on a Subjsct Invention detemmined by the Sacretary or his designee
to be forfeited (esuch detearmination to be a final decision under the
Digputos Clause of this contract), the Contractor shall be desmed to hold
the ilnvention and the patent applications and patents pertaining thereto in
trust for the Government. The forfsiture provision of this paragraph (g)
shall be in addition to and shall not superssde other rights and remedies
which the Government may have with respect to Subject Inventions.

{h) s to
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{1) The Contracting Officer or his suthorired repressntative,
until the expiration of 3 years after final paysent under this contract,
shall have the right to examine any books (intluding laboratory notebooks),
records, doounents, and other supporting Aata of the Contractor which the
Contracting Officmr or his authorised repressntative remssocnably deeam
pertinent to thae discovery or idantification of Subject Inventions or to
detarmine compliance with the requirements of thie c¢lausa.

{2} The Contracting Officer or his authorixzed representative
shall have the right to examine sll bookes (including laboratory notebooks),
racords and documents of the Contractor relating to the conception or first
actual reduction to practice of inventions in the same field of technology
as the work under this contract to determine whether any such invantions
ars Subject Inventions, if the Contractor refuses or fails to:

(i) Establish the procedurss of paragraph (e} (1) of this

clause; or
(i) Maintain and follow such proceduresi; or
{iii) Correct or eliminate any material deficlency in the

procedures within thirty (30) days after the Contracting Officer notifies
the Contractor of such a deficlency.

(1)

(1) Any time before final paywent of the amount of thie
contract, the Contracting Officer may, if he deems such action warranted,
withhold payment until a reserve not exceeding §50,000 or 5 percent of the
amount of this contract, whichever is less, shall have been set aside if in
his opinion the Contractor fails to:

(1) Rstsblieh, maintain and follow effective procedures
for idmntifying and disclosing Subject Inventions pursuant to paragraph (e)
{1) of this clause; or

(i1) Disclosa any Subject Invemtiom pursuant to paragraph
{e) (2) (1) of this clause; or

(Lii) Deliver the interim reports purguant to paragraph (e)
(2) (ii) of this clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (31 (5) of this clause; or

{v) Convay to the Government in & DOE-approved form the
title and/or rights of the Government in each Subject Invention as required
by this clause.

(2) The reserve or balance shall be withheld until the
Contrasting Officer has determined that the Contractor has rectified
vhatever deflciencios exist and hes delivered all reports, disclosures, and
other infoarmation required by this clause.

- 10 ~
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(3) Final payment under this contract shall not be made by the
Contracting Officer before the Contractor delivars to Patant Counsel all
disclosures of Subject Inventions and other information required by (e) (2)
(1) of this clause, the final report vequired by (e) (2) (iii) of this
claupe, and Patent Counsel has iseued a patent clearance cectification to
the Contracting Officer.

(4) The Contracting Officer may, in his discretion, decrsass or
increase the pums withheld up to the maximun authorized above. If the
Contractor is a nonproflt organization, the maximum amount that may be
withheld under this paragraph shall not exceed $50,000 or 1 percent of the
amount of thisg contract, whichever is less. No amount shall be withheld
under this paragraph while the amount specified by this paragraph is being
withheld undar other proviaions of the contract.. _Tha. withholding of any
amount or subsequent payment therecof shall act be construed as a wvaivar of
any rights accruing o the Government under this contract.

(3) tracte.

(1) For the purpose of this paragraph the termm *Contractor”
means the party awarding a subcontract and tha term “Subcomtractor’ means
ths party being awarded a subcontract, regardless of tiar.

{(2) The Contractor will include the Patent Rights clause of
DEAR 952.227-71 suitably modified to identify the parties in all
subcontracts, rsgexdless of tier, for experimental, developmental or
research work to be porformed by & small businsesx or a domestic nonprofit
organiegation. 1In all other subcomntracts, rogardlese of tier, for
expsrinental, developmental demonstration, or research work, the Costractor
shall include the Patent Rights article of 41 CPR 9-9.107~5(a) or 41 CFR 9-
9.3107-6 an appropriate, modified to identify the parties.

{3) Except as may be otharwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
considexation therefor, acquire any righte in its Subcontractor’s Subject
Invention for the Contractor’e own use (a3 distinguished from such rights
as may be reguirsd solely to fulfill the Contractor’s coatract obligations
€0 the Government in the performance of this contract).

(43 All inveation disclooures, reports, inwtruments, and othex
information required to be furnished by the Subcontractor to DOE, under the
provisions of a Patent Rights claupe in any subconitract hereunder may, in
the diecretion of the Contracting Officer, be furnished to tha Contractor
for transmission to DOR.
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(5) The Contractoyr shall promptly notify the Contracting Officer
in writing upon the award of any suboontract containing a Patent Rights
clause by identifying the Subcontractor, the work to be performed under the
suboontract, and the dates of award, snd estimated completion. Upon the
request of the Contracting O0fficer the Contractor shall furnish him & copy
of the anbcontract.

(6) The Contractor shall identify all Subject Inventions of the
Subcontractor of which {t acquires knowledge in the performance of this
contract and shall notify ths Patent Counsel (with notification by Patent
Counsel to the Contracting Officer)} promptly upon the idemtification of the
inventions.

{7} It is understood that the Govermment is a third party
beneficiary of any subcontract clause granting FIghts to ER& Government in I
Subject Inventions, and the Contractor hsrsby assigns to the Government all - :
rights that .the Contractor would hava to enforce tha Subcontractor’s
obligations for tha banefit of the Governuent with respect to Subject
Inventions. The Contractor shall not be obligated to enforce the
agresmants of any Subcontractor hersunder rslating to the opligations of
the Subcontractor tO the Government regarding Subject Inventions.

(x}  Bagkground Fatents.

In paragraphs (k)(2) and (k)(3) relating to Background Patents, GE agrees
+o the language provided that the words "a subject of this contract’ be
replaced with “such applications and uses of natural gas and coal gas-fired
gas turbinas in combined cycle as are developed under this contract’ to
1imit the licensing ragquired to fields of technelogy covered by the
comtract..

(1) rBackground Patent’ means a dowestic patent covaring an
invention or discovery which is not a Subject Invention and which is ocwnad
or controlled by the Contractor at any time through the completion of thiws
contract: ’

(1) Which the Contractor, but not the Goverament, has the
right to licemsa to others without obligation to pay royalties thareon, and

(13} Infringement of which cannot reasonably be avoided
upon the practice of any speocific process, method, machine, manufacturs, or
composition of matter (including relatively minor modifications thereof)
which is a subject of the research, development, or demonstration work
performed under this contract.

(2) The Contractor agrees to and does hereby grant to the
Government a royalty-free, nonsxclusive licemse under any Background Patent
for purposee of practicing such applications and uses of natural gas and
coal gas-fired gas turbines in combined cycle as are developed under this
contract by or for the Covermment in research, developwmant, and
demonatration work only.
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(3) The Contractor also agrees that apon written application by
DOX, it will grant to respomsible partiss for purpomes of practicing such
applications and uses of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under thie contract nopeaxclusive licenses
under any Background Patent on terms that are rsasomable under the
ciroumstances. If, howavar, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve expeditious commerciasl
development or utilication, then a request may be made to DOE for DOE
approval of such licemsing by the Contractor.

(4) Notwithstanding the foregoing paragraph (k) (3), the
Contractor shall not be cobligated to license any Background Patent i{f the
Contractor demomstrates to the satisfaction of the Secretary or his
designees that the Contractor or ite licensees are supplying the subject
mattar cowvered by said Background Patent in sufficient quantity and at
reasonable prices to satisfy market noeds, or have taken effective steps or
within a ressonadble time are expected to take affective staps to mo supply
the subject matter.

(1) Atomic Ensrqgv,

(1) Ko claim for pecuniary award or compsnaation under the
provimions of the Atomic Energy Act of 1954, as amended, shall be asssrted
by the Contractor or its eaployees with respact to any invention or
disvovery made or conceived {n the course of or under this conmtract.

(2) Bxcept as otherwipe authorized in writing by the Contracting
Officer, the Contractor will cbtain pateat agroaments to sffectuate the
provisiona of paragraph (1) (1) of this claupe from all persons who perfors
any part of the work undar this contract, except nontechnical personnsl,
such as clerical employees and manual laborers.

(m) Limitation of rights.

Wothing contained in this Patent Rights clause shall be dsemed to
give the Government any rights with xespect to any invention o¢ther than a
Sabject Invention except as set forth in the Patent Rights clause of this
contract.

(n) Limitation in Alienation of Walved Rights

Except for the license reserved to the Contractor in (¢) (1), the
Contractor sgrees that any alienation of rights in waived subject
inventions by assigamant, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
controlling intarest is to be acquired by a forsign entity in the
Contractor or to any sssjignee or licensse of a waived invention, then in
that cave any rights in the waived invention to be acquired by the foreign
entity will be subject to writtaen approval of the Contracting Officer,
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(o) U.8, Competitiveness

GB agreosc that any products smbodying any waived invention or
producsd through the use of any waived invantion during the term of a
Unitsd States patent covering tha waived invention will be menufactured
substantizlly in the United Statem unless GE can show to the satisfaction
of the Contractiag Officer that it is not commercially feasible to do so.
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