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CONFIRMATORY INSTRUMENT

Application for: LIGHT PROBE INSTALLATION

Inventor(s): Bryan R. Church, Gary F. Fitzsimmons and
David M. Gontz

Serial No.: 09/292,471

Filing Date: April 15, 1999

Participant: General Electric Company

GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95SMC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this 277 day of _\JULY . 1999,

GENERAL ELECTRIC COMPANY
Participant

DI

ryce MacDonald !
sting Secretary By:

Robert C. Lampe;, Jr.

Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-5854
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ADVANCR WAIVER OF PATENT RIGHTS

(a) Definjitions.

(1) rsubject Invention” means any inveastion oz discovery of the
Contractor conceived or first actually reduced to practice in the course of
or under this contract, and includes any art, mathod, process, machine,
parufacture, design, or composition of patter, or any new and useful
improvement thereocf, or any varlety of plants, whether patanted or
unpatented under the Patent Laws of the Unitod Ftates of Amarica or any
foreign country.

{2) ~Contract” means any contract, grant, agreement,
nnderstanding, or other arrangement, which includes research, development,
or damonstration work, and includes any aseignment or substitution of

parties.

(3) *Covernment agency” includes any executive department,
i{ndependent commission, board, office, agency, administration, suthority,
Govarnnent coxporation, or other Governmant establishment of the Executive
Rranch of the Goverrment o0f the United States of America.

(4) *Ta the point of practical application’ means to manufacture
in the case of a composition aor product, to practice in the case of a
process, or to operate in the case of a machine and under such comditions
as to establish that the invantion is bsing worked and that its benafits
are reasonably accessible to thes public.

(5) rPatant Counsel” means the DOE Patent Counsel assisting the
procuring activity.

(b) 11 nelipal

(1) Assiqueent to the Govermment. The Contractor agrees to
assign to the Government the entire right, title, and interest throughout
the world in and to sach Subject Invention, exocept to tha extent that
rights are waived to and retained by the Contractor under paragraphs (b)
(2) and (c¢) of this clause.

(2) Greater rights determingtions. The Contractor or the
employee-inventor with authorization of the Contractox may request greataer
rights than ths domestic and foreign patent rights provided in paragraph
{c) of this clauese on jidentified inventions in accordance with 41 CFR 9-
9.109-6. Such requests must be submitted to Patent Counss) (with
notification by Patent Counssl to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph (e) (2) of this clause, or not
later than % months after conception or firet actual reduction to practica,
whichever occurs {irst, or such longer period as may be asthorized by
Patant Counsel (with notification by Patent Counssl to the Contxacting
Offilcer) for good crause shown in writing by the Coatractor.

-1 -
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(c) hts to

(1) Hipimum Ooptractor license. The Contractor resarves an
jrrevoocabls, nonexclusive, pajid—up license in each patant application filea
in any country on a Subject Invention and any resulting patent in which the
Government acquires title. The licenwe shall extend to the Contractor's
domestic subaidiaries and affiliates, if any, within the corporats
styucture of which the Contractor is a part and shall include the right to
grant sublicenses of tha same scope to the axtent the Contractor wae
legally obligated to do so at the time the contract was awarded. The
iicenaa shall be transferable only with approval of DOE exvept when
¢transferred to the succsssoxr of that part of the Contractor’s business to
which the invention pertains.

(2) Election to retaip waived gighte, ——-

(L subject to tha provisions of paragraph (¢} (3) and
paragraph (d} of this clause, with respect only to a Bubject Invention
reported in accordance with paragraph (e) (2) (i) of this clsuse and with
the written report of which ils included an election as to whether the
contractor will retain the rights in the invention waived herein, the
Contractor reserves the entire domestic right, title and interest in any
United Statas patent application on the Subject Invention fliled and any
resulting United states patent secured by the Contractor.

{11y subject to the provisions of paragraph (c) (3) and
paragraph (d) of this clause, with respect only to a Bubject Invention
reported in accordance with paragraph (e) (2) (&) of this clause and with
the written report of which is included an election as to whether the
Coatractor will retain the rights in tha invention waived herein and a
atatement specifying thosa foreign countries in which such rightse will be
retained, and subject to DOE security regulations and reguiresanta, the
Oontractor resarvss the entire right, title and interest in any foreign
patent application on the Bubject Invention filed and any resulting foreigm
patent secured by the Contractor in those foreign countries specified.

{(3) Terme and Copditions of Wajved Righte.

(1) Subject to the rights granted in paragraph (c) (1) of
£hig clause, the Contractor agrees to convay to the Govermment, upon
reguest, the entire domastic right, title, and interest in any Subject
Invention when the Contractor: :

(A) Doma not elect pursuant to paragraph (c) (2) (1)
of this clause to retain such rights;

{B) Faile to have a United States patent application
filed on the invention in accordance with paragraph (d) (1) of this clause,
or decides not to continue prosecution of such application; or

PATENT
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(C) At any time, no longer desires to yetain title.

{3%) Subject to the rights granted in paragraph (ec) (1) of
this clause, the Contractor agrees to convey to the Goverament, upon
requast, the entire right, title, and interest {n any Subject Inventien in
any foreign country if the Contractor:

(R} Doss not elect pursuant to paragraph (c) (2)
(i) of this clause to retain such rights in the country; or

(B} Pails to have a patent application filed in the
country on the Subject Invention in accordance with paragraph (d) {3} of
this clauee, or decides not to continue prosecution or to pay any
maintenance fees covering the inventlion. To avoid forfeiture of the patent
application or patent, the Contractor shall notify the Patent Counssl not
less than 60 days before the expiration period for any action required by
the foreign Patent Office.

{441) Convayances requested pursuant to parageaphs (c) (3}
(i) and (c) (3} (&%) of this clause shall ba made by delivering to the
Patent Coutsel duly executed instruments and such other papers as are
doomed nmoessary to vest in the Govarament the entire right, title, and
interest in the invention to enable the Government to apply for and
pxosecute patent applications covaring the invention in this ox the foraignm
oountry, respectively, or otherwise establish its ownership of the
invention.

(iv) Por sach invention in which the contractor initially
elocts pursuant to (e) (Z) (L) or (c) (2) (1) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel promptly
in writing of the date and identity of sany on sale, public use, or public
disclosure of the invention which way constitute a statutory bar under 35
osc 102, which was authorized by or known to the Contractor, or any
contemplated action of this nature.

(v) GCovernment License

With respect to0 any Subject Iavention in which the
contractor rmtains title, the Federsl Govermment shall have a nonexclusive,
aontransferable, irrevocable, paid-up licenae to practice or have practiced
for or on bohalf of the United Stetes the Bubject Invantion throughout the
worla.

The Contravtor agrees to submit on reagquest periedic reports
no more freguantly than annually on the utilization of a Subjsct Invention
or on efforts at obtaining such utilization that are being wade by the
Contractor or its licenseen or assignses. Such rsports shall include
information regarding the atatus of devslopmont, date of first commercial
sale or use, grosg royalties received by the Contractor, and such other
data and information as DOR may reasonably speclfy. The Coaotractor also
agreas to provide additional reports as may be requested by DOE in

-3 -
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connection with any march—-in proceeding undertaken by Da® in accordance
with paragraph (c) (3) (viii) of this clause. To the extent data or
information supplied under this paragraph is comsidered by the Contractor,
its licensse or assignee to be privileged and confidential and is so
mariead, DOR agrees that, to ths axtent permitted by 35 USBC 202 (c) (5), it
will not disclosa such information to persons outside the Governmant.

(vii) Preference for United States Industry

Notwithetanding any cther provision of thim clauss, the
Contractor agrees that neither it nor any assignee will grant to any pexrson
the exclusive right to nse or sell any Subjact Invention in ths Unitea
States unless such person agreas that any producte smbodying the Subject
Invention or produced through the use of the Subject Inventiop will be
manufactured substantislly in the United States. BRowever, in individual
casss, the requiremant for such an agreesment may be waived by DOE upon a
showing by the Contractor or its assignee that reasonable but unsuccessful
effortas have been made to grant licenses on similar termo to potential
liconsces that would be likely to mneanufanture subgtantially in the United
States or that; under the circumstances domantic manufacture is not
commercially teasible.

{viii) Maxch-in Righte

iThe contractor agrees that with respect to any sSubject
Invantion in which it has acquired title, DOE has the right in accordance
with the procndnrea in OMB Circular A-124 to require tha Contractor, an
assignee or explusive licensee of a Subjact Invantion to grant &
nonexcluasive, partially exclusive, or exclusmive license in any field of use
to a responsible applicant or applicants, upon terms that are reasonable
under the circumstances, and if the Ceontractor, aasignea, or exclusive
licansee refuses such a reguest, DOE has the right to grant such a license
itswlf i{f DOE datarmines that:

‘I (1) such action is ‘nacessary bacause thes Coatractox
or assignee has not taken, or is not expectad to take within a remsonabla
time, effective steps to achieve practical application of the Subject
Invention in such field of uepe;

{2} 8uch action Is necessary to alleviate health or
safety needs which are not reasonably matisfied by the Contracter,
assignee, or thair licenmess;

(3) Such action is necessary to meet rsgquirements
for public use specifiad by fedsral rogulations and such requirements are
not reasonably satisfiasd by the Contractor, assignee, or licensses; or

(4) Buch action is necessary because the agreement
required by paragraph (c) (3) (vii) of this clause has not been obtained or
waived or becaupe a licensae of the exclupive right to use or mell any
8ubject Invention in the United States is in breach of such agreesment.

(4) Tepmipations.

PATENT
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({) Any waiver or retention of rights by the Contractor
undey paragraphs (b) (2), (¢) (1), or (¢} (2) of this clauss may be
terminated at the diecretion of the Secretary or his designse, in whole or
in part, if the request for walver or retention of rights by the Contractor
is found to contain false material statements or nondisclosure of material
facts, and such were specifically relied upon in reeching the waiver
detexmination or the agreement to the retention of rights by the
Contractor.

(LY Any walivor of thea rights retained in sccordance with
paragraph (c) (Z2), ae applied to particular inventions, may be terminated
at the discretion of the Secretary or his designee, in whole or in part, if
the Coatractor fails to comply with the provisions met forth in paragraph
() (3) and paragraph (d) of this clause, and stch failure is determined by
the Secretary or his designee to be material and detrimantal to the
interests of tha United States Bnd the general publie.

"(1ii) Prior to terminating any waiver of rights under
paragraph (c) K4) (i) or {c) (4) (ii) of this clause, the Contractor will
be given writt‘en nctice of the intention to terainate the waliver of rights,
the extent of puch proposed termination and the reasons therefor, and a
period of 30 days, or such longer period as the Secretary or his damignee
shall determine for good cause shown in writing, to show cause why the
waiver of rights should not be sc terminated.

!(Lv) Al) terminations of walvers of rights under paragraph
(e) (4) (1i) shall be subject to tha rights grantad in paragraph (c¢) (1) of
this clause, and termination shall normally be partial in nature, requiring
tha Centractor to grant nonexclusive or partially exclusive licenses to
responsible applicants upon terms reasonable under the circumstances.

(s) Effective pate of watvers

The waiver of rights in a Subject Invention shall ba
effective on the following dates:

(L) for advance waivers of identified inventions, i.e.,
inventione concelived prior to the effective date of the ocontract, on the
effective date of tho contract even though the advance waliver may have been
requested after that date;

(i1 For {dentified inventione under advance waivars,
fi.e., inventions conceived or first actually reducad to practice after the
affective date of the contract, on the date the invention is reported with
the election to retain the waived rights in that invention; and

(11i) Por waivers of identifisd inventions (other than

under an advancs waiver), on the date of tha letter notifying the requestorx
that the waiver has bean granted.

Q) Filing of petent applications.

PATENT
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(1) With respect to each Subject Ianvention in which the
Contractor elects to retain domestic rights pursuant to paragraph (c) (2)
(1) of this clause, the Contractor shall have a domestic patent application
£iled on the invention within 6 months after submission of the invention
disclosure pursuant to paragraph (e) (2) (i) of this clause, or such longer
period of time as may be approved by the Patent Counsal for good cause
ghown in writing by the Contractor. For each identified invention, tha
rights in which ars waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 months after
the waiver has become effective. With respect to the invention, the
Contractor shall promptly notify tha Patent Counsel of any decision not to
file an application.

(2) Por sach Subject Invention on which a Qomestic pstent
application is filed by the Contractor, the Contractor shalls T

{$) within 2 months after the £1ling or withinan 2 months
after submiseion of the invention disclosure if the patent application
previocusly has been filed, deliver to Patent Coureel a copy of the
application as filed including the £filing date and serial number;

(L) Within 6 months after filing the application or
within 6 months after submitting the inventios disclosure if the
application has been filed previously, daliver to the Patent Counmel a duly
executed and approved instrusent fully confirmatory of all rights to whien
tha Covernment s entitled, and provide DOE an irrevocable powar to inspect
and make copies of the patent application fileds '

(i11) Provida the Patemt Counsel with a copy of the patant
within 2 months after a patent is ia@sued on the application;

(iv} Not less than 30 days before the expiration of the
reaponse period for any action raquired by the Patent and Trademark Offjics,
notify the Patent Counsel of any decision not te continue prosecution of
the application and deliver to the Patent Counsel axecuted instruments
granting the Government a power of attorney; and

(v) Include the following statement in the second
paragraph of the specification of the application and any patents issued on
a Subject Invantion, “The Governmant of the United States of America has
zighte in this inveantion pursuant to Contract No. {or
G6rant No. } awarded by tho U. B. Department of Bnergy.”

{3) With respact to each Bubject Invention in which the
Contractor has elaectsd pursuant to paragxaph (¢) (2) (ii) of this clause to
retain the patent rights waived in specified foraigm countyries, or in which
the Contractor has obtalnad a waiver of foreign rights on an identified
invention:

(1) The 00n£xactor shall file a patent application on the
invention in each wpscified foreign country in accordance with applicable
statutes and regulations and within one of the following periocds:

PATENT
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(A) Eight wonths from the date of f£filing a
corresponding United States application, or if such an applicetion is not
filed, six wonths from the date ths invention is submitted in a disclosure
pursumnt to paragraph (e) (2) (i) of this clause;

(B) 8ix months from the date a licensd Lis granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing has been prohibited by security reasons; or

{C}) Such longer period as may be approved by the
Patent Counsel for good cause shown in writing by the Contractor.

{14} The Contractor ohall notify the Patent Counsel
promptly of each foreign application filed and ypon written request shall
furnish an English version of the application without additional
compansat i.on.

———

(e) Invention i{dentification. disclopurerm. and xeports.

(1) The Contractor shall aatablish and maintain active and
effective procedures to easure that Subject Inventions are promptly
identiflied and timely disclosed. Those procedures shall include the
masntenance of laboratory notebooks or egquivalent records and any other
records that are reasonably necesssry to documant the conception and/or the
first actua)l reduction to practice of Subject Inveatioas, and records which
show that the proceduree for identifying and disclosing the inventions are
followsd. Upoa request, the Contractor shall furnish tha Contracting
officex a description of these procedures so that he may evaluate and
detexmine their effectiveness.

{2) The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE-approved form:

(i) A written report contalning full and complets
technical information concerning sach Subjsct Invantion within 6 months
after comception or first actual reduction to practice whichevex oacurs
first in the course of ar under this contract, but in any event prior to
any on sale, public use or public disclosure of such invention known to the
contractor. The report shall {dentify the contract and inventor and shall
be sufficiently complete in technical detail and appropriately illustrated
by aketch or diagram to convey to one skilled in the art to which the
invention pertains a clear undarstanding of the nature, purpose, operation,
and to the extent known, the physical, chemical, biological, or slectrical
characteristics of the invention. The ruport should also include any
election of foreign patent rights under paragrmph (c) (2) (ii) of this
clause and any, slection of rights under paragraph (o) (2) (i) of this
clause. Any requests for greater rights shall be made within the psriod
sot forth in paragraph (b) (2) of this clause. When an invention 1is
reported under this parsgraph {e) (2) (i), it shall be presumed to have
bean made in the manner speciffied in Section (a) (1) and (2) of 42 USC 5908
unless the Contractor contends it was not 8o made in accordance with
paragraph (g) (2) (ii) of this clause.

PATENT
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(1i) Opon requast, but not more than annually, interim
reportes on & DOB-approved form listing SBubject Inventiona and subcostraets
awarded containing a Patent Rights clause for that period and certifying
that:

(A) The Contractor‘s procedures for identifying and
diwrclosing Subjasct Iaventions as required by thie paragraph (s) have besn
followad throughout the reporting period:;

(B) All Bubject Inventions have bsen disclosed or
that there are no such inventions;

{<¢) All subcontrscts contaioing a Patent Rights
clause have been raported or that no such subcontracts hawa heen awarded:
and

(4181) A final report on a DOE-approved farm within 3 months
after complation of tha contract work listing all Subject Inventions and
8)) subcontracts awarded contalning a Patent Righte clause and certifying
that:s

(A) All Sudject Inventions have besan disclosed or
that there were no such inventions; and

(B) All mubcontracts containing a Patant Rights
¢lause have been reported or that nc such subcontracts have bsen awarded.

{3) iThe Contractor shall obtain patent agreements to effectuate
the provisions of this clause from all parsons in its smploy who perform
any part of the work undsr this contract except nontechnical persannel,
such ag clerical employess and manual laborers. '

{4) The Contractor agrees that the Covermmeat may duplicate and
disclase Subject Invention disclosures and s}l other reports and papers
furnished or required to be furnishad pursuant to this clausa. If the
Contractor im to file a foreign patent application on a Subject Invention,
the Govarmmsat agrees, uptn written raquest, to use its best afforts to
withhold publication of such invention disclosures until the expiration of
the time period specified in paragraph (d4) (1) of this clause, but in no
event shall the Governmant or itR employses be liable for any pudblication
thereof.

PATENT
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(f) Rubligation.

It is recognized that during the courme of the work under this
contract, the Oantractor or ite employees may from time to time desire to
release or publish information regarding sclentific or technical
developments concelved or first actually roduced to practice in the course
of oxr under this contract. In order that public disclosure of such
information will not advarsely affect the patent intersste of DOE or the
Contractor, patent approval for release or publication ehall be secured
from Patent Counsel prior to any such release or publication.

(g) rorfelture of righte in unroportoed Subject Inventions,

(1) The Contractor shall forfait to the _Gorvernment, at the -
roquent of the Sacretary or his designee, all rights in any Subject
Invention which the Contractor fails to report to Pategt Counsal (with
notification by Patont Counsel to the Contracting Officer) within six
months after the time the Contractor:

(1) Files or causes to bo filed a United States or foreign
patant application thereon; o

tild) submits the final report required by paragraph (e)
{2) (iii) of this clause, whichever is later.

(2) However, the Contractor shall not forfeit rights in a
Subject Invention if, within the time spacified in (1) (i) or (1) (ii) of
this paragraph {g), the Contractor:

(L) Prepared a written decizion bassd upon a review of the
record that the invention was neither conceived nor first actually reduced
to practice in the course of or under the contract and delivers the same to
Patent counsel (with notification by Patent Connsel to the oont.ru:ting
Officer); -

(i) Contending that the invention is not = Subject
Invemtion the Contractor nevortheless discloses the invention and all faots
pertinent to this contention to the Patent Counsel (with nounc-ti.on by
Patent Counsal to the Contracting Officer); or

(1ii) Establishes that the fallure to disclomse 4id not
result from the Contrxactor/s fault or negligence.

(3) Panding written assignment of the patent applications and
patents on a Subject Invention determined by the Sacretary or his designee
to be forfeited (esuch detarmination to be a final decision under the
Disputas Clause of this contract), the Contractor shall be desmed to hold
the invention and the patent applications and patents pertaining thereto in
trust for the Government. The forfsiture provision of this paragraph (g)
shal) bs in mddition to and shall not supersede other rights and resedies
which the Government may have with respect to Subject Inventions.

(h) 8 te
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1) The Contracting Officer or his suthorired repressntative,
until the expiration of 3 years atter final payment under this contract,
shall have the right to exmmine any boocks (including laboratory notebooks).
records, docunents, angd other supporting data of the contractoy which the
Contracting Officer oxr his authorised representative rwasonsgbly deam
pertinant to the discovary or identification of Subject Inventions or to
detearmine complisnce with the requiresents of this clausa.

{2} The Contracting Officer or his suthorized representative
sbhall have the right to axamine all books {(including laboratory notebooks),
records and documents of the Contractor relating te the conception or flirst
actua) reduction to practice of inventions in the same field of technology
as the work under this coantract to determine whether any such inventions
ars fSubjact Inveations, if the Contractor refuses or faile te:

(1) Establlish the procedures of paragraph (s) (1) of this
clause; or

(L) Maintain and follow such procedurssay or
{ili) Correct or sliminate any materisl deficlency in the

procedures within thirty (30) days after the contracting Officer notifies
the Contractoxr of such a deficlency.

{1) Any time before final payment of the amount of thie
contract, the Contracting Officer may, if he deems such action warranted,
withhold payment until a reserve not exceeding §$50,000 or 5 percent of the
swount of this sontract, whichaver ig less, shall have been get asida if in
his opinion the Contractor fails tos

(i) Betablish, maintain and follow effective procedures
for identifying and disclosing Subject Inventions pursuant to paragraph (»)
{1) of this clause; or

(i1 Discloas any Subject Invention pursuant to paragraph
{e) (2) (L) of this clause; or

{331) Deliver the interis reports pursuant to paragraph ()
(2) (1i) of this clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (3§} (5) of this clause; or

(v) Convey to the Government in & DOE-approved form the
title and/or rights of the Govermnment in each Subject Invention as required
by this clause.

(2) The reverve or balance shall be withheld until the
Contracting Officer has determinad that the Contractor has rectified
vhatever daficilencieos exist and has delivered all reports, disclosures, and
other information required by this ¢lause.

- 10 -~
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(3) Final paymsnt under this contract shall not be made by the
Contracting Officer baforo the Contractor delivers to Patmnt Counnel all
disclosures of Subject Inventions and other information required by (e) (2)
(1) of this clauss, the final report vequired by (e) (2) (iii) of thia
claupe, and Patent Counsel has issued a patent clearance cextiflcation to
the Contracting Dfficar.

(4) The Contracting Officer may, in his discretion, decrasasa or
incroase the pums withheld up to the maximum authorized above. If the
contractor is & coaprofit organization, the maximum amount that may be
withheld under this paragraph shall not exceed §50,000 or 1 percent of the
amount of this contract, whichever is less. No amount shall be withheld
under this paragraph while tha amount specified by this paragraph is being
withheld under other proviaions of the comtract. . _Tha withholding of any
amount or subsequent payment therecf shall aot be construed as & waivar of
any rights aceruing to the Government under this contract.

{3) Subcontcacts.

(1) Por the purpose of this paragraph the term *Contractox”
means the party awarding a subcontract and the term “Subcontractor’ means
the party being awarded a subcontract, regardless of timr.

(2) The Contractor will include the Patent Rights clause of
DEAR 9$52.227-71 suitably modified to ideutify the partiss in all
subcontracts, rmgaxdless of tier, for experimental, developmental or
research work to be porformed by A saall dminasx or a domestic aonprofit
organization. In all other subcontracts, rogardless of tier, for
expsrimental, developmantal demonstration, or ressarch work, the Coptractor
shall include the Patent Rights sxticle of 41 PR 9-9.107~5(a) or 41 CFR 9-
9.107~6 as appropriate, modified to identify the parties.

{3) ©Except as may be otherwise providad in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
considerxation therefor, acquire any rights in its Subcontractor’s Subjsct
Invention for the Contractor’se own uss (&s distinguished from such rclghts
as may be required solely to fulfill the Contractor’s coatract abligations
to the Government in the performance a¢f thia contract).

(4) All ianvention dimclosures, reports, inwtruments, and othex
information required to be furnished by the Subcontractor to DOE, under the
provisions of a Patent Righta clause in any subcentract hereunder may, in

the discretion of the Contracting Officer, be furaished to ths Contractor
for transmission to DOR.
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{5) The Contractor shall promptly notify the Contracting Officer
in writing upon the award of any subcontract containing a Patent Rights
clause by identifying the Subcontractor, the work to be performed under the
suboontract, and the dates of award, and estimated completion. Upon the
request of the Comtracting Officer the Contractor eshall furnish him a copy
of the subcontract.

(6) The Contractor shall identify sli subdect Inventions of the
Subcontractor of which it acquires knowledge in the performance of this
contract and shall notify thes Patent Counsel (with notification by Patent
Counsal to the Contracting Officer} promptly upon the identification of the
inventions.

{7} It 18 understood that the Govermment is a third party
benetficiary of any subcontract clause granting ZFIGEts to THE Goverament in e
Subject Inventions, and the Contractor harsby assigns to the Government all S
rights that .the Contractor would hava to enforce tha Subocontractor’'s
obligations for the banafit of the Government with respect to Subject
Inventions. The Contractor shall not be odligated to enforoe the
sgressmnta of any Subcontractor hereunder ralating to the abligations of
the Sobrontractor to the Goverament regarding Subject Inventions.

(x)  Backgroupd Patents,

In paragraphs (k)(2} and (k)(3) relmting to Background Patante, GB agrees
to the language provided that the words "a subject of this contract’ be
replaced with "such applicatione and uses of natural gas and ¢oal gan~fired
gas turbinas in combined cycle as are developed under this contract’ to
limit the licensing ragquired to fields of technology tovered by the
contract.

(1} *Background Patent’ means a domestic patent covering an
invention or discovery which is not a S8ubject Invention and which is owned
or controlled by the Contracter at any time through the completion of this
contract: ’

(L) Which the Contractor, but not the Goveramemt, has the
right to licensa to others without obligation to pay royalties thareon, and

(14) Infringement of which cannot reasonably be avoided
upon tha practice of any speeific process, method, machine, manufacture, or
composition of matter (including relatively minor modifications therxeot)
which is a subject of the research, development, or demonstration work
performed under this contract.

(2) The Contractor agrees to and does hereby grant to the
Government a royalty-free, nonsxclusive licemse under any Background Patent
for purposes of practicing such applications and uses of natural gas and
zoal gas~-fired gas turbines in combined cycle as are developed under thia
contract by or for the Covermment in research, development, and
demonetration work only.
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(3) The Contractor also agrees that upon written application by
DOE, it will grant to responsible parties for purposes of practicing such
applications and uses of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under this contract nopsxclusive licenses
andar any Background Patent on terms that are reasonable under the
circumstances. If, howaver, the Contractor believes that exclusive or
partially exclusive righte are necessary to achieve sxpeditious commercial
development or utilization, then a request may be made to DOE for POE
approval of such licensing by the Contractor.

(4) Hotwithstanding the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patent if the
Contractor demonstrates to the satisfaction of the Secretary or his
designes that the Contractor or its licensees are supplying the subject
matter covered by said Background Patent in sufficient guantity and at
reasonable prices to satisfy market neoeds, or have taken effective staps or
within a resasonable time are sxpected to take sffective steps to so supply
the subject matter.

(1) Anomic Enerqgy.

(1) Ko clain for pecuniary award or compsnmation under the
provisions of tho Atomic Energy Act of 1954, as asended, shall be asserted
by the Contractor or its employees with respact to any inventliom or
disvovery made or concelved in the course of or under this contract.

(2) Except as otherwipe authorized in writing by the contracting
Officer, the Contractor will cbtain pateast agroaments to effectuate the
provisiona of paragraph (1} (1) of this clause from 3ll persons who perform
any part of the work undar this contract, except nontechnical personnel,
such as clerical smployees and manual laborers.

(m) Limitation of rightm,

mothing contaiped in this Patent Rights clause shal) be deesed to
give the Government any rights with respect to any invention other than a
sSubject Invention except as set forth in the Patent Rights clause of this
contract.

(n) v to

Except for the license reserved to the Contractor in (¢) (1), the
contractor agrees that any alienation of rights in waived subject
inventions by assignmant, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
controlling intarast is to be scquired by a foreign entity in the
Contractor or to any assignee or licensee of a wvaived invention, then in
that cave any righte in the waived invention to be acquired by the foreign
entity will be subject to writtem approval of the Contracting Officer.
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{0} D.5. Competitiveness

G agrect that any products smbodying any waivaed inveation or
produced through the use of any waived invantion during the texw of a
United States patent covering the waived invention will be mamfaectured
gubstantially in the United States unlaess GE can show to the satisfaction

of the Contracting Officer that it is not commsrcially feasible to do so.
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