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CONFIRMATORY LICENSE

{Advanced Class Waiver of Patent Rights)

Title ; FLEXIBLE CLOTH SEAL ASSEMBLY

Inventor(s) ; Bharat S. Bagepalli, Mahmut F. Aksit, Joseph C. Taura,
Mehmet Demiroglu & Daniel R. Predmore

Serial No. : 08/934,459 Filing Date: September 22, 1997

Contractor ; General Electric Company

DOE Contract No.: DE-FC21-95MC31176

DOE Case No. S-94,329 - U.S. PATENT NO. 5,915,697

DOE Advanced Class Waiver No.: W(C)-95-34

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries):

An advanced class waiver of Government rights having been granted by the U.S. Department of Energy
(DOE) to General Electric Company and the above-identified invention having been reported as a Subject
Invention to DOE by the contractor with its election to file a domestic patent application thereon, the
effective date of said waiver for the above invention is September 10, 1999,

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government
under 41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any
resulting patent as well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof;,
and of all rights acquired by the Government by the referenced patent rights clause, a copy of which is
attached hereto and incorporated by reference herein. The undersigned certifies the attached copy to be a
true copy of said clause. It is understood and agreed that this license does not preclude the Government from
asserting rights under the provisions of said contract or any other agreement between the Government and
the Contractor, or any other rights of the Government with respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified
patent application. nd

Signed this 2— day of DECEMRER. 1999 .

(SEAL)

TN GENERAL ELECTRIC COMPANY

"\ (Congractor)
By: _ | SO SENIOR, CRTENT COUNSEL

(Contrz;ctor’s Official and Title)

) R/IVER ROAp Rroe. 37-5¢9

(Business Address)

SCHENEeTRDY NY [ 2BYS
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ADVARCE WAIVER OF PATENT RIGHTS

(a) Definitions.

(1) ~Subject Invention” means any inveation or discovery of the
Contractor conceivad or first mctually reduced to practice in the course of
or under this contract, and includes any art, mathod, process, machine,
parufacrture, design, or composition of matter, or any new and useful
improvegent therecf, or any varlety of plants, whether patanted or
unpatented under the Patent Laws of the Unitod States of America or any
foreign country.

(2) ~Contract” means any contract, grant, agreament,
understanding, or other arrangsment, which includes ressarch, development,
or demonatration work, and includes any aseignment or substitution of

parties,

{(3) sCovernment agency” includes any executive department,
independent commiseion, board, offics, agency, administration, suthority,
Government corporation, or other Government establismhmant of the Executive
Rranch of the Govermment of the United States of America.

(4) rTo the point of practical application’ means to manufacture
in the case of a composition or product, to practice in the case of a
process, or to operate in the case of a machine and under such conditions
as to establish that the invemtion is bsing worked and that ite benefits
ave reasonably acceasible to the public.

(5) *patent Counsel” means the DOE Patent Counsal assisting the
procuring activity.

() 131 ipal

(1) Assicmpent 40 the Governmeat. The Contractor agrees to
assign to the Government the entire right, title, and intarest throughout
the world in and to each Subject Invention, except to the extent that
rights are waived to and retained by the Contractor under paragraphs (b)
(2) and {c) of thip clause.

(2) Gremter righte determinations. The Contractor or the
exployee-inventor with authorization of the Contractor may request greater
rights than the domestic and forsign patent rights provided in paragraph
(c) of this clause on identified inventions in accordance with 41 CFR 9-
9.109~6. Such requests must be submitted to Patent Counss) {with
notifi{cation by Patent Counsel to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph (e) (2) of this clause, or aot
later than 9 months after conception or first actual reduction to practics,
whichever occurs first, or such longer period as may be authorized by
Patent Counsel (with notification by Patent Counssl to the Contrxacting
Officer) for good cause shown in writing by the Contractor.

PATENT
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{c) hte to

(1) hisimum Ooptractor liconse. The Contractor ressrves an
{rrevocabls, nonaxclusive, paid-up license in each patent application filead
in any country on a Subjmct Invention and any resulting patent in which the
Govarnmant acguires title. The licenwe shal)l mxtend to the Comtractor's
domestic subsidiaries apd affiliates, if aay, within the corporate
structure of which the Contractor is &8 part and shall include the right to
grant sublicenses of tha same scope to the axtant the Contractor was
logally obligated to do so at the timwe the contract was swarded. The
license shrll be transferable only with approval of DOX except whan
tranaferred toe the successor of that part of the Contractor’s busminass to
which the invention partains.

(2) Election to retaip waived xightse,

{{} subject to tha provisions of paragraph (c} (3]} mnd
paragraph (dj of this clause, with respect only to a Subject Inventiou
reported in accordance with paragraph {(e) {2) (i) of this clsuse and with
the written report of which {= included an glection am to whether the
contractor will xmtain the rights in the invention walved herein, the
Contractor reserves the entire domestic right, title and loterest in any
United Stetas patent application on the Subject Invention filed and sy
resulting United Btates patent secured by the Contractor.

(iL) Subject to the proviesions of paragraph (¢) (3) and
paragraph {d) of this clause, with respect only to a Bubject Invention
reported in aceordance with paragraph (e) (2} (i) of this clause and with
the written report of which is included an election as to whether the
Coatractor will retain the rights in the invention waived herein and a
statemant speclfying those fareign countries in which such rightse will be
rotainsd, and subjeoct to DOE security regulstions and reguiremsnts, the
Contractor resarves the entire rignht, title and interest in any foreign
patent application on the Subject Invention filed and any resulting foreign
patent secured by the Contractor in those foreign countries specified.

(3) d dit Rights.

(1) Subject to the rights granted in paragraph {c) (1) of
this clause, the Contractor agrees to convey o the Governmeant, wpon
regquest, the entire domastic right, title, and interest in any Subject
Invention when the Contractor:

(A) Dose not elect pursuant to paragraph (c) (2) (1)
of this clause tc retain such righte; :

{B) Fails to have a United States patent applicatiom
filed on the invention in accordance with paragraph (d) (1) of this clause,
or decides not to contime propecution of such application; or

PATENT
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{C} At any time, no longer desires to retain title.

{§L) Subject to the rights granted in paregraph {(c) (1) of
this clause, the Contractor agrees to convey tc the Goverament, upon
request., tha entire right, title, and {nterest in any Subject Inventien in
any foreign country if the Contractox:

(A} Doss not elesct pursuant to paragraph (€) (2}
(1i) of thia clause to retain such rights in the country; or

(B Paile to have a patent application filed in tha
country on the Subject Invention in accordance with paragraph (d) (3) of
this clause, or decides not to continue prosecution or to pay any
maintenance fees covering the invention. To awvoid forfeiture of the patent
application or patent, the Contractor shall notify the Patent Counsel not
less than 60 days before the expirmtion period for any action required by
the foreign Patant Office.

(i) Convayances requestad pursuant to paragraphs (C) (3)
(i) and (e) (3) (£i) of =his clause shall be made by delivering to the
Patent Counsel duly executed {nstruments and such other papers as are
doenned nscessary to vest in the Govarnment the eptire right, title, and
interest in the invention to enable the Government to apply for and
prosscute patent applications covering the invention in this ox the foreigm
sountry, respectively, or otherwise eatadlish its ownership of the
invention.

(iv) Por mach invention in which the Contractor initially
elocts pursuant to (c) (2) (i) or (c) {2) (4i) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel promptly
in writing of the date and identity of any on sale, public use, or public
disclosure of the imvention which may constitute a statutory bar under 35
msc 102, which was suthorired by or known to the Contractor, or any
contemplated action of this nature.

(v) covernment License

With respett to any Subject Invention in which the
Contractor remtains title, the Federsl Govermmant shall have a nonexclusive,
nontransferable, irrsvocable, paid-up licease to practice or have practiced
for or on behalf of the United States the Subject Imvantion throughout the
world.

(vi) Reporting on Dtilization of Subject Inventions

The Contractor agrees to submit on rsguest periodic reports
no more fregusntly than annually on the utilization of a Subject Invention
or on efforts at obtalining such utilization that are being wade by the
Contractor or its licensees or assignems. Such reports shall include
information regarding the status of development, date of first commercial
sale or uee, g¢ross roymlties received by the Coatractor, and such other
data and information as DOX may rsascnably speclify. The Coatractor Also
agraes tc provide additional reports as may be requested by DOZ ip

-3 -
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connection with any march-in proceeding undertaken by POE in accordance
with paragzrsph (c) (3) (viii} of this clause. To the extent data or
information supplied under this paragraph (s considared by the Contractor,
its licenase ox asuignee to be privileged and confidential and is =o
marked, DOR agrees that, to the axtent pexmitted by 35 USC 202 (c¢) (5), it
will not disclose such information to persons outeide the Governmant.

(vii) preferspce for Upjited States Industry

Notwithetanding any other provision of thim clause, the
Contractor agrees that neithexr it nor sny assignee will grant to any person
ths exclusive right to nume or sell any Subject Inventios in tha United
States unless such person agrees that any producte embodying the Subject
Invention or produced through the use of the Subjsct Invention will be
manufactured substantielly in the United States. However, in individual
casss, the requiremant for such an agreement may be waived by DOE upon a
showing by the Contractor or its assignee that reasonable but unsuccessful
sfforts have been made to grant licemses on similar terms to potential
licensees that would be )likely to manufacture substantially in the United
States or that| under the circumstances domestic manufacture ies not
commercially feasible.

(viil) Karch-in Rights

iThe contractor agrees that with respect to any Subject
Invention in which it has acquired title, DOB has the right in accordance
with the procedures in OMB Circular A-124 to require the Contractor, an
assignee or exglusive licensee of a Subjmct Invention to grant a
nonexclusive, partially exclusive, or exclusive license in any field of use
to a responsible applicant or applicante, upon terms that are ressonable
undar tha circumstances, and if the Contractor, assignes, or exclusive
licansee refuses such & reguest, DOE has the right to grant such a license
itaslf if DOE determines that:

f (1) sSuch action is 'necessary because tha Contractor
or assignee has not taken, or im not expectad to take within a reasonable
tims, effective steps to achleve practicsl wpplication of the Subject
Inventfion in such field of umea;

(2} S8uch action (s necessary to alleviate health or
safety needs which are not reasonably satisfied by the contractor,
assignee, or their licenmans;

(3) Such action is necessary to meet rsguirements
for public use specified by federal rogulations and such requirsments are
not reasonably satisfied by the Contractor, assignee, or licemsees; or

(4) Buch action is necessary becanse the agreament
required by paragraph (c) (3) (vil) of this clause ham not been obtained or
waived or because & licensaee of the axclusive right to use or mell any
Bubject Invention in the United States is in breach of such agreement.

(4) T one .
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{1) Any waiver or retention of rights by the Contractor
undeyr paragraphs (b) (2), () (1), or (c) (2) of ethis clause may be
terminated at the discretion of the Secretary or his designee, in whole or
in part, if the request for walvor or retention of rights by tha Contractor
in found to contain falsa material statements or nondisclosure of material
facts, and such were specifically relied upon in reaching the waiver
detexmination or the agreement to the retention of rights by the
Contractor.

(%) Any waiver of the rights retained in sccordance with
paragraph {(c) (2), a= applied to particulsx inventions, may be terminated
at the discretion of the Secretary or his designes, in whnle or in part, if
the Contractor fails to coaply with the provisions set forth in paragraph
(c) (3) and paragraph (d) of this clausa, and such failure is determined by

the Secretary or his designee to De material and detrimental to the
interests of tha Dnited States and the general publie.

(1ii) Prior to terminating any waiver of rights under
paragraph (c) [(4} (i) or {c) (&) (ii) of this clause, the Contractor will
be given written notice of the intention to tarminate the waiver of rignts,
the extent of puch proposad termination and the reasons therefor, and a
pariod of 30 days, or such longer period as the Secretary or his dasignee
ahall determine for good cause shown {n writing, to show cAuse why the
waiver of rights should not be so terminated.

!(i.v) All tarminations of waivers of rights under paragraph
(¢} (4} (i4{) shall be subject to the rights granted in paragraph (¢} (1) of
this clause, and termination shall normally be partial in nature, requiring
the Contractor to grant nonexclusive or partially exclusive licenses to
responsible applicants upon terms reasonable under the circumstances.

(5) Effective patc of Wajvere

The waiver of rights in a Subject Invention shall be
effective on the following dates:

(L) For advance waivers of identified inventions, i.e.,
inventions conceived prior to the effective date of the ocontract, on the
effective date of the contract even thongh the advance waiver may have been
requested after that date;

{i1) For identified inventions under advance waivars,
f.e., inventions conceived or first actually reduced to practice after the
affective date of the contract, on the date the invention is reported with
the slection to retain the waived rights in that iavention; and

{11i) Por waivers of identified inventions (other than
under an advance waiver), on the date of tha letter notifying the requestox
that the walver has been granted.

(a) Fliing of petent applicatjons.

-5 -
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(1) With respect to each Subject Invention in which the
Contractor elects to retain domestic rights pursuant to paragraph (c) (2)
(i) of this clauss, the Contractor shall have a domestic patent application
£iled on the invention within 6 months after submission of the invention
disclosure pursuant to paragraph (e) (2) (1) of this clause, or such longer
period of time as may be approved by the Patent Counsal for good cause
ghown in writing by the Contractor. For esch identified inventlion, ths
rights in which ars waived to the Contractor, the contractor shall have a
domestic patent applicatlion filed on the invention within 6 months agter
the waiver has become effective. With respeet to the invention, the
Contractor shall promptly notify the Patent Counsel of any decision not to
file an application.

{2) Por sach Bubject Invantion on which a domestic petent
application is filed by the Contractor, the tontractor shall:

{$) Within 2 months after the filing or within 2 months
after Bubmission of the invention disclosure if the patent application
previously has been filed, deliver to Patent Counsel a copy of the
application as filed including the filing date and sarial numbar ;

(i) within 6 months after filing the application or
within 6 months after submitting the invention disclosure if the
application has been £iled previously, deliver to the Patant Counmsel a duly
exsouted and approved instrusent fully confirmatory of all rights to whieh
the Covernment is entitled, and provide DOE an irrevocable powar to inspect
and make copies of the patent application filed; :

(111) Provide the Patent Counsel with a copy of the patent
within 2 months after a patent is issued on the application;

{iv} Not lese than 30 days before the expiration of the
response period for any action raquired by the Patent and Tradesark Office,
notify the Patent Counsel of any decision not to continue proasecution of
the application and deliver to the Patent Counsel axecuted instrumants
granting the Govarnment a power of attorney; and

(v) Include the following statement in the second
paragraph of the specification of the application and any patents issued on
a Subject Invention, “The Government of the United States of Amarica has
righte in this invention pursuant to Contract No. (or
Grant No. ) awarded by the U. 5. Despartment of Bnexgy.”

{3) With respact to each Subject Invemtion in which the
Contractor has slected pursuant to paragraph (c) (2) (i1) of this clause to
retain the patent rights waived in specifisd foreign countries, or in whioch
the Coptractor has obtainad a waivar of foreign rights on an identified
invention:

i) The conix-actor shall file a patent application on the

invention in sach spacified forsign country in accordance with applicable
statutes end regulations and within one of the following periods:

- 6 -
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(A} Right months fros the date of filing a
corresponding United States application, or if such an application is not
filed, six months from the date the invention is submitted in a disclosure
pursuant to paragraph (e) (2) {4) of this clause;

{(B) Bix months from the date a licenss L8 granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing has been prohibited by security reasons; or

{C} such longer period as may be approved by the
patent Counsel for good cause shown in writing by the Contractor.

{11y The Contracter ohall notify the Patent Counsel
promptly of each foreign application £{1ed and upon written request shall
furnish an English version of the application without additional
compansation.

(e) Invention identification. disclopures. and Xeportg.

(1) The Contractor shall aatablish and maintain active and
effective procedures to ensure that Bubject Inventions are prowptly
identified and timely disclosed. Those procedures shall iaclude the
maintenance of laboratory notebooks or equivalent records and any other
records that are reasonably necsssary to documant the conception and/ox the
first actual reduction to practice of Subject Inveaticns, and records which
show that the procedures for ideatifying and disclosing the inventions are
followsd. Upon request, the contractor shall furnish tha Contracting
officer a description of these procedures o that he may evaluate and
detexmine their effectivenass.

t2) The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE~-approved form:

({) A written report containing full and complete
technical informatfion concarning each Subjmct Invention within 6 months
after conception or first sctual reduction to practice whichevex occurs
£irot in the course of or under this contract, but in any event prior to
any on sale, public use or public disclosure of such ‘invention known to the
Contractor. The report shall ldentify the contract and inventor asd shall
be sufficiently complete in technical detail and appropriately illustrated
by skeatch or diagram to convey to ons skilled in the art to which the
invention pertains a clear undarstanding of the nature, purpose, operation,
and to the extent known, the physical, chemical, biological, or slectrical
characteristics of the invention. The report should also include any
election of foreign patent rights under paragraph (c) (2) (ii) of this
clause and lnyl slwction of rights under paragraph (¢) (2) (i) of this
clause. Any requests for greatsr rights shall be made within the pariod
set forth in paragraph (b) (2) of this clause. When an invenation is
reported under this paragrapb (e) (2) (i), it shall be presumed to have
besn made in the manner specified in Section (a) (1) and (2) of 42 UsC 5908
unless the Contractor contends it was not so made in accordance with
paragrapbh (g) (2) (i1) of this clause.

- 7 -
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(1%) Opon request, but not more than anmnually, interim
reports on a DOB-approved form listing Subject Inventionas and subcontracts
awarded containing a Patent Rights clause for that period and certitying
that:

(R} The Contractor’s procedures for identifying and
dimclosing Scbject Ianventions as regquired by thie paragraph (s} have bean
followed throughout the reporting period;

(B) All Subject Inventions have baen disclosed or
that thare are no such inventlons;

<) All subcontracts containing a Patent Rights
clause have been reported or that no such subcontracts have heen awarded:
and

{111) A final report on & DOX-approved form within 3 months
after completion of tha contract work listing all Subject Inventions and
a)ll subcontracts awarded containing a Pateant Rights clause and cartifying
that:

(A) All Bubject Inventions have bean disclosed or
that there wera no such invantions; and

(B) All subcontracts containing a Patent Rightx
¢lauce have boen reportsd or that no such subcontracts have bessn awarded.

{(3) |The Contractor shall obtain patant agreements to effectusate
the provisions of thie clause from all persons in ite smploy who perform
any part of the woxrk under this contract except nontechnioeal peraocnnel,
Such ag clerical employess and manual laborers, '

{q) The Contractor a&grees that the GCovermmeant may duplicate and
disclose Subjact Invention disclosures and all other reports and papers
furnished or required to be furnished pursuant to this clauas. If the
Comtractor im to file a foreign petent application on a Subject Iavention,
the Covarmment agrees, upon written request, to use its best afforts to
withhold publication of such invention aisclosures until the expiration of
the time periocd specified in paragraph (d) (1) of this clause, but in no
aevent shall the Government or its amployses be liable for any publication
thereof.

PATENT
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(€) Publieation.

It is reoognized that during the courme of the work under thism
contract, the Contractor or its exployees may from time to time desire to
release or publish informetion regarding sclentific or techaical
developments conceived or first actually roduced to practice in the course
of or under this contract. In order that public disclosure of such
information will not adversely affect the patent intersste of DOE or the
Contractor, patent approval for release or publication shall be secured
from Patent Counsel prior to any such release or publicatien.

(g} Forfeit £ ve

(1) The Contractor shall farfalt to the Government, at the
vequest of the Secretary or his designee, all rights in any Subject
Invention which tha contractor fails to report to Patent Oounsel (with
notification by Patont Counsel to the Coatracting Officer) within six
monthe after the time the Contractor:

() Files or causes to ba filed a United States or foreign
patant application thereon; ox

tildy Submits the final report roquired by paragraph (e)
{2) (iii) of this clause, whichever is later.

(2) However, the Contractor shall not forfeit rights in a
Subject Invention if, within the time specified in (1) (i) or (1) (ii) of
this paragraph (g), the Contractor:

(1) Prepared a written decimion based upon a review of the
record that tho invention was neither conceived nor first actually reduced
to practice in the course of or under the contract and dslivers the same to
Patent eounoel {with notification by Patent Counsel to the ccat.:n.ctlng
Officer);

(58) Contending that the invention is not a Subject
Invention ths Contractor nevortheless disclosas the iovention and all faotas
pertinent to this contention to the Patent Counsel (with noti.ﬂ.cntinn by
Patent Couneel to the Contracting Officer); or

(1ii) Establishes that the fallure to disclose did not
result from the Contractor‘e fault or nogligence.

(3) Peanding written assignment of the patent applications and
patents on a Subjeact Invention determined by the Secrstary or his aesignee
to be forfeited (such dmtermination tc be a final decision under the
Digsputos Clause of this contract), the Contractor shall be deemed to hold
the ilnvention and the patent mpplications and patents pertaining thereto in
trust for the Goverpment. The forfsiture provision of this parsgraph (g)
shsll be in addition to and ahall not wupersede othar rights and remedies
vhich the Covermment may have with respect to Subject Inventions.

(b) Exasination of records relating to inventionwe.

-9 -
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(1) The Contracting Officer or his authorized repressntative,
until the expiration of 3 years after final paysent under this contract,
shall have the right to examine any books (including laboratory notebooks),
records, documents, and other supporting data of the Contractor which the
Contracting Officer or his authorised repressntative zwascnebly desce
pertinent to tha discovery or idantification of Subject Inventions or to
determine cowpliance with the requiresents of this clausa.

(2} The cContracting Officer or his authorized representative
shall have the right £o examine all books (including laboratory notebooks),
records and documents of the Contractor celating to tho conception or first
actual reduction to practice of inventions in the sane field of technology
as the work under this comtract to determineé whether any such inventions
are Subject Inventions, if the Contractor refuses or falls to:

{1) Bstablish the procedures of paragraph (s) (1) of this
clause; or

(i) Maintain and follow such proceduress or
{iii) oOorrect or sliminate any material deficlency in the

procedures within thirty (30) days after the Contracting Officer notifies
the Contractor of such a deficlency.

(1) Any time before final payment of the samount of this
contract, the Contracting Officer may, if he deems such action warranted,
withhold payment until a reserve not exceeding §50,000 or 5 percent of the
amount of this contract, whichaver ig less, shall have been set aside if in
his opinion the Contractor fails to:

(i) Betsblish, maintain and follow effective procedures
for idmntifying and disclosing Subject Inventions pursuant to paragraph (e)
{1) of this clause; or

(isy Discloase any Subject Invenmtion pursuant to paragraph
(e) (2) (i) of this clause; or

(L1i) Dalivar the interim reports purouant to paraqgraph (e)
(2) (L1i) of this clause; or

(iv) Provide the information regarding subcomtracts
pursuant to paragraph (3) (5) of this clause; or

{v) Convey to the Government in a DOE-approved form the
title andfor rights of the Government in each Subject Invantion as required
by this clause.

(2) The reserve or baslance shall be withheld until the
Contracting Officer has determined that the Contractor has rectified
vhatever deficisncies exist and has delivered all reports, disclosures, and
other information required by this clause.

- 30 ~
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() Final payment under this contract shall not be made by the
Contracting Officer beforo the Contractor delivers to Patant Counsal all
disclosuxes of Subject Inventions and other information required by (e) (2)
(1) of this clause, the final report required by (e) (2) (iii) of this
clause, and Patent Counsel has issued z patent clearance certification to
the Contracting Dfficer.

(4} The Contracting Officer way, in his discretion, decrmasa ox
increass the gumsg withheld up to the maximum authorized above. If the
Cantractor is a nonprofit organization, the maximum amount that may be
withheld under this paragraph shall not excesd $50,000 or 1 percent of the
amount of this contract, whichever is less. No amount shall be withhald
under this paragraph while ths amount specified by this paragraph is dbeing
withheold undar other proviaions of the contract.. _Tha withhelding of any
amount or subsegquent payment thereof shall not be construed as & waiver of
any righta accruing to the Government under this contract.

(3) BSubcoptracts.

(1) Por the purpose 0f this paragraph the term *Contractor”
means the party awarding a subcontract and tha term “Subcomtractor’ means
ths party being awarded a subcontract, regardless of tiar.

(2) The Contractor will iaclude the Patent Rights clause of
DEAR 952.227-71 guitably modified to identify the parties in all
subcontracts, rsgaxdless of tier, for experinental, developmental) or
research work to be performed by & saall buainess or a domestic nonprofit
organization. 1In all other subcontracts, rxogardless of tier, for
expezrimantal, dsvelopmental demonstration, or research work, the Contractor
shall include the Patent Rights article of 41 (PR 9-95.107~5(a) or 41 CFR 9~
9.107-6 ag appropriate, modified to identify the partiaes.

(3) Except as may be othsrwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
considexation therefor, acguire any rights in its Suboontractor'’s Subject
Invention for the Contractor’'e own use (as distinguished €rom such rights
as may be required scolely to fulfill the Contractor’s contract obligations
to the Government in the performance of this contract).

(4) All inventien disclooures, reports, instruments, and other
information required to be furnished by the Subcontractor to DOE, under the
provisionas of a Patent Rights clause in any subcontract hereunder may, in
the discretion of the Contracting Officer, be furnished to the Contractor
for transmimsion to DOR.
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(5) The Contractor ahall promptly notify the Contracting Officer
in writing upon the award of any subcontract containing a Patent Rigbts
clause by identifying the Subcontractor, the work to be paxformed uonder the
suboontract, and the dates of award, and estimated cospletion. Upon the
request of the Contracting Officer the Contractor shall furnish him & copy
of the subcontract.

(6) The Contractor shall ldentify all Supject Inventions of thae
Subcontractor of which it acquires knowledge in the performance of this
contract and shall notify thes Patent Counsel (with notification by Patent
Counaal to the Contracting Officer} promptly upon the idsntification of the
inventions.

{7} It 18 understood that the Government is a third party
beneficiary of any subcontract clause granting FIYHts to THE Government in T
Subject Inventions, and the Contractor harsby assigns to the Government all -
rights that .the Contractor would have to enforce tha Suboontractor’'s
obligations for the banefit of the Govermnment with respect to Subject
Inventions. The Contractor shall not be odligated to enforce the
agreemmnta of any Subcontractor hersunder ralating to the obligations of
the Subcostractor to the Government regarding Subjsct Inventions.

{x) Bagkgroupd Patontp.

In paragraphs (k)}{2)} and (Xx)(2) relating to Background Patents, GE agrees
%o the language provided that the words "a subject of this contract’ be
replaced with "such applications and uses of natural gas and ¢oal gas-fired
gas turbinas in combined cycle as aro developed under this contract’ to
limit the licensing ragquired to fielde of technology covered dy the
contract.

(1) rBackground Patent’ means a domestic patent covering an
invention or discovary which is not a Subject Invention and which is owned
or controlled by the Contractor at any time through the completion of thiws
contract: ’

(1) Which the Contractor, but not the Government, has the
right to licemsa to others without obligation to pay royalties tbhareon, ang

(11) Infringement of which cannot reasonably be avoided
upon the practice of any specific procese, method, machine, manufacturas, or
composition of matter (including relatively minor modifications therxeof)
which is a subject of the ressarch, development, or demonstration work
performed under this contract.

(2) The Contractor agrees to and does hersby grant to the
Government a royalty—free, nonsxcluwive licemse under any Background Patent
for purposes of practicing such applications and uses of natural gas and
coal gas-fired gas turbines in combined cycle as are developed under this
contract by or for the Covernment in research, developmant, and
dsoongtration work only.

- 12 -
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(3) The Contractor also agrees that upon written applicatior by
DOX, it will grant tc responsible parties for purposen of practicing such
applications and uses of pnatural gas and coal gas—~fired gas turbines in
combined cycle as are developsd under this contyxact nonaxclusive licensas
nndar any Background Patent on terms that are reasonable under the
circumptances. If, howaver, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve expeditiocous cormercial
developmant or utilization, then a request may be made to DOE for DOE
approval of such licemsing by the Contractor.

t4) Notwithstanding the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patent 1if the
Contractor demonstrates to the satisfaction of the Secretary or his
designee that the Contractor or ite licensees are supplying the subject
matisar covered by said Background Patent in sufficient guantity and at
reasonable prices to satisfy market noeds, or have taken effective steps ox
within a reasonable time are expected to take affective steps to so sapply
the subject matter.

(1) Atomic Enerqgy,-

1) Ko claim for peacuniary award or compsnaation under the
provimions of the Ateaic Energy Act of 1954, as anended, shall be asserted
by the Contractor or its saployees with respact €0 any inventlon or
discvovery made or concelved in the course of or under this contract.

(2) Except an otherwise authorized in writing by the contracting
Qfficer, the Contractor will obtain patent agroeamamts to effectuatea the
provisiona of paragraph (1) (1) of this clause from all persons who perform
any part of the work undar this contract, eoxcept nontechnical personnel, N
such as clerical smployees and manual) laborers.

(m) Limitation of rightm,

NMothing containad in this Patent Rights clause =xhall be desemed to
give the Government any rights with rxespact to any invemtion other than a
Subject Invention except as set forth in the Patent Rights clausme of this
contract .

(n) Limitation in Alienation of Waived Righte

Except for the license reserved to the Contractor in (¢) (1}, the
contractor agrees that any alienmtion af rights in waived subject
inventions by assignmant, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
controlling intarast is to be acquired by a foreign entity in the
Contractor or to any sssignee or licensee of a waived invemtion, then in
that cape any rights in the wmived invention to be acguired by the foreign
entity will be subject to written approval of the Contracting Officer.
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(o) 0.8, competitiveness

CE agreocs that any products sabodying any waived invention or
produced through the use of any waived invention during the texm of a
United States patant covering the waived invention will be measunfactured
substantially in ths United States unlass GE oan show to the satistfaction
of the Contracting Officer that it is not commercizlly feasible to do so.
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(o) 0.5, Competitivenessy

CE agrees that any products esbodying any waived inveantion or
produced through the use of any waived invention during the term of a
Unitad States patent covering tha waived invention will be marmfactured
substantially in the United States mmless GR oan show to the satisfaction
of the Contracting Officer that it is not commercially feasible to do so.
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