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Patent Application Filed in the Name of the Contractor

Electable (197)
CONFIRMATORY LICENSE
Title: Methods for Detection of Ataxia Contractor: The Regents of U/California
Telangiectasia UC Case No.: 99-387-1
Inventor: Richard a. Gatti DOE Docket No.: S-93046
DOE Contract #: 87ER 60548 Application 09/360,416
NIH Contract #NS35322 Filing Date (U.S.): 7/23/99

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries). None

The Contractor certifies that a true copy of the provisions which govern patent rights in “subject
inventions” under the above-identified contract is herewith submitted or has been submitted to the U.S.
Department of Energy by certification dated October 29, 1996.

WHEREAS, the above-identified contract provides the Contractor with the right to
elect to retain title in certain inventions and the Contractor has reported the above-identified invention
as a subject invention under the contract, has elected to retain title therein, and has agreed to file a
domestic patent application thereon, if not previously filed.

ACCORDINGLY, the Contractor hereby confirms that under the provisions of the
above-identified contract governing patent rights, it has granted to the Government a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or have practiced for or on behalf of the United
States the subject invention throughout the world. This license applies to the above-identified
invention, the above-identified patent application (s), and any and all divisions or continuations thereof
and any resulting patent or reissue patent which may be granted thereon.

The Government reserves for itself, and is hereby granted by the Contractor, the
irrevocable power to inspect and make copies of the file wrapper(s) of the above-identified U.S. patent
application and of any related or continuation patent application(s), whether domestic or foreign, for
the above-identified invention.

It is understood and agreed that this instrument does not preclude the Government
from asserting rights under the provisions of the above-identified contract or any other agreement
between the Government and the Contractor, or any other rights of the Government with respect to
the above-identiified invention.

Signedthis/‘_?dayof 19_Zf0nbdmlfofﬂne f the University of California
{ ¢ s Name)
Mr /U'PW"‘—J
*(Cohtractor's Official's Signature)
Linda S. Stevenson, Chief Prosecution Analyst, OTT,
and Temporary DOE Liaison
(Official's Name and Title)
University of California,, 1111 Franklin, 5* Floor,
Oekland, California 94607
(Contractor’s Business Address)

Attachment Patent Rights Clause
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12. Transfers of Funds Between Grants

Transfers of funds between DOE grants, and transfers of funds from a OOE
grant to a project (or portion of a project) not supported by that grant
require the prior approval of DOE. Transfer of funds into a DOT grant-
supported project from a grant awarded by another Federal agency does not
require DOZ prior approval but may, of course, require the approval of
the other Federal agency. Funds sc transferred from the grant of another
Federal agency may not be used to satisfy any cost sharing requirement

on a DOE grant.

13. Property

Real and Tangible Personal Property

No real property may be acquired under this award.

Title to any equipment (an article of tangible personal property that
has a useful 1ife of more than 2 years and an acquisition cost of §500
or more) or supplies 2cquired by a non-profit institution of higher
educatjon or a non-profit organization whose primary purpose is the
conduct of scientific research shall vest in the grantee and such
equipment shall be exempt from accountability except that DOE has the
right to trensfer ownership of any item of equipment having a unit
acquisition cost of §1,000 or more under the conditions specified in 10
CFR 600.117(d)(2). This exemption is derived from Public Law 95-224,
The Federa! Grant and Cooperative Agreement Act of 1977, as amended.
Title to equipment and supplies acquired by all other grantees shall
vest in the grantee. However, such grantees shall be accountable. for
equipment with a unit acquisition cost of $1,000 or more acquired under
tnis grant as specified in 10 CFR 600.117(d)(2), (3) and (4). For suca
grantees, supplies need only be accounted for at closeout and then only
if they are unused and exceed $1,000 in total aggregate current fair
marxet value. In this case accountability requires that DOE be
compensated in an amount computed in accordance with Section 600.117(e)
if the suppiies are retained for use on non-Federal activities,

-Al1 grantees shall follow property management policies and procedures
which provide for adequate control of the acquisitiom and use of assets
acquired under the grant. B

Intangible Property

Treatment, including reporting, of patent and data rights and copyrignts
shall be as specified in the Special Terms and Conditions of this grant.

St/vo°d LSLELBERTSTE Ol 619£9020TE 619£992R1E &4 BE:60 66 6T I
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EXRIBIT IIf

SPECIAL TERMS AND CONDITIONS

SPECIAL RESEARCH GRANTS

The requirements of this attachment take precedence over all other requirements
of this grant found in regulations, the general terms and conditiona, DOE
orders, atc. except requirements of statutory law. Any apparent contradiction
of statutory lsw atated herein should be presumed to be in error until grantee
has sought and veceived clarification from the Contracting Officer, whose
signature appesrs on the face page of this award.

1. Payments under this award will be made by:
Letter of Credit

Payment will be made by:
U.S. Departaent of Energy -
San FPrancisco Operations Office
Financial Managemsnut Division
1333 Broadway
Oskland, CA 94512

In addition to the initial supply of forms made available with this award,
appropriate payment forme and instructions will be provided by that office
upan request. ¢

The grantee shall request cash only as needed for immediste disbursements,
shall report cash disbursements in a timely manner, and shall impose the
same standards of timing and ameunt, including reporting requirements, on
secoudary recipients.

2. Except for technical data contained in pages N/A of the recipient's appli-~
cation, dated _ W/A , vhich are agserted by the grantee as being proprie-
tary data, {t is agreed that as a condition of this avard, and notwithstand-
standing the provisions of any notice appesring on the application, the
Government shall have the right to use, duplicate, disclose and have others
do so for any purpose whatsoever the technical data not identifiad in the
above blanks contained in the application upon which this award is based.

(Paragraphs 3. and 4. apply if this is an Office of Energy Research Grant
awarded in accordance with the provisions of 10 CFR Part 605.)

3. Article 17 of the General Terms and Conditiona for Research Grents is hereby
revoked. Grantee must receive prior approval from DOE before entering into
any sole source contract or a contract where only one bid or proposal is
received, when the value of the contract in the aggregate is expected to
exceed $25,000.

"A"

ST-50°d LSLELBEATSTIE 0L 6195902018 619£90C0TE dd BE:60 66. 61 oY
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6.

DOE PR 9=9.102-2 AUTHORIZATION AND CONSENT (JUN 1979)

The Government hereby gives its authorization and conaent for all use and
manufacture of any invention described in and covered by a_patent of the
United States in the performance of this contract or any part hareof or any
amendment hereto or any subcontract hereunder (including all lower~tier
subcontracts).

DOE PR 9=9.104 NROTICE AND ASSISTANCE REGARDING PATENT AND COPYRIGHT
INFRINGEMERT (JUN 1979)

The proviaions of thia clause shall be applicable only if the amount of
this contract exceeds $10,000.

(a) The Contractor shall report to the Contracting Officer, promptly and
ia reasonable written detail, each notice or claim of patent or copy-

right infringement based on the performiiice of this contract of which
the Contractor has knowledge.

(b) In the eveat of any claim or suit against the Govermment in account of
any alleged patent or copyright infringement arising out of the per~
formance of this contract or out of the use of eny supplies furnished
or work or services performed hereunder, the Contractor shall furnish
to the Covernment when requeated by the Contracting Officer, all evi-
dence and information in posmsession of the Coantractor pertaining to
such suit or claim, Such evidence and {nformation shall ba furnished
at the expense of the GCovermment exceépt where the Contractor has agread
to indemnify the Government.

-

(¢) This clause shall be iacluded in all subcontracts.
DOE PR 9-9.110(c) REPORTING OF ROYALTIES (JUN 1979)

If this contract is in an amount which exceeds $10,000 and if any royalty
payments are directly involved in the contract or are raflected in the
contract price to the Government, the Contractor agrees to report in
writing to the Patent Counsel (with notification by Patent Counsel to the
Contracting Officer) during the performance of this contract: and prior to
its completion or final settlement, the smount of any royalties or other
payments paid or to be paid by it directly to others in connection with the
performance of this contract together with the names and addresses of licen-
sors to whom such payments are made and either the patent numbers involved
or such other information as will permit the idectification of the patents
or other basis on which the royalties are to be pafid. The approval of DOE
of any individusl payments or royalties shall not stop the Covernment at

any time from contesting the enforceabilicy, validity or scope of, or title
to, any patent uyader which a royalty or payments are mads.

S1/90°d LSLELBEATSTE 01l 6T9590CBIE 619£90CVIE ¥4 I£:60 66. 6T a9NY
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9. DEAR 952.227-77 RIGHTS IN TECHNICAL DATA - SHORT FORM (APR 1984)

(a) Definitions., The definitions of terms set forth in DEAR 927.401 apply
to the extent these terms are used herein.

(b) Allocation of rights.
(1) The Government shall have:

(1) Unlimited rights in technical data first produced or
specificelly used in che performance of this contract;

(ii) The right of the Contracting Officer or his representation
to inaspect at all reasonable times up to three yesrs after
final payment under this Grant all technical data firsc
produced or specifically used in the Grant (for which
inspection the Grantee or ita subcomtractor shall afford
proper facilicies to DOZ); and

(iii) The right to have any technical data first produced or -
specifically used in the performance of this grant deliv-
ered to the Government as the Contracting Officer may from
time to time direct during the progress of the work, or in
any event as the Contracting Officer shall direct upon
completion or termination of this grant.

(2) The Grantea shall have:

(i) The right to use for its private purposes, subject, to
patent, security or other provisions of this contracet,
technical dats it first produces in the performance of
this Grant provided the data requirements of this Grant
have been met as of cthe date of the private use of such
data. The Crantee agrees that to the extent it receives
or is given access to proprietary data or other technical,
business or finencial data in the form of recorded informa~
tion from DOL or a DOE contractor or subcontracter, the

. Grantee shall treat such data in accordance with any
restrictive legend contained thereom, unless use is
specifically authorized by prior written approval of the
Contracting Officer.

(e¢) Copyrighted material.

(1) The Grantee agrees ta, and does hereby graat to the Government,
and to its officers, ageuts, servants and ewployees acting within
the scope of their dutiea:

S1-48'd LSLELBEATSTE 0L 61309020TE 619£382BIE ¥4 1£:60 66. 61 9NY
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(i) A royalty=free, nonexclusive, irrevocable license to repro-
duce, tranalate, publish, use, and dispose of and to auth-
origse othars co do so, all copyrightable material first
produced or composed in the performance of this contract
by the Grantee, its employees or any individuel or concern
specifically employed or assigned to originate snd prepare
such material; and

(ii) A license as aforesaid under any and all copyrighted or
copyrightable works not first produced or composed by the
Crantee in the performance of thia Grant but which are
incorporated in the material furnished under the Grant,
provided that such license shall be only to the extent the
Crantee now has, or prior to completion or final settle-
ment of the Grant may scquire, the right to grant such
license without becowing Liable to pay compensation to
others solely because of such grant.

(2) The Grantee agrees that it will not knowingly include sny mate~
rial copyrighted by others in any written or copyrightable mater
rial furnished or delivered under this contract without & licenae
as provided for in paragraph (e¢)(1)(ii) hereof, or without the
consent of the copyright owner, unless it obtains specific wric~
ten approval of the Contracting Officer for the inclusion of such
copyrighted material.

10. OMB Cir. A=124, Trans. Memo Mo. 1 ~ PATENT RIGHIS (SMALL BUSINMESS *FIRMS
OR NONPROFIT ORGANIZATIONS - APR 1984)

‘a. Definitious

(1) "Iavention" means any invention or discovery which is or may be
patentable or otherwise protectable under Title 35 of the United
States Code (USC).

(2) "Subject lavention" means any invention of the Grantee conceived
oY first actually reduced to practice in the performance of work
uander this contreact.

(3) "Practical Application" wmeans to manufacture in the case of a
. composition or product, to practice ia the case of a process or
method, or to operate in the case of x machine or system; and, in
each case, under such conditions as to establish that the inven—
tion is utilized and that its benefits are, to the extent permic-
ted by law or Government regulations, available to the public on
reasonable terms,

S1-80°d LSLELBEATSTE 0L 61989020TE 619£90201¢ ¥4 T£:60 66. 61 9N
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b.

S1-60°d

(4) "Made" when used in relation to any invention means the concep-
tion or first actual reduction to practice of such invention.

(5) "Small Business Fira" weans a small business concern as defined
at Section 2 of Public Law 85-536 (15 USC 632) and {mplementing
regulations of the Administrator of the Small Business Adminis-
tration. For the purpose of this clause, the size standard for
small bdusiness concerns involved in Government procurement, con-
tained in 13 CFR 121.3-8, and in subcontracting, contained in 13
CFR 121.3-12, will be used.

(6) "Nomprofit Organigation” means a univerity or other institution
of higher education or an organization of the type described in
section 501(c)(3) of the Internal Revenue Code of 1954 (26 USC
501(c) and exempe from taxation under section 501(a) of the
Internal Revenue Code (26 USC 501(a) or any nonprofit secientific
or educational organization qualifiéd under a state nonprofit
organization statute. .

(7) ."Patent Counsel" means the Department of Energy (DOE) patent
counsel aasisting the DOE contracting activity. -

Allocation of Princigil Rights

The Grlnc’;ny retain the entire right, title, and interest throughout
the world to each subject {nvention subject to the provisions of this
clause and 35 USC 203. With respect to any subject invention in.which
the Grantee retains title, the Federal Government shall have a nonex-
c¢lusive, nontransferrable, irrevocable, paid—up license to practice or
have practiced for or on behalf of the United States the subject ifaven-
tion throughout the world. .

Invention Dis¢losure, Election of Title and F{ling of Patant
Application by Contractor

(1) The Crantee will discloase cach subject iavention to the Patent
Counsel (with notification by the Patent Counsel to the Con-
tracting Officer) within two months after the iaventor discloses
it ia writing to Grantee personnel responsible for the Adminias-
tration of patent matters, “The disclosure te the Patent Counsel
shall be in the form of a written report and shall identify the
contract under which the inveation was made and the inventor(s).
It shall be sufficiently complete in technical detail to convey a
clear understanding, to the extent known at the time of the dis—
closure, of the nature, purpose, operation, and the phyasical,

chemical, biological or electrical characteristics of the inven-
tion. The disclosure shall alao identify any publicacfon, or

LSL64L8601516 01 619£90CATE 619£902CDTE dd 2£:60 66 61 IW
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d.

S1-81°d

2)

(3)

(4)

o))

sale or public use of the iavention and whether & manuscript
describing the iavention has been submitted for publication and,
if so, whether it has been accepted for publication at the time
of disclosure. In addicion, after disclosure to the Patent Coun-
sel, the Crantee will promptly notify the Patent Counsel of che
acceptance of any manuscript deseribing the invention or of any
sale or public use planned by the Crantee.

The Crantee will elect in writing whether or not to retain title
to any such invention by notifying the Patent Counsel within
twelve months of disclasure to the Grantee: provided that in any
case where publicaction, on sale or publie use has initiated the
one year statutory period wherein valid patent protection can
still be obtained in the United States, the period for election
of tital terminates sixty days prior to the end of the statutory

pﬂriOd - ’

The Grantee will file ite inicial peutent applicatioenr on an elec-
ted invention within two years after election, or if earlier,
prior to the end of any statutory period wherein valid patent -
protection can be obtainred in cthe United States after a publica-
tion, on sale, or public usea. The Grantee will file patent appli-
cations in additional countries wicthin either ten months of the
corresponding initial patent applicacion or six wonths from the
date permission is granted by the Commissionar of Patants and
Trademarks to file foreign pateat applications where such filing
has been prohibited by a Secrecy Order. .

Requests for extension of the time for disclosure to the Patent
Counael, election, and filing, may, at the discretion of the
Patent Counsel be granted.

Conditions When the Government May Obtain Title

The Grantee will convey to DOE, upon writtem request, title to
any subject inventionm:

(i) If the Grantee fails to disclose or elect tha subject
* invention within the times specified in (¢) above, or
elects not to retain title.

(ii) In those countries in which the Grantee fails to file
patent applications within the times specified in (c)

above; provide, however, that if the Grantee haa filed a

patent sapplication in & country after the times specified
ia (c) above but prior to its receipt of che written

request of the Patent Counsel, the Crantee shall continue
to retain title in that country; or

LSLELBHATSTE OL 61959aC01L 619¢£982ATE o4 CE:68 66 61 DNY
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(iii) 1In any country in which the Grentee decides not to con-
tinue the prosecution of any application for, to pay the
maintenance fees on, or defend in a reexamination or oppo-
sicion proceeding on, a patent on a subject iunvention.

e. Miniwmum Rights to Crantee

(1) The Grantee will retain a noanexclusive, royalty-free license
throughout the world in each subject invention to which the
Government obtains title except if the Grantee fails to disclose
the subject invention within the times specified ia (c) above.
The Grantee's license extenda to its domestic subsidiaries the
affiliates, if any, within the corporate structure of which the
Grantee is & part and includes the right to grant sublicenses of
the same scope to the extent the Grauntee was legally obligated to
do 30 at the time the Grant was gwarded. The license is trans-
ferable only with the approval of DUK except when transferred to
the successor of that part of che Grantee's business to which the
invention pertains. . :

(2) The Crantee's domestic license may be revoked or modified by DOE
to the extent necessary to achieve expeditious practical applica-
tion of the subject invention pursuant to an application for an
exclusive license submitted in accordance with 10 CFR 781. This
license will not be revoked in that field of use or the geographi-
cal areas in which the Crantee has achieved practical application
and continues to make the benefits of the invention reasonably
accessible to the public. The license in any foreign country may
be revoked or modified at the diseretion of DOE to the extent the
Grantee, its licensees, or its dowestic subsidiaries or affili-

tes have failed to achieve practical application in that foreign
country. ~

(3) Before revocation or modification of che license, DOE will fur—
nish the Grantee & written notice of its intention to revoke or
nodify the license, and the Grantee will be azllowed thirty days
(op such other time as may be authoriszed by DOE for goad cause
shown by the Grantee) after the notice to show cause why the
licenae should not be revoked or wadifiad. The Grantee has the
right to appeal, in accordance with 10 CFR 781, any decision
concerning the revocation or modification of its license.

f. Grantee Acti o Protect Government's Interest

(1) The Grantee agrees to execute or to have executed and promptly
deliver to the Patent Counsel all instruments necessary to:

Sts/11°d LS26L86BTSTE 0L 6T138CATE 619£90CATE a4 CcE£:68 66« b1 9MY

PATENT
REEL: 010546 FRAME: 0012



(i) Establish or confirm the rights the Government has
throughout the world in those subject {nventicns for
which the Grantee retains title, and

(ii) Comvey title to DOE.when requested under (d) above and
to enable the Govermment to ohtain patant protection
throughout the world in that subjeet invention.

(2) The Grantee agrees to require, by written agreement, its employ-
ees, other than clerical and nontechnical employees, to disclose
promptly in writiag to personnel identified as responsible for
the adainistration of patent matters and in a format suggested by
the Crantee each sybject invention made under this contract in
order that the Crantee can comply with the disclosure provisions
of (¢) above and to execute all papers necessary to file patent
applications on subject inventions. The disclosure format should
require, as & minimm, the informatiom réquested by (c)(1l) above.
The Crantee shall instruct such employees through the employee
agrees or suitable educational programs on the importance of
reporting inventions in sufficient time to permit the filing of
patant applications prior to Tnited States or foreign scatutorx
bars.

(3) The Grantee will notify the Patent Counsel of any decision not to
continue presecuction of a patent application, psy maintenance

fees, or defend in & reexamination or opposition proceeding on a
patent, in any country, not less than thirty days beford the
expiration of the response period required by the relevant patent
office.

(4) The Grantee agrees to include, within the specification of any
United States patent application and any patent issuiag thereon

covering a subject invention, the following statement, "This
{invention was made with Govermment support under (ideanficy the

grant) awarded by the Department of Energy. The Goverument has
certain rights in this invention™.

(52 Th; Grantee agrees to:

(i) Provide a report prior to the close-out of the grant
liating all subject inventions;

(ii) Provide notification of all subcontracts under this con—
tract for experimental, development, demonstration, or
research work, the identity of the patent rights clause
therein, and copy of each subcontract upon request;

STs21°d LEL64860TSTE OL 619£9CATE 613E90CATE dd ££:680 66, 6T WM

PATENT
REEL: 010546 FRAME: 0013



: ® N
10

(iii) Provide promptly a copy of the patent applicationm, filing
date, serial number, patent number and issue date for any

subject invention in any country in which the Grantee has
applied for a patent.

g Subcontracts

(1) The Grantee will include this clause, suitable modified to iden-
tify the parties, in all subcoantracts, regardless of tier, for
experimental, developmental or research work to be performed dy a
snall business firm or a domestic nonprofit organization. The
subcontractor will retain all rights provided for the Grantee in
this clause, and the Grantee will not, as part of the comsidera-
tion for awarding the subcoatrast, obtain rights in the subcon-
tractor's subject iaventions.

(Z) The Crantee will include in all other subcontracts, regardless of
tier, for experimental, developmentisl, demomstration, or resesrch
work the patent rights clause required by &1 CFR 9-9.107-5(a) or
41 CFR Section 9-9.107-6 as appropriate, modified to identify the

parties. .

-

(3) In the case of a subcontract at any tier, DOL the subcontractor,
and the Grantee agree that mutual obligations of the parties
created by this clause constitute a contract betweea the subcon—
tractor and DOE with respect to those matters covered by this
clause. .

h. Reporting on Utilization of Subject Inventions

The Grantee agreea to submit on request periodic reports no wmore fre-
quently than snnually on the utilization of a subject iavention or on
efforts at obtaining such utilizacion that are being made by the Cran—
tee or its licensees or assiguees. Such reports shall include informa-
tion regarding the status of development, date of first commercial
sale or use, gross royalties received by the Graatee, and such otherx
date and information as DOE may reasonably specify. The Graatee also
agrees fo provide additional reports as may be requested by DOE in
connection with any march-in proceeding undertaken by DOE {n accord-
ance with paragraph (j) of this elause. To the extent data or informa-
tion supplies under this section is considered by the Grantee, its
licensee or asgignee ¢o be privilaged and confidential and ie so
marked DOE agreea that, to the extent permitted by 3% USC 202(e)(S),

it wvill not disclose such information to persons cutside the Govern~-
ment .
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ia Preference for United States Industry

Kotwithatanding any other provisiou of this clause, the Grantee agrees
that neither it nor any assignee will grant to any person the exclu-
sive right to use or sell any subject invention in the United States
unless such person agreez that any products embodying the subject
iaveation or produced through the use of the subject invention will be
manufactured substantially in the Uniced Stateas. However, {n indi-
vidual cases, the requirement for such an agreement may be waived by
DOE upon & showing by the Grantee or its assignee chat reasonable but
unsuccessful efforts _have been made to grant licenses on gimilar terms
to potential licensees that would be likely to manufacture substan-

tially in the United States or that under the circumetances domestic
manufacture is aot commercially fessible. :

Je March-in Rights

The Grantee agrees that with respect o any subject inventiom im which
it has acquived title, DOE has the right in accordance with the pro-
cedures in OMB Circular A-124 to require the Grantee, an assignee or
exclusive licensee of & subject inventiomn to grant a nonexclusive,’
partially exclusive, or exclusive license ia any field of use to a -
respounsible applicant-or applicants, upon terms that are reasonable
under the circumstances, and if the Grantee, assignee, or exclusive
licensee refuses such a request, DOE has the right to graat such a
license itsgelf if DOE determinas that:

{1) Such action ia necessary because the Grantee or assignee has not
taken, or is not expected to take within a reasonable time, effec~
tive steps to achieve practical application of the subject inven-
tion in such field of use;

(2) Such action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the Grantee, assiguee, or
chei: licensees; ‘

(3) Such action is necessary to meet requirements for public use
spgcified by federsl regulations and such requirements are not
reasonably satisfied by che Grantee, assignee, or licensee; or

(4) Such action is necessary because the agreement required by (i) of
this clause has not been obtained or waived or because a licensece
of the exclusive right to use or sell any subjeect invention in
the Unitced States in in breach of such agresment.
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ke Sgecill Provisions for Grants with Nonprofit Organizations

If the Grantee is a nonprofit organization, it agrees that:

(1) Rights to a subject invention in the United States may not be
assigned without the approval of DOE, except where such assign-
mant is made to an organigation which has as one of its primary
functions the management of inventions and which is not, itself,
engaged in or does not hold a sybstantial i{nterest in other
organizatfions engaged in the manufacture or ssle of products or
the wse of processes that might utilize the invention or be in

competition with embodimeats of the invention (provided that such
assignee will be subject to the sawe provisions as the Grantee);

(2) The Grantee may not grant exclusive licenses under United States
patents or patent applications in subject inventions to persons
ocher than small business firms for a period in excess of the
earlier of: '

(i) Five years from first commercial sale or use of the
invention; and '

(ii) Eight years from the date of the exclusive liccnnn except-
ing that time before regulatory agencies necesssry to

obtain premarket clearaunce, unless on a case~by-case
basis, DOE appraves a longer exclusive license. If exclu-
sive field of uvae licenses are granted, commercial sale or
use in one field of use will not be deemed commercial sale
or use with respect to & product of the invention will not
be deemed to end the exclusive period to different subse-
quent products covered by the invention;

(3) The CGrantee will share royalties collectad on a subject invention
with the inventor; and

(4) The balance of any royalties or income earned by the Crantee with
respect to subject ianventions, after paywment of expenses includ-

ing payments to inventors) incidential to the administration of
subject inventions, will be utilized for the support of scien-
tific research or education.

(1) Commmmications

The DOE central point of contact for communications or matters relat~-
ing to this clause is the Patent Counsel.
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