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CONFIRMATORY LICENSE

(Advance Waiver)
Title : PROCESS AND APPARATUS FOR LOW TEMPERATURE
ELECTROLYSIS OF OXIDES
Inventor(s) : Alfred F. La Camera, Kathleen M. Tomaswick, Siba P. Ray & Donald P. Ziegler
Serial No. : 137,432 Filing Date:  October 15, 1993
Contractor : Aluminum Company of America (ALCOA)
DOE Contract No.: DE-FC07-891D12848
DOE Case No. S-95,007 U.S. Patent No. 5,415,742 - Issued May 16, 1995

Waiver No. : W(A)-90-065

Foreign Applications filed in or intended to be filed at Contractor's expense in (countries):

An advanced waiver of Government rights having been granted by the U.S. Department of Energy (DOE) to
Aluminum Company of America and the above-identified invention having been reported as a Subject Invention to
DOE by the contractor with its election to file a domestic patent application thereon, the effective date of said waiver
for the above invention is December 8, 1999.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government under
41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any resulting patent as
well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof, and of all rights acquired
by the Government by the referenced patent rights clause, a copy of which is attached hereto and incorporated by
reference herein. The undersigned certifies the attached copy to be a true copy of said clause. It is understood and
agreed that this license does not preclude the Government from asserting rights under the provisions of said contract
or any other agreement between the Government and the Contractor, or any other rights of the Government with
respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified patent
application.

-— (1 -,
Signed this__ "/ dayof )5 ~ 19 Qe

(SEAL)
ALUMINUM COMPANY OF AMERICA (ALCOA)

(Contragtor)

(Contractor’s Official and Title)
Frank L. Lederman — VP & Chief Technical Officer

Alcoa Inc., Alcoa Technical Center, 100 Technical Drive,

{Business Address)

Alcoa Center, PA 15069-0001
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SO0 LLddUlolowns

(1) "Subject Invention" means any invention o

r ciscovery of ths
Czntzazctor conceived or f£izst actually raduced to przctice in the course of or
undsr this contract, and includes any pact, method, procsss, machine,
mznufactura, design, or ccmposition of matter, or zay new and useful
izzrovaemant therzof, or any variety of Pl:u-s, w::::a: Tztantad or uncatantad
nizr the Patant Laws of thae United Statss of Zzerica or zny foraign country.

{2} "Conitrczci™ me&zns zay con , understznding,
or cthar arrangsement, which includss or dsmons-rzilien
wozk, and includes eny assicnment or -

(3) "Govsznment acsncy" includ cutis tment, indscendent
::m;-swow, Fo;*d, office, zgency, administ i uLl i Goverament

¢sroorztisn, or other Governmeat esta ve Braznch of the
Govarnmant of the United States of Ame

—
-
=

(4 To the point of practiczl zoplicztisa™ means Lo menufacturs in
<hs ¢z ¢ & composition or preduct, to practiize in ths czse of a process, or
5 cperzte In the czse of a2 mzchine znd undsr such conditicns as to estzblish
ThzT the invsntion is being worked zand that its = fits a-e rszsonably
eccessible o the public.

(3) “"Patant Couns2l" mzzns the DOE Pzisnt Counsal assisting the
srocuring astivitv. '

(D) Allocaticn of Principal Rights.

(1) Assicmment to the Goverament. Tha Contzzcsior a2crzss to zssicn to
tha Governmant the entira rignt, title, and intersst throuchout the werid in
znd to =ach Subject Invention, excent to the extent that righis arzz weivad to
gnd retzinsd by ths Contractor under pazzgzephs (B) (2) zzd {c) of this clause.

(2) Grezter Rights Determinations. Tha Contzzciocr or the
emplovee~inventor with zuthorization of the Contzzctor may ragusst groesster
rights than the domestic and foreign patent righis providad in paragrzch ()
¢Z this clause on identifisd inventions in acgordance with £1 CZR 9-9.10%-s5.
Such racuests must be submitted to Patent Coumsa2l (with notification by Paient
Counsal to the Contzzcoing Cificer) at the tima of ths Zirst disclosurs
sursuant to paragrzzph (e) (2) of this clause, or not lziex than 9 months alzer
cencertion or first actual cacuction to practics, whichsver occurs first, cr
such lcnger period as may De zuthorized by Patent Counsel (with notifizzticn
oy Patent Counsel to the Contrzcting Officer) for cood czuse shown in writing
Zv the Cecntractor.

{¢) Pighats to the Contragtor
(1) Minimum Contzactor licenmse. The Contrzcior zservas an
irrsvocadle, ncnexclusive, peid-up license in sach szisnt a;pl cation I:
- 3

to
T i
Ny countoy on a Subject Invention and any resulting pa! which the

led in

-l =

PrY
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Pazt iI - Sgeciak . =tms and Cscadizions

¢

—

Governmant aszuizes tisle, The license shall extend Lo the Cantractor'’s
cdomestic subsidizzriss and zifiliates, if any, within the corporate st-uctu:-s
of wnich the Cont:zctor is a part and shall incluce the right to grant .
sublicenses of th2 szme score to the extent the Contractor was legzlly
obligated to do so at the time the contract was awarded. The license shall bka
trznsierable only with acczceval of DCE excapt when transferrad to the
successor of that zart of the Contractior’s business to which the invention
DECIains. : e T
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(1) SuzZect to the provisions of pearzgrash () (3) and sazzgrzzh
(2) of this clzuse, with rascact only to 2 Subject Iavention rssortad ifh
accordznce withz-zgrzzh (2) (2) (L) of this clause and with the writtsn raco-o
of which is includad zn elsction zs o whather the Contractor will ratzin ths
zignts in the invanticn walived herein, ths Contraciosr rasesves the entirza
ccmestic richt, tizla and intersst in any United Staztes patent application ¢n
the Sudject Imvention filsd and any rasulting Unitsd States fatent secured by
the Centracior. -

(1I) Supject to the toovisions of carzgrzoh (<) () and carzgozsh
(2) of this clzuss, with rsspect only to 2 Subject Invention zzoorted in
2zzordance with zzrzzzash (=) (2) (L) ¢ this clause and with the woititsn -soort
of which is includsd zn eleciion s 25 whether the Contractior will rstzin the
rights in the invsatien wzived hersin znd a stztament specifying these forsicn
ccuntries in wihich such rights will ze zetained, znd subject to DOE gecurity
regulztions irsments, the Centractor ressrves the entice right, title
gnd in s ol ign satent zzplication on the Subject Inventicn filsed
and an s a oztent sacu-ed by the Contrzctor in these forsica
ccuntrie

(1) Subjezt to the richits cranted in paragrazzh (2) (1) of this
clzuss, the Contrazcior s23 to convay to the Government, uszon recussi, the
entize demestic cizght,  and intezest in anv Subject Inmvsntion whan ths
Contzactor:
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() Tzils to have 2 Unitsd Statss zatenat zzoliczticon filed
k - - + -~ - - - - .n - -~ - - -} - S - ey b
cn the inventicn In accozdznce with zarzzgrash (&) (L) o this clauvse, or
¢acides not te¢ zcontinrve mreosscution of such gppilcaticn; or
- 3 - SAam. b - - -
(C) 2t zny time, no longsr dasizass Lo retzin title.
I - - - - P O -- - - e ey
und2st to the -ights gzznted in zsarazczzrh (c) (1) of Thls
- - - e ~- - - o - - - - -
Tr agoses to ccnvay to the Government, upon recuast, the
- - - - = e - - - - & —
ard interest In any Subject Invention in any for2ign
zctor: )
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. Pzt Il - Sgecial . [-ms zn2 Conditiorns
. (
(2) Dees not elect pursuant to pazzcczash (c) (2) (i) of tais

tain such rignts in the country; or

(3) Fails to hava a patent application f£ilad in the country
cn tha Subject Invention in accor-dznce with zaragraph (2) (3) of this clause,
cr dacides not to centinue prosacution or to pay any mzintenance fees covering
t=2 invention, To aveid forIsiturs of the zatant azslicztion or patent, the
Cecmzzzczor shall notify the 2ziant Ccunsel not lass thzn 60 davs defcrse.thes
exzirzzicn zeried for any =zction raguirad by the forsign Pzient Office.'

(1ii) Cecrnveyzncss fezuested purstuant £o saragrzohs (2) (3) (i) and
{2 if) of this claus2 shzil e mzde by delivering €0 Tha Pzient Counsal
culy 2cutaed instruments and such OThSr pipers &s ar2 dssmed nacessary to
v2sT in the Govdrnment tha entirzs -isht, title, and iatsTest in tha iaventicn™
To =znzdle the Government ©o zzply Ior and presacute satant zzolicatieons
csvaring the Inveatien In this or the forsignm country, rsscscilively, or
cthnerwise 2stzblisnh iis cwnership ¢f the invention.
(iv) For sazch inven? in which thes Ccn initially elects
Tuzsuzat o (¢) (2 ) ez () {2) (i: ! clzuss nct in the rights
wzived, the Contrs oz shell info @ Pafsznt Counsel oTlv in writing of
s Zzta z2nd id v oI v cn-3 zudliic use, or = ic gisclasuze of the
vantlon winiizh cons 2z uTory car undar 33 USC 102, which wes
thozizad oy o wn T Cen Tor, or any conteaxplziad zcticn of this
RE22iI2.
(v) Govsrmmsnt LizZensa !
With rascec act Iovantic
Title, tha Tede T shall have
izzsvoczzle, ©=2 to Tractice or ks e of
tha Unitsd stzat T Izmveation throughout ths w
(vi) Feocezzing on Utilization of Sukizczi Inwsnitions
Th2 Conizzcior agoess zmit on raquest pericdic z2poris nc more
frszuently then annuzlliy © utiliz=tion of & Subisct Invention or cn
effsrts a2t obtaining such zztien that zre being mzde by the Contrzctor or
its licsnsess cor sssignass. 2 reports shall includs informetion ragarding
the stztus of dswvelcTmant, of first commercizl sale or use, gross
roveltliss zeocsived Ly the cior, znd such other <Zztz znd informztion as
DCE mazy zs=sonzbly szecily Contractor 2lso agrsas to previds additiconzl
I230rtS &S ma&yv D& rsTosste CZ in comna2ction with any m=r-ch-in procseding
vndarizken by DOE in sccor with parzsgrash (c) {3) {vii of this clause.
To the extent cdazz or inic sn susplizd undar this parzgros is considerad
by the Cont-azczor, izs iz or essignse to De civile znd ccniidentizl
znd is so markad, DO zgrsss thas, to the extant permizits 35 UsC
232~-(c}Y (3), it «will not <&isczlcse such infc-matlion to Tarss uiside the
Govaonment.
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Coo Part II - Special  :rms and Conditions

(vii) Preferance for United Stztes Industiry

F

MNotwithshanding any other provision of this clause,” the-Contrzcsor agreas
that neither it nor zny assignee will grant to any person the exclusive right
to use or sall any S”Dj°'t Iavaeation in tha Unltad Statas unlass such gerson
acrees that any products embocying the Subject Invention or grocduced through
the us2 of tha Subisct Invention will ke uu“a:acbu:ed s":s:an:;:lWy in the
United S:iz-ss., Howaver, in individual czsas, the recuirement for such zn
ag-esment ~ay 2ived by DOE uvzon 2 shcwing by tha Contracior or its
gssignze that c ut unsuczessful efforts hzve teen mede to grzat
licens2s ¢ € o to potantizl i t would k2 liksly (o
minuizctuze st a in the United & undsr the clzcumsiznzes
lomastic manuizctu is not cemmexnclieally

2rzca-In RLghTs - -

or agrsss that with cect to any Subject Invsntlion im which
title, DCE has the right in egccorcdeaace with the croceducss in
= L0 recuizs the Conirzacioz, an assignes ¢r sxclusive
z3ect Invanticn Lo grznt & nonexclusive, parzizlly sxclvsive,
zns2 in any field of use to 2 responsipls appliizant er
tarms that ars rszscnzhla undar the cirsukstances, znd if the
zsgignes, or exclusive licenssza -sfuses such & zzgusst, DCE has
zntT such a licsnse itszlf i1f TCE detarmines that:
} Suzh action is necszssacy beczuge the Coo assignea has
or is not expected to tizke within a rszso eifactliva
teos ©o zchisve practiczl azppiicziion of the Subjec in such field

{3) Sac 10 mest recuirszments for puzlic tse
sceciiisd by ZzZs uch raguirsments are not rsasonsdly
satisiisd by the or licansses; or

(8) Such zction is neczzsz-v Taczuse the z2greemant racuirsd by
saragrash (c) (3) (vii) of this clzuse hzs not been obtzined or wzived or
beczus2 & licansse of the exclusive right to use or sell zny Subject Invantion
in the Uniied S:iztas is in bzszch of such agoesement.

{4) Tzrmizations.

(1) Any waiver cr cstantion of rights Dy the Cent
carzsrz=hs (b) (2), () (1), or (2)(2) of thls clause mzy De taInm
disczerion of the Secretzry or nlis dezignss, in whcls2 or In zers
camuest for wzivar or retenticn of rights by the Conirzzctor Iis
contzin fzlss mztarial stafements or nondiszlesur2 of mazterizl facis, and such
were scecifically reliad upen in rezching th2 waiver dstemination o the
ag:ee:én: to the retention of rigais by the Centractor.
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ii) 2ny waliver of

o
n
t
v
3

b
[o 0
-
o
[

the right ataina ccozdzance with

cerzgraph (c) (2), as applied to particular inventions, mey be terminztad’at
the disc-etion of the Secretary or his designee, in whole or-in part, if the
Con--zc-or fzils to comply with the provisions set forth in paragraph (c)(3)
znd paragzazh (d) of this clzus2, and such Zeilure is dsterminad by the
Szcretary or his designee to be materizl zad ca2trzimentzl to thz intarests of
the Unitad Stztas and the canecel pudlic. ]

(iii) Prior to terminzting any wevier of richis under parz§razh
(e) (4) (1) or (c) (%) (ii) of this clause, the Contractor will za given wzizian
ao-ice of the intsntion to temminate the wavier of rights, tha sxtant of such
croocsed tarminziion end the rasasons thersior, zand a ¢ riod of 30 dzys, or
such longar pericd z3 the SecIstiry of cassignea si dstsrmina foz good
czuzz shown in writing, to shew czuse why the walv ighis should not k=2 —
so ta2rminzizd.

((v) 2ll tzrminztions of waivers of rights undsr pzrzgrzza
(e} (4) (ii) shell be subject to the rights granted in carazgzzzh (c) (1) of this
clzuss, aad tsrmination shall nommzlly be sastizl in natuse, ra2zuiring the
¢snozactor to grznt nonasxclusive or partizlly exclusive licsan o)
resceonsible zpslicants upen LEIRs Ie2SO e uncar ths ci zes.

(3) Tffective Date of Walvars.
The wziver of rights in 2 Subject Inventicn shall be elZzcilve on tae

following czzas:

i ccnéegve
2 dzte oI t
= gfter tha
(ii) Tor idsntified inventions under acv
i anczived or first actuslly rsduced o pra
e ta of the contrzct, on the dzis the invent
e tz2i3 tha waived zights in thazt inventicn
(iii) For weivers of identilied inventions
acvance weivez), on the dzte of the letisr notifying the
wziver hazs bessn granted.
(&) Filing of Patent 2Asgplicatiens.

(%) raspact to ezch Subject Invention in wnich the Contzzct
elac=s to rezzin demestic rights pussuaat Lo paragozzh () (2) () of this
clzusa, thne Contracior shall have & domestic cztent esplicztion filed cn o2
javantion wi-hin 6 meontns after submission of the invanticn disclicsure
pursuzat to perzgrEmhn (2) (2) (1) of this clzusa, or such 1oSngel ceriod of time
as mzy De acoroved by the Fatent Counssl far good czuse shown in wilting Iy
the Contraccor. Tor ezch identified inventicn, the richis in which azs weived
t5 thne Conizzcisr, the Centractor shall have & éomestic catant applicztilen
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(2) The Contractor will include the Paz:iesnt Righzis clzuse cf
DZAR 952.227-71 suitzbly modified to identify the paztiszs in all
sutconkracis, racardless of tier, for experimental, Z=2velscmantal
cr ra2ssz-ch work to be performed by a small businsss cr a Zeomestic
nomorofit orcanizatizsn. In all other subconirzcis, zsgzzdlzss of
t:a}, for expsrima2ntzl, devalosmental demonstzzticn, ¢z ze2sszc-ch f
work, the Contrzctor ghall include the Patent Rights zr-ticls cof 21
CTR 9-9.107-5(a) cr &1 CTR ©-2.107-6 &35 apprcorizie, modilizd to
idzntifyv the partias,

(3) =xc23t 23 mzy be otharwisa gprovided in this clzus2, 2ha -
Con=rac=or shz2ll not, in any subcontract or kv using =
23 considezation therzfor, aczguizr2 any rights in its -tz
csuzia2ct Inveaticn fcor the Contractior's own us2 (2s &
from suzh rights 2s mzy be reguisad sol2lily to ZulZfill shs CZoniro:o
to-'s conizackt obligziions to th2 Govarament in the psriosrmance o2
this contrzct).

(4) All invsation disclesures, rs=ports, instrcuomzntz, z2nd
ctnar informaticn raguirsed to be furnished by the Subconirzczor <o
DO, under :the provisions of a Pztent Rights clauvse In = sth-
contract hersunder mazv, in tha éiscration of the Contr-zciing 0Ificer,
e furnished to tha Contractor for transmission to DOE.

t

(3) T™he Conirza2cior sheall promptly notify the Con '
Cfficer in writing upon the award of any subcontract conk
Tztant Righis clazuse by identifying the Subconiractor, tha
te pearformed under tha subcontract, and the dates of zwz:d
estimztad completion. Upon the ra2cuest of the Contrzciing
twas Contrzcior shzll furnish hima ccoy of the subcontrzct.

(5) The Contractor shzll identify 211 Subiect Invenzichs
of the Subecontractor of which it acguir-ss kncwledge id the psr-iocrnm-
zanc2 of this contrz2z: and shall notify the Pzi=2nt Counsszl (wizh
notification by Pzt2at Counsel to the Ccntracting OIficer) prompily
tpcn the identificz2tion of the inventions.

(7) It is understood that the Government is a thi:d party
sen2fiziary of any subcontract clause cranting richts to the Gova:in-
ment in Subject Inventions, and the Contractor hersby assigns Lo
-%w2 Govarnment 211 rights thet the Conirzzctor would hzve to enfcroce
=%a Syeh=sontractor's oblicztions fcor the benefit of thes Govaronment
with resoect to Subject Inventions. The Contractor sihall nct be
o1l i;atea to enforce the agreements of any Subcontractor hersunder
z2lzting %2 ths obligations of the Sudbcontractor to :ths Govsronment
ceczrding Subject Inventions.

PATENT
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(k) 3Backcround Psztents.

{1) "32ckxground Patz2nt” means a domestic pat2nt cavering an
inven+tion or £izcovery which is not a Subjact Invantion aad which
is cwned or =zontrollad by the Contractor 2t any tima through the
complation of this contract:

(L) which the Contrzactor, but not the Gecvernm=2nit, hzas
tha right %2 licsnse to others without obligation to pay covaltizs
ther=2cn, &ad - - -

(i) Infringement of which cznnoit rezscnably be avcidfed
uoon the practics of any specific procsss, method, machine, manu-
facture or compdcsition of matter (including relatively minor modifi-
cz=icns the:z2of) which is a2 subject cI the reseza:-zh, éavalooment,
or damonstration work perfcormed under this contrack.

{2) The Contractor a2gr=es to znd does herz2by crznit &9 the
Govsraomant 2 rovzlity-ESr=ze, nonexclusive license undzr zny Zz2ck-
czound Pata2nt for purposss of practicing a subject of this contrack
»y or for the2 Govearnment in ressz:rch, cdaveloomen:, aasf demonst-ztion
work only.

| -

(3) The Contractor a2lso acrees that upon writta2n zpolicztion
by DOZ, it will grant to respoornsible parties for purzmocsass of prazc-
ticing a subject of this contract nconsxclusive licesnses under any
Sackground Patent on terms that are rzasonable under the circum-
stznces. If, however, the Contractor believes thzt exclusive or
cartially exclusiva richts ars necesszrcy to achliesve expedfitious
commercizl develooment or utilization, then a rscguest may be mzde
to DOE for DOE zpproval of such licensing by the Contractor.

(&) Notwithstanding the foregoing paragraoh (k) (3), the
Contracitor shz2ll not "be obligatzad to lice nse any Backg:ound Patznt
if the Contractor demonstrates to the satisfiaction of the Secrztzry
or his E&esicgnee that:

(i) & competitive altscinztive to the subjiect mattisr
covered by said Background Pztent is commercci ially avazilable or
r2zéily introducible £from one or more other sources; or

i) the Contrzctor ¢r its licsnssss are susisct

r cova-ad by s2ié zckgreund Pziant in suillcisnt =t

nz2ls prizes to sztisiy mazkat nssds, or hzve tak ~eos or

n 2 zsasonzile time are exzaciad fo tiks elfzziiv supSLyv the
cT mattes. ’
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RECORDED: 02/07/2000

(1) Atomic Energy.

(1) No claim for pecunizry award or compensztion under the provisions
of tna Atcmic Snergy Act of 1954, as amended, shell be asserted by the
Cont-actor or its employe=s with respect to any inveaticn or discovery mads or
concsivad in the course of or under this contzact. :

{

(2) Except as otherwiss authorized in writing by the Contracting
sfizer, the Ceontractor will obtzin patent zg-eements to eIfectuate the
crovisions of paragraph (1) (1) of this clause fzom all cersons who pezfomm zany
czrt of tha work undar this contract, except nontechnital perscnnel, such as

cierizzl employees and manual lzborars.

- -

{m) Limitation of Rights.

Nothing contained in this Patent Rights clause shzll be deemed to give
the Government any rights with rassect to any inventica other than a Subject
Invention except as set forth im the Patent Rights clause of this contract
wizh raspect to Background Patents and the Facilitiss Licsnse.

() Torsign Ass

The Contractor t it or any =zssignee or licsnses or
any 2ntisy otherwise acg the wzived imvantlion shall provids
wrizzan notification wit o the 2ssistznt Sscretzry or dssizgnee
of tha DOE program office e work under which the waivad
invention zrose priscr Zo e y agresmenis transisrring righls In
zna invention to zan satity r mez2 cwn2d oy 2 forsign natlcenzl
enzity or which is othazwi r deminzted Ty =z Zoreign gove
or eatity. The Contrzctor any @ssignss ¢r licensee snzll
entar into such agrsemencts o] the zcorovel of Thz2 R:E t Sa2
designee, and until such time.zs the required agprevel
shz1l be suspended. Should ths cocntracier, zssignes ©
more forsign-ownzd end such Icrsign ownsrshlip emounts
ints-sst in thna assignse or licensse, the walver, assi
suszanded uatil ths controlling interast 1s gcorovald o
Secretary.
wz/GSandwina/4320
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