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CONFIRMATORY LICENSE

(Advance Waiver)
Title : PROCESS FOR LOW TEMPERATURE ELECTROLYSIS OF METALS IN
A CHLORIDE SALT BATH
inventor(s) ; Leroy e. Dastolfo, Jr. Alfred F. La Camera
Serial No. : 85,191 Filing Date :  June 30, 1993
Contractor : Aluminum Company of America (ALCOA)
DOE Contract No.: DE-FC07-891D12848
DOE Case No. S-95,008 U.S. Patent No. 5,378,325 - Issued January 3, 1995

Waiver No. : W(A)-90-065

Foreign Applications filed in or intended to be filed at Contractor's expense in (countries):

An advanced waiver of Government rights having been granted by the U.S. Department of Energy (DOE) to
Aluminum Company of America and the above-identified invention having been reported as a Subject Invention to
DOE by the contractor with its election to file a domestic patent application thereon, the effective date of said waiver
for the above invention is December 8, 1999.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government under
41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any resulting patent as
well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof, and of all rights acquired
by the Government by the referenced patent rights clause, a copy of which is attached hereto and incorporated by
reference herein. The undersigned certifies the attached copy to be a true copy of said clause. It is understood and
agreed that this license does not preclude the Government from asserting rights under the provisions of said contract
or any other agreement between the Government and the Contractor, or any other rights of the Government with
respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified patent
application.

Signed this // day of jé; “ ’ ﬁ oo

(SEAL)
ALUMINUM COMPANY OF AMERICA (ALCOA)

/X%
By: %/’ o — N

(Contractor’s Official and Title)
Frank L. Lederman - VP & Chief Technical Officer

Alcoa Inc., Alcoa Technical Center, 100 Technical Drive
(Business Address)

Alcoa Center, PA 15069-0001
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{1) "Subject Invention” means any invention or ciscovery of the
Com--zctor conceived or fi-st actually raduced to pract i
undsr this contract, and inclucdes any part, method, proc

2ss,
mznunfacture, design, or composition of metter, or &ny new and useful. )
im=-ovemant therzof, or any veriety of plants, wheilher pateniad or unpetantasd
inizr zha Patant Laws of the United Stataes of Americe oz zny forsign country.
(2) "Contrzci"™ mesns eny contract, ¢rzng, 2g< undarstzanding,
or cther azrazngement, which includss rzsszzch, dazvslozmani, or dsmonmstzZitlicn
wozX, and incliudes any assignment or substituticn of gasties. -
(3) “Government agsncy"™ includes zn exscutive dssertment, indespendent
commizsion, board, oifice, agency, admiristrztion, auvthority, Government
csroorziizn, or other Government establishment of the Executive Branch of the
Government of the United States of Americz.
To the point of practiczl zppliczilion™ mezns to menuizcturs in
et composizion or product, to practicze in ths czse of a process, o-
=] the czse of 2 mechine and undsr such conditicns as to establish
the tion is being wozked and that its beneiits ar2 resascnedbly
ecc the pudblic.
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(1) AEssicmnment to the Goverament. Ths Contracier zgrses Lo zssicn to
+ha Gove—mment the entirs right, title, and intersst throuchout the werld in
==d to sa2h Subject Invention, except to the extsat that righis aze wzlivad to
gnd retzinsd by'the Contractor under paragrzphns (3) (2) az=d (c) of this clause.

(2) Grezter Rights Determinations. The Contrzctior or the
e—plovee-inventor with zuthorization of the Contrzctor mzy recusst greater
-ishets tnan the demestic and foreign pztent rights provided in paragrzgh (C)
= +his clzuse on identifiad inventions in esccordance with 41 CTR §-8.10°%-5.
cuch racuests must be submitied to Patent Counsa2) (with notification by Pzatent
Counsal o the Contrzcting Cificer) at the time cf the Iirst disclosure
-u-suant o paragrzph (e) (2) of this clause, or not lazter than 9 months zlter
cznceztion or fi-st actuzl raduction to practice, whichsver occurs first, cr
cuch lcncer oe-iod @s may De zuthorized by Pztent Counsel (with notificaticn
v Dz-ent Counsel to the Contracting Officez) for good czuse shown in writing
b% the Cecnircactor.

{¢) 2ights to the Contractor

(1} Minimum Contzactor license. The ContracIor Cgservas an
i--svoczbie, ncnexclusive, paid-up license in each patsent eacplicztion f£iled in
znv count-y on a Subject Invention and any resulting patent in which the
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Governmant aczul

i-ag tisle. The license shall extend to the Centractor’s
Comestic subsidizriass and zffiliates, if any, within the corporate structurs
of wnich the Cort-zctor is a part and shall incluce the right to grant .
sublicenses of the seme scope to the extent the Contractor wes lecally
oplicatad to S0 so &t the time the coatract wzs awarded. The license shzll ke
+-znsfeczble onlv with eczszcvel of DCE excapt when trznsierred to the
sucrcessor of that zart of the Contractor's business to wnich the invention
czrozins, : L — =
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ived Rights. .

i2ct to the provisicns of parzgrzrh {c) (3) and Dazzgrsz=h

() of itn rascect only to 2 Subject Iaventlion fzzortad in
accord vi zocrzzh (2) (2) (1) of this clause and with the writtsn zasorT
of wni s i A zn elszc=ion &s -5 whether the Contractor will retzin the
-ignts in the inventicn wazived herein, tha Contrazctor reserves the entlss
cemestic rignt, tizle and interest in zny Uaited Stztes patent aoplication oo
cns Subiect Imvention f£ilsd and any rasulting United States fatent secured Ty
tha Centzacuor. -

(1i) Subjsct to the zoovisions of parazgrzph () {3) and parzzgzzzh
{Z) oI thl sz, with -sspect onlv o 2 Subject Invention zszported In
zcocordznce wizh zzozgTaph (2) (2) (3) oI this clzuse eand with the writtsn z=zcort
of which is included zn elsction &s S0 whether tha Contractor will rstain the
-ichts in the imvenilon wzived hersin znd 2 stzitement specifying these forsign
~zuntries in wrich such rights will bs rstained, axd subject to DOE security
reculations end rscuirements, the Coniracior ress-ves the entiss righty Title
znd intersst in znv foreizn patent esplication on the Subject Inventicn filsd
zn3 any resulting forzsign satent secuzed DY the Contrzctor in these Zorsice
countsies specifizsd.

(3) Tez—z =nd Conditions of Waived Rights.

R QPR S - = S -
Supject to the rigats grzatec s
- - - o -~ s - -
c-or zgzs=s to convay to the bl ]
% - - T - da 3 - -
sht, title, and Intezest in @ ta

zils to nheve & Unitsd Stat £iled
-Zznce wizth zerzcragh (d) (
crosscution of such &spiic
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({i) Sum3a2g% to the rights grznted In zzragoizh (c) (1) of th;s
cizuse, ths Ccniozcicr agrses to convey to t;e Geoveznment, upon regues?, the
entire right, =itle, and Interest In any Subject Invention in 2ny Z0I21iG71
country if the Contractol:l

PATENT -
! REEL: 010564 FRAME: 0794



MmOt 00

<

<
C
<

N, —~

OND AN U or e My

§ae

(2) Dees not elect fursuant to parzcrozch (o) (2) {1i) of this
laus2 to retzin such rights in the country; or )

(3) Tails to hzve a patent zpplicztion filad in the country
o tha Subject Iavention in accordznce with peragrzaph (2) (3) of this clause,
r Zecides not to centinue prosecution or to pay any maintenance fees covering
=s invention. To aveid forleituze2 of the tetent zrzslicztion or patent, the
cmzzzctor shall notify the Patant Counsel not lass than 60 davs before;the:
= 2zicn ceriecd for znv =ction raguirzed by the forsign Petent Cifice.

i) Cenvevances raguested tursuant to paragozrhis (2) () (L) and

CiiZ) {il) s clause shzll b2 mzde by delivering to zhs Pztent Counsal
uly gmaout truments end SuIh OTLEr piErsrs 2s &2 dssmed necsssary to
2sT in the S-nment the entirs zizhi, title, and intsrsst in inventicn™
5 z2nzbla the Governmsnt ©9 2zply Ior z2nd presscute gatant aosi or.§
svaring the inventicn Ia this or the Zoresign countzy, Issoectl cx
thsrwiss estzblish its cwnership of the invention.

{iv) For =z zlon ia which the Ceonitzzel elects
zzuzznt o (c) (2) (L) e: ) nis cizuse nct o = ghts
ived, Contzactor gzznt Counssl srom ing of
z dzze identity of iic use, or puniic of the
ventlo L2y COns ¥ S&z undar ZI USC wWes
Thorziz r kacwn T or zny contamplst this
Tuz=2.

(v) Govercnment Licsnse !

act te znv Subiszct Inventicen in wnhich the Centzzcior reizins
Zerz) Geovarament shell hzve z nenexclusive, nonirznsisrzhle,
czid~up liczsnse to practice or hzve przcticad Ior or con behzli of
zzes the Suziect Invanticn throughout ths worid.

(vi) Rescriing on Utilization of Sukject Inventions

Tha Contrzcior agrsss to stbmlit on racuest sericdic repocis no mere
cezuently than annually on the utilizztion of & Subject Invention or cn
fferts azt optzining such utilization that zre being mzde by the Contrzctor or
ts licanse=s cr essicnaes. Sucth repocsts sheall include information regarding
ne stziuns of dewvaliczment, dzte of first commercizl szle or uss, ¢ross
oveliiss zacsived £y the Contractior, znd such other datz znd iniozmetion zs
CZ mzy csasonzzly spacify. The Coniractor also agrsss t9 previde zdditional
=poris &s may oo raTusested v DOT in connection with eny mezch-in procesding
adsrtzken by DOZ in zzcordznce with perzgrazsh {(c) (3) {viii) of this clause.

o tha extent dztz or infcrmziion suzpiisd undsr this crzph is considerad
v the Contr-actor, its lizansss or assignse to te zoi z2d and coenfidentizl
2d is so macked, DOZ agress thzt, to the exiant perT »y 33 UsC

32-(c) (3), it will not disclcs2 such inlommailion o ns cuiside the
cvernment.
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I1 - Special) “.mms a

; ) .d Concitions
) i

(vil) Preferance for United Stztes Incdustry
tanding any other provision of this clause, the-Contractor agress
it nor zny assicnes will grant to zny person the exclusive right
11 zny Subject Iavention in the United States unless such person
r

thzt any products embodying the Subject Invention or zroduced through
0f tha Subiect Invention will be manufactured substzntizlly in the
Stztss., Howsver, in individuzl czsas, the recuirement for such an

nt zzy e weived by DCI uson a showing by the Contracior or its '

2 that resascnadle but unsucsessiul elforts have been made to graat

g ¢a sinilzr te potantizl licansees that would B2 likslv to

Tuz2 8§ atiz ihe United that undsr the circumstznces
2 mEnu te i cmmercizlly . '

q~f\L;? In Rights -

The ConirzCior agress that with resgect o any Subj T in which
it hzs zcguized title, DOE has the zight in zccordance Srocedures ir
L;E%: Cixountem—3—22% to recuize {hz Conizzctor, en assignes o —uslive
iicenses of a Svrhiect Iavanticn te graat & nonexclusive, pa-iislly sxzl
cr exclusive licsnse in any field of vse teo 2 resconsitls zptilzant e
iceate, upen terms that 2rs rsszscnzbls undsr the circumstances, and
rzcticro, aésig:ee, or axzclusive licsnses cefuses such & rsgusst, DC2
right to ¢raznt such & license itssif 1I ZOZ detarmines thet:

(1) Such zction is necsszsery beczuse the Contrzcior or assignse has
not tzken, or is not expeciesd {0 tzke within a rsasonadle time, eflacifive
st2cs to zchisva practiczl zpplicztion of the Subject Invexntion in such field
of uvss; -

{Z) Suzh sz-y to allavizte hezlth or szfsty nzads
which az2 not zs=s £ Dy the Contrazctor, assignse, or their
licanszes;

(3) Such action is nessssarv to mest recuirsmenis for puzlic use
scecifizd by Zfzisrzl regulzticns end such raquirsments are nol rezsonzbly
satisiled by the Contractor, assigns2, cr licsnsses; or

(&) Suecha action is necsss:zcy TDecause the agreement racuised by
carazcrech (C) (3) (vii) of this clzuse hzs not been obtzined or weived or
begzuse 2 licznsze of the exclusive zight to use or sell zay Subject Invention
in tha United Stzties is in brszch of such zcrsement.,

(£) Tzzminations.

(1) Any waiver cr zsiantion of rights by the Centzzcteor under
czrzcrazzhs (D) (2), () (1), or (2)(2) of this clavse may be terminzied zt the
discrecion of the Secretarv or his designes, in whel2 or ia parh, if the
recuest for welver or retenticn of richuts by the Contractor is founcd ©
conzzin Szlse matarial statements or nondiszlosure of mzterizl fzcis, and such
were szecificzlly relied upen in rezching the waiver detemmination oI the
ag-esment to the retention of zights by the Centractor.

]
~
'
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(ii) Any walver

of the rights retairad in zczordznce with
czrzgraph (c)(2), as applied to particular inventions, mey be terminaztad’at
the ciscrze-icon of the Secretacy or his dessignze, in whole or-in part, if the
Contzzctor fzils to comply with the provisions set forth in paragrazph (c) (3)
ead paregzzzh (€) of this clause, and such Zailure is determinad by the
Szcrazary or his designee to be materizl znd detrimentzl to the interests of
the Unitsd Stztss and the ceneral pudblic. .

(£ii) Prior to tarminzting any wavier ¢f richis under pa:a%:a:h
() (¢) (1) or (c) (%) (ii) of this clause, the Contractor will Ze civen wriften
~o=ica of the intzntion to tezminate thsa wevier of richts, tihs sxtant of such
croocsed termin: n and tha razzsons thersiosr, znd a2 parisd of 30 cazvs, cr
suca longsr =5 tha Secrstzry oz nis dasignee shall dsifsrmine for good
cztszs shown ing, to shcw czuss why the waiver of Zights chould net ks ~
50 temminzied,

(iv) Rll terminztions of waivers of rights undsr szrzgrzpoh
(c) (4) (i3) shzll be subject to the righis graznted in paragrzsh (¢} (1) of this
clzus2, zad tsrminzstion shzll normelly be sartlzl in nzturcs, zeguiring the
Csnz-actor to ¢rznt nonsxclusive or gartizlily exclusive licesnsss o
rescensible zpplicants upon terms rezsonzdle undser the cisc izncas,

(3) ZIZeciive Dete of Weivars.

The waiver ¢f rights in a Subject Inveantion shall be ellzctiive on the
following datas:
!

(1) For acdvenca wai
in conceived prior to the
ez dzte of the contrzzct ev
re: gfzer that date;

(ii) For icdsntified inventions unier zdvancs i.e.,
inventions concsived or first actuslly reduced to pracilics zIlar the
eifactive dzt2 of the contract, on the dztes tha invention Is zsported with the
elzction to rstzin the waivad zights in thzt inventicn; zad

(iii) For wzivers of identified inventions (cther than under zn
advance walver), on the dzte of the laztzr notifyving the -szasstor thit the
welver has besn cgranted.

(@) Filing of 2ztent 2gplicztions.

(1) respect to each Subject Invantion in which the Contractor
glac=s to rezzin demestic richts purosuant to peazagzesh (¢) (2) (L) of this
clzuse, -he Coni-actor shzll have & cdomestic patent ezpliicziion Ziled cn the
iavention within 6 months sfter submission of the inventica discicsure
pursuznt to parzgrzph (2) (2) (1) of this clzuse, or such lengar ceciod of tize
2s mzy De zcproved by the Pzient Counsel for good cause shcwn in writing kv
the Contractor. Tor ezch ident ied invention, the richts in which azs welivad
to the Centzzctor, the Contracs shzll hzve &z domestic cetent zpplicztiion

-5_
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(2) T™he Contraczor will include the Pz:ent Ri;fﬁs clzuze cé
DZAR 952.227-71 suitzbly modified to identify the partizz ia 221
sutconkiracis, rescgariless of tisr, for experimental, d=zvelssmen=21
cr rzsszzzch work to be performed by a small business or a fomestis
nenprofit orcanizatizsn. 1In all other subconirzcis, cssz-Sl2es of .
tizr, for =2xo2erim2ntzl, develoomentel észmonstrz-isn, Cr ragsz-c3 i
work, the Contrzctor chall include the Pateni Righis z-=icls of 43
CZR ©-3.107-3(&) cr &1 CTR ©-2.107-6 &s approorizte, modifs to
idzxtify the partias.

{3) Zxczst 2s mzy be othercwise crovided ia £=iz o3 =2 -
Contrac=or shzll not, in any subconiract or v using a sub <
2s consideration thersior, acguir2 any cights in its Suzes o's
Suzi2ct Invanticn for the Contractor's own usa (z2s Sizsinac
fzcm such rights as mzy be recuired sola2ly to Zulsiil <=z Zooa-s..
too's coniract oblicztions to tha Govarnmenat in fha psrfs-man =z
this contrzcz).

(£) All invsntion disclesures, rsports, inmsirumsntz, 228
cther informzticn raguired t5 be furnished by the Subzaoni-zz=nr =5
DOZ, under the provisions of 2 Fatent Richis cl:zuse in v scbh-
contract hereunder mzy, in the discrztion of the Conmtrzciing 0ffize:,
be furnished to the Contractior for transmission o DOZ.

(3) The Contrzactor shall promptly notify the Conzzzzzing !
OCfficer in writing tpon the award of any subcontract czon ing =
Pztent Righis clavs2 by identifying the Subcontrzc+or, tha work =o
be performed under tha subcontract, and the dzites of zwzrd, 23
estimatsd completion. Upon the racuest of the Contrzcting Offizser
the Contracior shzll Zurnish him'a cocoy of the subconitrzcs.

(3) The Contractor shzll identify all Sutiect Inventisns
of the Subcontractor of which it azcguizess kncwledce in the seriora-
ance of this contrzct and shall notify the Pzta2nt Counssl (wi=zh
notification by Patent Counsel to the Contracting OZficer) prompily
tpcn the identification of the inventiorns.

(7) It is understood that the Government is a thizd party
“ena2ficiary of any subcontract clawse cranting richts L5 the GCovarn-
ment in Subject Inventions, and the Contractor hersby assigns to
the Government 21l rights thet the Conirzcior wourld hzve it ernforca
tn2 Sybzontractor's ob‘:catlo“s for the bensfit of tha Govarnment
wich respect to Sutbject Inventions. The Contractor shzll not be
oblizztad to enforce the agreements of any Subcontractor hecsunder
relzting to the oblications of the Subcontractor Lo =he Gowvsrnmens
reczrding Subject Invantions.
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(k) 3a2ckground Pztents.

(1) "3ackground Patant” means a domestic patznt czoveriag an
iavention or <izcovery which is nct a Subject Invantion and which
is cwned or conirollad by the Contractor a2t any time through the'
completion of this contract:

(i) Which the Contrzctor, but not the Geovernm=nt, hzas
tha right %5 licsnse to others withou:f obligation &2 cay rovaltiss
tharasn, &nd - - -

{ii) Infringement of which cznnot reazsonzbly be zvcidsd
vpon the practice of any specific procsss, method, machines, mzanu-
facture or compcsition of matter (including relatively minor moéifi-
cz=izns therz2s?) which is a stbject cf the rasez:-zh, E=2valommen:,
or é=zmonstration work perZformed under this contrack. i

(2) The Contractor acrses to> znd cdoes herz2by crznt to :ha
Govarnament a2 royzliy-ZIrse, nonexclusive license undsr anyv 3zck-
cround Paztant for purpcosses cf practiciag a subject of this con=rzck
by or Zor the Government in resszzcch, Eavelooment, z2ad demonst-zsion
wozk only.

{ -

(3} The Contractor a2lso acrees that upon writtan apolicztion
by DOZ, it will crant to responsible parties for purzcsas of przc-
ticing a subject of this contract nonexclusive licenses under any
Background Pztant on terms that 2re reozsonzble under the circum-
stznces. If, howsver, the Contractor bslieves thzi exzlusive or
pertially exclusiva rights ars necesszcy to achiesve expeditious
commezcial éevelopment or utilization, then a rszuesi may be mzie
to DOE for DOE epproval of such licensing by the Coniractior.

(4) Notwithstanding the foregoing paragrzoh (k) (3), %he
Contractor shall not 'be obligat2d to licesnse any Backcround Patzsnt

£ the Contractor demonstrates to the satisfaction of the Secrestzry
r his cesignees that:

(i) a competitive alternztive to the subject matter
covered by sa2id Backzround Pztent is commercially zvailable or
rzzéily introducible from cne or more other sources; or

1) the Contr ving the suzisct

r covared by s:zid Sackg ity znc =t

nzhls p:i:aé to sztisiy sciive stels oI

n & rzzsonzble tims zre S L0 €0 suTSLy the
CT melier.
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Part I

(1) Atomic Energy.

(1) No claim for pecunizry award or compensztion under the provisions
- of tne Atcmic Snergy Act of 1954, as amended, shzll be zsserted by the
Cont-actor or its employees with respect to any inventicn or discovery mece or
concsivad in the course of or uncder this contract. -

-

(2) Except as otherwise authorized in writing Dy the Contrz ting

fficer, the Centractor will oot:-n patent agreements to affectuate the
p:sv:-- ns of ca'agzaah (1) (1) of this clause from all Cersons who perfos-m zny
. pzr:t of the work under this contrzcy, except nontechnizzl zer sonnel, such 23
clericsal em-'ovees and mznual lzborars.

(m) Limitation of Rights.

Nothing contained in this Patent Rights clause shzll be deemed to giwve
the Govarnmeat any rights with respect to any inventicn other than a Subjsct
Invention sxcept as set forth in the Patent Richts clzuse of this contract
wizh raspect to Background Pztents and the Tacilitiss License.

() Tozsicn Assignee or Licansss,

The Contractor (inve: srezs thet it or zny zssignee or lics or
any entizy otherwise accu ghis to the waived izvention shall 2
writzen notification with cation to the Rssistznt Secretzry or dssignee
of the DOE program office fundad the work under which the waiva
invention arese pricr o into zny agresmsnis frznsifsrzing i in
sra invention to zn =ntity which Is ZI% or more cwned Dy & Iorzign na Ior
entity or which is otherwise controllad or cominzted tv z Zoreign gov nt

r entity. The Contrzctor (invenlor) or any eassignse ¢ izensee shzll T
antsr into such agrzements without the zpproveal of Ihs istant Secratzczy oz
designee, and until such time.zs the reguired approvel is provided thls ilver
shzll be suspendsd. Should ths contrzcter, assignes or licansee beco 5 cr
more forsign-ownzd and such fersign ownership amounts to 2 controlling
ints-sst in tha assigznse or licensse, the walver, zssignment or licsnse Is
suszaended until the confrolliag intersst is eapproved Dy The Rssistanc
Secc-etary.
ws/GSancdwina/4220

.
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