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ASSIGNMENT AGREEMENT

This Agreement, by and between Sandia Corporation (hereinafter referred to as
“SANDIA"). a Delaware corporation and the University of Dayton, a non-profit corporation of
the Statz of Ohio, with a place of business at 300 College Park, Dayton, Ohio 45469 (hereinafter
referrec to ax “CONTRACTOR").

WITNESSETH THAT:

WHEREAS, Thomas J. Kulp, while employed by SANDIA, and Peter E. Powers, while
employ:d 5y CONTRACTOR, and working under SANDIA contract LG-3773, jointly made an
inventicn relating to optical parametric amplification;

WHEREAS, the undivided right, title, and interest of Thomas J. Kulp in and to said
invention was assigned on 5/26/99 to SANDIA in accordance with DOE class waiver W (c) 93-
012;

WHEREAS, pursuant to the terms and conditions of contract LG-3773, CONTRACTOR
elected o retain title to the undivided right, title, and interest of Peter E. Powers in and to said
invention;

WHEREAS, CONTRACTOR has filed a patent application in the U.S. Patent and
Trademark Office on said invention;

WHEREAS, it is the goal of SANDIA and CONTRACTOR to promote the utilization of
inventio1s ansing from federally supported research or development;

WHEREAS, to achieve the mutual goal of SANDIA and CONTRACTOR, SANDIA
desires to assign and CONTRACTOR desires to acquire the entire right, title, and interest of
SANDLA in and to said invention; and

W HEREAS. this Agreement is authorized by law including P.L. 96-517, P.L. 98-620, und
P.L. 99-50z.

NOW, THEREFORE, in consideration of the premises, and the agreements, covenants and
conditions herein contained, the parties agree as follows:

I.  DEFINITIONS

a. “THE ASSIGNED INVENTION” means the invention described and claimed in U.S.
patent application Serial No. 09/410.885, filed 10/04/99, entitled “Tunable Pulsed Narrow
Bandwidth Light Source,” and any patent or patents issued thereon, including all divisions,
continualions reissues or extensions thereof.

b. “ROYALTIES OR OTHER INCOME" means gross royalties of other income
resulting from the ownership, assignment, licensing, or other commercialization of THE
ASSIGNEL! INVENTION, less the attorney fees, patent application and patent fees incurred by
CONTRACTOR in filing, prosecuting and maintaining THE ASSIGNED INVENTION, fees,
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commi:sions or payments paid by CONTRACTOR to any third party as a direct cost of
assigning or licensing THE ASSIGNED INVENTION and costs incurred by CONTRACTOR
directly re ated to the enforcement of THE ASSIGNED INVENTION, provided that none of the
above fizes, commissions, payments or costs are paid for or are reimbursed by SANDIA.

II. ASSIGNMENT GRANT

SANDIA hereby assigns to CONTRACTOR its entire right, title and interest in and to THE
ASSIGNNED INVENTION, reserving to the Government of the United States a nonexclusive,
nontransferable, irrevocable, paid-up license to practice or have practiced on behalf of the United
States THE ASSIGNED INVENTION throughout the world.

III. COSTS

a. CONTRACTOR shall pay all fees or costs, including patent application filing fes,
prosecu:ion fees and patent maintenance fees, licensing fees or commissions, and any other costs
incurrec by CONTRACTOR relating to THE ASSIGNED INVENTION.

b. CONTRACTOR agrees not to abandon any patent application or cease to pay
maintenance fees on any patent on THE ASSIGNED INVENTION without providing SANDIA
written notice at least ninety (90) days before the expiration of any time period in which action
must be takeen to prosecute the patent application or in which a maintenance fee must be paid
without exira fee or surcharge. CONTRACTOR further agrees, upon request and at no cost to
SANDIA, 10 assign to SANDIA or other party whom SANDIA directs the entire right, title und
interest n and to any such patent application or patent in which CONTRACTOR intends to
abandon or to cease to maintain.

IV. CONSIDERATION

CONTRACTOR agrees to pay SANDIA fifty percent (50%) of any ROYALTIES OR
OTHER INCOME received by CONTRACTOR. CONTRACTOR will pay within sixty (60)
days aftcr June 30, 2000 the share of ROYALTIES OR OTHER INCOME accruing to SANDIA
based upon monies received by CONTRACTOR as of that date, and CONTRACTOR at the
conclusion of each twelve (12) month interval thereafter will pay within sixty (60) days after
June 30 the share of ROYALTIES OR OTHER INCOME accruing to SANDIA from monies
received by CONTRACTOR during the period from July 1 — June 30 immediately past. Each
payment shall include an accounting and description of all ROYALTIES OR OTHER INCOME
received I no payment is owing, the accounting shall so state. CONTRACTOR shall mainiain
for five years. books of account showing all ROYALTIES OR OTHER INCOME received or
receivabie. SANDIA may inspect the books during normal business hours upon reasonable
request.

All checis 1or payments shall be made out to “SANDIA CORPORATION-Assistant Treasurer.
Org. 1057” and mailed to:

Sandia Clorporation, Attention M. A. Freudendahl, Org. 8709, 7011 East Avenue, MS: 9017,
Livermore, CA 94550.
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V. TERM

This Agreement will have force and effect until all patents on THE ASSIGNED
INVENTION have expired, except, however, that CONTRACTOR's obligation to pay
ROYALTES OR OTHER INCOME under Article IV shall continue for as long as
ROYAILT(ES OR OTHER INCOME are received by CONTRACTOR.

V1. ADDITIONAL REQUIRED PROVISIONS UNDER 35 U.S.C. 202(c)

This Agreement is made subject to the policies, rights and obligations of the parties set
forth in Tilde 35, United States Code, Chapter 18, including, but aot limited to, the following:

a. CONTRACTOR may not assign its right in THE ASSIGNED INVENTION without
prior written approval of SANDIA, except to an organization which has as one of its primary
functios the management of inventions, provided that such assignee shall be subject to the terms
and conditions of this Agreement.

b. CONTRACTOR will share ROYALTIES OR OTHER INCOME with the
CONTRA/_TOR employee co-inventor. The balance of any ROYALTIES OR OTHER
INCOME :arned by CONTRACTOR with respect to THE ASSIGNED INVENTION, after
payment of expenses (including payments to inventors) incidental to the administration of THE
ASSIGNED INVENTION, shall be utilized for the support of scientific research or education,

c. CONTRACTOR will make efforts that are reasonable under the circumstances
10 atiract licensees of THE ASSIGNED INVENTION that are small business firms as set forth in
Federal Acquisition Regulation 52.227-11(k)(4).

d. The assignment grant of Article I is made subject to the march-in rights of DOE
under 35 L.8.C. 203.

e. Unless waived by DOE under the provisions of 35 U.S.C. 204, an exclusive
right to make, use or sell THE ASSIGNED INVENTION shall not be granted to any person or
entity ualess such person or entity agrees that any products embodying THE ASSIGNED
INVENTION or produced through the use of THE ASSIGNED INVENTION will be
manufactured substantially in the United States.

f. DOE Prime Contract Mandates: See Attachment A,

VII. EXCLUSIONS

a.  Enforcement of any patent on THE ASSIGNED INVENTION against third party
infringers shull solely be the responsibility of CONTRACTOR and not SANDIA or the United
States Government. The extent of enforcement, if any, shall be at the sole discretion of
CONTRACTOR.
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b. Neither CONTRACTOR nor SANDIA warrants the validity of any patent on THE
ASSIGNED INVENTION or scope of the claims, or that practice of THE ASSIGNED
INVENTION will not result in infringement of any existing patent.

c.  This Agreement shall not be construed to confer on CONTRACTOR any immunity
from the: antitrust Jaws or from a charge of patent misuse.

d. CONTRACTOR agrees not to create the appearance that SANDIA or the
Governrnent of the United States endorses or warrants THE ASSIGNED INVENTION or any
resulting; product or service. SANDIA and the Government of the United States shall not be
connect:d directly or impliedly with any advertising or promotional program for THE
ASSIGMEID INVENTION or any resulting product or service, except that it may be generally
stated ttat THE ASSIGNED INVENTION has been obtained in part by assignment from
SANDIA.

Vill. ADDRESSES

The address for SANDIA for receiving payments, notices, reports and for any other
purpose inder this Agreement is:

Sandia (Corporation

Attzntion: M. A. Freudendah!
Oranization 8709

Refercnce: License #00-C00853
70 .1 IZast Avenue, MS: 9017
Livarrore, CA 94550
Telzphone: (925) 294-3065
Facsimile: (925) 294-1339

The: address for CONTRACTOR for this Agreement is:

University of Dayton
Technology Partnerships Office
300 College Park

Davion, OH 45469-0102

PATENT
REEL: 010721 FRAME: 0168



00-C00883 SD8198

IX. EFFECTIVE DATE

This agreement shall have an effective date of the later of the dates of the following
signaturgs by the authorized representatives of CONTACTOR and SANDIA.

IN W.TNESS WHEREOF, the parties hereto have caused this Agreement to be executed
by their duly authorized representatives.

FOR SANDIA CORPORATION THE UNIVERSITY OF DAYTON
o Plogll e

(Signature) ’

Name____T. Micha] Dyer Name__Llovd Huff, Ph.D.
Associate Director/
Title_Digector, Materials & Title Authorized esentative
Engineering Sciences Center
/. :
Date___é_?’zf o Date 3~ A7 - 00
8
PATENT
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ATTACHMENT A
AN A

i.1 Compulsory Licensing (I-57(c)(1)(ii)) — The parties acknowledge DOE has certain march-
i rights to any ASSIGNED INVENTION in accordance with 10 CFR Part 784.

1.2  EKepors (I-57(c)(1)(iii)) — Upon rcquest, CONTRACTOR agrees to submit annually a
report on the utilization of ASSIGNED INVENTIONs. The report shall include the status
ol d:velopment of products embodying Inventions, date of first commercial sale or use,
royaltics received on sales or use of Inventions, and such other data as SANDIA may
reasonably specify. CONTRACTOR shall provide additional reports as requested by DOE
in ccnnection with Compulsory Licensing herein above.

1.3 Government Sales (1-57(c)(1)(iv)) — With respect to sales to the Government or
government contractors, CONTRACTOR agrees, and shall require its assignees and
sublicensees to agree (a) not to charge royalties based on ASSIGNED INVENTIONs; and
() to refund to the Government any royalties received based on ASSIGNED
INVIENTIONS.

1.4 Government License (I-57(c)(1)(v)) - The U.S. Government shall have a nonexclusive,
ncnuansferable, irrevocable, paid-up license to practice or have practiced ASSIGNED
INVENTIONSs throughout the world by or on behalf of the Government of the United
States (including any Government agency).

1.5 Gouvernment Disclaimer (I-57(0)) — The U.S. Government is neither a party (0 nor assumes
any l.ability for activities of SANDIA in connection with licenses under this Assignment
A reement.

1.6 Substantial Manufacture in the U.S. (1-130(f), I-57(c)X1)(1iX(d)).

1.6.1 CONTRACTOR agrees any products embodying a ASSIGNED INVENTION that are
vsect, offered for sale or sold by CONTRACTOR, its licensees. or assignees will be
snbs tantially manufactured in the United States.

1.6.2 CONTRACTOR agrees any products produced through the use of an ASSIGNED
I'JVENTION that are used, offered for sale or sold by CONTRACTOR, its licensees. or
assiggnees will be substantially manufactured in the United States.

1.6.3 ILOE may waive these requirements upon such terms as it may establish in its sole
d:scretion.

1.7 Indemrmity (I-130(g) non-CRADA version) — If CONTRACTOR, its sublicensees or
assignees makes, uses or sells a product. process or service covered by a claim of a patent
apl-lication corresponding to the ASSIGNED INVENTION, CONTRACTOR xhall
ind:mnity SANDIA and the U.S. Government for all damages, costs, and expenses,
inc.uding attormneys’ fees, arising from personal injury or property damage occurring as a
resalt of making, using or selling said product, process or service.
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