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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

5-95,137

Application for: MACHINE PROTECTION SYSTEM FOR

ROTATING EQUIPMENT AND METHOD
Inventor(s): Arkalgud N. Lakshminarasimha,

Richard J. Rucigay and Dincer Ozgur
Senal No.: 09/488,033
Filing Date: Jamuary 20, 2000
Participant: General Electric Company

GE Power Systems
Cooperative Agreement No.: DE-FC21-95-MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause
included in Cooperative Agreement No. DE-FC21-95-MC31176 with the Department of
Energy. This document is confirmatory of the paid-up license granted to the Government
under this Cooperative Agreement in this invention, patent application and any resulting
patent, and of all other rights acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the
above-identified patent application.

Signed this _éﬂ\ day of FERRUPRY , 2000.

GENERAL ELECTRIC COMPANY
Participant

gqu/d:)m&é |
g Secretary By:

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - Sth Floor
Schenectady, NY 12345

25DA-5923
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ADVARNCE WAIVERR OF PATENT RIGHTS

(r) Definitions.

(1) -5ubject Invention” means any invention or discovery of the
Contractor conceivad or first actually reduced to practice in the course of
or under this contract, and includes any art, method, procesws, machine,
sarnufacture, design, or cowpoaition of matter, or any new and useful
improvement thereof, or any variety of plants, whethsr patanted or
unpatented undsr the Patent Laws of the Unitod Ftates of Amorica or any
foreign country.

{2) “Contract” means any contract, grant, mt,
understanding, or other arrangsment, which includes research, development,
or desmonmtration work, and includss any assignment or substitution of

parties.

{3 rGovernment agency” includes any executive department,
independent commission, boaxd, office, agency, administration, authority,
Govarnpent corporation, or other Governmant ectablishmant of the Executive
mranch of the Goverrment of the United States of America,

{4 *Ta the polnt of practical application’ means to manufacture
in the case of a composition or product, to practice in the case of a
provess, or to operate in the case of a machine and ander such comiitions
as to estadblish that the invention is being worked and that ite benafivs
ave reasonably accessible to the public.

(5) *patent Counsel” means the DOE Patent Counsel agsisting the
procuxring activity.

(b} 1 al

(1) Assigmeent o the Government., The Contractor agrees to
assign to the Govermment the entire right, title, and intersst throughout
the world in and to each Subject Invantion, except to tha axtent that
rights are waived to and ratained by the Contracter under paragraphs (b)
(2) and {(c) of thig clause.

(2) SGreater rights determinatjons. The Contractor or the
soployee-inventor with authorizstion of the Contractor may request gresater
rights than the dosestic and foreign patent rights provided in paragraph
{c) of this clause on identified inventions in accoxdance with 41 CFPR 9~
9.109~6. Such requests must be submittad to Patent Counss) {with
notification by Patant Counsal to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph (@) {2) of this clause, or not
later thar S months after conception or first actual reduction to practica,
whichever occurs first, or such longer perxiod as may be authorized by
Patent Counsel (with notification by Pateat Counsel to the Oomtracting
Officer) for guod cause shown in writing by the Contractor.

- 31 -
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(c¢) Rights to the Contxactor.

(1) Mipipum Oontractor licenes. The Contractor reserves an
{rravoocabls, nonexclugive, pajid-up license in sach patent application filed
in any countsy on a Subjact Invention and any resulting patent in which the
Govarnment acquires title. The licenwe shall sxtend to the Contractor’'s
domestic subsidiaries and affiliates, if any, within the corporate
structure of which the Contractor is a part and shall include the right o
grant sublicensss of the same scopo t0 the axtent the Contractor was
legally obligated to do s at the time the contract was awarded. The
licenes shall be transferable only with approval of DOE except when
transfexred to the successor of that part of the Contractor’s dusinass to
which the invention pertains.

{2) Elestion to retaly wajved cightes,

(L supject to tha provisions of pearagraph (¢) (3) and
paragraph (d} of this clause, with respect only to a Bubject Invention
reported in accordance with paragraph {e) (2) (i) of this clause and with
the written report of which is included an election as to whethear the
Comtractor will xetain the rights in the invention waived herein, the
Contractor reserves the entire dowmestic right, title and interest in any
United Statas patent mpplication on the Subject Invention filed and any
pesulting United states patent secured by the Contractor,

(1i) Subject to the provisions of paragraph (c¢) (3) and
paragraph (d) of this clause, with respect only to a ubject Invention
reported in accordance with paragraph (e) (2) (i) of this clauss and with
the written report of which is included an election as to whether tha
contractor will retain the rights in tha invention waived herein and a
statemant speclfying those foreign countries in which such yighte will be
retained, and subject to DOE security regulations and reguivemantas, the
Contractor reserves tha entire right, title and interest in any foreign
patent application on the SBubject Invention filed and any resulting foreign
patent secured by ths Contractor in those foreign countriss specified.

(3) d copdit R 6.

(L3 Subject to the rights granted in paragraph (c) (1) of
this clause, the Contractor agrees to convey to the Govermment, upon
requeat, the entire domastic right, title, and Lntnmt in any Subject
Invention when the Contractor:

(A) Dome not elect pursuant to pu'ncraph (o) (2} (&)
of this clause to retain such rights;

{B) Faile to have a United States patent application
filed on the invantion in accordance with paragraph (d) (1) of thim clause,
or decides not to continue prosecution of such application; oxr

PATENT
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{c) At any time, no longer desires to retain title.

(i4) Subject to the rights granted in paragraph (c) (1) of
this clause, tha Contractor agrees to convey to the Government, upon
requast, tha entire right, title, and interest in any Subject Invention in
any foreign country if the Contractors

{A) Dose not ¢lsct pursuant to paragraph () (2)
(i) of this clause to retain such rigbhts in the country; or

{B) Pailes to have A patent application filed in the
country on the subject Invention in accordance with paragraph (d) {3) of
this clauee, or decides not to continue prosecution or to pay any
maintenance fees covering the invenmtlon. To avolid forfeiture of the patent
application or pateat, the Contractor shall notify the Patent Counsel not
less than 60 days before the expiration perlod for any action required by
the foreign Patent Office.

(iii) Convayances requested pursuant to paragraphs (o) (3)
(4) and (¢) (3) [(&i) of this clause shall be made by delivering to the
Patent Couonsel duly executed {nstruments and such other papers as are
deosmed nmoassary to vest is the Govarnment the eptire right, title, and
interest in the invention to enable the Government to apply for and
prosscute patent applications covering the invention in this ox the foraign
oountry, respectively, or otherwise eatablish its ownership of the
invention.

(iw) Por sach invention in which the Contractor initially
elocts pursuant to (&} (2) (&) or {c) (2) (1i) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Coumsel promptly
in writing of the date and identity of any on sale, public use, or publiec
disclosure of the invention which may constitute a statutory bar undexr 35
usc 102, which was suthorized dy or known to the Comtractoy, or any
contemplated action of this narure.

(v) cGovernmpent License

With respect to any Subject Invention in which the
contractor ratains title, the Federsl Government shall have a nonexclusivs,
aontranzferable, irrevocable, paid-up licenge to practice or have practiced
for or on behalf of the United States the Subject Invention throughout the
worla.

(vi)

The Contractor agrees to suimit on request perisdic reports
no more freguantly than annually on the utilization ¢f & Subject Invention
or on efforts at obtalining such utiligation that are being wade by the
Contrxactor or its licensees or assigness. Such reports shall include
information regarding the etatus of development, date of first commercial
sale or use,; §ross royalties received by the Contractor, and such other
data and inforaation as DOX may reasonably speclify. The Contractoer also
agress to provide additional reports as may be requested by DOE in

-3 -
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connection with any march—in proceeding undertaxen by DAE in accordance
with paragraph () (3) (viii) of this clause. To the extent data or
information supplied under this paragraph is considered by the Contractor,
its licenmses or asaignee to be privileged and confidential and is so
marked, DOR agrees that, to the axtent permitted by 35 UBC 202 (c) (5), it
wlill not disclose such information to persons outside the Governmant.

(vii) Preferespce for United Statss Industry

Notwithstanding any other provision of this clause, the
Contractor Agrees that nsither it nor any assignee will grant to any person
the exclusive right to nme or eell any Subject Invention in the United
States unless such person agrees that any producte smbodying the Subject
Invention or produced through the use of the Subject Jinventinr will be
manufactured substantielly in the United States. However, in individua)
cases, the requiremant for such an agreement may be waived by DOX upon a
showing by the Contractor or its assigneo that roasonable but unsuccessful
sffortas have been made to grant licenses on similar terms to potential
liconsecen that would be likely to wmanufacture substantially in the United
states or that; under the circumstances domantic manufacture is not
comnercially feasible.

{viii) March-in Rights

iThe Contractor agrees that with respact to any Subject
Invention in which it bhas acquired title, DOB has the right in accordance
with the procedures in OMB Circular A-124 to require the Contracter, an
assignee or exglusive licensee of a Subjact Invaention to grant a
nonexclusive, partlially exclusive, or exclusmive liocense in any field of usa
to a responsiblas applicant or applicantse, upon terms that are reasonable
under the circumstances, and if the Contractor, assignee, or exclusive
licanses refuses such & reque¢t, DOE has the right to grant =uch a license
itself if DOE gstermines that:

l 1) such action is ‘nacessary bescause thae Contractorxr
or assignee has not taken, or is not expected to take within a reasopabla
time, effective steps to achleve practical application of th. Subject
Invention in such field of use;

(2) Such action ls necessary to alleviete health or
safety needs which are not reasonabdly satisfiasd by the contractor,
assignee, or their licenmeas;

(3) Such action is necessary to meet rasguirements
for public use specifiad by faderal rogulations and such raquirements are
not roasonably satisfied by the Contractor, assignee, or licemnsses; or

(4) Buch action ls necessary because the agresement
requixed by paragraph (c) (3) (vii) of this clause has not been obtained or
waived or because a licenses of the sxclusive right to use or mell any
Subject Invention in the United Statas is in breach of such agresment.

{(4) Teyminations.
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{4) Any waiver or retention of rights by the Contractor
undsr paragraphs (b) (2), (€) (1), or (e) (2) of this clause may be
terminated at the discretion of the Secretary or his designse, in whole or
in part, if the request for waiver or retention of rights by tha Contractor
im found to contain falsa material statements or nondisclosure of material
facty, and such were specifically relied upon in reaching the waiver
determination or the agreement to the retention of rights by the
Contractor.

{11) Any waiver of the rights retained in sccordance with
paragraph (c¢) (2), as applied to particulear ioventions, may be terminated
at the discrstion of the Secretary or his designee, in whole or in part, if
the Coantractor fails to comply with the provieions set forth in paragraph
(c) (3) and paragraph (d) of this clause, and such failure is determined by
the Secretary or his designee to be material and detrimental to the
interests of tha Unjted States and the general public.

{iii) Prior to terminating any waiver of rights under
paragraph (c) (4) (i) or (c) (4) (ii) of this clause, the Contractor will
be given written notice of the intention to tarminate the waiver of rights,
the extent of such propossd termination and the reasone therefor, and a
period of 30 days, or such longer period ag the Becretary or his dasignee
ahall determine for good cause shown in writing, to show cause why the
walver of rights should not be so terminated.

!(i.v) Al)l tarminations of waivers of ‘rights undar paragraph
(c) (4) (ii) shall be subject to the rights grantad in paragraph (c) (1) of
this clause, and termination shall normally be partial in nature, requiring
tha Contractor to grant nonexclusive or partislly exclusive licenses to
responsible applicants upon terms reasonable under the circuzmtances.

(s) Effective patec of Walverp

The waiver of rights in a Subject Inventiom shall ba
effective on the following dates:

(1} For advance waivers of identified inventions, i.e.,
inventions conceived prior to the effective date of the contract, om the
effective date of tho contract aven though the advance waiver may have been
requested after that date; )

(ii) For identified inventions under advance walvars,
i.w., inventions conceived or first actually reducad to practice after the
effective date of the contract, on the date the invention is reported with
the elaction to retain the waived rights in that iavention; and

(i1i) For waivers of identified invontions (other than
under an advance waiver), on the date of tha letter notifying the requestox
that the waiver has been granted.

(d) o) ant applica

PATENT
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{1} With respect. to each Subject Invention in which the
Contraactor elects to retain domestic rights pursuant to paragraph (c) (2)
(1) of this clause, the Contractor shall have a domestic patent application
£1led on the invention within 6 months aftar submission of the invention
dimclosure pursuant to paragraph (e) (2) (i) of this clause, or such longer
period of time as may be approved by tha Patent Counssl for good cause
shown in writirg by the Copntractor. Por sach jidentified invention, the
rights in which ars waived to the Contractor, the Contractor shall have a
domast{c patent application filed on the invention within 6 months after
the waiver has become effective. With respect to the invention, the
Contractor gshall promptly notify the Patent Counsel of any declision not to
file an application.

(2) Poxr sach Subject Invention on which a domestic patent
application im filed by the Contractor, the Contractor shalls

(L) Within 2 months after the £filing or within 2 months
after submission of the invention disclosure if the patent application
previcusly hag been filed, deliver to Patent Counsoel a copy of the
application as filed including the filing date and serial number;

(L1 Within 6 months aftex filing the application or
within 6 months after subaltting the invention disclosure if the
application has been f£filed previously, delivar to the Patent Counmel a duly
exevuted and approved instrument fully confirmatory of all rights to whioh
tha GCovernment: is entitled, and provide DOE an irrevocable pamr to inspect
and make copies of the patent application filedjy

({i1i) Provide the Patent Counmel with a copy of the patant
within 2 months after a patent is issued on the application;

'(iv) Not less than 30 days defore the expiration of the
reaponse period for any action raquired by tha Patent and Tradesark Offics,
notify the Patent Counsel of aacy decision not to eontinue proasscution of
the application and deliver to the Patent Counsel axecuted instrumants
granting the Govarnment a power of attorney; and

(v) Include the following statowment in the second
paragraph of the specification of the application and any patents issued on
a Subject Invantion, “The Government of the Unjted States of America has
zights in this invention pursuant to Contract No. (or
Grant No. ) awarded by tha U. 8. Department of Enexgy.”

{3 With respact to each Subject Invention in which the
Contractor has eslected pursuant to paragraph (¢) (2) (ii) of this claume to
retain the patent rights waived in specified foreign countrisse, or in which
the Contrector has obtalned a waivar of foreign rights on an identified
invention:

{1} The Contractor shall fila a patent application on the
inventicon in each epecified foremign country in accordance with applicable
statutes and requlationa and within ona of the following periods:

PATENT
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(A) Right wmonthe from the date of filing a
corresponding United S8tatem application, or if such an application is not
filed, 8ix months from the date the invention is submitted in a disclosure
pursuant to paragraph (e) (2) (i) of this clause;

(B) 8ix months from the date a license L8 granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing has been prohibited by security reasons; or

{¢) Buch loager period as may be approved by the
Patent Counsel for good cause shown in writing by the Contractor.

(14 The Contractor shall notify the Patent Counsel
promptly of sach foreign application filed and ypon written reguest shall
furnish an English version of the applicaticn without additional

compansat Lon.

(e)

{i) The Contractor shall eatablish and maintain active and
effective procedures to ensure that Subject Inventions are promptly
jdentified and timely disclosed. Those procedures shall include the
maintenance of laboratory notebooks or egquivalent records and any other
recorde that are reasonabdbly necsssary to documant the conception and/oxr the
first actual reduction to practice of Subjact Inventioss, and records which
show that the procedures for idantifying and discloaing the {nventions are
followed. Upon request, the contractor shall furnish thes Contracting
officex a description of these procedures so that he may svaluate and
determine their effectivenass.

{2y The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Cfficer) on a
poR-approved form:

L) A writtem report contalning full and complete
technical information concarning sach Subject Invention within 6 months
after conception or first sctual reduction to practige whichavex oceurs
f£irst in the course of ar under this coptract, but in any event prior to
any on sale, public use or public disclosure of such inveation known to the
coentractor. The report shall identify the contract and inventor asd shall
be sufficiently complete in technical detail and appropriately illustratea
by sketch or diagram to convey to one skilled in the art to which the
invention pertains a clear understanding of the nature, purpose, operatlion,
and to the extent known, the physical, chemical, biological, or slectrical
characteristics of the invention. Tbe ruport should also include any
electiocn of foreign patent rights under paragraph (c) (2) (ii) of this
olause and anyl mlmction of rights under paragraph {(c) (2) (i) of this
clause. Any requests for greater rights shall be made within the paricd
set forth in paragraph (b) (2) of this clausa. When an invention is
reported under this paregraph (&) (2) (i), it shall be presumed to have
besn made in ths manner specifi{ed in Section (a) (1) and (2) of 42 USC 5908
unless the Contractor contends it was not a0 made in accordance with
paragraph (9} (2) (i1} of this clause.

-7 -
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(ii) Upon request, but not more than annually, interim
reports on a DOB-approved form listing Subject Inventiona and subcontracts
awarded containing a Patent Rights clause for that period and certifying
that:

tR) The Contractor’s procedurss for identifying and
discloeing Subject Inventions as required by thie paragzaph (e} have besn
followad throughout the reporting period;

(B) All Subject Inventions have baen disclosed or
that thare are no such inventions;

{C) All subcontrects containing a Patent Rights
clause hava besen reported or that no such subcontracts have heen asarded;
am .-
(11i) A final report on a DOX-approved form within 3 months
after completion of tha contract work listing all Subject Inventions and
all subcontracts awarded containing a Patent Rights clause and certifying
that:

(A) All Subject Inventions have been disclosed or
that there were no such inventions; and

(B) All subcostracts containing s Patent Rights
clauce have boen reportad or that no such subcontracts have besa awarded.

{3) The Contractor shall obtain patant agreements to effectuate
the provisions of this clause from all persons in its smploy who parform
any part of the work under this contract except nontechniocal parsonnel ,
gueh as clerical employssse and manual laborers. '

(4) The Coentractor agrees that the Govarnment may duplicate and
disclose Subject Invention disclosures and all other reparts and papers.
furnished or required to be furnished pursuant to this clausa. If the
Contractor is to file a foreign patemt application on a Subject Iavention,
the Government agrees, upém written request, to use its best afforts to
withhold publication of such invenrion disclosures until the expiration of
the time period specified in paragraph (d4) (1) of thie clmuse, but in no
event shall the Government or its amployess be liable for any publication
thereof.
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() Publication.

It is recognized that during the courme of the work under this
contract, the Ceatractor or its saployess mey from time to time desire to
release or publish informetion regarding scientific or techaical
developments conceived or first actually reduced to practice in the courss
of or under this contract. In order that public disclosure of such
information will not adversely affect the patent interssts of DOE or the
Contractor, pateat approvel for release or publication shall be secured
from Patent Counsel prior to any such release or publication.

(a) rorfel

(1) The Contractor shall farfeit to the Goyernment, at the
voquest of the Sacretary or his designee, all rights in any Subject
Invention which the Contrasctor fails to report to Patent Counsel (with
notification by Patont Counsel to the Coatracting Qfficer) within six
monthe after the time the Contractor:

(1) Files or causes to ba filed a United States or foreign
patant application therecn; ox

1id) sudbmits the final report required by paragraph (e)
{2} (iii) of this clause, whichevar is later.

{2) Howevexr, the Coatractor shall not forfeit rights in a
subject Invention if, within the tims specified in (1) (i) or (1) (ii) of
this paragraph (g), the Contractor:

(i) ©Prepared a written decizion basad upon 2 review of the
record that the invention was neither conceived nor first actually rediuced
to practice in the course of or under the contract and delivers the same to
Patent Counsel (with notification by Patent Counsel to the com::u:tlnq
Officer): or

(is) Contending that the inveation is not a Subject
Invention the Contractoer nevertheless discloses the invention and all facte
pertinent to this contantion to the Patent Counsel (with notiﬂcntipn by
Putent Counsel to the Contracting Officer)s or

(1ii) Establishes that the fallure to discloss did not
result from the Contractor’e fault or negligenca.

(3) Panding written assignment of the patent applications and
patents on a Subjsct Xnvention determined by the Secretary or his designee
to be forfeited (such detarmination tc be a final decision under the
Disputos Clause of this contract), the Contractor shall be deemed to hold
the invention and the patent applications and patents pertaining thereto in
trust for the Govarnmant. The forfeiture provision of this paragraph (g)
shall be in sddition to and shall not supersede other rights and remsdies
which the Government may have with respect to Subject Inventionws.

(b) Examipnation of records relating to_inventions.
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(1) The Contracting Officer or his auvthorired repressntative,
until the expiration of 3 ywars after final payment under this contract,
shall have the right to examine any books (intluding laboratory notebooks),
records, documents, and cther supporting data of the Contractor which the
Contracting Officer or his authorized repressntative rwasomably deem
pertinent to tha discovery or identification of Subject Inventions or to
datermine cowplisnce with the requiressnts of this clausa.

{(2) The contracting Officer or his authorized representative
shall have ths right to examine all books (including laboratory aotebooks),
records and documents of ths Contractor relating to thoe conception or first
actual reduction to practice of inventions in the same field of technology
as the work under this coamtract to determine whether any such inventions
are Bubject Inventions, if the Contractor refuses or falls to:

(1) BEstablish ths proceduras of paragraph (e) (1) of this
clause; or

(i) Maintain and follow such procedures; or

{i11i) o©Correct or eliminate any material deficlency in the
procedures within thirty (30) days after the Contracting Officer notifies
the Contractor of such a deficlency.

(i)

{1) Any time before final payment of the amount of this
contract, the Contracting Officer may, if he deems such action warranted,
withhold payment until a reserve not exceeding $50,000 or & percent of tha
swount of this contract., whichever is less, shall have been set asids if in
his opinion the Contractor falls to:

(1) Bstablieh, maintain and fallow effective procedures
for idantifying and disclosing Subject Inventions pursuant to paragraph (=)
{1) of thism clause; or

tis) Disclosa any Subject Invention pursuant to paragraph
(e) (2) (i) of this clause; or

(3ii} Delivar the interis reports purguant to paragraph (e)
{2y (1i) of thim clause; or

{iv) rrovide the information regarding subcontracts
pursuant to paragraph (3} (5) of this clause; or

(v) Convey to the Government in a DOE-approved form the
title and/or rights of the Govermment in each Subject Invantion as rsquired
by this clause.

(2) The reserve or balance shall be withheld until the
Contracting Officar has determined that the Contractor has rectified
wvhatever deficlencios exist and has deliverwd all reports, disclosures, and
other infarmation required by this clause.

- 10 =
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(3) Final paymeny under this contract shall not be made by the
Contracting Officer buforo the Contractor delivars to Pateant Counsel all
disclosnres of Subject Inventions and other information required by (®) (2)
(1) of this clause, the final raport required by (&) (2) (ili) of this
clause, and Patent Counsel has isgued a patent clearance cextification to
the Contracting Officer.

(4) The Contracting Officer may, in his discretion, decrmasa ox
incroase the sums withhald up to the maximum authorized above. If the
Contractor is a nonprofit organization, tha maximum amount that may be
withheld under this paragraph shall not exceed $50,000 or 1 percent of the
amount of this contract, whichever is less. No amount shall be withheld
under this paragraph while the amount specified by this parsgraph is being
withheld under other proviasions of the contract. _The.withholding of any
amount. or subsequont payment thersof shall aot be construed as A waiver of
any rights accruing to the Government under this contract.

(3) Bubcoptracts.

t1) Por the purpose of this paragraph the term "Contractoz”
moans the party awarding a subvontract and the term “Subcontractor’ means
the party being awarded a subcontract, regardless of tier.

{2) The Contractor will iacluda the Patent Rights clause of
DEAR 952.227-71 suitably modified tc identify the parties in all
subcontracts, rsgaxdless of tier, for experimental, developmental or
research work to be performed by 4 saall business or a domestic nonprofit
organization. 1In all other subcontracts, xogardless of tier, for
sxperimental, developmental demonstration, or ressarch work, the Costractor
shall include the Patent Rights article of 41 (PR 9-5.107+5(a) or 41 CFR 9-
9.107-6 ag appropriate, modified to identify the pu't.}.u.

(3) ©Excupt as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using & subcontract as
consideration therefor, acquire any rights in its Subcontractor’s Subject
Invention for the Contractor’s own use (as distinguished from such rightas
as may be regquirsd solely to fulfill the Contractor’s contract obligations
to the Government in the performance of this com:rnct).

(4) All inveatien disclosures, reports, instruments., and othex
information raguired to be furnished by the Sudbcontractor to DOE, under the
provisions of a Patent Rights claupse in any subcontract hereunder may, in
the discretion of the Contracting Officer, he furnished to tha Contractor
for transmission to DOK.

- 11 ~-
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(5) The Contractor shall promptly notify the Contracting officer
in writing upon the sward of any subcontract containing a Patent Rights
clause by {(dentifying the Subcontractor, the work to be performed under the
subcontract, and tho dates of award, and estimated complstion. Upon the
request of the Comtracting Officer the Contractoxr shall furnish him & ocepy
aof the subcontract.

(6) The Contractor shall identify all Supdect Inventions of the
Subcontractor of which it acquires knowvledge in the performance of this
contract and shall notify ths Patent Counsel (with notification by Patent
Counasl to the Contracting Officer} promptly upon the identification of the
inventions.

{7} It is understood that the Governmment is a third party
beneficiary of any subcontract clause granting FIgRE to EhH& Government in e
Subject Inventions, and the Contractor harsby assigns to the Goveznment all
righte that .the Contractor would have to enforce tha Subcontractor’s
obligations for the banefit of the Government with respect to Subject
Inventions. The Contractor shall not be odbligated to enfoxrce the
agresmants of any Subcontractor hersunder zmlating to the obligations of
the Subconmtractor to the Government regarding Subject Inventions.

(k}  Backqround Patents.

In paragraphs (k){2) and (k)(3) relating to Background Patents, GF agrees
+o the language provided that the wordes "a subject of this contract’ be
replaced with “such applications and uses of natural gas and ¢oal gqan-fired
gas turhines in combined cycle as are developed mnder this contract® to
limit the licensing reaquired to fields of technology oovered by the
contract.

(1) rBackground Patent’ means a domestic patent covering an
invention or discovary which is not a Subject Invention and which is cwmad
or controlled by the Contractor at any time through the completion of this
contract.: )

€8] Which theo Contractor, but not the Government, has the
right to licensa to others without cobligation to pay royalties thareon, and

(14} Infringement of which cannot reasonably be avoided
upon tha practice of any wpeeific process, method, wachine, manufscturs, or
composition of matter (including relatively minor modifiocations thereoct)
which is a subject of the xesaarch, development, or demonstration work
performed under this contract.

(2) The Contractor agrees to and doas hereby grant to the
Government a royalty-free, nonaxclusive licemse under any Background Patent
for purpcoses of pxacticing such applications and uses of natural gas and
coal gas-fired gas turbines in combined cycle as ars developed under thie
contract by or for the Covernment in research, developmant, and
demonstration work only.

- 12 =
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3 The Contractor also agrees that upon written application by
DOE, it will grant tc responaible parties for purposes of practicing such
applications and uses of natural gas and coal gaa-fired gas turbines in
combined cycle as are developed under this contxact nopaxclusive licenses
undar any Background Patent on terms that are reasocnable under the
cirocumstances. If, howaver, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve expeditiocous commercial
developmant or utilization, then a request may be made to DOE for DOEB
approval of such licemsing by the Contractor.

{4) Notwithstending the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patent {f the
Contractor demonstrates to the eatisfaction of the Secretary or hie
designee that the Contractor or its licensees are supplying the subject
mattar coverad by said Background Patent in sufficient quantity and at
reasconable prices to satisfy market needs, or have taken effective steps or
within a ressonable time are expected Lo take sffective steps to so supply
the subject matter.

(1) Atomic Enerqy.:

(1} Ne claim for pecuniary award or coopensation under the
provisions of the Ateamic Energy Act of 1954, as amended, shall be asserted
by the Contractor or its ssployees with respact t0o any invention or
disvovery made or concelved in the course of or under this contract.

(2) Except as otherwise authorized in writing by the Contracting
Officer, the Contractor will obtain pateat agroeements to seffectuate the
provisiona of paragraph (1) (1) of this clause from all persons who perxform
any part of the work under this contract, esxcept nontechnical perscanel, .
such as rlerica)l employees and manual laborers.

(m) Limitation of rights.

mothing contained in this Patent Rights clause =xhall be duemed to
give the Government any rights with xespact to any invention othar than a
sSubject Invention except as sst forth in the Patent Rights clause of this
contract.

(n) Limitation in Alienation of Waived Righte

Excapt for the license reserved to the Contractor in (¢) (1), the
contractor agrees that any alienation of rights in waived subject
inventions by assignmeant, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the eveant a
oontrolling intarsst is to be anquired by a foreign entity in the
Contractor or to any assignee or licensee of a waived invention, then in
that cave any righte in the waived invention to be amcguired by the foreign
entity wil) ba subjact to written approval of the Contracting Officerx.

- 13 ~
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(e} U:B. Competitivepessg

GE agrees that any products embodying any waived inveation ox
produced through the use of any waived invantion during the term of a
Unitad States patent covering the waived invention will be manafactured
substantially {n the United Statez unlaess GE ocan show to the sstisfaction
of the Contractiag Officer that it is not commercially feasible to do so.

- 14 -
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