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CONFIRMATORY LICENSE

(Large Business - Advance Waiver)

Title :  Battery Self-Warming Mechanism Using the Inverter and the Battery
Main Disconnect Circuitry

Inventor(s) :  Cyrus N. Ashtiani and Thomas A. Stuart

Serial No. 1 09/224,467 Filing Date (U.S.): December 31, 1998

Patent No. : Issued:

Contractor . DaimlerChrysler Corporation

DOE Contract No. : NREL Subcontract No. ZAN-6-16334-01
under Prime Contract No. DE-AC36-83CH10093

Waiver No. i W(A)-96-003 (CH-0893)
Patent Clause 1 Appendix MRI/CHRYSLER-C (11/14/96)

o
DOE Case No. : §-93,997 - Chrysler Docket No. }3-1 850

Foreign Applications filed in or intended to be filed at Contractor's expense in (countries):
NONE

An advance waiver of Government rights having been granted by DOE to the Contractor, and the
above-identified invention having been reported as a subject invention to DOE by the contractor
with his election to file a domestic patent application thereon, and foreign applications in the
countries noted above, the effective date of said waiver for the above invention is

July 29, 1999

Accordingly, this document is confirmatory of the paid-up, worldwide, license required to be
granted to the Government under 10 CFR Part 784 and this contract in this invention, patent
application and any resulting patent, and of all other rights acquired by the Government by the
referenced clause, a copy of which is attached hereto and incorporated by reference herein. The
undersigned certifies the attached copy to be a true copy of said clause. It is understood and
agreed that this license does not preclude the Government from asserting rights under the
provisions of said contract or of any other agreement between the Government and the
Contractor, or any other rights of the Government with respect to the above-identified invention.

The Government is hereby granted an irrevocable power to inspect and make copies of the
above-identified patent application.

Signed this AL day of __yhtac in LT oo
(SEAL) DaimlerChrysler Corporation

By // %_ 21 éﬁ n?;?cﬂﬁ%ﬁ.

(Contractor's Official and Title)
Mark P. Calcaterra, Sr. Staff Attorney

(Business Address)
8§00 Chrysler Drive East CIMS 483-02-19

Auburn Hills, Michigan 48326-2757
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CLALUSE 1 - ADVANCE WAIVER PATENT RIGHTS

A,

C.

Definitions.

(28]

*Subiec: .mvennton’ Teass any wveaton or discoverv ol the Subconmacior ooczived or ITs
actuaily recuced (o pracuce o the course of or uncer this subconmact. anc :ncludes aoy are,
methed. process, machine, manufacture. design, or composition of matter. or any new and
useful improvement thereof, or any variety of plants, whether patented or unpatented under the
Paten: Laws of the United States of America or any foreign country.

*Subconrract® means any contract, grant, agreement, understanding, or other arrangement,
which includes research, development. or demonswation work, and includes any assignment or
subsdrunion of parties.

3. *Governmens agency” includes an executive deparunent, independent commission, board, office,
agency, adminisoraton, authority, Government corporation, or other Government establishment
of the Executve Branch of the Government of the United States of America.

4. *To the point of pracrical application® means to mamufacture in the case of a composition or
product, to practice in the case of a process, or o operate in the case of a machine and under
such conditions as to establish that the invention is being worked and that its benefits are
reasonably accessible to the public.

5. *Patery Counsel” means the DOE Patent Counsel assistng the procuring actvity.

6. *Contracring Officer” means the DOE Contracting Officer for prime contract
No. DE-AC36-83CH10093 with the Midwest Research Institute.

Allocation of Principal Rights.

1.

(S8

Assignment o the Governmenu. The Subcomiractor agrees to assign to the Govermment the entire
right, dtle, and interest throughout the world in and to each subject invention, except to the
extent that rights are waived to and retained by the Subcontractor under paragraphs B2 and C of
this clause.

Greater Rights Dererminations. The Subcontractor or the employee-inventor with authorization
of the Subcontractor may request greater rights than the domestic and foreign patent rights
provided in Paragraph C of this clause on identified inventions in accordance with

41 CFR 9-9.109-6. Such requests must be submitted to Patent Counsel (with notification by
Patenr Counsel to the Contracting Officer) at the time of the first disclosure pursuant to para-
graph E2 of this clanse, or not later than nine (9) months after conception or first actual
reduction to practice, whichever occurs first, or such longer period as may be authorized by
Patenr Counsel (with notification by Patent Counsel to the Contractng Officer) for good cause
shown in writing by the Subcontractor.

Rights to the Subcontractor.

1.

Minimum Subcontractor License. The Subcontractior reserves an irrevocable, nopexclusive,

paid-up license in each patem application filed i in any
resulting patent in which the Government fﬁhcenscshzﬂenendtomc ™

Subcontractor's domestic and affiliates, xfany.mthmtthubconmaorscorporm \
structure of which the S\xbconmctorisapanandshallincludctherighxtogxmsubﬁcmssof

the same scope to the extent obligated t0 do so at the time the .
subconmctwaszwardad ‘I‘hchccnscshaubennsferableo yvmhapprovalofDO xcept

—— ———
" =
- PO _.,.—- . “ -

* —
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‘when Tansterred (0 he successor of that part of the Subcontracicr’'s business o whuch the
{ovenuon pertauns.

: Elecnon io Rerain F'zrved Rigrus.

Subjec: :0 the provisions of paragrapb C5 and paragrach D of dus clause, with
respec: only 10 a subject iovenuon reported in accordance with paragraph E2(i) of
this clause and with the wrirten report of which is included an election by the
Subconrractor to retain the waived rights in the inveation, the Subcontractor
reserves the entire domestic right, title and interest in any United States patent
application on the subject invendon filed and any resulting United States paten:
secured by the Subcontractor.

(ii) Subject 1o the provisions of paragraph C3 and paragraph D of this clause, with
respect only 10 a subject invenrion reported in accordance with paragraph E2(i) of
this clause and with the written report of which is included an election by the
Subcontractor to retain the waived rights in the invention and a stalement specifying
those foreign countries in which such rights will be-retained, and subject to DOE
security regulations and requirements, the Subcontractor reserves the entire right,
ttle and interest in any foreign patent application on the subject inventon filed
and anry resuiting foreign patent secured by the Subcontractor in those
foreign countries specified.

(]

Terms and Conditions of Waived Rights.

) Subject 1o the rights granted in paragraph C1 of this clause, the Subcontractor
agrees 0 convey to the Government, upon request, the entire domestic right, tide,
and interest in any subject invention when the Subcontractor:

(a) Does not elect pursuant to paragraph C2(i) of this clause to retain such
rights;

®) Fails 10 have a2 United States patent application filed on the invention i
accordance with paragraph D1 of this clause, or decides not to contimue
prosecution of such application; or

(©) At amy tme, no longer desires to retain tde.

(i) Subject to the rights granted i paragraph C1 of this clause, the Subcontractor
agrees (o0 convey to the Government, upon request, the entire right, title, and
interest in any subject invention in any foreign country if the Subcontractor:

(a) Does not elect pursuant to paragraph C2(it) of this clause to retam such
rights in the foreign country; or

®) Fails to have a patent application filed in the foreign country on the
subject invention in accordance with paragraph D3 of this clause, or
decides not 10 continue prosecution or to pay any maintepance fees
covering the invention. To avoid forfeiture of the patent application
or patent, the Subcontractor shall notify the Patent Counsel not less
than 60 days before the expiration period for any action required by the
foreign Paiemt Office.

(i) Conveyances requested pursuant to paragraphs C3(i) and C3(ii) of this clause shall
be made by delivering to the Patent Counsel] duly executed instruments and such
other papers as are deemed necessary to vest in the Government the entire right,

Appendix MRL/Chrysler-C
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ade. acd wnterest @ the invenuoan to caable the Government to apply for and
prosecuie patent applicanons covenng the wvenuon wn thus or the foreign counov,
respectvelv. or otherwise establish its ownership of the iavenuon.

For 2ac: aveawon . wilch the Subcontracier muuaily elects pursuant o C2¢i) or
L2y oF dus clause got to retun the rights warved, the Subconmractor shall inform
the Patear Counsel prompdy in wriang of the date and ideatity of any on sale.

public use. or public disclosure of the invention which may coastitute a starutory bar
under 35 USC 102, which was authorized by or known to the Subconmracior, or any
contemplared action of this narture.

(v) Government Licernse.

With respect 10 any subject inveadon in which the Subcontractor retains dtle, the
Federal Government shall bave a nopexclusive. nontransferable, irrevocable, paid-
up license 1o practice or have praciced for or on behalf of the United States

any subject invention throughout the world.

{vi) Reporting on Unilizarion of Subjecz Inventions.

The Subcontractor agrees to submit on request, periodic reports, no more frequently
than anmuaily, on the utilization of a subject nvention or on efforts at obtaining such
urilization that are being made by the Subcontractor or its licensees or assignees.
Such reports shall include information regarding the status of development, date of
first commercial saie or use, gross royalties received by the Subcontractor, and such
other data and informadon as DOE may reasonably specify. The Subcontractor also
agrees 10 provide additional reports as may be requested by DOE in accordance with
paragraph (vii) of this clanse. To the extent data or information supplied under this
section is considered by the Subcontractor, its licensee or assignees o be privileged
and confidenrial and is so marked, DOE agrees that, to the extent permirned

by 35 USC 202(cX5), it will not disclose such information to persons owside the
Government.

(vil) Preference for United Siazes Industry.

Notwithstanding any other provision of this clause, the Subconmractor agrees that
peither it nor any assignee will grant to any person the exclusive right 1o use or sell
any subject inveation in the United States unless such person agrees that any
products embodying the subject invention or produced through the use of the subject
imvemtion will be mamufactured substantially in the United States. However, in
individnal cases, the requirement for such an agreement may be waived by DOE
upon a showing by the Subcontractor or its assignee that reasonable but unsuccessful
efforts have been made to granr licenses on similar terms to potential licensees that
would be likely to manufacture substaprally in the United States or that under

the circumstances domestic manufacnure is not commercially feasible.

(viii) March-in Rights.

The Subcontractor agrees that with respect to any subject invention in which it has
acquired title, DOE bas the right, in accordance with the procedures in OMB
Circalar A-124, to require the Subcontractor, an assignee, or exclusive licensee of a
subject mnvention to grant a nonexclusive, partally exclusive, or exclusive license in
arry field of use 10 a responsible applicant or applicants, upon lerms thar are
reasonabie under the circumstances, and if the Subcontractor, assignee, or exclusive

Appendix MRUChrysier-C
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(ix)

Appendix MRYI/Chrysier-C
11/14/96

licensee refuses such a request. DOE has the nght to zraot suck 1 license itself if
DOE determunes tat;

+d)

®)

{c)

CY)

Such action is aecessary because the Subcontracior or assignee has ot
:aken. or s act sxpected o wke. within 3 reasocable Qme. zilecuve
steps 10 acueve pracucal applicanior of he subject icvealior it sucd
Aeld of use;

Such action is necessary 1o alleviate health or safety needs which are not
reasonably sadsfied by the Subcontractor, assignee, or their licensees:

Such acton is necessary to meet requirements for public use specified by
federal regulations and such requirements are pot reasonably satisfied by
the Subcontractor, assignee, or licensees; or

Such acdon is necessary because the agreement required by paragraph (vii)
of this clause has not been obtained or waived or because a licensee of the
exclusive right to use or sell any subject invention in the United States is in
breach of such agreement.

U. S. Comperitiveness.

(@

®)

(©

The parties agree that under any United States Patent resulting from a
subject invention on major components of hybrid propulsion systems for
use or sale in the United States, such major components shall be
manufactured substantially in the United States during the period expiring
five years after completion of this subcontract.

The parties also agree that for hybrid propulsion systems, major
components developed under this subcontract using contract data which are
Protected Hybrid Vehicle Information shall be manufactured substantially
in the United States during the period expiring five years after completion
of this subcontract.

Nowwithstanding the foregoing provisions, the requirements for
manufacturing major components of hybrid propulsion systems substanrially
in the United States shall be deemed to be satisfied only (i) if it is only
commercially feasible for Subcontractor to begin volume production at
Subcontractor’s existing production facilities elsewhere in North America,
or (ii) upon 2 showing by the Subcontractor or its assignee, in writing, that
reasonable but unsuccessful efforts have been made to grant licenses on
similar terms to potential licensees that would be likely to manufacture
substanrially in the United States or that under the circumstances domestic
manufacture is not commercially feasible and some form of significant
economic and technical benefits will flow 10 the United States. Such a
showing by the Subcontractor must be approved in writing by DOE. With
respect 10 subparagraph (i) above, it is understood and agreed, given the
nature and organization of Subcontractor’s manufacturing facilities in the
United States, Mexico and Canada, inciuding Subcontractor’s existing
engine production plants in Toluca and Saltillo, Mexico (*Mexican
Plants™), that during the five-year period covered by subparagraphs (a) and
(b) above, and with respect t0 major components of hybrid propulsion
systems covered by and within the scope of subparagraphs (a) and/or (b)
above, initial manufacture by Subcontractor of such major components may
begin at Subconmractor’s Mexican Plants; Subcontractor agrees, however,
that prior o constwuction of any new production plant outside of the United

PATENT
REEL: 010729 FRAME: 0539



States. or any expansion of the Mexican Plants. for the manufacrure of
major components covered by and within the scope of subparagraphs (a)
and/or (b) during the five-vear period covered by subparagraphs (a) and/or
1b;, Subcontractor wil make reasonable and good faith effors o
mapufacture such components at producuce jacilites ocated or 10 e
:ocated w the United States.

1d) This clause does not consurute a commutme=t that either party will actually
manufacrure hybrid propulsion systems.

() The Parties agree that DOE may grant sublicenses under any United States
Patent resulting from a subject invention first produced under this
subcontract, under reasonable rovalty-bearing terms (with such royalty to be
paid to subcontractor), for the manufacture in the United States of major
components of hybrid propuision systems, and for the use and sale thereof in
the United States, beginning five years after completion of this subcontract.
Norwithstanding the foregoing, the date at which DOE may start w grant
sublicenses under this subparagraph 1(C)3)Xix)(e) shall begin ten years
(rather than five years) after the completion of this subcontract if Chrysler
and DOE, at any time before the expiration of five vears from the
completion of this subcontract, mutually agree in writing to extend the
period covered by subparagraphs 1(CX3)Xix)Xa) and (c) to ten years (rather
than five years) from the completion of this subcontract.

Terminarions.

®

(n

(i)

(iv)

Any waiver or retention of rights by the Subconmractor under paragraphs B2, Cl1, or
C2 of this clause may be terminated at the discretion of the Secretary or his
designee, m whole or in part, if the request for waiver or retention of rights by the
Subcontractor is found to contain false material statements or nondisclosure of
material facts, and such were specifically relied upon in reaching the waiver
determination or the agreement to the retention of rights by the Subcontractor.

Any waiver of the rights reserved in accordance with paragraph C2, as applied to
partcular inventions, may be terminated at the discretion of the Secretary or his
designee, in whole or in part, if the Subcontractor fails to comply with the
provisions set forth in paragraph C3 and paragraph D of this clause, and such
failure is determined by the Secretary or his designee 10 be material and detrimental
to the interests of the United States and the general public.

Prior to terminating any waiver of rights under paragraph C4(i) or C4(ii) of this
clause, the Subcontractor will be given wrinien notice of the intentrion 10 terminate
the waiver of rights, the extent of such proposed termination and the reasons
therefor, and a period of 30 days, or such longer period as the Secretary or his
designee shall determine for good cause shown in writing, to show cause why the
waiver of rights should not be so terminated.

All terminations of waivers of rights under paragraph C4(ii) shall be subject to the
rights granted in paragraph C1 of this clause, and terminarion shall normally be
partial in parure, requiring the Subcontractor to grant nonexclusive or partally

exclusive licenses 1o responsible applicants upon terms reasonable under the
circumstances.

Appendix MRU/Chrysler-C
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5 Effecrive Dare of Warvers
Wavers shail be effective on the following dates:

L Sor acvancs waivers of ideptified mveations. 1. venuons conceived prior o the
zffecove date of the subconwac:, on he 2ffectve Sate of the subcontract even
though the advance waiver may have besn requested after that date;

(1) For identified inventions under advance waivers. i.c., inventions conceived or first
actually reduced to practce after the effective date of the subcontract, on the date
the invenrion is reported with the election to retain the waived rights in thar
invendon: and

(ii1) For waivers of idenrified inventions (other than under an advance waiver), on the
date of the lener noufving the requestor that the waiver has been granted.

D. Filing of Paent Applications.

1. With respect to each subject mvention in which the Subcontractor elects to retain domestic rights
pursuant to paragraph C2(i) of this clause, the Subcontractor shall have a domestic patent
application filed on the invention within six (6) months after submission of the invention
disclosure pursuant to paragraph E2(i) of this clause, or such longer period of time as may be
approved by the Patent Counsel for good cause shown in writing by the Subcontractor. For
identified inventions waived to the Subcontractor, the Subcontractor shall have a domestic patent
application on the invention filed within 6 months after the waiver has become effective. With
respect to such inventions, the Subcontractor shall promptly notify the Patent Counsel of any
decision not o file an application.

2. For each subject invention on which a patent application is filed by the Subcontractor, the
Subcontractor shall:

@ Within 2 months after the filing, or within 2 months after submission of the
mvention disclosure if the patent application previously has been filed, deliver to
Paten: Counsel a copy of the application as filed including the filing date and serial
mumber;

Gi) Within 6 months after filing the application or within 6 months after submitting the
mvention disclosure if the application has been filed previously, deliver w the Patent
Counsel a duly executed and approved instrument fully confirmatory of all rights to
which the Government is entitled, and provide DOE an irrevocable power 0 inspect
and make copies of the patent application filed;

(1) Provide the Patent Counse! with a copy of the paient within 2 months after a patent
is issued on the application, .

(iv) Not less than 30 days before the expiration of the response period for any acton
required by the Patent and Trademark Office, notfy the Patent Counsel of any
decision not to continue prosecurion of the application and deliver to the Patent
Counsel execuied instruments granting the Government a power of attorney; and

) Include the following statememt in the second paragraph of the specification of the
application and any patents issued on a Subject Invention, “The Government of the
United States of America has rights in this invention pursuant 1o Subcontract
No. (or Grant No. ) awarded by the U.S. Department of Energy.”

Appsndiz MRUChrysler-C
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With respect to each subject invention o viuch the Subcontracior has sjected pursuaat to
paragraph C2(ii) of this clause to rewaun the patent nghts waved in specified foreign countries.
or n whica the Subcontractor has obuined a waiver of foreign nghts oo an 1dentified invention:

(i

The Stacontactor spall fie a pateat appiication oo e wvenuon 0 2ach specified
‘oreiga tounwy in accordance with applicable statuies and regulaoons and within
one of the following periods:

@) Eight monpths from the date of filing a corresponding United States appli-
cadon, or if such an application is not filed. six months from the date
the invendon is submitted in a disclosure pursuant to paragraph E2() of this
clause;

) Six months from the date a license is granted by the Commissioner
of Patents and Trademarks to file the foreign patent applicadon
where such filing has been prohibited by secunity reasons; or

(c) Such longer period as may be approved by the Patent Counsel for good
cause shown in writing by the Subcontractor.

The Subcontractor shall notify the Patent Counsel promptly of each foreign
applicadon filed and upon written request shall furnish an English version of the
applicadon without additional compensation.

E. Invention Identification, Disclosures, and Reporis.

1.

The Subcontractor shall establish and maintain active and effectve procedures to easure that
subject inventions are promptly idenrified and timely disclosed. Those procedures shail inciode
the maintenance of laboratory notebooks or equivalent records and any other records that are
reasonably necessary to document the conception and/or the first actual reduction to practice of
subject inventions, and records which show that the procedures for identifying and disclosing the
inventions are followed. Upon request, the Subcontractor shall furnish the Contracting Officer a
description of these procedures so that he may evaluate and determine their effectiveness.

The Subcontractor shall furnish the Patent Counsel (with notification by Parent Counsel to the
Contracting Officer) on a DOE-approved form:

o

A written report containing full and complete technical information concerning each
subject invention within 6 months after conception or first actual reduction w0
practice, whichever occurs first in the course of or under this subcontract, but

in any event prior to any sale, public use or public disclosure of such invention
known to the Subcontractor. The report shall identify the subcontract and inventor
and shall be sufficiently complete in technical detail and appropriately illustrated

by skeich or diagram to convey to one skilled in the art to which the invention
pertains a clear understanding of the nature, purpose, operation, and to the extent
known, the physical, chemical, biclogical, or electrical characteristics of the
invention. The report should also include any election of foreign patem rights under
paragraph C2(ii) of this clause and any election of rights under paragraph C2G1) of
this clause. Any requests for greater rights shall be made within the period set forth
in paragraph B2 of this clause. When an invention is reported under this para-
graph E2(i), it shall be presumed to have been made in the manner specified in
Secdon (2)(1) and (2) of 42 USC 5908 unless the Subcontracior contends it was not
so made tn accordance with paragraph G2(ii) of this clause.

Appendis MRUChrysler-C
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(i) U'pon request, but not more than annually, wterim reports on a DOE-approved form
lisung subject inventions and lower-uer subcontracts awarded containing a Pateat
Rights clause for that period and cenifywng that:

3 The Subcontractor’; proczdures for identifving and disclesing subject
‘oventions as requred oy tus paragraph E have been {ollowed throughout
the reporung period:

1) All subject inventions have been disclosed or that there are no such
inventions;
(€) All lower-tier subconiracts copraining a Patent Rights clause have been

reported or that no such lower-tier subcontracts have been awarded; and

(iii) A final report on a2 DOE-approved form within 3 months after completion of the
subcontract work listing all subject inventions and all lower-tier subcontracts
awarded containing a Patent Rights clause and certifying thar:

@) All subject inventions have been disclosed' or that there were no such
inventions; and

®) All lower-der subcontracts containing 2 Patent Rights clause have been
reported or that no such lower-der subconrracts have been awarded.

(V3]

The Subconmractor shall obtain patent agreements to effectuate the provisions of this clanse from
all persons in its employ who perform any part of the work under this subcontract except
pontechnical personnel, such as clerical employees and manual laborers.

4. The Subcontractor agrees that the Government may duplicate and disclose subject invention
disclosures and all other reports and papers furnished or required to be furnished pursuant to this
clavse. If the Subcontractor is to file a foreign patent application on a subject invention, the
Government agrees, upon written request, to use its best efforts 1o withhold publication of such
invention disclosures until the expiration of the time period specified in paragraph D1 of this
clause, but in no event shall the Government or its employees be liable for any publication
thereof. The Subcontractor may mark such disclosure in accordance with paragraph K of the
*Rights in Technical Data” clause of this subcontract. The Government will trear such marked
disclosure papers in accordance with paragraph K of the “Rights in Technical Data” clause until
the issuance of a patent at which time the protection afforded by paragraph K of the "Rights in
Techmical Data® clause shall cease.

Publication.

It is recognized thar during the course of the work under this subcontract, the Subcontractor or its
employees may from time to time desire to release or publish information regarding scientific or
technical developments conceived or first actually reduced to practice in the course of or under this
subcontract. In order that the parent disclosure of such information will not adversely affect the patent
interests of DOE or the Subcontractor, patent approval for release or publication shall be secured from
Patent Counsel prior to any such reiease or publication. The Subcontractor may release and publish
informarion in connection with commercialization of subject inventions withowt prior review by DOE
Patent Counsel. In any event the Subcontractor shall notify the Government sixty days before the
establishment of any stanxtory bar w0 the filing of a patenr application or the existence of any bar.

Forfeiture of Rights in Unreported Subject Inventions.

1. The Subcontracior shall forfeit io the Governmnent, at the request of the Secretary or his
designee, all rights in any subject inveations which the Subcontractor fails to report to Patent
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Counsel - 1th notficauon by Patent Counsel o the Contracung Officer) withun six months after
‘he ame the Subcoctracior:

0 Fues or causes 1o be filed a Unuted States or Joreign pateat applicanon thereon; or

i Subm:s the final report reqursc dv paragrapd EZtiy; of tus clause. whichever s
later.

However, the Subcontractor shall not forfeit rights in a subject invention if, within the time
specified in 1(i) or 1(ii) of this paragraph G, the Subcontractor:

)] Prepared a wrinen decision based upon a review of the record that the invention was
oeither conceived nor first actuaily reduced to practce in the course of or under the
subcontract and delivers the same to the Patent Counsei (with notification by Patent
Counsel to the Contractng Officer); or

(i) Contending that the invendon is ot a subject invendon the Subcontractor
nevertheless discloses the invenrion and all facts pertinent to this contention to the
Patent Counsel (with notfication by Patent Counsel to the Contracting Officer); or

(iif) Establishes that the failure to disclose did not result from the Subcontractor's fault
or negligence.

Pending written assignment of the patent application and patents on a subject invention
determined by the Secretary or his designee to be forfeited (such determination to be a final
decision under the Disputes Clause of this contract), the Subcontractor shall be deemed tw hold
the mvention and the patent applications and patents pertaining thereto in trust for the
Government. The forfeiture provision of this paragraph G shall be in addition to and shall not
supersede other rights and remedies which the Government may have with respect to sabject
mvenroans.

H. Examination of Records Relating to Inventions.

1.

The Contracting Officer or his authorized representative, until the expiraton of 3 years after
final payment under this subcontract, shall have the right to examine any books (including
laboratory notebooks), records, documents, and other supporting data of the Subcontractor
which the Contracting Officer or his authorized representative reasonably deem pertinent to the
discovery or identification of subject inventions or to determine compliance with the
requirements of this clause.

The Conrracting Officer or his authorized representative shall have the right to examine all
books (including laboratory notebooks), records and documents of the Subcontractor relating to
the conception or first actual reduction to practice of inventions in the same field of technology
as the work under this subcontract to determine whether any such inventions are subject
mvenrions, if the Subcontractor refuses or fails to:

6] Establish the procedures of paragraph E1 of this clause; or
(1) Maintam and follow such procedures; or
(iii) Correct or eliminate any material deficiency in the procedures within thirty
(30) days after the Contracting Officer notifies the Subcontractor of such a
deficiency.
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Withholding of Pavment (Not Applicable to Lower-Tier Subcontracts).

!J

Ul

Anv ame defere ficar pavment of the amount of Uus subcoatrac:, DOE mav. 1 it deems such
acuon warranted. 2irect MRI to withhold paytnent until 3 reserve oot exceeding S50, OOO CQor5
percent 07 e amcuzt of dus subcommac:, whuchever s less. stall Jave Ddeed sel aside U
DOE’; opiuop the Subcontracior fads io:

(1) Establisn. maintain and follow effecuve procedures for identifying and disclosing
subject ‘nventions pursuant to paragraph E1 of this clause; or

(1) Disclose any subject invendon pursuant to paragrapk E2(i) of this clause; or
(iii) Deliver :he interim reports pursuant to paragraph E2(ii) of this clause; or
(iv) Provide the information regarding lower-der subcontracts pursuant to paragraph IS

of this clause; or

) Convey 10 the Government in a DOE-approved form, the dtle and/or rights of the
Government in each subject invention as required by this clause.

The reserve or balance shall be withheld until the Contracting Officer has determined that the
Subcontractor has rectified whatever deficiencies exist and has delivered all reports, disclosures,
and other information required by this clause.

Final payment under this subcontract shall not be made by MRI before the Subcontractor
delivers to Patent Counsel all disclosures of subject inventions and other informarion required by
E2(3) of this clause, the final report required by E2(iii) of this clause, and Patent Counsel has
issued a patent clearance certification to the Contracting Officer.

DOE may, in its discretion, decrease or increase the sums withheld up to the maximuam
authorized above. If the Subcontractor is 2 nonprofit organization, the maximum amount that
may be withheld under this paragraph shall not exceed $50,000 or 1 percent of the amount of
this subcontract, whichever is less. No amount shall be withheld under this paragraph while the
amount specified by this paragraph is being withheld under other provisions of the subcontract.

The withholding of any amount or subsequent payment thereof shall not be construed as a waiver
of any rights accruing to the Government under this subcontract.

Lower-tier Subcontracts.

1.

For the purpose of this paragraph the term "contractor” means the party awarding a subcontract
and the term " subcontractor” means the party being awarded a subconrract, regardless of tier.

The Subcontractor shall include paragraph N hereof ("Patent Rights Provisions For Lower-tier
Subcontractors Who Qualify as Small Business Firms or Nonprofit Organizations*), suitably
modified to identifv the partes, in all subcontracts, regardless of tier, for experimental,
developmental or research work to be performed by a small business firm or 2 domestic
nopprofit organization. Except as otherwise authorized by DOE or as contained in any advance
waiver granted herein, in all other subcontracts, regardless of tier, for experimental,
developmental, demonstranion or research work, the Subcontractor shall include the Patent
Rights clause of 41 CFR 9-9.107-5(a) or 41 CFR 9-9.107-6, as appropriate, modified to identify
the parties. In the event of refusal by a subcontractor 1o accept this clause, or if in the opinion
of the Subcontractor this clause is inconsistent with DOE's patent policies, the Subconmractor:

@ Shall prompty submit wrinep notice 1o the Contracting Officer seuing forth reasons
for the subcontractor's refusal and other pertnent information which may expedite
disposition of the maner; and
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11 Shall not proceed with the subconmact without the wmitten authonzauon of DOE via
MRJ.

Except as mav be otherwise provided (o this clause, or otherwise authorized by DOE or as
toptuned = anv advance wajver granted hersiwn, the Subconmactor shall not. in any subcontrac:
21 Dy using 1 lower-uer subcontrac: as consideraton therefore. acquire any rights in its
subconmracior’s subject invendon for the Subcontractor’'s own use (as distinguished from such
rights as may be required solely to fulfill the Subcontractor's contract obligarons to the
Government in the performance of this contact).

All inventon disclosures, reports, instruments, and other informarion required to be furnished
by the subcontractor o DOE, under the provisions of a Patent Rights clause in any subcontract
hereunder may, in the discretion of DOE be furnished to the contractor for transmission to
DOCE.

The contraczor shall prompuy notify DOE through MRI in writng upon the award of any
subconiract containing a Patent Rights clause by identifying the subcontractor, the work 1o be
performed under the subcontract, and the dates of award, and estimated completion. Upon the
request of DOE or MRI the contractor shall furnish him a copy of the subconrract.

The contractor shall identify all subject inventions of the subcontractor of which it acquires
knowiedge in the performance of this contract and shail notify the Patent Counsel (with

notification by Patent Counsel to the Contracting Officer) promptly upon the identification of the
inventions.

It is undersiood that the Government is a third party beneficiary of any subconrtract clause
granting rights to the Government in subject inventions, and the contractor hereby assigns to the
Government all rights that the contractor would have to enforce the subcontractor’s obligations
for the benefit of the Government with respect to subject inventions. The contractor shall not be
obligated to enforce the agreements of any subcontractor hereunder relating to the obligarions of
the subcontractor 1o the Government regarding subject inventions.

Background Patents.

1.

tJ

" Background palent” means a domestic patent covering an inventon or discovery which is not a
subject invention and which is owned or controlled by the Subconrractor at any time through the
completion of this subcontract;

@) Which the Subcontractor, but not the Governmemt has the right to license to others
withouz obligation to pay royalties thereon, and

(ii) Infringement of which cammot reasonably be avoided upon the manufacture, use or
sale of the hybrid vehicle propulsion system developed under this subcomntract.

The Subcontractor agrees (0 and does hereby grant to the Government a rovalty-free,
ponexclusive license under any background patent for purposes of manufacturing and using
hybrid vehicles by or for the Government for research, developmen: and demonstration work
only.

The Subcontractor also agrees that upon written application by DOE made after September 30,
2004, it will grant to responsible partes for purposes of manufacturing hybrid propulsion
systems developed under this subcontract and using and selling hybrid propulsion systems
developed under this subconrract and manufactured in the United States, nonexclusive licenses
under any background patent on terms that are reasonable under the circumstances. If,
however, the Subcontractor believes that exclusive or pardally exclusive rights are necessary to
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achieve expeditious commercial development or utlizauon, thes 2 request may be made to DOE
for DOE approval of such licensing by the Subcontractor.

4 Norwiths:anding te foregoing paragraph K5. the Subcootractor shall not be obligated to license
any backzound pateat if the Subcontmractor demonstrates o e sausfacton of the Secretarv or
s Jdesigoes thar

) A compedttve alternative to the subject matter covered by said background patent is
commercially available or readily inoroducible from one or more other sources; or

(L) The Subcontractor or its licensees are manufacturing hybrid propulsion systems
developed under this subcontract in sufficient quantity and at reasonable prices to
satsfy domestic market demand, or have taken effective steps or within a reasonabie
time are expected to take effecdve sieps to so manufacture such hybrid propulsion

systems.

L. Reserved.

M. Limitation of Rights.
Nothing contained in this Patent Rights clause shall be deemed to give the Government any rights. with
respect to any invention other than a subject invention except as set forth in the Patent Rights clause of
this subcontract with respect to background patents and the facilities license.

N. PATENT RIGHTS PROVISIONS FOR LOWER-TIER SUBCONTRACTORS WHO QUALIFY AS
SMALL BUSINESS FIRMS OR NONPROFIT ORGANIZATIONS (OTHER THAN M&Os)
(APRIL 1987).
(A) Definitions.

1. *Invention® means any invention or discovery which is or may be patentable or
otherwise protectable under Title 35 of the United States Code (USC) or any novel
variety of plant which is or may be protected under the Plant Variety Protection Act (7
USC 2321 gt seq).

2. *Subject brvenrion”™ meanps any invention of the Subcontractor, conceived or first
acally reduced to practice in the performance of work under this subcontract,
provided that in the case of a variety of plant the date of determination (as defined in
Section 44(d) of the Plant Variety Protection Act, 7 USC 2401(d)) must also occur
during the period of subcontract performance.

3. *Practical applicarion® means to manufacture in the case of a composition or product,
to practice in the case of a process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish that the invention is
urilized and that its benefits are, to the extent permitted by law or Government
regulations, available to the public on reasonable terms.

1, *Made” when used in relation to any invention means the conception or first actual
reduction to practice of such inventon.

S. *Small business firm” means a small business concern as defined ar Secton 2 of Public
Law 85-536 (15 USC 632) and implementing regulations of the Administrator of the
Small Business Administration. For the purpose of this clause, the size standard
for small business concerns mvolved in Government procurement, contained in 13 CFR
121.3-8, and subcontracting at 13 CFR 121.3-8 and 13 CFR 121.3-12, respectively,
will be used.
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* Nonprofit orzanizanon™ means a umversity or other wsuruuon of higher education or
an organizauon of the rype described @ secucn 3Q1(cK3) of the Internal Revenue Code
cf 1954 (26 USC 5019¢) and exempt from taxaton under section SO1(a) of the [nternal
Reveaue Code i26 USC S0lia)) or any noaprofit scientufic or educauonal organization
Juaitfied under a siats JoOpProfit Organizanon SLatule.

"Paren: Counsei” means the Depariment of Energy 'DGE’, Patent Counsel 1ssxsung the
COE conrracung acuvicy.

Allocation of Principal Rights.

L.

-~

The Subcontractor may retain the entre right, tte, and interest throughout the world to
each subject invention subject to the provisions of this clause and 35 USC 203. With
respect to any subject invention in which the Subcontractor retains due, the Federal
Government shall have a nonexclusive, nontransferable, irrevocable, paid-up license to
practice or have practiced for or on behalf of the United States the subject invention
throughout the world.

(Reserved)

Invention Disclosure, Election of Title and Filing of Patent Applications by the Subcontractor.

1.

A¥2]

The Subcontractor will disclose each subject mvention to the Patent Counsel within two
months after the inventor discloses it im writing to the Subconiractor person-

nel responsible for patent manters. The disclosure 1o the Patent Counsel shall

be in the form of a written report and shall idenrify the subconmract under which

the invention was made and the inventor(s). It shall be sufficiently compiete

in rechnical detail to convey a clear understanding, 1o the extent known at the time of
disclosure of the namre, purpose, operation, and the physical, chemical, biological or
electrical characteristics of the imvention. The disclosure shall also identify amy
publication, on sale, or public use of the invention and whether 2 manuscript describing
the invention has been submined for publication and, if so, whether it has been accepted
for publicadon at the time of disclosure. In addition, after disclosure 1o the Patent
Counsel, the Subcontractor will prompdy notify the Patent Counsel of the acceptance of
any manuscript describing the inventon for publication or of any on sale or publu: use
planned by the Subconrmractor.

The Subcontractor will elect in writing whether or not 10 retain ttie to any such
invention by notifying the Patent Counsel within two years of disclosure to the Patent
Counsel. However, in any case where publication, on sale or public use has initiated
the one year statutory period wherem valid patent protection can still be obtained in the
United States, the period for election of title may be shortened by Patent Counsel 10 a
date that is no more than sixty days prior 1o the end of the stamtory period.

The Subconractor will file its initial patent application on a subject invention to which
it elects 10 retain title within one year after election of due or, if earlier, prior to the
end of any stanurory period wherein valid patent protection can be obtained in the
United States after 2 publication, on sale, or public use. The Subcontractor will file
patent applicarions in additional countries or internarional patent offices within either
ten months of the corresponding initial patem applicarion or six months from the daie
permission is granted by the Commissioner of Patents and Trademarks 1o file foreign
paten: applications where such filing has been prohibited by a Secrecy Order.
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Requests for exiension of e ume for disclosure 'o the Patent Counsel, election, and

Aling, under paragraphs 1. 2., and 3. may. at e discrzuon of e Paent Counsel be
z-anted.

D) Condigdons When the Governmens Mavy Obtain Tule.
Tae Subconractor will convey o DOE, upon wmiriea request. ulle (o acy subject invention;

1. If the Subcontracior fails 1o disciose or elect due to the subject invendon within the
ames specified io (C) above, or ¢lects not 1o retain tide; provided that the DOE may
crly request tte within 60 days after learning of the failure of the Subcontractor to dis-
close or elect within the specified times:

2. In those countries in which the Subcontractor fails to fiie pateqt applications within the
ames specified in (C) above; provided, however, that if the Subcontractor has filed a
patent applicadon in 2 counwry after the rimes specified in (C) above but prior o its
ceceipt of the wrinten request of the Patent Counsel, the Subcontractor shall continue 10
retain ttle in that country; or

3. In any country in which the Subcontractor decides not to continue the prosecution of
any application for, 10 pay the maintenance fees on, or defend in 2 reexamination or
opposition proceeding on, 2 patent on a subject invention.

E) Minimum Rights to the Subcontractor and Protection of the Subcontractor’s Right to File.

1. The Subconrractor will retain a nonexclusive, royalty-free license throughour the world
in each subject invention to which the Government obtains title except if the
Subcontractor fails to disclose the subject invention within the times specified
in (C) above. The Subcontractor’s license extends to its domestic subsidiaries and
affiliates, if any, within the corporate stucture of which the Subcontractor is a part and
inchudes the right to gramt sublicenses of the same scope to the extent the Subcontractor
was legally obligated to do so at the time the subcontract was awarded. The license is
ransferable only with the approval of DOE except when transferred to the successor of
the part of the Subcontractor's business to which the invention pertains.

~

The Subcontractor's domestic license may be revoked or modified by DOE to the extent
necessary to achieve expeditious practical application of the subject invention pursuant
to an application for an exclusive license submitted in accordance with applicable pro-
visions at 37 CFR 404 and 10 CFR 781. This license will not be revoked in that field
of use or the geographical areas in which the Subcontractor has achieved practical
application and continues to make the benefits of the invention reasonably accessible

to the public. The license in any foreign country may be revoked or modified at the
discredon of DOE to the extent the Subcontractor, its licensees, or its domestic
subsidiaries or affiliates have failed to achieve practical applicaton in that foreign
country.

-

W
N

Before revocaton or modificarion of the license, DOE will furnish the Subcontractor a
written notice of its intenrion to revoke or modify the license, and the Subcontractor
will be allowed thirty days (or such other time as may be authorized by DOE for good
cause shown by the Subcontractor) after the notice 1o show cause why the license
should pot be revoked or modified. The Subcontractor has the right to appeal. in
accordance with 37 CFR 404 and 10 CFR Pan 781, any decision concerning

the revocation or modification of its license.
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aF) Subcontractor Acoon to Protec: Governmeni's Interest.

i The Subcoptracior agrees (0 execule or 0 have executed and prompuy deliver 1o the
Patent Ccunsel all instruments necessary 0.

Zstabiish or confirm the ngnts the Government 2as throughout the world in
those supject mveavons to which the Subcontracior ejects to retain utle,
and

(i) Convey tte to DOE when requested under D. above and to enable the
Governmeant 0 obtain patent protecnon throughout the world in that
subject invennon.

tJ

The Subconrractor agrees to require, by written agreement, its employees, other than
clerical and nontechnical employees, to disclose prompdy in writing o personnel
identified as responsible for the administraton of patent marers and in a format sug-
gested by the Subconrractor each subject invention made under this subcontract in order
that the Subconmactor can comply with the disciosure provisions of (C) above and to
execute all papers necessary to file patent applications or subject inventions and to
establish the Government's rights in the subject inventions. The disclosure format
should require, as 2 minimum, the information required by subparagraph (C)1 above.
The Subcontractor shall instruct such employees through the employee agreements or
other suitable educational programs on the importance of reporting inventions in
sufficient dme to permit the filing of patent applications prior to United States or
foreign stamuzory bars.

W

The Subcontractor will notify the Patent Counsel of any decision not to

continue prosecution of a patent application, pay maintenance fees, or defend

in a reexamination or opposition proceeding on a patent, in any country, not less than
thirty days before the expiration of the response period required by the relevant patent
office.

4, The Subcontractor agrees to include, within the specification of any United States patent
applicarion and any patent issuing thereon covering a subject invention, the following
statement "This invention was made with Government support under (identify the
subcontract awarded by Midwest Research Institute, Solar Energy Research Instinute
Division under identify DOE contract number) awarded by the Departinent of Energy.
The Government has certain rights in this invention. "

5. The Subcontractor agrees to:

@D Upcn request, provide a report prior o the close-owt of the subcontract
listing all subject inventions or staring that there were none;

(if) Provide, upon request, a copy of the patent application, filing date, serial
number and title, patent number and issue date for any subject invention
in any counmry in which the Subcontractor has applied for a patent; and

(iii) Provide, upon request, but pot more than annually, listing of ail subject
invendons which were disclosed to DOE during the applicable reporting
period.
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(&) Lower-Tier Subcontracts.

| Tae Subccoracior will wcelude thus clause. swtably modified to idenuly e parues, in
1! iower-ger subconracts, regardless ol uer, for experimental, developmentai or
2searca work to be performed by a small busipess firm or 2 domesn¢ zooprofit organi-
z=ton. Tac lower-uer subcontractor will recun all nghts provided for e
Scbcontractor in s clause, and the Subcontracior will aot, as part of the consideration
‘or awarding the lower-der subcontract. obtain nghts in the lower-ter subcontractor’s
subject inventons.

tJ

The Subconrractor will include in all other lower-tier subcontracts, regardless of tier,
for experimental, developmental, demonstration or research work the patent rights
clause of 41 CFR 9-9.107-5(a) or 41 CFR $-9.107-6 as appropriate, modified to
idenafy the pardes.

3. [n the case of a lower-der subcontract at any der, when the prime award with DOE was
a contract (but not a grant or cooperarive agreement) DOE, the lower-der
subconrractor, and the Subcontractor agree that the mutual obligations of the parties
created by this clause constitute a contract between the lower-tier subcontractor and
DOE with respect to those matters covered by this clause, provided however that
nothing in this paragraph is intended to confer any jurisdiction under the Contract
Disputes Act in connection with proceedings under paragraph (J) of this clause.

H) Reporting on Utilization of Subject Inventions.

The Subcontractor agrees to submit on request periodic reports no more frequently than annually
on the utilization of a subject invention or on efforts at obtaining such utilization that are being
made by the Subcontractor or its licensees or assignees. Such reports shall include information
regarding the starus of development, date of first commercial sale or use, gross royalties
received by the Subcontractor, and such other data and information as DOE may reasonably
specify. - The Subcontractor also agrees to provide additional reports as may be requested by
DOE in connection with any march-in proceeding undertaken by DOE in accordance

with paragraph (J) of this clause. As required by 35 USC 202(c)(5), DOE agrees it will not
disclose such information to persons outside the Government without permission of the
Subcontracior.

@O Preference for United States Industry.

Notwithstanding arry other provisions of this clause, the Subcontractor agrees that neither it nor
any assignee will grant to any person the exclusive right to use or sell any subject invention in
the United States unless such person agrees that any products embodying the subject invention or
produced through the use of the subject invention will be manufactured substantially in the
United States. However, in individual cases, the requirement for such ap agreement may be
waived by DOE upon a showing by the Subcontractor or its assignee that reasonable but
unsuccesstul efforts have been made to grant licenses on similar terms to potential licensees that
would be likely 10 manufacture substantially in the United States or thar under the circumstances
dornestic manufacture is not commercially feasible.

()  March-In Righs.

The Subcontracior agrees that with respect 1o any subject invention in which it has acquired dtle,
DOE has the right m accordance with the procedures in 37 CFR 401.6 and any supplemental
regulations of DOE 1o require the Subcontractor, an assignee or exclusive licensee of a subject
invenrion 10 grant a nonexclusive, pardally exclusive, or exclusive license in any Seid of

use o a responsible applicant or applicants, upon terms that are reasonable under

the circumstances, and if the Subcontracior, assignee, or exclusive licensee refuses such a
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request. DOE has tbe night 0 grant such 1 Lcense itsell f DOE determioes that:

Stch acuon s pecessarv because the Subcontractor or assignee has ot taken. or is not
expecied o take within a reasonable ame, effecive steps to achieve pracical
acrlicader of e subjec: wnvenuon w such Deld of use:

1)

Such aczon s pecsssary to alleviate bealth or sarety oceds whuca are pot reasonably
satsfied by the Subconrractor. assignes. or their licensees:

(V9]

Such action is necessary 10 meet requirements for public use specified by
Federal regulations and such requirements are not reasonably satsfied
bv the Subcontractor, assignee, or licensees; or

4, Such action is necessarv because the agreement required by paragraph (I) of this clause
has not be=n obtained or waived or because a licensee of the exciusive right to use or
sell any subject invention in the United States is in breach of such agreement.

X) Special Provisions for Subcontracts with Nonprofi Organizations.
If the Subcontractor is a nonprofit organization it agrees that:

1. Rights to a subject invention in the United States may not be assigned without the
approval of DOE, except where such assignment is made to an organization which has
as one of its primary functons the management of inventions, provided that such
assignee wiil be subject to the same provisions as the Subcontractor;

2. The Subcontractor will share royalties collected on a subject invention
with the inventor, including Federal employee co-inventors (when DOE deems
it appropriate) when the subject inveation is assigned in accordance with 35 USC 202(e)
and 37 CFR 401.10;

[}

The balance of any royalties or income earned by the Subcontractor with respect to
subject inventions, after payment of expenses (including payments 10 inventors)
incidental to the administration of subject inventions, will be utilized for the support of
scientific research or education; and

4. It will make efforts that are reasonable under the circumstances to attract licensees of
subject invenrions that are small business firms and that it will give a preference w a
small business firm when licensing a subject invention if the Subcontractor determines
that the smnall business firm has a plan or proposal for marketing the invention which, if
executed, is equally as likely to bring the invention to practical application as any plans
or proposals from applicants that are pot small business firms; provided that
the Subconrractor is also satisfied that the small business firm has the capability and
resources 1o carry out its plan or proposal. The decision whether to give a preference
in any specific case will be ar the discretion of the Subcontractor. However, the
Subcontractor agrees that the Secretary of Commerce may review the Subcontractor's
licensing program and decisions regarding small business applicants, and the
Subcontracior will negodate changes to its licensing policies, procedures, or practices
with the Secretary of Commerce when the Secretary of Commerce's review discloses
that the Subcontractor could take reasonable steps to implement more effectively the
requirements of this paragraph (K)4.

@) Comuraunications.
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The DOE ceamal pownt of contact for communications or marters relaning to tus clause is the
Patent Counsel.

CLAUSE 2 - AUTHORIZATION AND CONSENT 41 CFR 9-9.102-2

The Government 3as ziven :ts authorizaton and comsent for all use and manufacture of agy :nveauon described in

and covered by a pateat of the United States in the performance of this subcontract or any part dereof or any
amendment bereto or any lower-tier subcontract hereunder.

CLAUSE 3 - NOTICE AND ASSISTANCE REGARDING PATENT AND COPYRIGHT INFRINGEMENT
— 41 CFR 9-9.104(b)

A.

The Subcontracior shail report 10 the Government through MRI prompdy and in reasonable wrinen detail

each potice or claim of patear or copyright infringement based on the performance of this subcontract of
which the Subcontractor has knowledge.

In the event of any claim or suit against MRI or the Government on account of any alleged patent or
copyright infringement arising out of the performance of this sub-contract or out of the use of any
mpﬁesﬁmkhedmwrkmurﬁwpeﬁomedhmundcr.mesmmaﬂﬁnishmmw
the Government when requested by MRI or the Government all evidence and information in possession of
the Subcontractor pertaining to such suit or claim. Such evidence and mformation shall be furnished at

the expense of the Government except where the Subcontractor has agreed to indemmify the Government
or MRI.

This artcle shall be included in all lower-tier subcontracts.

CLAUSE 4 - RIGHTS IN TECHNICAL DATA (LONG FORM) ~ 41 CFR 952.227-75

A.

Definitions.

1. *Technical data” means recorded information, regardless of form or characteristic, of 2
scieprific or technical namre. It may, for exampie, document research, experimental, - ‘
developmental, or demonstration, or engineering work, or be usable or used to define a design
or process, or to procure, produce, support, maintain, or operate material. The daza may be
graphic or pictorial delineations in media such as drawings or photographs, text in specifications
or related performance or design type documents or computer software (including computer
programs, computer software data bases, and computer software documentation).

Examples of technical data include research and engineering data, engineering drawings and
associated lists, specifications, standards, process sheets, manuals, techmical reports, catalog
item idenrification, and related informarion. Technical data as used herein do not include
financial reports, cost analyses, and other information incidental to subconfract admimistration.

9

* Proprietary data” means technical data which embody trade secrets developed at private
expense, such as design procedures or techniques, chemical composition of materials, or
manufactaring methods, processes, or treaments, including minor modifications thereof,
provided thar such data:

(D Are not generally known or available from other sources without obligation concerning
their confidentiality;

(ii) Have not been made available by the owner to others withowt obligation concerning
their confidenriality; and
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(i) Are pot already available to the Government or MRI without obligation cooceraing
thewr confidepnality.

" Cortrac: dara’” means technical daw first produced in the performance of tus subcontract,
:echmucai daw whucl are specified to be delivered under this subcontract. tecanical data ttbat may
~e zailed lor under the Addirional Technical Daia Requirements clause of this subcontract. «f
anv. or technical data acrually delivered in connection with this subcootract.

*Unlimited rights® means rights to use, duplicate, or disclose technical data. in whole or in part,
in any manner and for any purpose whatsoever, and permit others to do so.

*Governmens® means the Government of the United States of America.

*Subconrract™ means this subcontract between the Subceontractor and the Midwest Research
Insdnute (MRI).

* Protected Hybrid Vehicle Information™ means technical data or commercial or financial data
first produced in the performance of this subcontract which, if it had been obtained from and
first produced by a Non-Federal party, would be a trade secret or commercial or financial
informarion that is privileged or confidential under the meaning of 5 U.S.C. 552 (b) (4), and
which is marked as being Protected Hybrid Vehicle Information by a party to this subconrract.

Allocation of rights.

1.

The Government shall have:

® Unlimited rights in contract daza except as otherwise provided below with respect o
proprietary data or Protected Hybrid Vehicle Information;

(iD) The right 1o remove, cancel, correct or ignore any marking not authorized by the terms
of this subcontract on any technical data furnished hereunder, if in response to 2 written
inquiry by DOE or by DOE through MRI concerning the propriety of the markings, the
Subcontractor fails 1o respond thereto within sixty (60) days or fails to substantiate the
propriety of the markings. In either case, DOE or DOE through MRI will potify the
Subcontractor of the action taken;

(iid) No rights under this subconrract in any technical data which are not confract data,
except as otherwise specified in this clause.

The Subcontractor shall have:

6] The right to withhold proprietary data in accordance with the provisions of this clause;
and

(i) The right to use for its private purposes, subject to patent, security, or other provisions
of this subcontract, contract data it first produces in the performance of this
subcontract, provided the data requirements of this subcontract have been met as of the
dare of the private use of such data. The Subcontractor agrees that to the extem it
receives or is given access to proprietary data or other technical, business, or financial
dara in the form of recorded information from DOE or a DOE Contractor or
subcontractor, the Subcontractor shall treat such data in accordance with any restrictive
legend conmained thereon unless use is specifically authorized by prior written approval
of DOE through MRI. Prior to disclosure, MRIJ or the Government shall notify the
Subcontractor of the intent to furnish or provide access to such proprietary data or other
technical. business, or financial data and permit the Subcontractor to refuse to receive
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or have access 0 the daa if the Subcontractor does oot 3sh to accept the data under
the terms of the restictive legend.

CUg The nght to mark as Protected Hybnd Vetucle [nformanon. any data first produced in
ze performance of tus subcontrac: dv its empiovess, @ aczordance wrth this clause.

i

Nouung zontained in this Rights in Technical Daw (Loog Form) clause shall immply a licznse 10
ke Government under any patent or be construed as affecting the scope of any licenses or other
rights otherwise granted to the Government under any patent.

C. Copyrighted material.

l. The Subcontractor may establish a claim to starutory copyright in any conrract data first
produced in the performance of the subconmact. The Government reserves for itself and others
acting on its behalf a royalty free, non-exciusive, irrevocable, world-wide, license for
Governmental purposes to publish, distribute, translate, duplicate, exhibit and perform any such
data copyrighted by the Subconmractor, except that for data marked as Protected Hybrid Vehicle
Information pursuant 1 paragraph K of this clause, the reserved Government license shall be
subject to the resrictions set forth in paragraph K.2 of this clause.

2. The Subcontractor agrees not w© include in the technical data delivered under this subcontract
any material copyrighted by the Subcontractor and not to knowingly include any material
copyrighted by others, who are not lower-tier subcontractors of the Subcontractor, without first
granting or obtaining at no cost a license therein for the benefit of the Government of the same
scope as set forth in Paragraph C.1 above. If such royalty-free license is unavailable and the
Subcontractor nevertheless determines that such copyrighted material must be included in the
technical data to be delivered, rather than merely incorporated therein by reference, the
SubconmorshauobnmmewnncnmthomnmofmeGovemmemmmnghmummclude
such copyrighted material in the technical data prior t0 its delivery.

D. Subcontracting.

It is the responsibility of the Subcontractor to obtain from its lower-tier subcontractors techmical data and
rights therein, on behalf of the Governmeat, necessary to fulfill the Subcontractor's obligations to the
Government with respect to such data. Intheeventofrcfusalbyalower—ncrsubconmorwaccepta
clause affording the Government such rights, the Subcontractor shall:

1. Promptly submit written notice to the Government through MRI seuing forth reasons for the
lower-tier subcontractor’s refusal and other pertinent information which may expedite disposition
of the marner;

2. Not proceed with the Jower-tier subcontract without the wrinten aumthorization of the Government

through MRI; and

(¥ )

As used in this Rights in Technical Data (Long Form) clause, the term "Lower-Tier
Subcontractor® includes anmy person or entrty responsible for fulfilling the Subcomractor's
obligations to the Government with respect 10 technical data.

E. Withholding of proprietary data.

Notwithstanding the inclusion of the Addinional Technical Data Requiremerus clause in this subcontract or
any provision of this subcontract specifying the delivery of technical dara, the Subcontractor may
withbold proprietary data from delivery, provided that the Participant furnishes in lieu of any such
proprietary data so withheld technical data disclosing the source, size, configuration, mating and
attachment characteristics, functional characieristics, and performance requirements (“Form, Fit, and
Functon® dara, c.g., specificanon conrol drawings, catalog sheets, envelope drawings, eic.), or a
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geoeral description of such propnetary daw where "Form. Fit, and Funcuon” data are oot applicable.
The Government shall acquare no nights to any proprietary data so withbeld except that such data shall be
subjec: 0 the “inspecton Ngats® provisions of Paragraph F, the "Limited Rights in Proprietary Data”
provisions of Paragraph G, aad, if included, the “Subcontractor Licensing” provisions of Paragraph H
wdor ke "Commercualizacen of Hybrid Vehicle Tecanelogy ™ provisions of Paragraph I.

Inspecaon Righis.

Except as may be otherwise specified in this subcontract for specific items of proprietary data, which are
oot subject to this paragraph, the Government's and MRI's representatives, at all reasonable tmes up to
three (3) years after final payment under this subcontract, may inspect (but not duplicate or remove) at
the Subcontractor's facility (1) any Protected Hybrid Vehicle Information or (ii) any proprietary data
withheld under Paragraph E for the purpose of verifying that such datwa properly fell within the
withholding provisions of Paragraph E or for evaluatng work performance.

Limited Rights in Proprietary Data.
Except as may be otherwise specified in this subcontract as technical data which are not subject to this

paragraph, the following legend and no other is authorized to be affixed on any “proprietary data®
delivered pursuant to this subcontract. The Government and MRI will thereafter treat the "proprietary

data® in accordance with such legend.

LIMITED RIGHTS LEGEND

This “proprietary data,” furnished under “Subcontract No. ***" with MRI under Prime Contract

No. DE-AC36-83CH10093 with the U.S. Department of Energy may be duplicated and used by the
Government and MRI with the express limitations that the "proprietary data® may not be disclosed
outside the Government and MRI or be used for purposes of mamifacture withour prior permission of the
Subcontractor, except that further disclosure or use may be made solely for the following purposes:

1. This “proprietary dara® may be disclosed for evaluation purposes under the restriction that the
“proprietary data” be retained in confidence and not be further disclosed;

This legend shall be marked on any reproducton of this data in whole or in part.

Subcontractor licensing.

Except as may be otherwise specified in this subcontract as technical data not subject to this paragraph,
the Subcontractor agrees that upon wrinten application by DOE made during a three-year period between
September 30, 2004 and September 30, 2007, it will grant to the Government and responsible third
parties 2 nonexclusive license m any contract data which are proprietary data or copyrighted dara and it
will grant 1o responsible third parties a nonexclusive license in any contract data which are Protected
Hybrid Vehicle Information, for purposes of manufacturing in the United States hybrid propulsion
systems developed under this subcontract and using and selling in the United States hybrid propulsion
systems developed under this subcontract and manufactured in the United States, on terms and conditions
reasonable under the circumstances including appropriate provisions for confidennality; provided that any
such license granted to the Government may authorize sales by the Government only in the context of
disposal of used equipment; and provided, however, the Subcontractor shall not be obligated to license
any such data if the Subcontractor demonstrates to the satisfaction of the Head of the Agency or designee
that:

1. Such data are pot essential 1o the manufacture of hybrid propulsion systems developed under this
subconfract;
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14.
15.

16.

17.

18.

provided for the propulsion of the vehicle. and (b) quantitative wformation on the composition
and flow of exitng combustion products:

Geperal descnipgon of program deliverabies, but ao descripuon of specific technologies within
e deliverables. That is, it can be made public that "he Subcontractor is developing “two hybrid
velicle configuratons -- (1) a parallel hvbnd vehicle propulsion system coafiguration involving
a 4-Saoke Direct Injection Engine and electric motor-energy storage combination, and (2) a
series hybrid vehicle propulsion system configuration using a heat engine-alternator which
delivers power to the hybrid power controller, which in rurn regulates and conditions the power
flow berween the electric motor (including regenerative energy) and the energy storage device.®

Murually agreed to goals for hybrid components, systems, and vehicle performance.
The general timing and major milestones dates for the subconoact.
The Subconrtractor’s lower-tier subcontractors’ (team members or partmers) names.

The total doilar amotnt of the program including the total dollar amount of lower-der
subconrractors (team members Or partners).

The approximate number of personnel, key staff members’ names and major facilities committed
10 the subcontract.

Any EPA mileage and emissions daza that is already available to the public concerning a
Chrysler Corporarion product.

Acceleration performance, fuel economy and emissions values for overall hybrid propulsion
systems to include both predictions and measurements.

General description of the Subcontractor's past efforts and experience in hybrid vehicles.

The bottom line dollar amounts for the Cost Plan and the Quarterly Cost Management Reports.
The Small Business and Small Disadvantaged Business Subcontracting Plan Reports.

The phase-end and final reports, or at Chrysier’s opdon, Major Review Summaries thereof.

The major review summary for the Final Technical Report. This major review summary should
be approximately 200 pages or more in length and include all appropriate information to
summarize the results and progress achieved under the entire subcontract.

The definitized subeontract's schednle language (except for the indirect rates contained in the
article entitled "Indirect Rates”), Appendix A - Statement of Work, Appendix MRI-B —
Standard Terms and Conditions, Appendix MRL/Chrysler-C — Intellecmal Property Provisions,
Appendix MRI-D ~ Clauses for Subcontracts in Excess of $100,000, Appendix MRI-E —
Clauses for Subcontracts in Excess of $500,000, and Appendix F — Small Business and Small
Disadvantaged Business Subcontracting Plan. The intellectual property provisions of any lowes-
der subcontract (contractual instrument) and the U.S. competitiveness provisions.

Otber information murually agreed upon by MRI, DOE, and the Subcontractor.

Protected Hybrid Vehicle Information.
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Except for items of data listed wn paragraph J of this clause, the Subcoatracior may claim as
Protected Hybrid Vehicle [nformation any data first produced in the performance of this
subcontract which meets the definition set forth in paragraph A.7 of this clause.

h The Subconrractor shall mark any such Protecied Hybrid Vehicle loformaton delivered 1o the
Governmeat or MRI with the following legend and such other legends. restrictions or limitations
on use or disclosure as may be applicable or appropriate. The Government and MRI will
thereaster Teat the Protected Hybrid Vehicle Information in accordance with such legead. Any
such claimed Protected Hybnd Vehicle Informarion delivered to the Government with the proper
marking will be eated as such, and except as otherwise provided herein will not be published,
disseminared, or disclosed o others outside the Government and MRI by the Government and
MRI for a period of five years after completion of the subcontract without the prior written
authorization of the Subcontractor.

PROTECTED HYBRID VEHICLE INFORMATION

This Protecied Hybrid Vehicle [nformadon was produced under Subcontract No. *** with MRI
under Prime Contract No. DE-AC36-83CH 10093 with the U.S. Deparument of Energy and may
not be published, disseminated or disciosed to others by the Government and MRI until five (5)
years after completion of this subcontract, unless express written authorizarion is obtained from
the Subcontractor. Upon expiration of the period of protection set forth in this legend, the
Government shall have unlimited rights in this data. This legend shall be marked on any
reproduction of this data, in whole or in part.

Ll

Any such marked Protected Hybrid Vehicle Information may be disciosed under obligations of
confidentiality for the following purposes:

(1) This "Protected Hybrid Vehicle Information” may be disclosed for evaluation purposes
under the restriction that the "Protected Hybrid Vehicle Information” be retained in
confidence and not be further disclosed.

4. The Subcomractor shall have the right to license such Protected Hybrid Vehicle Information or
include such Protected Hybrid Vehicle Information in a license with other technology developed
under this or other programs. Such licenses shall include terms and conditions that are
reasonable under the circumstances, including obligations of confidentiality.

5. The obligarions of confidentrality and restrictions on publication and dissemination shall end for
any Protected Hybrid Vehicle Informarion:

) A1 the end of the protected period, as indicated in the Legend, i.e., five (5) years after
completion of the subcontract;

(i) If the data becomes publicly known or available from other sources without a breach of

the obligarions of confidenrality with respect to the Protected Hybrid Vehicie
Informartion;

(i) If the same data is independently developed by someone who did not have access to the
Protected Hybrid Vehicle Informarion and such independently developed data is made
available without obligations of confidentality; or

(iv) If the Subconrractor disseminales or authorizes another to disseminate such dara without
obligations of canfidentiality.

CLAUSE 5 - ADDITIONAL TECHNICAL DATA REQUIREMENTS (APR 1984) - 48 CFR 952.227-73
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AL Io addition 0 the technical daw specified eisewhere in this subcontract to be delivered. MRI or the
Goverament may at any tme during the subcontract performance or within one year after final payment
call for the Subcontractor to deliver any technical data first produced or specifically used in the
performance of this subcontract except techmical data peruining o items of standard future commercial
design. future commercial design, or detailed manufacturing data.

3. Toe provisions of the clause enrided, “Rights in Technical Data” included in this subcontract are
applicable to all technical data called for under this Additonal Technical Data Requirements clause.
Accordingly, nothing contained in this clause shall require the Subcoatractor to actually deliver
any technical data, the delivery of which is excused by paragraph E. of the Rights in Technical Data
clause.

C. When technical data are to be delivered under this clause, the Subcontractor will be compeasated for
appropriate costs for converting such data into the prescribed form for reproduction, and for delivery.

D. The Government or MRI shall provide the Subcontractor a thirty (30) day written notice prior 0
requiring delivery of any technical data under this provision and the Subcontracior does not anticipate
delivery of such dara if the Subcontractor demonstrates to DOE that: -

L. there is no reasonable need for delivery of the data; or

2. deﬁvcxyofsuchdanhampcfsthecommercializaﬁonofthcdatzinme U.S.

CLAUSE 6 - REPORTING OF ROYALTIES 41 CFR 9-9.110(c)

If this subcontract is in an amount which exceeds $10,000 and if any royaity payments are directly involved in the
subcovtract or are reflected in the subcontract price 1o MRI, the Subcontractor agrees to report in writing to the
Government Patent Counsel through MRI during the performance of this subcontract and prior to its completion
or final setrlement, the amount of any royaities or other payments paid or to be paid by it directly to others in
connection with the performance of this subcontract togetber with the names and addresses of licensors to whom
such paymeunts are made and either the patent numbers involved or such other information as will permit the
identification of the patents or other basis on which the royalties are to be paid. The approval of DOE or MRI of
any individual payments or royalties shall pot stop MRI or the Government at any time from contesting the
enforceability, validity or scope of, or tte 0, any patent under which a royalty or payments are made.
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