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CONFIRMATORY INSTRUMENT

Application for: APPARATUS AND METHODS FOR IMPINGEMENT
COOLING OF A SIDE WALL OF A TURBINE NOZZLE
SEGMENT

Inventor(s): Steven S. Burdgick

Serial No.: 09/546,770

Filing Date: April 11, 2000

Participant: General Electric Company

GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this Z'?ﬁday of -APRIC , 2000.

GENERAL ELECTRIC COMPANY
Participant

|

Robert C. Lampe, Jr. -
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-5991
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ADVANCE WAIVBR OF PATENT RIGHTS

() Definjtionm.

(1} ~subject Invention” means any inventlon or discovery of the
Contractor conceived or first sctually reduced to practice in the course of
or under this contract, and includes any art, method, process, machine,
marufacture, desgign, or composition of matter, or any new and ugeful
improvement thereof, or any variety of plants, whether patested or
unpatented under the Patent Laws of the Unitpd States of America or any
foreign country.

(2) cContract” means any contract, grast, amt,
nnderstanding, or other arrangement, which includas ressarch, development,
or desonatration work, and includes any assignment or substitution of

partiex.

{3) *Covernment agency” includes any executive depeactment,
independent coamission, boaxd, office, agency, aaministration, authority,
Goveranment corporation, or other Government estadlishment of the Executive
xranch of the Government of thes United States of America.

(4) *To the polnt of practical applicaticn’ means to manufacture
in the case of a composition or product, to practice in the case of &
process, or to operate in the case of & machine and under such comditions
as to establish that the ipnveamtion is being worked and that its benetits
are reasonably accessible to the public.

{(5) rpatent Counsel” means the DOE Patent Counsal agsisting the
procuxing activity.

{by Allocation of orincipa} xighte.

(1)  Assigmeent to the Goverpment. The Contractor agrees to
assign to tha Government the entire right, title, and intarsest throughout
the world in and to each Subject Invmantion, except to tha axtemt that
rights are waived to and retained by the Contractor under paragraphs (b)
(2) and (¢) of this clause.

(2) Greater righte determingtions. The Contractor or the
esmployee-inventor with authorization of the Contractoxr may request greater
rights than the domestic and foreign patent rights provided in paragraph
(c) of this clause on ldentifisd inventions in accordance with 41 CFR 9-
9.109~6. Such requests must be submitted to Patent Counsal {with
notificatfion by Patent Counssl to the Contracting Officer) at the time of
the firsmt disclosure pursuant to paragraph (e) (2) of this clause, or not
luter than 9 months after conception or first actual reduction to practics,
whichever occurs flrst, or such longer period as may be authorized by
Patent Counsel (with notification by Patent Counsel to the Oontxacting
Officer) for good cause shown in writing by the Contractor.
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(c) htes to

(1) YHipiewm Oontractor liconse. The Coatractor resarves an
irrevocabla, nonexclugive, paid-up license in each patent application filed
in any countsy on a Subjsct Invention and any resulting patent in which the
Govarnment acquires title. The licenwe shall mxtend to the Comtractor's
domestic subsidiaries apd affiliates, if any, within the corporatas
stracture of which the Contractor i{s a part and shall include the right o
grant sublicensss of the same scopo %0 the axtant the Contractor was
leogally obligated to do so at the time the contract was awarded. The
l{iconea shall be tranaferable only with approval of DOR except when
transferred to the successor of that part of the Contractor’s businaas to
which the invention pertains.

e st e —  ——

(2)  Election to retaip waived xighte. ) ——

{1) subject to tha provisions of paragraph (¢) (3) and
paragraph {(d} of this clawse, with respect only to a Subject Invention
reported in acceoxrdance with paragraph {(e) (2) (i) of this clause and with
the written rwport of which (s included an election as to whethar the
contractor will xetain the rights in thae invention waived herein, the
Contractor reserves the entire domestic right, title and interest in any
United Statms patent application on the Subject Inveantion filed and any
resulting United states pateant secured by the Contractor,

(14} Sudbject to the provisions of paragraph (c) (3) and
paragraph {d) of this clanse, with respect only to & Bubject Invention
roported in accordance with paragraph (e) (2) (L) of this clause and with
the writton report of which is included an election am to whether tha
Contractor will retain the rights i{n tha invention waived harein and a
statement speclfying thosa fareign countries in which such rights will be
retainad, and subject to DOE security regulationa and reguiremants, the
Oontractor reservas the entire right, title and interest in any foreign
petent application on the Bubject Invention filed and any resulting foreign
patent secured by the Contractor in those foreign countrise specified.

(3) Texme apd Copditions of Walved Rights.

(L} Subjoct to the rights granted in paragraph (c) (1) of
this clause, the Contracter agrees to convey to the Government, upon
request, the eantire domastic right, title, and interest in any Subjsct
Invention when the Contractor:

(A) Doams not elect pursuant to paragraph (c} (2) (1)
of this clause to retain such righte;

(B} Fails to have a United States patent application

filed on the invention in accordance with paragraph {d) (1) of thims clause,
or decider not to contime propecution of msuch epplication; or

-9 -
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(C) At any time, no longer desires to retain title.

{$4) Subject to the rights granted in paregraph (c) (1) of
this clause, the Contractor agrees to convey to the Goverament, upon
requaest, the entire right, title, and {nterest in any Subject Invention in
any foreign country if the Contractor:

(A) Doge not elact pursuant to paragrapb (c) (2)
(1i) of this clause to retain such rights in the country; or

(B} Pailes to have a patent application filed ia the
country on the Subject Invention in accordance with paragraph (d) (3) of
this clause, or decides not to continue prosecution or to pay any
mpaintenance fees covering the inventlon. To awold forfeiture of the patent
application or patent, the Contractor ahall notify the Patent Counsel not
less than 60 days before the expiration period for any aution raquired by
the foreign Patant Office.

(444) Conveyances requestad pursuant to paragraphs (C)} (3)
(i) and (e) (3) (&i) of thim clause shgll be made by delivering to the
Patent Counsel duly executed instruments and such other papers as are
deowed necessary to vest in the Govarnment the eptire right, title, and
interest in the invention to enable the Government to apply £or and
‘prosscute patent applications covering the invention in this ox the foreign
gountry, respectively, or otherwise establismh its ownership of the
invention.

{iv) Por mach invention in which the Contractor initially
elocts pursuant to (c) (2) (L) or (c) (2) (1) of this clause not to retain
the rights waived, the Contractor shall informw the Patent Coumsel promptly
in writing of the date and identity of sny on sale, public use, or public
disclosure of the invention which way constitute & statutory bar under 35
osc 102, which was authorired by or known to the Contractor, or any
contemplated action of this navure.

(v) governpent License

With respest to any Subject Invention in which the
Contractor retaine title, the Fedorsl Govermment shall have & nonexclusiva,
nontransferable, irravocable, paid-up licendge to practice or have practiced
for or on bahalf of the United States the BSubject Imvantion throughout the
worla.

The Contractor agrees to submit on raguest periodic reports
no more fragusatly than annually on the utilization of a Subjsat Invention
or on pfforts at obtaining such utilization that are being made by the
Contractor or its liconsess or assignses. Such rsports shall include
information regarding the status of developmont, date of first commercial
sale or use, ¢roes royalties rsceived by the Oontracror, and such other
data and information as DO¥ may reasonably speclfy. The Contractor also
agreeas to provide additional reports As may be requested by DOE ir

-3 -

PATENT
REEL: 010864 FRAME: 0134



UN~-12-B7 10.25%

FROM:fETC—MCN DIRECTORS OFFICE 1D, 30428549282 PAGE

1107 *95 03:01 ID:LANIL {4500 rFax: PAGE 5

connection with any march-in proceeding undertexen by DA® in accordancs
with paragraph (c¢) (3) (viii)} of this clause. To the extent data or
information supplied under this paragraph im» considered by the Contractor,
its licenase or assignee to be privileged and contidential mud ie so
marked, DOE agrees that, to the axtent permitted by 35 USC 202 (c¢) (5). it
will not disclose such informstion to persons outside the Governmant.

(vid) o} La nduet

Notwithetanding eny other provision of this clause, the
Contractor agrees that neither it nor sny assignee will grant to any person
the exclusive right to use or sell any Subjact Invention in ths United
States unless such person agrees that any producte smbodying the Subject
Invention or produced through the use of the Subisct Invention will be
manufactured gubstantially in the United Statee. However, in individual
cases, the requiremant. for such an agroement may be waived by DOX upon a
showing by the Contractor or ite asgignee that roasonable but unsuccessful
efforts have been made to grant licenses on similar terme to potential
liconsees that would be likely to manufacture substantially in the United
States or that; under the circumstances domesntic manufacture is not
commercially feasible.

(viil) Karch-in Rights

iThe contractor agrees that with respect to any Subject
Invention in which it hae acquired title, DOX has the right in accordance
with the procndures in ONB Clircular A-124 to require tha Contractor, an
assignee or axplusive licensee of a Subjsct Invantion to grant a
nonaxclusive, partially exclusive, or exclueive license in any fimlad of usms
to a responsible applicant or applicants, upon terms that are ressonable
under the circumstances, and if the Contractor, assigmmee, or exclusive
“ licanses refuses such R request, DOE has the right to grant such a license
'itaslf if DOE getarmines that:

} (1) Such action is’nacessary bscause tha Contractor
or assignee has not taken, or is not expected to take within a reasonabla
time, effective steps to achieve practical application of the Subject
Invention in such field of ure;

(2} Such action le necessary to alleviate health or
safety needs which are not reasonably satisfied by the Contrasctor,
appignee, or their licensess)

(3) such action is necessary to meet raguiremsnts
for public use specified by federal rogulations and such raquireaments are
not reasonably satisfied by the Contractor, assignee, or licemsees; or

(4) Buch action 1s necessary becaase tha agresnent
required by paragraph (c) (3) (vii) of this clause has not been obtained or
waived or becaups & licenses of the axcluslve right to use or msll any
Bubject Invaention in the United States im i{n breach of wuch agrwement.

(4) Teyminations.
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(1) Any waiver or retention of rights by the Contractor
undexr paragraphs (b) (2}, (¢) (1), or (c) (2) of this clause may be
terminated at the discretion of the Secrstary or his designea, in whole or
in part, if the request for walver or retention of rights by tha Contractor
im found to contain falses material statements or nondisclosure of material
facts, and such were spocifically relied upon in reaching the waiver
detexmination or the agreemant to the retention of rights by the
Contractor.

(L1 Any walvaer of tha rights retained in accordance with
paragraph {¢) (2), as =pplied to particular inventions, may be terminated
at the discretion of the Secretary or his designee, in whnle or in part, if
the Coatractor fails to comply with the provisions set forth in paragraph
(¢) (3) and paragraph (d) of this clausa, and such failure is determined by
the Secretary or his designce to be material and detrimantal to the T
interests of the United Stataes snd the general public.

{iii) Prior to terminating any waiver of rights under
paragraph (c) [4) (1) or (c) (&) (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of puch proposed termination and the reasons therefor, and a
pariod of 30 days, or such longer period as the Secretary or his designee
shall determine for good caugse shown in writing, to show cause why the
waiver of rights should not be so terminated.

!(iv) All terminations of walvers of 'rights under paragrapd
{¢) (4) (1{4) shall be subject to tha rights granted in paragraph (¢) (1) of
this clause, and termination shall normally be pastisl in nature, requiring
ths Contractor to grant nonexclusive or partially exclusive licenses to
xesponsible applicants upon terms reasonable under the circumstances.

(5) Effective patc of Waivers

The waiyver of rights in a Subject Invention shall ba
effective on the following dates:

(£} For advance waivers of ideptified inventions, i.e.,
inventiona conceived prior to the effective date of the vontract, on the
effective date of the contract aven though the advance waliver may have been
requested after that date;

(ii) For identified inventions under advance waivars,
i.e., inventions concéived or firpt actually raducad to practice after the
atfective date of the contract, on the date the invention is reported with
the election to retain the waived rights in that invention; and

(414) Por waivers of identified inventions (other than

under an advances waiver), on the date of thes letter notifying the requestor
that the waiver has been granted.

{d) rlling of petent spplioations.
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(1) with respact to each Subject Invention in which the
Contractor elects to retain domestic rights pursuant to paragraph (c) (2)
(i) of this clause, the Contractor shall have a domestic patent application
£iled on the invention within 6 months after submisesion of the invention
disclosure pursuant to paragraph (e) (2) (i) of this clause, or such longer
period of time as may be approved by the Patent Counsal for good cause
shown in writing by the Contractor. Yor sach identifled invention, tbe
rights in which ara waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 monthe after
the walver has become effective. With respect to ths invention, the
Contractor shall promptly notify the Patent Couneel of any declision not to
file an application.

(2) Por asch Subject Invantion on which & domestic patent
application {s filed by the Contractor, the Contractor shall: T

(L) Within 2 montha after the £{ling or within 2 months
after submission of the invention disclosure if the patent application
previously has been filed, deliver to Patent Counsel a copy of the
application a8 filed inclnding the £iling date and serial number;

(L) within 6 months atrer filing the application or
within 6 months after submitting the inventior disclosure if the
application has been filed previously, deliver to the Patent Counmel a duly
exsoutsd and approved instrument fully confirmatory of all rights to whioh
tha Covernment ls entitled, and provide DOE an irrevocable ponar to inspect
and make copies of the patent application filed;

(Li%) Provida the Patent Counsel with a copy of the patent
within 2 months after a patent is iasued on the application;

‘(4v) Not less than 30 days before the expiration of the
response period for any action raquired by the Patent and Trademark Offica,
notify ths Patent Counsel of any decision not to ¢ontinue prosecution of
the application and deliver to the Patent Counsel sxecuted instrumants
granting the Government a power of attorney; and

{v) Intlude the following statement in the socond
paragraph of the specification ¢f the application and any patents isauad on
a Bubjoct Invantion, “The Government of the United States of America has
righte in thie invention pursuant to Contract No. {or
Grant No, } awarded by thae U. 8. Dapartment of Enexgy.*

{3} With respact to each Subject Invention in which the
Contractor has elaected pursuant to paragraph (¢) (2) (i1i) of this clause to
retain the patent rights waived in speciflied foraign countyles, or in which
the Contractor has obtainad a waiver of foreign rights on an identified
invention:

(i3 The cOnﬁxactor shall file & patent application on the
invention in sach epecified formign country in accordance with applicable
statutres and regulations and within one of the following periods:
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(M) Elght months from the date of filing a
correpponding United Statew application, oxr if such an applicetion is not
filed, 8ix months from the date the invention is submitted in a disclosure
pursuant to paragraph (&) (2) (i) of this clause;

(B) Bix months from the date & licenso is granted by
the Coamissioner of Patents and Trademarks to £ile the foreign patent

application where puch filing has been prohibited by security reasons) or

{c) gsuch longer period as may be approved by the
Patent Counsal for good cause shown in writing by the Contractor.

{14y The Contractor shall notlfy the Patent Counsel
pxomptly of each foreign application filed and ypoxm written request shall

furnish an English version of the application without additional
compansation.

(e) Invention identification. digclopurep. and LOPOXTE.

(1) The Contractor shall aotablish and maintain active and
effective procedures to ensure that Subject Inventions are prowmptly
identified and timely disclosed. Those procedures shall include tbe
maintenance of laboratory notebooks or egquivalent records and any other
records that are reasonably necessary to documeant the conception and/or the
first actua]l reduction to practice of Subjact Inveaticas, and records vhich
show that the procedures for ideantifying and disclosing the i{aventions are
followed. Upon request, the Contractor shall furnish ths Contracting
Officer a description of these procedures so that he may evaluate and
detexmine their effectivenass.

{2) The Contractor shall furaish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer)} on a
DOB~-approved form:

(1) A written report contalning full and complete
technical information concarning sach Subjsct Invention within & months
after somception or first sctual reduction to practice whichevex occurs
girpt in the course of ar under this contract, but in any event prior to
any on sale, public use or public disglosure of such invention known to the
oontractor. The report shall jdentify the contract and inventor asd shall
be sufficiently complete io technical detail and appropriately illustratea
by mketch or dlagram to convey to one skilled in the art to which the
invention pertains a clear undarstanding of the nature, purpose, operstion,
and to the extent known, the physical, chomical, biological, or slectrical
characteristics of the invention. The report should also include any
election of foreign patent rights under paragraph (c) (2} (ii) of this
olause mnd nnyl slwmotion of rights under paragraph (o) (2) (i) of this
clause. Any requssts for greatar rights shall be made within the pariod
set forth in paragraph (b) (2) of this clause. When an inventlion in
reported under this parsgrapbh (e) (2) (1), it shall be presumed to have
bgen made in the manner specified in Section (a) (1) and (2) of &2 usc 5508
unless the Contractor contsnds it was not o made ip accordance with
paragrapb (g) (2) ({1) of thims clause.

-7 -
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(%) Upon request, but not more than annually, iaterim
reports on a DOB-approved form llsting Subject Inventions and subcontracts
awarded contalning a Patent Rights clause for that period and certifying
that:

(A} The Contractor’s procedures for ldentifying and
disclosing Subject Inventions as required by thile paragraph (e} have besn
followed throughout the reporting period;

(B) All Bubject Inventions have baen disclosed or
that thare are no such inventions;

{C) All subcontracts containing a Patent Rights
clause heve been reported or that no such subcontracts. have been asarded:
am . g
(14i) A final report on a DOX-approved form within 3 months
after complation of tha contract work listing all Subject Inventions and
all subcontracts awarded containing a Patent Rights clause and certifying
that:

' (A) All Swdiect Inventions have besen disclosed or
that there wers no such invantions; and

(B) All subcontraots contalining s Patent Rights
¢lause have boea reported or that no such subcontracts have besen awarded.

{3) iThe Contractor shall obtain patent agroemonts to effectuate
the provisions of thig clause from all persons in its smploy who perform
any part of the work under this contract except nonbechuiaal personnel ,
such as clerical employess and manual laboxexs.

(4) The Contractor agrees that the Covermment may duplicate and
disclose Subject Invention disclosures and all other reports and papers
furnished or requirsd to be furnishad pursuant to this clauss. If the
Contractor is to file a foreign patent application or a Subject Iavention,
the Govarnment agrees, upom written rsquest, to use its best afforts to
withhold publication of such iavention disclosures until thes expiration of
the time poeriod specified in paragraph (4} (1) of this clause, but in no
event shall the Governmasnt or its employses be liabla for sny publication
thersof.
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(f) Publfication.

1t is recognized that during the courme of tho work under this
contract, tha Oontractor or lts employees may from time to time desire to
release or publish information regarding scientific or techaoical
developments oconceived or first actually reducsed to practice in the course
of or undex this contract. In order that public disclosure of such
information will not adversely affect the patent interssts of DOE or the
Contractor, patent approveal for release or publication shall be secured
from Patent Counsel prior to any such release or publication.

(g) Porfe of 5 Inve

(1) The Contractor shall farfelt to the Gavernment, at the
yogquoat of the Secretary or his designee, all rights in any Subject
Invention which tha contractor fails to report to Patent Counsel (with
notification by Patent Counsel to the Coatracting Officer) within six
months after the time the Contractor:

(1) Files or causes to bs filed a United States or foreign
patant application thereon; or

{id) submits the final repoxrt required by paragraph {e)
{2) ¢(iii) of this clauwve, whichever is later.

(2) However, tha Contractor shall not forfelit rights in a
Subject Invention if, within the time wpacified in (1) (i) or (1) (ii) of
this paragraph (g), the Contractor:

(1) Prepared a written decimion basad upon a review of the
record that the invention was neither conceived nor first actually reduced
to practice in the course of or under the contract and delivers the sawme to
Patent Ommsel {with notification by Patent Counsel to the cont.ru:ting
Officex);

(14) Contending that the inveation is not a Subject
fnvention the Contractor nevortheless discloses the invention and all facts
pertinent to this contention to the Patent Counsel (with ncti.t!.cntion by
Patent Counsel to the Contracting Officer)s or

(iii) Establishes that the fallure to disclose did not
result from the Contxactor’s fault or negligenca.

(3) Panding written assignment of the patent applications and
patepts on a Subjact Invention determined by the Sacretary or his adesignes
to be forfeited (such detarmination to be a final decision undex the
Dieputos Clause of this contract), the Contractor shall be doemed to hold
the invention and the patent applications and patents pertaining thereto in
trust faor the Government. The forfsiture provision of this paragraph (g)
shall be in addition to and ahall not supersede other rights and remsdies
which the Covarnment may have with respect to Subject Inventions.

(h) Examination of reperds relating to invenpshons,
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(1) The Contracting Officer or his authorired representative,
until the expiration of 3 yewars after final payment under this contract,
shall have the right to examine any books (including laboratory notebooks),
records, documente, and other supporting data of the Contractor which the
Contracting Officer oxr his authorized repressntative reasonably deam
pertinant to tha diascovery or i{dentification of Subject Inventions or to
datermine cowpliance with the requirements of this clansa.

{2) Tha Contracting Officer or his authorized representative
#hall have the right to examine all booke (including laboratory notebooks}),
records and documents of the Contractor relating to thoe conception or flirst
actual reduction to practice of inventions in the same field of technology
as the work under this contract to determine whether any such inventions
are Bubject Inventions, if the Contractor refuses or falle to:

{i) Bstablish the procedures of paragraph (s) (1) of this
clause; or

(L4) Maintain and follow such procedurasy or
(iii) Correct or eliminate any materinl deficiency in the

procedures within thirty (30) days after the Contracting Officer notifies
the Contractor of such n deficlensy.

) Any time before final paywent of the smount of this
contract, the Contracting Officer may, if he deems msuch actlion warranted,
withhold payment until a reserve not exceeding §$50,000 or 5 percent of tha
mmount of this contract, whichever is less, shall have been set aside if in
his opinion the Contractor fails to:

(1) Butablish, maintain and follow effective proceduros
for identifying and disclosing Subject Inventions pursuant to paragraph (e)
{1} of this clause; or

(1) Disclose any Subjmct Invention pursuant to paragraph
(@) (2) (L) of this clause; or

(41i) Daliver the interim reports purguant to paragraph (e)
(2) (4i) of this clause; or

(iv) Provide the information regarding subcontracta
pursuant to paragraph (3) ($) of this clause; or

(v} Convey to the Government in a DOR-approved form the
title and/or rights of the Government in each Subject Invention as required
by this clause.

(2) The reserve or balance shall be withheld until the
Contracting Officer has determinad that the Contractor has rectified
vhatever deficiencies sxist and has deliverwd all reports, disclosures, end
other information regquired by this clause.
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(3) Final paymsnt under this contract shall not be made by the
Contracting Officer baforo the Contractor delivers to Patant Counssl all
disclosnres of Subject Inventions and other information required by (e) (2)
{1) of this clause, the final report required by (@) (2) (i{i) of thims
claupe, and Patent Counsel has ispued a patent clearance cecxti{fication to
the tontracting Officar.

(4} The Contracting Officer may, in his discretion, decrmasa or
increase the mums withhaeld up to the maximum authorized above. If the
Contractor is a conprofit organization, the maximum amount that may be
withheld under this paragraph shall not excesd §$50,000 or 1 percent of the
amount of this contract, whichever is less. No amount shall be withheld
under this paragraph while the amount specified by this paragraph is being
withheld undar other proviaions of the contract. _Tha withholding of any
amount. or subsequent payment thereof shall aot be construed as a waivar of
any rights agcruing o the Government under this contract.

(3) Subcoptracts.

{1} Por the purpose of this paragraph the term *Contractor’
means the party awarding a subcontract and the term “Subcontractor’ means
the party being awarded a subcontract, regardless of tier.

{2) The Contractor will include the Patent Rights clause of
DEAR 552.227-71 suitably modified to identify the partiss in all
subcontracts, rwgsxdless of tier, for experimental, developments) or
resesrch work to be performed by & small business or a domestic nonprofit
organirzation. 1In all other subtontracts, rogardless of tier, for .
expsrimental, developmental demonstration, or research work, the Contractor
shall include the Patent Rights article of 41 (PR 9-9.107~5(a) or 41 CFR 9-
9.107-6 ag appropriate, modified to identify the parties.

{3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
consideration therefor, acguire any rlghtm in itm Subcontractor’s Subject
Invention for the Contractor’e own usse (as distinguished from such xlights
az may be required molely to fulfill the Contractor’s coantract obligations
to the Governmant in the performanco of this contract).

(4) All inveation disclosures, reports, inwtruments, and othex
information regquired to be furnished by the Subcontractor to DOE, under the
provisions of a Patent Rights clause ir any subcontract hereunder may, in
the dlscretion of the Contracting Officer, be furnished t¢o the Contractor
for transmission to DOX.
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(5) The Contractor shall promptly notify the Contracting Officer
in writing upon tbe award of any subcontract containing a Patent Righte
clause by identifying the Subcontractor, the work to be performed under the
suboontract, and tbhe dates of award, and estimated completion. Upon the

request of the Cosntracting Officer the Contractor shall furnish him a copy
of ths subcontract.

(6) The Contractor shall identify all Subject Inventions of the
Subcontractor of which it acquires knowledge in the perfozmance of this
contract and shall notify ths Patent Counsel (with notification by Patent
Counael to the Contracting Officer) promptly upon the identification of the
inventions.

{7) It is understood that the Govarmment is a third party
beneficiary of any subcontract clause granting FIHFts to THA Government in T
Subject Inventions, and the Contractor harsby assigns to the Government all e
rights that .the Contractor would hava to enforce the Subocontractor’'s
obligations for the benefit of the Government with respect to Subject
Inventions. The Contractor shall not be obligated to enforoe the
agresmantas of any Subcontractor herwunder relating to the obligations of
the Subcontractor to the Government regarding Subject Inventions.

(k]  Bagkgroupd Patentp.

In paragraphs (k){2) and (k)(3) relating to Background Patente, GE agrees
to the language provided that the worde "a subject of this contract’ be
replaced with “such applications and uses of natural gas and ¢oal gas~fired
gas turbinas in combined cycle as are developed under this contract’ to
limit the licensing raquired to fields of technology covered by the
contract.

(1) “Background Patent’ means a domestic patent covering an
invention or discovery which is not a Sudject Invention and which is owned
or controlled by the Contractor at any time through the coapletion of this
gontract: . '

(¢8) Which the Contractor, but not the Govermment, has the
right to licemsa to others without obligation to pay royalties tbaresn, and

(11) Infringesment of which cannot reasonably be avoided
upon the practice of any spocific process, method, machine, manufacturs, or
composition of matter (including relatively minor modificetions thereot)
which is a subject of the resaarch, development, or demonatration work
performed under this contract.

(2) The Contractor agrses to and dome hersby grant to the
Government a royalty-free, nonsxclusive licemse under any Background Patent
for purposes of practicing such applications and uses of natural gas and
voal gas-fired gam turbipes in combined cycle as are developed under thie
cont.ract by or for the Covernment in research, developmant, and
demonetration work only.
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(3) The Contractor also agrees that upon written application by

DO®, it will grant to responsible parties for purposes of practicing such
spplications and usss of natural gas and coal gas-fired gas turbines in

combined cycle as are developed under this contract nonexclusive licenses
undar any Background Patent on tesrms that are reasonable under the
circumstancese. If, however, the Contractor believes that exclusiva or
partially exclusive rights are necessary to achieve expeditious commercial
developmaent or utilization, then a request may be made to DOR for DOX
approval of much licensing by the Contractoer.

(4> Rotwithstanding the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patent {f the
Contractor demxmstrates to the satisfactien of the Secretary or his
designea that the Contractor or its licensees are supplying the subject
matter coveraed by sald Background Patent in sufficient guantity and at
reasonable prices to satisfy market needs, or have taken effective staps or
within a reasonable time are expected to take sffective steps to no supply
the subject matter.

{1y Atomic Enerqy.-

(1} Ro claim for pecuniary award or compsasption under the
.provisions of the Atomic Energy Act of 1954, as amended, shall be assarited

- by the Contractor or its eaployess with respact 0 any invention or

disvovery made or copncelved in the course of or under thls contract.

(2) Except as otherwise authorized in writing by the Contracting
Officer, the Contractor will obtain pateat sgreaments to affectuate the

provisions of paragraph (1) (1) of this clause from all persons who pexrform '

any part of the work under this contract, except nontechnical persoansl,
such as clarical smployees snd manual laborers.

(») Limitation of rightm.

Mothing containad in this Patent Rights clause shall be dsemsd to
give the Government any rights with rxespect to any invemtion other than a
Subject Invention except as set forth in the Patent Rights clause of this
contract .

{n) v te

Except for the license reserved to the Contractor in (<) (1), the
Contractor agrees that any slienation of rights in waived subject
inventions by assignment, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
controlling intersst im to be moquired by a foreignm entity in the
Contractor or to any sssignee or licensee of a waived invemtion, then (n
that case any rights in the wnived invention to be acquired by the foreign
entity will be subject to writtan approval of the Contracting Officer.
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(o} §.5. Competitivenass

CE agreec that any products esbodying any waived ilnwantion or
produced through the use of any waived invantion during the texm of &
tnitad States patent covering the waived invention will be memmfactured
substantially in the United States unlass GR can show to the satisfaction
of the Oontracting Officer that it is not commercially Zeasible to do so.
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