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DEPARTMENT OF ENERGY S-95. 74

CONFIRMATORY INSTRUMENT

Application for: COOLING AIR RECYCLING FOR GAS TURBINE
TRANSITION DUCT END FRAME AND RELATED
METHOD

Inventor(s): Robert H. Cromer, William T. Bechtel, and
Maz Sutcu

Serial No.: 09/544,102

Filing Date: April 6, 2000

Participant: General Electric Company
GE Power Systems

Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this Z‘I‘—‘!‘o day of AERIL , 2000.

GENERAL ELECTRIC COMPANY
Participant

B MO0

@e MacDonald
sting Secretary By:

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: S51DV-5912
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ADVANCE WAIVER OF PATENT RIGHTS

(a) Definitionm.

(1) “Subject Invention~ means any inveation or discovery of the
Conttractor concelivad or first actually reduced to practice in the coursgse of
or under this contract, and includes any art, mathod, process, machine,
manufacrure, design, or composition of matter, or any nevw and useful
improvemont thereof, or any varlety of planta, whether patsnted or
unpatented under the Patent Laws of the Unitod States of America or any
foreign country.

(2) ~Contract” means any contract, grant, agreemant,
nnderstanding, or other arrangsment, which includes research, development,
or damonstration work, and includas any assignoment or substitution of
parties.

(3) “Covernment agency” includes any executive department,
indapendent coummission, boarxd, office, agency, aaministration, authority,
Governwent corporation, or other Government ecetablishment of the Executive
Rranch of the Government of the United States of America.

{4) *Tc the point of practical application’ means to manufacture
in the case of a composition aor product, to practice in the ceme of a
process, or to oporate in the case of a machine and undar such conditions
as to establish that the ijinvention is being worked and that ite bemafits
are reasonably accessible to the public.

{(5) *patent Counsel” means the DOE Patent Counsel assleting the
procuring activity.

(b} Rllocation of principal glghte.
(1) Agsigmpent to the Government. The Contractor agroes to

assign to the Government the entire right, title, and interest throughout
the world in and to esch Subject Invantion, except to tha extent that
rights are waived to and retained by the Contracter under paragraphs (b)
(2) and (c) of this clause.

(2) SGxeater xights determipatjons. The Contractor oxr the
employee—inventor with authorization of the Contractox may request greatar
rights than the domwestic and foreign patent rights provided in paragraph
(c) of this clause on ldentifiaed inventions in accordance with 41 CFR 9-
3.109~6. Such requests must be submitted to Patent Counss) {(with
notification by Pateant Counssl to the Contracting Oofficer) at the time of
the first disclosure pursuant to paragraph (e) {2) of this clause, oxr not
later than ¢ monthe after conception or firat acrual redunction to practicas,
whichever occurs first, or such longer pexiod as may be asthorized by
Patent Counsel (with notificaticon by Patent Counsel to the Contracting
Officer) for good cauee shown in writing by the Contractor.
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(c) Rights to the contractor.

1) Hipieum Qontractor liconse. The Coatractor reserves an
irravocabla, nonexclusive, paid-up license in each patant application filea
in any countsy onr a S8ubject Invention and any resulting patent in which the
Govarnmant acquires titla. The licenwe shall extend to the Contractor's
domestic subsidiaries apd affiliates, if any, within the corporate
stxucture of which the Contractor ia a part and shall include the right to
grant Bublicenses of tha samne scope to the axtant the Contractor was
logally obligated to do so at the time the contract was awsrded. The
licenxe shall be transferable only with approval of DOE except when
tranaferred co the successar of that part of the Contractor’s businassg to
which the Lnvention pertains.

(2) Electjion to retaip waived xightp,

{1 subject to tha provisions of paragraph (c) (3) and
paragraph {d} of this clause, with respect only toc a Subject Invention
reported in accordance with paragraph {e) (2) (i) of this clause and with
the written report of which is inoluded an election as to whether the
contractor will xetain the rights in the invention waived herein, the
Contxactor reserves the entire domestic right, title and interest In any
United Statms patent application on the Subject Invention filed and any
resulting United States patent secured by ths Contractor.

(i1} sSubject to thea provisions of paragraph (¢) (3) and
paragraph (d) of this clause, with respect only to a Bubject Invaention
reported in accordance with paragraph (e) (2) (i) of this clause and with
the written report of which ls included an election as to whether the
Contractor will retain the rights in tha invention walved herein and a
statemant speclifying those foreign countries in which such righte will be
rerainad, and subject to DOE security regulations and regquiremanta, the
Contractor reserves the entire rignht, title and interest in any fareign
patent application on the Subject Invention filed and any resulting foreign
patent secured by ths Contractor in those foreign countries specified.

(3) Terme ajnd Copditiong of Najlved Righte.

(L) Subject to the rights granted in paragraph {c) (1) of
this clause, the Contractor agrees to convay to the Govermnment, upon
request., the entire domastic right, title, and interest in any Subject
Invention whan the Contractort

(d) Doma not elect pursuant to paragraph (<} (2} (1)
of this clause tc retain such rights;

(B) rails to have a United States patent application
filed on the invention in accordance with paragraph (d) (1) of this clauvse,
or decides not to coptinue prosecution of such application: or
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{C) At any tiwe, no longer desires to retain title.

(8s) Subject tso the rights granted in paregraph (c) {1) of
this clause, the Contractor agrees to convey to the Goveronment, upon
requast, the entire right, title, and interest in any Bubject Iaventicen in
any foreign country if the Contractor:

(M) Dofs not elact pursuant to paragraph () (2)
(Li) of this claupe to retain such rights in the country; or

(B) Pails to have a patent application filed in the
country on the Subject Inveation in accordance with paragraph (d4) {(3) of
this clause, or decides not to continue prosecution or to pay any
maintenance fees covering the invention. To awelid forfeiturae of the patent
application or patesat, the Contractor shall notify the Patent Counsel not
less than 60 dayes before the expiration period for any action raqgquired hy
the foreign Patent Office.

(44l) Convayances requasted pursuant to paragraphs (c} (3}
(i) and (c) (3} {[ii) of this clause shall be made by delivering to the
Patent Counsel duly executed instruments and such other papers as are
deomed necessary to vesmt in the Govarnment the entire right, title, and
interest in the invention to enable the Government to apply for and
prosscnte patent applications covering the invention in this ox the foreign
gountry, respectively, or otherwise establish its ownexship of the
invemtion.

(iv) Por mach invention in which the cContractor initially
elocts pursuant to () {2) (L) or {(e) (2) (1) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel promptly
in writing of tha date and identity of any on sale, public use, or public
disclosure of the invention which may constitute & statutory bar undexr 35
osc 102, which was authorized by or knosn to the Contractor, or any
contemplated action of this nature.

(v) Covernment Licenseg

With respect to any Subject Invention in which the
contractor rmtains title, the Pedersl Govermmant shall have a nonpexclusive,
nontranaferable, irrevocable, paid—-up licenge to practice or have practiced
for or on bahalf of the United States the Subject Invention throughout the
world.

{vi) = 1 tions

The Contraoctor agrees to submit on request pecriodic reporxts
no more freguantly than annually on the utilirsxtion of a Subject Invention
or on efforts at obtaining such utilization that are being wade by the
Contxactor or its licensees or asasigneaas. Such reports shall fnclude
information regarding the status of developmont, date of first commercial
sale or use, gross roymlties recelived by the Contractor, and such other
data and information as DO¥ may reascnably speclfy. The Cootractor also
agreas to provide additional reports as may be requeated by DOEZ in

-3 -
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connection with any march—in proceeding undertaken by DOE in accordance
with paragraph (c}) (3) (viiil) of this clause. To the extent data or
information supplied under this paragraph is conpidered by the Contractor,
its licenasse or asaignee to be privileged and confidential and is mo
marked, DOE agrees that, to the extent pexmitted by 35 USC 202 (c) (5), it
will not discloss such information to persons cutside the Government

(vii) L) t ndust

Notwithetanding any other provision of this clauma, the
Contractor agrees that neither it nor any assignee will grant to any person
the exclusive right to unme or sell any Subjact Invention in the United
States unless such person agrees that any products embodying the Subject
Invention or produced through the use of the subisct Invention will be
nanutactured subatantlially in the United States. However, in individual
cases, the requiremant for such an agroement may be waived by DOE upon a
showing by the Contractor or its assignee that reasonable but unsuccessful
efforts have been made to grant licensas on simiiar terms to potential
licensees that would be likxaly to wanufacture substantially in the United
States or that; under the circumatances domestic manufacture jio not
commarcially feaeible.

(viii) March—ip Righte

iThe contractor agreep that with respect to any Subject
Invention in which it haa acquired title, DOE has the right in accordance
with the procedures in OXB Circular A-124 to require tha Contractor, an
assignee or exglusive licensee of a Fubjsct Invention to grant a
nonexclusive, partially exclusive, or exclusive license in any fiald of use
tc a responsible applicant or applicants, upon terms that are rwanonable
undar the circumstances, and if the Contractor, assignee, or exclusive
licansee refuses such a reqguest, DOE has the right to grant such a license
itself i{f DOE detaermines that:

3 (L Such action is ‘necepsary because tha contractox
or assignee hae not taken, or is not expectad to take within a reasonabla
time, effective steps to achieva practiceal spplication of the 8ubiject
Invention in such field of usep

(2} Ssuch action ls nscessaxry to alleviate health or
safety neods which are rot reasonably satisfisd by the contracter,
assignee, or their licenpaas;

(3 such action is necessary to meet requirements
for public use speciflied by federal rogulations and such requiren.?ts are
not reasocnably satisfisd by the Contractor, assignee, or licensees; OX

{4) guch action is necessary becanse the ugraa:::::or
h (c) (3) (vii) of this clause has not been obta
1icensas of the &xclusive right to use oF sell any
Statees im in breach of puch agreament .

required by paragrap
waived or because &
Subiect Invention in the Unjited

(4} Teymipations.
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{{) Any waiver or retention of rights by the Contractor
undey paragraphs (k) (2), (¢) (1), oF (e} (2) of this clause may be
terminated at the discretion of the Sacretary or his deosigrnese, in whole or
in part, if the request for walver or retention of rights by tha Contractor
{m found to contain false matarial statements or pondisclosure of matexial
facts, and such were specifically relied upon in reaching the waiver
datermination or the agreement to the retention of rights by the
Contractor.

(1i) Any waiver of the rights retained in sccordance with
paragraph (c) (2}, as applied to particulax inventions, may bo terminated
at the discraetion of the Secretary or his designee, in whnle or in part, if
the Contractor fails to comply with the provisions set forth in paragraph
(c) (3) and paragraph (d)} of this clausa, and such failurs is determined by
the Secretary or his designce to be material and detrimantal to the -
interests of thas United States and the general public.

"(L1i) Prior to terminating any waiver of rights under
paragraph (c) [(4) (i) or {e) (&) {il) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of puch proposed termination and the reasons therefor, and a
pariod of 30 days, or such lengex period as the Bocretary or his dasignee
shall determine for good cauge shown in writing, to show cause why the
waiver of rights should not be so termipated.

!(Lv) All tarminations of waivers of ‘rights under paragraph
(c) (4) (ii) shall be subject to the rights granted in paragraph (¢) (1) of
this clause, and termination shall normally be partial in nature, regquiring
the Contractor to grant nonexclusive or partially exclusive licenses to
responsible applicants upon terms reasonable under the circumstances.

(s) Effective patc of Waivers

The waiver of rights in a Subject Invention shall ba
effective on the following dates:

(43 Por advance waivers of jidentified inventions, i.e.,
iaventions concelvad prior to the effective date of the contract, on the
effective date of the contract even thongh the advance walver may have been

requested after that date;
(L) ror ldentified inventions under advance walvers,
{.@., inventions conceived or first actually reduoced to practice aftex the

affective date of the coptract. on the date the {nvention is reported with
the election to retain the waived righte in that invantion; and

(11i) Por waivers of identified inventions (other than
under an advance waiver), oa the date of tha letter notifying the requestox

that the waiver has bean granted.

(a) of ant._applica
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(1) With respect to each Subject Invention in which the
Contractor elects to retain domestic rights purpuant to paragraph (c) (2)
(1) of thie clause, the Contractor shall have a domestic patent application
£i1lod on the Lnveation within 6 months after submission of the invention
dimclosure pursuant to paragraph (e} (2) (L) of this clause, or such longer
period of time as may be approved by the Patent Counsal for good cause
ghown in writing by the Contractor. Por each identified invention, tha
rights in which ara waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 manthe after
the waiver has become effective. With respect to the invention, the

Contractor shall promptly notify the Patent Couneel of any decision not to
file an application.

(2) Por mach Subject Invention on which a domastic patent
application {s filed by the Contractor, the Contractor shmlls -

(&) within 2 monthas after the filing or within 2 wonths
after submipsion of the invention diesclosure if the patent application
previously has been filed, deliver to Patent Couneel a copy of the
application as filed including the flling date and serial numbar;

(L) Wwithin 6 months after filing the application eor
within 6 months after submitting the invention disclosure if the
application has been filed praviously, deliver to the Patent Counmel a duly
exeouted and approved instrument fully confirmatory of all rights to which
tha Covernment is entitled, and provide DOE an irrevocable powar to inspect
and make copies of tha patent application filed; :

(iii) Provide the Patent counsel with a copy of the patent
within 2 months after a patent is igsued on the application;

(iv} Not less than 30 days before the expiration of the
reaponse period for any action raquired by the Patent and rradenark Office,
notify the Patent Counseal of any declision not to goq;inue prosecution of
the application and deliver to the Patsnt Counsel axacuted instyrumente
granting the Govarnment a power of attormey; and

(v) Include the following statement in the pocond
paragraph of the specification of the application and any patents isoued on
a Subject Imvention, “The Government of the United States of Amarica has

righta in thie {nvention pursuant to Contract No. . {or
Grant NoO. } awarded by thae U. 5. Department of Bnexgy.
{3) Wwith respect to each subject Invention in which the

2) (i) of this clmune to
Contractor has elacted pursuant to paragraph (¢} {
totain the patent rights waived in specified foraign countriss, or in which
the Contractor has obtainsd a waiver of foreigm rights on an identified

{nvent.ion:

(i The c°n£xactor shall file a patent application on the
invention in each epecified foreign country in accordance with applicanle
statutes and regulations and within one of the following periods:

PATENT
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(A) Right months fronw the date of f£iling a
corresponding United Statew application, or if such an application is not
filed, six months from the date the invention is submitted in a disclosure
pursuant to paragraph (e] (2) (L) of this clause;

(B) 8ix months from the date a license L8 granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing hae been prohibited by security reasons;y or

{C} Buch longer paeriod as may be approved by the
patent Counsel for good cause shown in writing by the Contxactor.

(14 The Contractor shall notify the Patent Counsel
promptly of sach foreign application filed and upon written request shall

furnish an English vexsion of the application without additional T
compansat ion. .

(e)

{1) The Contractor shall) eatablish and maintain active and
effective procedures to ensure that Subject Inventions are promptly
identified and timely disclosed. Those procedures shall include the
maintenance of laboratory notebooks or equivalent rscords and any other
records that are reasonably necessary to documant +the conception and/or the
first actual reduction toc practice of Subject Inventions, and records which
show that the procedures for ideatifying and disclosing the inventions are
followed. Upon request, the Contractor shall furnish ths Contracting
officexr a description of these procedures so that he may evaluate and
determine their effectiveness.

{2} The Contractor shall furanish the Patent Counsel (with
notificarion by Patent Counsel to the Contracting Qfficer) on &
poE-approved form:

(1) A written report contalning full and complets
technical information concerning sach Subject Invention within 6 months
after vonception or first actual reduction to practice whichevex occurs
f£irgt in the course of or under this coptract, but in any event prior to
any on sale, public use or public disclosure of such invention lmown tc the
contractor. The report shall identify the contract apnd {nventor and shall
be smufficiently complete io technical detail and appropriately illustrated
by sketch or diagrem to convey to one skilled in the art to which the
invention pertains & clear updarstanding of the nature, purpose, operation,
and to the extent knowan, the physical, chemical, biological, or slectrical
ohuractoristicb of the invention. The report should also include any
election of forsign patent rights under paragraph (C) {2) (ii) of this
olause mand nnyinlnation of rights under paragraph (o) (2) (1) of this
clause. Any requests for greater rights shall be made within the pariod
sot forth in paragraph (b) (2) of this clauss. When an invention ims
reported under this parsgraph (@) (2) (1), it shall Dbe presamed to have
pesn meada in the manner spaecified in Section (a) (1) and (2) of 42 USC 5908
unless the Contractor contemds it was not eo made in accordance with
paragrapbh (g) (2) (L1) of this clause.

S A
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(ii) Upon request, but not more than annually, interim
reports on & poB-approved form listing Subject Inventiona and subcontracts
awarded contalning a Patent Rights clause for that poeriod and certifying
that:

{(A) The Contractor’s procedures for identifying and
dimclosing Sobject Iaventions as roguired by thie paragraph (e) have bean
followad throughout the reporting period;

(B} All Subject Iaventions have baan disclosed ox
that thare are no such ilnventions;

{<) All subcontracts containing a Patent Rights
clause have been reported oxr that no such subcontracts hava heen awarded;
and

(14i) A final report on a DOER-approved form withia 3 months
after completien of tha contract work listing all Subject Inventions and
a)ll subcontracts awarded contalning a Patent Rights clause and caertifying
thats

: (&) All Subject Inventions have bean disclosed or
that there wers no such invantions; and

(B) All mubcontracts contalaing a Patent Rights
clause have boea reported or that no such subcontracts have basn awarded.

{3) iThe Contractor phall obtain patent agreements to effactuate
the provisions of this clause from all persons in its semploy who perform
any part of the work undar this contract except nontechnical peraonnel ,
gueh ag clerical employeese and manuel laborers. :

{4} The Contractor agrees that the Govarmment may duplicate and
disclose Subject Inveation disclosures and all other reports and papers
furnished or required to be furnished pursuant to this clauss. 3£ the
Contractor is to file & foreign patent application on a subjaci Invention,
the Govarnmant agrees, upén written request, to use its best - fc.:tts;o .
withhold publication of euch invenrion aisclosures until the . ~px.z'n‘t’:d" n o
the time period specified in paragraph (a) (1) of this clause, bu::L thzzn
event shall the Covernment or ite amploysas pe liabla for any publlce

thereof.

- 8 -
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(£) ©Publication.

It is recognized that during the course of the work under this
contract, the coatractor or its employees may from time to time desire to
release or publish information regarding scientific or technical
developments conceived or first actually roduced to practice in the course
of or under this contract. In order that public disclosure of such
{nformation will not adversely affect the patent interests of DOE or the
Contractor, pateant approval for release or publication shall be secured
from Patent Counsel prior to any such release oxr publication.

(q) Forfeit of Bub Inventi

(1) Tha Contractor shall forfelt to the Government, at the
yequest of the Secretary or his designee, all rights io any Subject
Invention which the contractor fails to report to Patent Counsal (with
notification by Patont Counsel to the Coatracting Officer) within six
months after the time the Contractor:

(L) Files or cau@os to ba filed a United States or foreign
patant application thereon; ox

tidy submits the final report required by paragraph (e)
{2) (i1i) of this clause, whichever is later.

(2) However, tha Contractor shall not forfeit rights in a
Subject Invention if, within the time specified in (1) (L) ox {1) (il) of
this paragraph (g), the Contractox:

(i) prepared a written decimion bassd upon a review of the
record that the invention waa peither conceived nor first actually reduced
to practice in the course of or under the contract and delivexs the same to
Patont Counsel (with notification by Patent Coansel to the contracting
Cfficer); eor - . ‘

(is) Contending that the invention is not a Subject
Invention the Comtractor nevortheless discloses the iovention and all facts
pertineat to thie contention to the Patent Counsel (with notification by
Patent Counsel to the Contracting Officer); or ‘

(iii) Establishes that the failure to disclose did not
result from the Contractor’s fault or nogligence.

(3) Panding written assignment of the patent applications and
patents on a Subjact Invention determined by the Sacretary or his aesignee
to be forfeited (euch determination to be a final decision under the
Disputos Clause of this contract), the Contractor shall be desmed to hold
the invention and the patent mpplications and patents pertaining thereto in
trust for the Government. The forfeiture provision of this psragraph (g)
shal}) be in addition to and shall not supersede other rights and remedies
which the Cowernment may have with respect to Subject Invanticas.

(h) ds to
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(1) The Contracting Officer or his authorired representative,
until the expiration of 3 yewars after final payment under this comtract,
shall have the right to examine any books (including laboratory notedbooks ),
records, documents, and other =supporting Asta of the Contractor which the
Contracting Officer or his authorized representative rwasonably deesn
pertinent to tha discovery or identification of Subject Inventions or to
determine compliance with the requirsments of this claunaa.

{2} The Contracting Officer or hias authorized representative
shall have the right to examine all books (including laboratory aotebooks),
racords and documents of the Contractor relsting to tha conception or first
actual reduction to practice of inventions in the same field of technology
ap the work under this contract to determine whether any such invantions
are Subject Inventions, if the Contractor refuses or fails to:

Ly Establish the procvedurss of paragraph (@) (1) of this
clause; or

(L4) Maintain and follow such procedurea; or

{(iii) Carrect or esliminste any materinl deficlency in the
procedures within thirty (30} days after the Contracting Officer notifies
the Contractor of such a Qeficlency.

(1) Any time before final payment of the amount of thie
contract, the Contracting Officer may, if he deems puch action warranted,
withhold payment until a reserve not exceeding $50,000 or 5 percent of the
amount of this contract, whichaever is less, shall have been set aside if in

his opinion the Contractor fails to:

(L) Betablish, maintain and follow effective procedures
for identifying and disclosing Subject Inventions pursuant to paragraph (e)
{1) of this clause; or :

tid) Discloss any Subject Invemtion pursuant to paragraph
{e) (2) (L) of thies clause; or

(4ii} Deliver the interim reports pursuant to paragraph (e)
{2) {(ii) of this clause:; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (3) (S5) of this clause; or

(V) Convey to the Government in a DOE-approved form the
title and/or rights of the Government in each Subject Invention as required
by this clause.

(2) The reserve or balance shall be withheld until the
Contracting Officer has determined that the Contractor has rectified
whatevar deflclencies exist and has delivered all reports, disclosures, and

other ianfarmation required by this clause.

- 10 -~
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(33 Final paymsnt under thip contract shall not be wmade by the
Countracting Officer bueforo the Contractor delivars to Patant Counsel all
disclosoxres of Subject Inventions and other information required by (o) (2)
(L) of this clewse, the final report reguired by (e) (2) (ili) of thisms
clause, and Patent Counsel has issued a patent clearance cartification to
tha Contracting Officar.

(4) The Contracting Officer may, in his diseretion, decrasasae ox
{ncreass the gums withheld up to the maximum authorized above. If the
Contractor is a nonprofit organization, the maximum amount that nay be
withheld under this paragraph shall not exceed §$50,000 or 1 percent of the
amount of this contract, whichever is less. No amount shall be withhald
under this paragraph while the amount specified by this paragraph is being
withhold under other provisions of the contract..__Tha withholding of any
amount or subsequent payment thersof shall not be construed as & wvaivar of
any rights accruing to the Government under this contract.

($) Subcontracts.

{1} Por the purpose of this paragraph the tarm *Contractozr”
means the party awarding a subcontract and the term ‘Subcomtractor”® wmeans
the party being awarded a subcontract, regardless of tiar.

(2) The Contractor will include the Patent Rights clause of

DEAR 952.227-71 suitably modified to identify the parties io all
subcontracts, regaxdless of tier, for experimental, developmental or
research work to be performed by a4 Baall business or & domestic nonprofit
organigation. 1In all other subcontracts, rogardless of tiexr, for

imental, developmental dempnatration, or ressarch work, the Contractor
shall include the Patent Rights article of 41 CPR 9-9.107~5(a) or 41 CFR 9-
9.3107-6 ag appropriate, wodified to identify the partien.

{3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
consideration therefor, acgquire any right= in its Subcoptractor’s Subject
Invention for the Contractor’e Own use {ss distinguished fxom such xighte
as may be required solely to fulfill the Contractor’s contract obligations

+oc the Government in the performance of tnis contract).

(4) All invention disclosures, reoports, inwtruments. and othex
information reguired to be furnished by tha Subcontractor to DOE, under the
provisions of a Patent Rights clause in any eubcontract hereunder may, in
the diecretion of the Contracting Officer, be furnished to tha contractor

for transmimsmion to DOX.
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(s) The Contractor ahall promptly notify the Comtracting Officer
in writing upon the award of any subcontract containing a Patent Rights
clause by identifying the Subcontractor, the work to be performed under the
subocontract, and the dates of saward, and estimated completion. Upon the
request of the Comtracting Officer the Contractor shall furnish him & copy
of the subcontract.

(6) The Contractor shall identify all Sudbject Inventions of the
Subcontractor of which it acquires knowledge in the performance of this
contract and shall notify t¢hs Patent Counsel (with notification by Patent
Counsel to the Contracting Officer} promptly upon the identification of the
inventionp.

{7} It {8 underastood that the Govermment is a third party
beneficiary of any subcontract clause granting ZIYELs to TH& Government in e
Subject Inventions, and the Contractor harsby assigns to the Governwent all SR
rights that .the Contractor would have to enforce tha Subocontractor’s
obligations for ths bansfit of the Government with respect to Subject
Inventions. The Contraector shall not be odligated to enforce the
agreemmnta of any Subcontractor hersunder xmlating to the obligations of
the Subcontractor to the Government regarding Subject Inventions.

(k) Bac

In paragraphs (k)(2) and (k)(3) relmting to Background Patante, GE agrees
+0 the language provided that the words "a subject of this contract’ be
replaced with "such applications and uses of anatural gas and ¢oal gas~fired
gas turbines in combined cycle as are developed undar this contract” to
limit the licepsing raguired to fields of technology covered by the
contyract.

(1) ~Background Patent’ means a dowestic patent covering an
invention or discovery which is not & Subject Invention and which is owned
or controlled by the Contractor at any time through the completion of this
contract: ) .

4y Which the Contractor, but not the Govermnment, has the
right to license to others without obligation toc pay royalties thareon, and

(i) Infringement of which cannot reasonably be avoided
upon tha practice of any spocific procsss, method, machine, manufacturs, or
composition ©f matter (including relatively sinor modifications thereot)
which is a pubject of the resaarch, development, or demonatration work
performed under this contract.

(2) The Contractor agrees to and doas hereby grant to the
Government a royalty-free, nonsxclusive license under any Background Patent
for purposes of practicing such applications and uses of anatural gas and
coal gap-fired gam turbinese in combined cycle as ares developed under thise
oontract by or for the covernment in research, developmant, and
demonetration work only.
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(3) The Contractor also agrees that upon written application by
DOx, it will grant to respomaible parties for purposes of practicing such
applications and uses of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under this contrxact nonaxclumive licensas
undar any Brckground Patent on texrms that are reasonable undexr the
circumstances, If, howaver, the Contractor believes that exclusive or
partially exclusive rights are neocessary to achieve expeditiocous commercial
developmant or utilization, then a request may ba made to DOE for DOE
approval of much licemsing by the Contractor.

{4) Notwithstanding the foregoing paragzaph (k) (3), the
Contractosr shall not be obligated to license any Background Patent (f the
Contractor dewmonstrates to the satisfaction of the Secretary or hie
designee that the Contractor or its licensees are supplying the subject
matter covered by said Background Patent in sufficient guantity and at
reasonable prices to satisfy market needs, or have taken effective steps or
within a reasonable time are expected to take affective steps to so sapply
the subject matter.

(1) Atomic Enerdqy..

{1} Ko clain for pecuniary award or compansation under the
provisions of the Atomic Enexgy Act of 1954, as amended, shall be asserted
by the Contractor or its employees with respact to any inventiom or
discovery made or concelved in the course of or under this contract.

(2) Except as otherwise authorized in writing by the Contracting
Officer, the Contractor will obtain patent agreamants to affectuate the
provisiona of paragraph (1) (1) of this clause from all persons who perform
any part of the work under this coptract, except nontechnical persoanel,
such as clerical smployees and manual laborers.

(m) Limitation of righte.

Mothing containad in this Patent Rights clause xhall be deemed to
give the Govexrnment any rights with respect to any invemtion othar than a
SEubject Invention except as set forth i{n the Patent Rights clause of this
contract.

(n) v tg

Except for the l{cense reserved to the Contractor in (<) (1), the
Contractor agrees that any alienation of rights in waived subjact
inventions by assignment, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the eveant a
controlling intarsst is to be acquired by a foreign entity in the
Contractor or to any sssignee or licenase of a waived invention, then in
that cave any rights in the waived invention to be acguired by the foreign
entity will be subject to written approval of the Contracting Officer.
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(o} U.B. Competitiveness

GE agrees that any products embodying any waived invention ox
produced through the use of any waived invantion during the term of a
United States patent covering the waived invention will be marmfactured
substantinlly {n the United States unlass GE can show to the satisfaction
of the Contracting Officer that it is not commercially feasible to do so.
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