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CONFIRMATORY INSTRUMENT

Application for: A METHOD OF JOINING A VANE CAVITY INSERT
TO A NOZZLE SEGMENT OF A GAS TURBINE

Inventor(s): Steven S. Burdgick

Serial No.: 09/547,933

Filing Date: April 11, 2000

Participant: General Electric Company

GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

+R
Signed this_27 _ day of -APRWL , 2000.

GENERAL ELECTRIC COMPANY
Participant

Bane Aorar
Br{de MacDonald
Attegting Secretary By:

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-5980
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ADVARCE WAIVEBR OF PATENT RIGETS

(a) Dpefinjtions.

(1) *Subject Invention” means any invention or diacovery of the
Contractor conceivad or firet actually reduced to practice in the course of
or under this contract, and includes any art, mathod, procesv, machine,
panmufacture, design, or composition of matter, o any nevw and useful
improvecent therecof, or any varilety of plante, whether patented or
unpatented under the Patent Laws of the Unitod Etates of America or any
foreign country.

(2) *Contract” means any contract, grant, agreement,
understanding, or other arrangement, which includes research, development:,
or damonstration work, and includes any assignment ox substitution of
parties.

(3) rGCovernment agency’ in¢ludes any executive department,
indepandant commission, buard, office, ageccy, administration, nsuthority,
Governpent corporation, or other Governmant estadlishmant of the Executive
Rranch of the Goverrment of the United States of America.

{4) *rc the point of practical application’ means to manufacture
in the case of a composition or product, to practice in the camne of a
process, or to operate in the case of & machine and under such conditions
as to establish that the favention is being worked and that its benafits
ave reasonably accestible to the public.

(5) *patent Counsel” means tha DOE Patent Counsel assisting the
procuring activity.

(b) Allocation of vrincipal righte.

(1) Assigueent to the Goverpmeant, The Contractor agrees to
assign to the Governmant the eatire right, title, and interest throughout
the world in and to each Subject Invaention, exocept to tha axtent that
rights are waived to and retained by the Contractor under paragraphs (b)
{2) and (c)} of thip clausa.

(2) Greater riqghts determinations. The Contractor or the
swployee-inveontor with authorization of the Contractoxr may request greater
rights than the domestic and forsign patent rights provided in paragraph
(c) of this clause on jdentified inventions in accordance with 41 CPR 9~
9.109-6. Such requests must be submitted to Patent Counss) (with
notification by Patent Counssl to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph {e) (2} of this clause, or not
lnter tban $ months aftor conception or first actual redoction to practias,
whichever occurs first, or such longer period as wmay be authorized by
Patant Counsel (witb notification by Patent Counsel to the Contrxacting
Officer) for good cause shown in writing by the Contractor.
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{c) htp to

(1) Hipleom Oontractor licensae. The Contractor resarves an
irrevocabla, nonexclusive, paid-up licenss in each patent application filed
in any country on a Bubjmct Invention and any resulting patent in whicia the
Govarnment acquires title. The license shall extend to the Contractor’s
domestic subsidiaries and affiliates, if any, within the corporata
structure of which the Contractor is a part and shall include the right to
grant Bublicemses of the same scope t¢ the axtant the Contractor wase
legally obligated to do so at the time the contract was awarded. The
licenua phrll be transferable only with approval of DOE except whan
transferred to the successor of that part of the Contractor’s business to
which the invention pertains.

(2) Election to retaip waived xighte. T

tL) Subiject to tha provisions of paragraph (¢} (3) and
paragraph (d) of this clause, with respect only to a Bubject Invention
reparted in accordance with paragraph (e) (2) (i) of this clause and with
the written report of which is included an election as to whether the
Contxactor will xetain the rightes in ths invention waived herein, the
Contractor reserves the entire domestic right, title and interest in any
United Statas patent application on the Sudbject Invention filed and any
resulting United states patent secured by the Contractor,

(Li) Subject to the provisions of paragraph (¢) (3) and
paragraph {d) of this clause, with respoct only to a Bubject Invention
veported in accerdance with paragraph (e) (2) (1) of this clause and with
the written report of which ls includied an election as to whether the
Contracter will retain the xights in tha invention waived herein and a
statement speclfying thosa foreign countries in which such rights will be
xetained, and subject to DOE seruxity regulations and reguiremants, the
Contxactor reservas the entire right, title and interest in any foreign
petent application on the Bubject Invention filed and any resulting foreign
patent secured by the Contractor in those foreign countries specified,

(3) ZTexme apd Copditions of Wajved Righte.

(L) Subject to the rights granted ian paragraph (c) (1) of
this clause, the Contractor agrees to convey to the Governmeat, upon
reguest, the entire domastic right, title, and interest in any Subject
Invention when the Contractor:

(d) Dosa not elect pursuant to paragraph (c) (2) (i)
of this clause to retein such righte;

(B) Faile to have a Unjited States patent applicatiom
filed on the invention in accordance with paragraph (d) (1) of this clause,
or decider not to contime prosecution of such application; or

PATENT
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(C) At any tiwe, no longer desires to retain title.

{(i4) Subject to the rights granted in paragcaph (e} (1) of
this clause, the Contractor agrees to convey to the Govsrnment, upon
request, the entire right, title, and interest in any 8 dject Invention in
any forelgn country 1f the Contractor:

($.9 Doss not elsct pursuant to paxagraph () (2}
(Li} of this clause to retain such rights in the country; or

{By Paile to have a patent application filed in the
country on the Subject Invention in accordance with paragraph (4) (3) of
thig clause, or decides not to continue prosecutlon or to pay any
maintenance fwes covering the invention. To aveld forfejtura of the patent
applicution or patent, the Contractor shall notify the Patent Counssl not
less than 60 days before the expiration period for any action required by
the foreign Patant Office.

({14) Conveyances requested pursuant to paragraphs (c} (3)
(i) and (e} (3) (4i) of thim clazuse shall be made by delivering to the
Patent Counsel duly executed instruments and such other papers as are
deemwd nmoassary to vest in the Govarnment the entire right, title, and
interest in the invention to enable the Government to apply for and
prosscute patent applications covering the invemtion in this ox the foraign
country, regpectively, or otherwise edtablish its ownership of the
invention.

(iv) Por mach invention in which the Contractor initially
elocte pursuant to (o) {2) (L) or {c} (2) (1i) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Coumsel promptly
in writing of tha date and identity of any on sale, public umse, or public
disclosurg of the invention which way constituts a statutory bar under 35
osc 102, which was authorized by or known to the Coptractor, or any
conteaplated action of this nature.

{(v) GCoyeinment License

With respett to any Subject Invention in which the
Contractor rxwmtains title, the Fedorsl Govermmant shall have a nonexclusive,
nontransfmrable, lrrevocable, paid-up licenge to practice or have practiced
for or on behalf of the United States the Bubject Invantion throughout the
world.

The Contractor agrees to sulmit on rsquest periocdic reports
no more fregusntly than annually on the utiliration ¢f a Subjeat Invention
or on efforts at obtalining such utilization that are being wade by the
Contractor or its licensoes or assignees. Such reports shall include
information regarding the status of development, dste of first commercial
sale or use, §xoBe roymltiss received by the Oontractor, and gsuch other
data and information as DOX may rsasonably speclfy. The Contractor also
agrasp to provide additional reports as may be requested by DOE in

-3 -
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conpnection with any march-in proceeding undertaken by DOE in accordance
with paragraph (¢} (3) (viii) of this clause, To the sxtent data or
{nformation supplied under this paragraph is considered by the Contractor,
its licensse or assignee to be privileged and confidential and ies so
marked, DOE agrees that, to the extent permitted by 35 USC 202 (c) (5). ic
will not disclose such informatf{on to persone outslde the Governmant.

{vidi) (o) ta nduet

Notwithstanding any other provision of this clause, the
CGontractor agrees that nsithex it nor any assignee will grant to any person
the exclusive right to nea or sall any 8Subject Invention in ths United
Sstates unless such person agrees that any products embodying the Bubject
Invention or produced through the use of the subjsct Invention will be
manufactured substantially in the United States. Bowever, in individual
cames, the requirement for such an sgreement may be waived by DOX upon a
showing by the. Contractor or its assignee that reasonable but unsuccessful
efforts have been nade to grant licenses on similar terms to potential
1icensees that would bs likely to wenufacture substantially in the United
states or that; under the circumstances domastic manufacture is not
commercially feasible.

(viil) Kareh-in Richts

“The Contractor agrees that with respact to any Subject
Invention in which it has acquired title, DOE has the right in accordance
with the procedures in ONB Circular A-124 to require the Contractor, an
assignee or exclusive llcensee of a Subjact Invention to grant a :
nonexclusive, partially exclusive, or exclusive license in any field of uss
to a responsible applicant or applicants, upon terms that are xmasonable
under the circumstances, and Af the Contractor, assignes, or exclusive
- 1icansee refuses such & request, DOE has the right to grant such a license
"{tself if DOE deatermines that:

f (1) such action is ‘necessary because tha Coatractor
or assignee has not taken, or i{s not expeuted to take within a reasonahlas
time, effective steps to achieve practical application of the Subject
Invention in such field of ure;

(2} Such action ls necessary to alleviate health or
safety needs which are not reasonably satisfied by the Contractor,
apsignes, or thelr licensess);

(3) Such action is necessary to mest reguirementp
for public use specified by federal rogulations and such raquireaents are
not reasonably satisfied by the Contractor, assignee, or licemsees; or

(4) Buch action is necessary because the agrsensnt
required by paragraph (c) (3) (vii) of thie clause bas not been obtained or
waived or becaupe a licensee of the axclusive right to use or =sell any
SBubject Invention in the United Statme im in broach of wuch agresment.

(4) Texminations .
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(1) Any waiver or retention of rights by the Contractor
under paragraphs (P) (2), (¢) (1), or (¢) (2) of this clause may be
terminated at the discretion of the Secretary or his designee, in whole or
in part, if the request for walver or retention of righte by the contractor
{m found to contain false material statemente or nondisclosure of material
facts, and such were spocifically relied upon in reeching the waiver
determination Oor the agreement to the retention of rights by the
Contractor.

14y Any walver of the righte retained ln sccordance with
paragraph {(c) (2}, as applied to particular inventions, may be terminated
at the discretion of the Secretary or his designee, in whnle or {n part, if
the Contractor fails to comply with the provisions set forth in paragraph
(¢) (3) and paragraph (d) of this clausa, and such failure is determined by

the Secretary or his designece to be material and detrimantal to the A
interests of the United States and the general publie.

(iii) Prior to terminating any wriver of rights under
paragraph (c) (4} (1) or {c) (&) (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of puch proposed termination and the reascne therefor, and a
pariod of 30 days, or such longer period as the Secretary or his designee
ahall determine for good cause shown in writing, to show csuse why the
walver of rights should not be so terminated.

!(iv) Al)l terminations of waivers of ‘rights under paragraph
(c) (4) (i1) shall be subjsct to ths rights granted in paragraph (c) (1) of
this clause, and termination shall normally be partial in nature, requiring
the Contractor to grant nonexclusive or partially exclusive licenses to
xesponsible applicants upon terms reasonable under the circumstances.

(s) Rffective patc of wWalverg

The waiver of rights in a Subject Invention shall be
sffective on the following dates;

(1) Por advanco waivers of idepntified invemtions, l.e.,
inventions conceived prior to the effective date of the contract, on the
effective date of tho contract even though the advance walver may have been
requeated after that date;

(1) For identified Ilnventione under advance waivars,
i.e., inventions coneeived or first actually reducad to practice after the
effective date of the contract, on ths date the invention is reported with
the election to retain the waived rights in that invention; and

(111) Por waivers of identified inventions (other than
under an advance wajver), on the date of the letter notifying the requestor
that the walver has been granted.

(d) Tiling of patent applicaticns.

PATENT
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(1) With respect to each Subisct Invention in which the
Contractor elects to retain domestic rights pursuant to paragraph (c) (2)
(L) of this clause, the Contractor shall bhave a domestic patent application
£iled on the invention within 6 months after subwission of the invention
dimsclosure pursuant to paragraph (e) (2) (1) of this clause, or such longer
period of time as wmay be approved by the Patent Counssl for good cause
ghown in writing by the Coptractor. For each identified invention, the
xights in which are waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 manths after
the walver has become effective. With respect to the invention, the
Contractor shall promptly notify the Patent Counsel of any decision not to
file an application.

(2) Por aach SBubject Invention on which a domestic patent
application {s filed by the Contractor, the Contractor shall:s

(4 within 2 months after the filing or within 2z months
after submission of the invention disclosure if the patent application
previocusly has been filed, deliver to Patent Counsel a copy of the
application as filed including the filing date and serial numbar;

{i1) within 6 months afrer £iling the appllication or
within 6 months after submitting the invention disclosure if the
application has been f£filed praviously, deliver to the Patent Counmel a duly
exeouted and approved instrument fully confirxmatory of all rights to whieh
tha Covermment is entitled, and provide DOE an irrevocahle powar to inspect
and make copies of tha patent application filed; :

{iii) Provida the Patsnt Counsel with a copy of the patent
within 2 months after a patent is issued on the application;

(iv) Not less than 30 days before the expiration of the
reaponse period for any action resquired by the Patent and Trademark Offics,
notify tha Pateant Counsel of any decision not to continue prosecution of
the application and deliver to the Patent Counsel axecuted instxuoants
granting the Governnent a power of attorney; and

(V) Include the following statement in the socond
paragraph of the specification of the application and any patents lsouad on
a Bubject Invantion, “The Governmant of the United States of America has
rights in this invention pursuant to Contract No. {or
Grant No. } awarded by the U. B. Dspartment of Brnierxgy.®

{3) With respact to each Bubject Invention in which the
Contractor has elacted pursuant to paragraph (¢) (2) (i4) of this clause to
retain the patent rights waived in specified foraign countrims, or in which
the Contractor has obtainad a waivar of foreign rights on an identi{fied
invention:

(i) The cUnixnctor shall file a patent application on tlw
invention in sach epacified foreign country in accordance with applicable
statutes and regulations and within one of the following periods:

PATENT
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(N) Eight moaths froe the date of filing a
corresponding United States application, or if such an application is not
filed, 8ix months from the date ths invention is submitted in a disclosure
pursuant to paragraph (e) (2) (i) of this clause;

§:3) 8ix months from the date a licene® L8 granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where psuch filing has been prohibited by security reasons; or

{C) such longer period as may be approved by the
patent Counsel for good cause shown in eriting by the Contractor.

{11y The Contractor shall notify the Patent Counsel
pxouptly of each foreign application filed and ypox written request shall
furnish an English version of the application without additional
compansatiox.

(e)

1) The Contractor shall eatablish and maintain active and
effective procedures to eansure that Subject Inventions arae proeptly
identified and timely disclosed. Those procedurss shall include the
maintenance of laboratory notebooks or equivalsnt records and any other
records that are reasonably necessary to documsnt the conception and/or the
first actual reduction to practice of Subject Inveations, and records which
show that the procedures for identifying and discloaing the inventions are
followed. Upon request, the contractor shall furnish tha Contracting
Officer a description of these procedures so that he may evaluate and
determine thelir effectivenass.

{2) The Contractor shall furnish the Patemt Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOR-approved form:

(L) A written report contalning full and complete
technical information concarning sach Subjsct Invention within & wonths
aftsr comception or first actual reduction to practice whichevex occurs
£irgt in the course of or under this contract, but in any event prior to
any on sale, public ume or public disclosure of such invention known to the
Contractor. The report shall ldentify the cortract and inventor asnd shall
be sufficiently complete in technical detail and appropriately illustrated
by mketch or dlagram to convey to one skilled in the art to which the
invention pertains a clear undsrstanding of the naturs, purpose, cperation,
and to the extent known, the physiocal, chomical, blological, or slectrical
characteristics of the invention. The report should also include any
election of foreign patent rights under paragraph (e) (2) (ii) of this
Olause and any slmction of rights under paragraph (¢) (2) (i) of this
clause. Any requests for greatar rights shall be made within the parjod
set forth in paragraph (b) (2) of this clause. When an invention is
reported under this paragraph (&) (2) (i), it whall be presumed to have
besn mede in the manner speciffed in Section (a) (1) and (2) of 42 USC 5308
unless the Contractor contsnds it was not so made in accardance with
paragraph (g) (2) (ii{) of this clause.
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(1) Upon requedt, but not more than annually, interim
reports on & DOB-approved form listing Subject Inventions and subcontracts
awarded contalning a Patent Rights clause for that period and certifying
that:

(A} Tha Contractor’s procedures for ldentifying and
dipclosing Subject Inventions as required by thie paragraph (s) have bean
followed throughout tha reporting period;

(B) All Bukjest Inventions have buen disclosed or
that there are no such inventions;

{¢) All sux  “rects contajaing a Patent Rights
clause have been reported or that uno such subcontracts have heen awarded:;
and . e e
{441) A rinal report on = DOX~Approved form within 3 months
after completion of the contract work listing all Subject Inventions and
a)l subcontracts awarded contalning a Patent Rights clause and certifying
thats

: () All Sudject Inventions bhave heen disclosed or
that there wexra no such inventions; and

(B) All subcontracts containing a Patant Rights
¢lauce have beea reported or that no such subcontracts have besen awarded.

{3) iThe Contractor shall obtain patent agroements to effactuate
the provisions of this clause from all parsons in ite ssmploy who perform
any part of the work under this contract except nontechnieal personnel,
sueh as clerical employsss and manusl laborers.

(¢) The Contractor agrees that the Governmeant may duplicate and
disclose Subject Invention discloSures and all other reports and papers
furnished or required to be furnishsd pursuant to thia clanss. 2f the
Contractor im to file a forsign patent application on a Subject Invention,
the Covermmant agrees, upim written raquest, to use its best afforts to
witnhold publication of such investion disclosures until the expiration of
the time period specified in paragraph (d) (1) of this clause, but in no
event shall the Government or its employses be liable for any publication
thereof.
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(£) Publicatjon.

It is recognized that during the courme of the work under this
contract, tho Oentractor or its employess may from time to time desire to
release or publish information regarding sclentific or technical
developments conceived or first actually reduced to practice in the course
of or undexr this contract. In order that public disclosure of such
information will not advarsely affect the patent interssts of DOE or the
contractor, patent approval for releape or publication shall be secured
from Patent Counsel prior to any such release or publication.

(g) Foxrfelit of ect Inve

(1) The Contractor shall forfeit to the Gavernment, at che
vYeguest of the Secretary or his designes, all rights in any Subject
Invention which tha contractor fails to report to Patent Counsel (with
notification by Patont Counsel to the Contracting Officer) within six
months after the time the Contractor:

(1) Files or causes to ba filed a United States or foreign
patent application thereon; ox

{4l Submits the final report required by paragraph (e)
{2} (iii) of this clauve, whichever is later.

{2) However, the Contractor shall not forfeit rights in a
Subject Invention if, within the time specified in (1) (i) or (1) (ii) of
this paragraph (g), the Contractor:

(1) Prepared a written decimion based upon a8 review of the
record that the invention was naither conceived nor first actually reduced
to practice in the course of or under the contract and delivexs the sane to
Patent counoel (with notification by Fatent Counsel to the coatrnct.lnq
Officer);

(ii) Contending that the invention is not a Subisct
Invention the Contractor nevortheless disvlosas the fovention and all facts
pertinent to this contantion to the Patent Counsel (with notits.c-ti.on by
Patent Counsel to the Contracting Officer); or

(1ii) Establishes that the fallure to disclowe did not
result from the Contractor’s fault or negligence.

(3) Panding written assigoment of the patent applications and
patents on & Subjact Invention determined by the Sacretary or his designee
to be forfeited (such datarmination toc be a final decision undex ths
Disputos Clause of this contract), the Contractor ahall be deemed to hold
the invention and the patent applications and patents pertaining thereto in
trust for the Government. The forfsiture provision of this paragraph (g)
shall be in addition to and shall not supersede other rights and remedies
which the Covarnment may have with respect to Subject Inventions.

{h) Examination of resords reloting to invepntions,

-9 -
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(1) The Contracting Officer or his suthorired representative,
until the expiration of 3 ysars after final payment undexr this contract,
shall have the right to examine any books (including laboratory notebooks),
records, documents, and other supporting data of the Contractor which the
contracting Offficer or his authorized repressntative rwascnably desa
pertinent to tha discovery or idantification of Subject Inventions or to
determine compllance with the requirscents of this clausa.

{(2) The Contracting Officer or his authorized representative
#hall have the right to examine all booka (including laboratory notebooks),
racords and documents of the Contractor cslating to the caneception or first
actual ceduction to practice of inventions in the same field of tochnology
as the work under this contract to determine whether any such invaentions
are Bubject Inventions, if the Contractor refuses or falils to:

(L) BEstablish the proceduras of paragraph (e} (1) of this
clause; or

(L4} Maintain and follow such procedures; ar

{iii) OCorrect or eliminate any material deficlency in the
procedures withian thirty (30) days after the Contracting Officer notifles
the Contractor of such a deficlency.

(1)

(1) Any time before final paywment of the amouat of this
contract, the Contracting Officer may, i{f he deems much action warrxanted,
withhold payment until a reserve not exceeding §$50,000 or 5 pearceant of the
smount of this contract, whichaver ig less, shall have been get asida if in
his opinion the Contractor fails to:

v (i) BRstablismh, maintain and follow effective procedures
for idmntifying and disclosing Subject Inventions pursuant to paragraph (=)
{1) of thir clause; or

(i1 Discloss any Subject Iavention pursuant to paragraph
(@) (2) (i) of this clause; or

(313} Deliver the interim reports purguant to paragraph (e)
(2) (L1) of this clause; or

{iv)  Provide the information regarding subcontracts
pursuant to paragraph (3) (S) of this clause; or

(v) Convey to the Government in a DOE-approved form the
title andfor rights of the Government in each Subjsct Invention as required
by this clause.

(2) The reserve or balance phall be withheld until the
Contracting Officer has detexrmined that the Contractor has rectified
vhatevar deficiencios exist and has delivered nll reports, disclosures, and
other information required by this clause.

- 10 ~
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(3) Final payment under this contract shell anot be made by the
Contracting Officer beforo the Contractor delivars to Patant Counsel all
disclosnores of Subject Inventions and other information required by (e) (2)
(1) of this clause, the final report required by (e) (2) (i{i) of this
clause, and Patent Counsel has ispued a patent clearance certi{fication to
the Contracting Officer.

(4) The Contracting Officer mway, in his discretion, decrmasa or
increase the pums withheld up to the maximun authorized above. If the
Contractor is a conprofit organization, the maximum amount that may be
withheld under this paragraph shall not excesd §50,000 or 1 parcent of the
amount of this contract, whichever is less. No amount shall be withhald
under this paragrapb while tha amount specified by this paragraph is being
witbheld undar cother proviasiong of the contract. _Tha withholding of any
amount or subgsequent payment thereof shall act be construed as a waiver of
any rights asccruing to the Government under this contract.

(3) Bubcoptracts.

(1) Por the purpose of this paragraph the term *Contractoz’
means the party awarding a subcontract and the term *Subcontractor’ means
ths party being awarded a subcontract, vegardless of tiar.

(2) The Contractor will include the Patent Rights clause of
DEAR 952.227-71 suitably modified to identify the parties in all
subcontracts, rmgaxdless of tier, for experimental, developmental or
research work to be performed by a small business or a domestic nonprofit
organieation. 1In all other subtcontracts, rogardlesas of nier, for :
experimental, developmantal demonstration, or ressarch work, the Contractor
shall include the Patent Rights article of 4) CPR 9-9.107-5(a} or 41 CFR 9-
9.307-6 aa appropriate, modified to identify the partiss.

(3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
consideration therefor, acguire any rightm in its Subcantractor’s Subject
Inventlon for the Contractor’s own use (as distinguished from such righte
as may be required solely to fulfill the Contractor’s contract obligations
to tha Governmant in the performance of thias contract).

(4) All invention dimclosures, reports, inetruments., and othexr
information required to be furnished by the Subcontractor to DOE, under the
provisions of a Patent Rights clause in any subcontract hereunder may, in
the diecretion of the Contracting Officer, be furnished to ths Contractor
for trangmiseion to DOK.
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(5) The Contractor shall promptly notify the Contracting Officer
in writing upon tbe award of any subcontract containing a Patent Rights
clause by identifying the Subcontractor, the work to be pexformed under the
subooutract, and the dates of award, and estimated completion. Upon the
roquest of the Comtracting Officer the Contractor shall furnish him = copy
of ths subceontract.

(6) The Contractor shall identify all Eudbject Inventions of the
Bubcontractor of which it acquires knowledge in the performance of this
contract and shall notify the Patent Counsel (with notification by Patent
Counael to the Contracting Officer) promptly upon the identification of the
inventions.

(7) It is understood that the Govermment is a third party
boneficiary of any subcontract clause granting ¥IHhts to EhK& Government in e
Subject Inventions, and the Contractor heraby assigns to the Government all SRR
rights that .the Contractor would have to enforce thas Subcontractor’s
obligations for tha bsnefit of the Government with respect to Subjeact
Inventions. The Contractor ahall not be obligated to enforce the
sgreemanta of any Subcontractor hersunder rslating to tha obligations of
the Subcontractor to the Government regarding subject Inventions.

(k) Bac

In paragraphs (k)(2) and (k)(3) relating to Background Patents, GE agrees
to the language provided that the words "a subject of this contract’ be
replaced with “such applications and uses of natural gas and ¢oal gan~firad
gas turbinas in cocmbined cycle as are developed undar this contract”’ to
limit the licensing raquired to fields of technology covered by the
comtract.

(1) "Background Patent’ means a domestic patent ‘covaring an
invention or discoveary which is not a Subject Invention and which is ownsd
or controlled by the Contractor at any time through the completion of this
contract: . :

(L Which tho Contractor, but not the Goveromwent., has the
right to licemsa to others without obligation to pay royalties tbhareon, ann

(£4) Infringenent of which cannot reasonably be avoided
upon tha practice of any specific process, mothod, machine, manufacture, or
composition ©f matter (including relatively minor modificetions thexeat)
which is a subject of the resaarch, development, or demonstration work
performed under this contract.

{2) The Contractor agrees to and doas hereby grant to the
Governwent a royalty-free, nonexclusive licemse under any Background Patent
for purposes of practicing such applications and uses of natural gas &nd
coal gas-fired ges turbines in combined cycle as are doveloped under this
oontract by or for the Covernment in research, developmant, and
dmamonetration work only.

- 12 -

PATENT
REEL: 010872 FRAME: 0079



TUN-12~-87 10.28 FROM:FETC-MGCN DIRECTORS OFFICE ID.3042854282 PAGCE 16/18
1107 95 (3:05 ID:LANIE  X4500 FAK: PO 14

(2) The Contractor also agrees that upon written application by
DOX, it will grant to respomaible parties for purpowes of practicing such
applications and uses of natural gas and coal gaz-fired gas turbines (n
combined cycle as ars developed under this contract nonmxclusive liocenses
undar any Background Patent on terms that are rsasonable under the
circumptances. 1I1If, howaver, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve sxpeditious commercial
development or utilization, then a request msy be made to DOE for DOEX
approval of such licemsing by the Contractor.

(4) Hotwithstanding the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patent {f the
Contractor demonstrates to the eatisfaction of the Secretary or his
designee that the Contractor or ite licensees are supplying the subject
mattar covered by sald Background Patent in sufficient guantity and at
reaponsble prices to satisfy market needs, or have taken effective staps ox
within a reasonable time are expected to take affective steps to so supply
the subject matter.

-

{1) Aromlc Enerqy,

(1) No claim for pecuniary award or compsnsation under the
provipions of the Atoaic Energy Act of 1954, as amanded, shall be asserted
- by the Contractor or its eaployees with respact to any invention or
disvovery mads or concelvad in the course of or undexr this contract.

(2) Except a8 othexwise authorized in writing by the Contracting
Officer, the Contractor will cbtain patent agroamomts to effeotuato the .
provisiona of paragraph (1) (1) of this claupe from all persons who pexform
any part of the work undar this contract, except nontechnical personnel, S
such as clarical employees and manual laborers.

(m) Limitation of rights.

Mothing contained in this Patent Rights clause ahall be dsemed to
give the Government any rights with respect to any invantion other than a
Subject Invention except as set forth inm the Patent Rights clause of this
contract.

(n) v t9

Excapt for the license reserved to the Contractor in (¢) (1), the
Contractor agrees that any alienation of rights in waived subject
inventions by assignment, license or otharwise is subject to written
approval of the Contracting Officer; and further that in the event a
controlling intersst is to bo acquired by a foreign entity in the
Contractor or to any sssignee or licensee of a waived invention, then in
that case any righte in the waived invention to be acquired by the foreign
entity will be subject to writtan approval of the Contracting Officer.
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(o) .8, Competitiveness

GE agreco that any products embodying any w.ived inveation or
produced through the use of any waived invantion during the texm of a
United States patent covering the waived invention will be msamfactured
gudbstantially in the United States unlass GE oan show to the satisfaction
of the Contracting Officer that it is not commercially feasible to do so.
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