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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

Application for: REUSABLE PIPE FLANGE COVERS
Inventor(s): James Elliott Holden and Julieta Perez
Serial No.: 09/606,938
Filing Date: June 29, 2000
Participant: General Electric Company

GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this (3‘\'& dayof  ~JULY , 2000.

GENERAL ELECTRIC COMPANY
Participant

ting Secretary By: k J‘
Robert C. Lamf)e, Jr.

Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-6037
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ADVANCE WAIVBR OF PATENT RIGHTS

(a) Definitions.

{1) rSubject Invention” means any inveantion or discovery of the
Cantractor conceivad or first actually reduced to practice in the course of
or under this contract, and includes any art, method, process, machinoe,
mamufacture, desgign, or cowmpoesition of matter, or any nev and ugpeful
improvement therecf, or any variety of plants, whether patented or
unpatented under the Patent Laws of the Unitod Etates of America or any
foreign country.

(2) ~Contract” means any contract, grant, agreement,
understanding, or other arrangament, which includes research, development,
or dewmonatration work, aml includes any aseignment or aubstitution of
parties.

(3) *Covernment agency” includes any executive deparctment,
indepandent commission, boarxd, office, agency, adminisptration, authority,
Goverument corporation, or other Govermment ectablishment of the Executive
xranch of the Goverrment of the United States of America.

t4) *ro the polint of practical application’ means to manufacture
in the case of a cowmposition or product, to practice in thes case of a
process, or to operate in the case of & machine and under such comditions
as to astabliash that the invantion is heing worked and that ite benefirs
are reasonably accessible to the public.

{5) rpPatent Counsel” means the DOE Patent Counsel assisting the
procuring activity.

(b}  Rllocation of principal yights.
(1) Assiqmeent to the Governmeat. The Contractor agrees to

assign to the Government the entire right, title, and interest throughout
the world in and to each Subject Invention, except to tha extent that
rights are waived to and ratained by the Contractor under paragraphs (b)
(2) and (c) of this clause.

(2) Greater rightg determipations. The Contractor or the
employee-inventor with authorization of the Contractox may request greataer
rights than the domestic and foreign patent rights provided in paragraph
(¢) of this clause on fdentified inventions in accordance with 41 CFR 9-
9.109~-6. Such requests must be submitted to Patent Counssl {with
notiff{cation by Patent Counsel to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph (e) (2) of this clause, or not
later than 8 months after conception or firgt actual reduction to practica,
whichever occurs first, or such longer periocd as may be asthorized by
Patent Counsel (with notification by Patent Counsel to the Contracting
Officer) for good cause shown in writing by the Contractor.

-1-_
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(<) Rightms to the Coptractor.

(1) Hinimom Qontractor liconse. The Contractor raserves an
irrevocabla, nonexclusive, pajd-up licenses in each patsmt application filed

in any countsy on a Subject Invention and any resulring patent in which the
Governmant acquires title. The licenwe shal)l extend to the Contractor‘e
domestic subsidiarios arnd affiliates, if any, within the corporata
structure of which the Contractor ig a part and shall Iinclude the right to
grant sublicenses of tha same scope t¢ the axtant the Contractor was
legally obligated to do so at the time the contract wag awarded. The
licensa ahrll be transferable only with approval of DOE except when
transferred to the successox of that part of the Contractor’s business to
which the invention pertains.

(2) Election to retaip waived xightp,

(L) subject to tha provisions of paraggaph (¢} (3) and
paragraph (d) of this clause, with reapect only to a Subject Invention
reported in accordance with paragraph (e) (2) (i) of this clause and with
the written report of which (s included an election as to whether the
Contractor will xetain the rightes in the invention waived herein, the
Contxactor reserves the entire dowmestic right, title and interest in any
United Statas patent application on the Subiect Invention filed and any
reaulting United BStates patent secured by the Contractor,

(11> Subject to the provisionms of paragraph (c) (3) and
paragraph {(d) of this clause, with respect only to a Bubject Invention
reported in accordance with pacragraph (e) (2) (L) of this clause and with
the wxitren report of which is included an election as o whether the
Contractor will retaln the rights in tha invention waived herein and a
statemant apeclifying those foraign countries in which such righte will be
retained, and subject to DOE securlty regulations and reguiremanta, the
Contxactor reosarves the antire right, title and interest in any foreign
patent application on the Bubject Ianvention filed and any resulting foreign
patent secured by the Contractor in those foreign countries specified.

(3 Terme and Conditiong of Wajlved Righte.

(L} Subject to the rignts granted in paragraph (c) (1) of
thig clause, the Contractor agrees to convay to the Government, wpon
requeat, the entire domastic right, title, and {(ntarest in any Subject
Invention when the Contractor:

(d) Dose not elect purauant to paragraph (o) (2) (i)}
of this clausa to retain such rights;

{B) F*ails to have a United States patent application

filed on the invention in accordance with paragraph (d) (1) of this clause,
or decides not to contimme propecution of such application: or

PATENT
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{C) At any time, no longer desires to retain title.

(i%) Subject to the rights granted in paragcaph (c) (1) of
this clause, the Contractor sgrees to convey to tho Govermment, upon
request. tha entire right, title, and interest in any Subject Invention in
any foreign country if the Contractor:

(A) Does not elsct purguant to paragraph (c) (2)
(11} of thias clause to retain auch rights in the country; or

{B) Pailes to have a patent application filed in the
country on the sSubject Invemntion in accordance with paragraph (4) {3) of
this clause, or dacides not tov continue prosaeacution or to pay any
maintenance fess covering the inventlion. To awvold forfeiture of the patent
application or patent, the Contractor shall notify the Patent Counsal not
less than 60 days before the expiration pexriod for any action raquired by
the foreign Patant Offico.

{(ii1) Convayances requestad pursuant to paragraphs (¢} (3)
(i) and (c¢) (3) (£i) of this clause shall be made by delivering to the
Patent Coungel duly executed instrumonts and such other papers as are
deoped nucessary to vest in the Govarnment the entire right, title, and
interest in the invention to enable the Government to apply f£or and
prosscute patent applications covaring the invention in this ox the forsign
gountry, respectively, or otherwise establish its ownership of the
invemtion.

{iv) Por emach invention in which the Contractor initially
elocts pursuant to {(c) (2) (i) or (c) (2) (1i) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel prowmptly
in writing of the dAate and {dentity of any on sale, public nme, or public
disclosure of the invention which may constitute a statutory bar under 35
TeC 102, which was authorized by or known to the Comtractor, or any
contemplated action of this nature.

(v) GCovernment License

With respeft to any Subject Invention in which the
Contractor retains title, the Pederal Govermmant shall have a nonexclusive,
nontransfarable, irrevocable, paid-up licenge to practice or have practiced
for or on bahalf of tha United States the Subject Invention throughout the
worla.

{vi) on Otilil tions

The Contractor agrees to submit on request periodic reports
no more freguantly than annually on the utilization Of & Subisct Invention
or on efforts at obtaining much utilization that are being wade by the
Contxactor ©or its licensers Or assignema. 3Such reports shall include
information regarding the atatus of development, date of first commercial
sale or use, §grops roywlties received by the Contractor, and such other
data and infoxwmation as DOR may reascnably speclfy. Tha Costractor also
agrmas to provide additional reports as may be regqueated by DOE in

- 3 -
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connection with any march—-in proceeding undertaken by Pa¥ in accordance
with paragraph (c) (3) (vifi) of this clause. To the extent data or
information supplied under this paragraph i» considered by the Contractor,
its liceunsse or asaignee to ba privileged and confidontial and is so
marked, DOR agrees that, to the aextent permitted by 35 USC 202 (c) (S5), it
will not disclose such ianformation to persons cutside the Government,

(visy o3 t nduat

Notwithetanding any other provision of this clause, the
tontractor agrees that neither ft nor any assignes will grant to any pexrson
the exclusive right to naa or sell any Subject Invention in tha United
States unless such person agrees that any producte smbodying the Subject
Invention or produced through the use of the sSubjsat Invention will be
manufactured substantislly in the United States. BHowever, in individual
casas, the requiremant for such an agreement may be waived by DOE upon &
sbhowing by the Contractor or its assignee that reasonable but unsuccessful
efforts have been made to grant licemses on similar texrms to potential
licensces that would be likely to wanufacture substantially in the United
statew or that; under the circumstances dowastic mapufacture is not
commercially feasible.

(viii) Marehb-ip Rights

The Contractor agrees that with respect to any Subject
Invention in which it has acquired titla, DOB has the right Lin accordance
with the procedures in ONB Circular A-124 to require the Contractor, an
ans ea or exclusive llicensee of a Fubjact Invantion to grant a
nonexclusive, partislly exclusive, or exclusive license in any field of use
te a reaponsiblae applicant or applicants, upen terms that are reasonable
undaxr the circumstances, and if the Contractoer, aasignea, or exclusive
licansee refuses such a request, DOE has the right to grant such a license
itaelf {f DOE determines that:

} ¢S such action is ‘necessary because tha Coantractor
or assignee has not taken, or is not expectaed to take within 2 reasonables
time, effective steps to achieve practical application of the Subiject
Invention in such field of ueey

(2} Such action ls necessary to alleviate health or
safety needs which are not reasonably matisfiad by the Contractor,
assignee, or their licenmeas;

(3) such action is necessary to meet regulrements
for public use specified by federal rogulations and such requirements axe
not reasonably satisfisd by the Contractor, assignee, or licensees; or

(4) Buch action is necessary because the agrecment
required by paragraph (c) (3) (vii) of this clause has not been obtained or
waived or because a licensae of the exclusive right to use or mell any
Subiect Invention in the United Stataes i=s {in breach of such agresmont.

(4) Termigations.
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({) Any waiver or retention of rights by the Contractor
undsy paragraphs (b) (2), (¢) (1), or (€) (2} of thie clause may be
toerminated at the discretion of the Sacretary or his desigrnee, in whole or
in part., if the request for walver or retention of rights by the Contractor
im found to contain false material statementos or nondisclosure of material
facts, and such were specifically relied upon in reaching the waiver
detexmination or the agreewent to the retention of rights by the
Contractor.

(1) Any walver of the rights retained in sccordance with
paragraph (c) (2), ae applied to particular inventions, may be terminated
at the discreticn of the Searetary or his designee, in whnle or in part, if
the Contractor fails to comply with the provisions pet forth in paragraph
(¢) (3) and paragraph (d} of this clausa, and such failure is determined by
the Sacretary or his designee to be material and detrimental to the A
interests of tha Dnjited States Bnd the general public.

‘(4ii) Prior to termwinating any waiver of rLghts unader
paragraph (c) k4) (L) or (c} (&) (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of auch proposad termination and the reasons therefor, and a
period of 30 days, or such longer perlod aes the Sacretary or his designee
shall determine for good cause shown in writing, to show cause why the
waiver of rights should not be so terminated.

!(Lv) All tarminations of waivers of rights under paxagraph
{(e) (4) (ii) shall be pubjact to the rights granted in paragraph (¢) (1) of
thim clause, and termination sball normally be partial in nature, requiring
ths CGontractor to grant nonexclusive or partially exclusive licenses to
xesponsible applicants upon terms reasonable under the circumstances.

{5) Effective patec of Waivers

The walver of rights in a Subject Inventicm shall ba
effective on the following dates:

(L) for advance waivers of identified invemtions, il.e.,
inventiona conceived prior to the effective date of the contract, on the
effective date of the contract even though the advance walver may have been
requested after that date;

(ii) For i{dentified inventione under advance walivers,
i.e., inventions concéived or first actually raeduced to practice aftor the
atfective date of the contract. on ths date the invention is xeported with
the election to ratain the waived rights in that invention; and

(1i1) FPor waivers of identified inventions (other than
under an advance waiver), on the date of the letter notifying the requestor
that the waiver has been granted.

{d) of, ent applice
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{1) wWith respact to each Subiect Ianvention in which the
Contractor elects to retain domestic righrs pursuant to paragraph (c) (2)
(1) of this clause, the Contractor shall have a domestic patent application
filed on the invention within 6 monthe after submission of the inveantion
disclosure pursuant to paragraph (e) (2) (1) of this clause, or such longer
period of time as may be approved by the Patent Counsal for good cause
shown in writing by the Cogtractor. Por esach identified inventlion, the
rights in which aras waived to tha Contractor, the Contractor shall have a
domestic patent application filed on the invention within & months after
the waiver has become effective. With respect to tha invention, the
Contractor shall promptly notify tha Patent Counsel of any decision not to
file an application.

(2) For aach Subject Invention on which a domestic patent
application (s filed by the Contractor, the Contractor shalls -

{4y Within 2 montha after the £4ling or within 2 wontha
after submission of the jnvention diesclosure if the patent application
previocusly hap been filed, deliver to Patent Counsel a copy of the
application ag filed inclnding the f£iling date and sarial number;

(i) wWithin 6 monthe after filing the application eor
within 6 months aftar submitting the invention disclosure if the
application has been filed praviously, delivar to the Patent Counsel a duly
exeoutsd and approved instrusent fully confirmatory of all rights to which
tha Covernment is antitled, and provide DOE an irrevocahle pover to inwpect
and mske coples of the patent application flled;

(11%) Provida the Patent Counsel with a copy of the patant
within 2 wonths after a patent is idsued on the application;

(iv) Not lemgs than 30 days before the expiration of the
remponge period for any action required by the Patent and Trademark Office,
notify the Patent Counsel of agy decision not to continue prosecution of
the application and deliver to the Patent Counsel sxecuted instrumants
granting the Govarnment a power of attorney; and

{v) Include the following statement in the second
paragraph of the specification of the application and any patents iseued on
a Bubject Invantion, "The Governmamt of the United States of America has
rights in this invention pursuant to Contract No. {or
Grant No. } awarded by tha U. 8. Dspartment of Energy.”

(3) With respact to each Bubject Invention in which the
Contractor has eslected pursuant to paragraph (¢} (2) (i1i) of this claume to
retain the patent rights waived in specified foreign countyies, or in which
the Contractor has obtainaed a walivar of foreign rights on an identified
invention:

(1) The Contractor shall file a patent application on the
invention in sach epécified foreign country in accordance with applicable
statutes and regulations and within one of the following periods:

PATENT
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(.9} Eight wonths from the date of filing a
corresponding United 8tates application, or if such an application is not
filed, six months from the date the invention iws submitted in a disclosure
pursuant to paragraph (e) (2) (i) of this clause;

(B} Bix months from the date & liceanse (8 granted by
the Commisesicner of Patents and Trademarks to file the foreign patent
application where such filing has been prohibited by security reasons; or

{C) Such longer period as may be approved by the
Patent Counsel for good cause shown in writing by the Contractor.

(L8 The Contractor shall notify the Patent Counsel
proaptly of sach foreign application filed and upon written request shall
furnish an English version of the application without additional
compansation.

(1) The Contractor shall eatablish and maintain active and
effective procedures to easurs that Bubject Inventions are prosptly
identified and timely disclosed. Those procedures shall include the
maintenance of laboratory notebooks or eguivalent records and any other
records that are reasonably necessary to documant the conception and/or the
first actual reduction to practice of Bubjact Inventioas, and records which
show that the procedures for ideatifying and disclosing the f{nventions are
followed. Upon request, the contractor shall furnish tha Contracting
Officer a description of these procedures so that he may avaluate and
determine their effectivenass.

{2} The Contractor smhall furnich the Patent Counsal (with
notification by Patent Counsel to the Contracting Officer) on 2
DOE-approved form:

(L) A written report containing full and complete
technical information concerning each Subject Invention within € months
after vonception or first actual reduction to practice whichevex occurs
firsgt in the courese of ar under thie contract, but in any event prior to
any on sale, public use or public disclosure of such invention known to the
Contractor. The report shall ldentify the contract and inventor and shall
be sufficiently complete in technical detall and appropriately illustratea
by mkatch or dlagram to convey to one skilled in the art to which the
invention pertains & clear understandlag of the nature, purpose, cperation,
and to the extent known, the physical, chemical, blological, or electrical
characteristics of the invention. The report should also include any
olection of foreign patent rights under paragraph (¢) (2) (ii) of this
olause and any mlwotion of rights under parsgraph (c) (2) (i) of this
clause. Any requests for gresater rights shall be made within the psriod
sot forth in paragraph (b) (2) of thim clause. When an invention is
reported under this paregraph {e} (2) (i), it shall be presumed to have
boean made in the manner specified in Section (a) (1) and (2) of 42 USC 5308
unless the Contractor contends it was not ao made in accerdance with
paragraph (g) {(2) (Li) of this clause.
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(1i) Opon request, but not more than annually, interim
reports on & DOE-approved form listing SBubject Inventiona and subcontracts
awarded contelning & Patent Rights clause for that period and certifying
that:

(A} The Contractor’s procedures for identifying and
disclosing Subject Inventions as required by thie paragraph (s} have besn
followed throughout the reporting pericd;

(B) All Bubject Inventions have baen disclosed or
that thare are no such inventlions;

(<) All subcontracts contalning a Patent Rights
clause have baen reported or that no such subcontracts. have heen awarded;
and

(441) A final report on & DOE-approved form within 3 months
after completion of tha contract work listing all Subject Inventions and
all subcontyacts awaxrded containing a Patent Rights clause and certifying
that;

(A) All Sudject Inventions bave basn disclosed or
that there were no such invantions; and

(B) All mubcontracts containing s Patent Rights
olause have beea reported or that no such subcontracts have besn awarded.

{3) (The Contractor shall obtain patent agrooments to effectuate
the provisions of thig clause from all parmons in ite amploy who perform
any part of the work under this contract except nentechnical personnel,
such ag clerical employess and manua) laborers,

() The Contractor agrees that the Government may duplicate and
disclose Subject Invention disclosures and el)l other reports and papers
furnished or required to be furnishad pursuant to this clausa. If the
Contractor im to file n foreign patent application on a Subject Invention,
the Govermment agrees, upon written request, to use its best efforts to
withhold publication of such invention disclosures until the expiration of
the time period specified in paragraph (d) (1) of this clause, but in no
event shall the Government or itR amployses be liabla for any publication
thereof.
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(f) Publicatiom.

It is recognized that during the courmse of tho work under this
contract, the Contractor or its smployess may from time to time desire to
release or publish information regarding sclientific or techanical
developments conceived or first actually roduced to practice in the course
of or undex this contract. In order that public disclosure of such
information will not adversely affect the patent interests of DOE OF the
Contractor, patent approval for release or pudblication shall be secured
from Patent Counsel prior to any such release or publication.

(g} Forfelt of Subjact Inventi

(1) The Contractor shall faxfalt to the Gorvernwment, at the
request nf the Secretary or his designes, all rights in any Subject
Invention which tha contrastor fails to report to Patent Counsal (with
notification by Patont Counsel to the Coatracting Offfcer) within six
months after the time the Contractor:

(£5 Files or caunses to be filed a United States or foreign
patant application thereon; or

tid) submits the final report required by paragraph (e)
{2} (iii) of this claupe, whichever is later,

(2) However, the Contractor shall not forfeit rights in a
Subject Inveantion if, within the time specified in (1) (i) or (1) (ii) of
this paragraph (g}, ths Contractor:

(%) Prepared a written decimion based upon a review of the
re~ord that the invention was neither conceived nor first actually reduced
to practice in the course of or under the contract and delivers the same to
Patent Counsel (with notification by Patent Comnsel to the Caatrncting
Officer); or :

(1%) Contwnding that the invention is not a Subject
Invention the Contractor nevortheless discloses the invention and all faots
pertineant to this contention to the Patent Counsel (with notitic.tion by
Patent Counsel to the Contracting Officer); or

(1ii) xstablishes that the failure to disclose did not
result from the Contrxactor‘s fault or negligence.

(3) Panding written assignment of the patent applications and
patents on & Subject Invention determinedt by the Sacretary or his aesignee
to be forfeited (such detearmination to be a final decision under the
Disputas Clause of this contract), the Contractor shall be deemed to hold
the invention and the patent npplications and patents pertaining thereto in
trust for the Government. The forfesiture provision of this paragraph (g)
shal) be in addition to and ghall not supermsede other rights and remedies
which the Covernment may have with respect to Subjecr Inventions.

(h) 8 t t
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(1) The Contracting Officer or his authorized representative,
until the expiration of 3 years after final payment under thig contract,
shall have the right to examine any books (including laboratory notebooks),
records, documente, and other supporting data of the Contractor which the
Contracting Officer or his authorised representative rwasonsbly deem
pertinent to tha discovery or identification of Subject Inventions or to
determine compliance with the requirewents of this clausa.

{2) The Contracting Officer or his authorirzed representative
ghall have the right to examine all books {including laboratory notebooks),
raecords and documents of the Contractor rslating to tho comeception or first
actual reduction to practice of inventions in the same field of technology
as the work under this contract to determine whether any such inventions
are Bubject Inventions, if the Contractor refuses or falls to:

(i) Bstablish the procedurws of paragraph (e} (1) of this
clause; or

(L4) Maintain and follow such procedures; or

{iii} OCorrect or eliminsate any material deficlency in the
procedures within thivty (30) days after the Contracting Officer notifiam
the Contractor of such & deficliency.

(i)

(1) Any time before final paywent of the amount of this
contract, the Contracting Officer may, if he deems such action warxanted,
withhold payment until a reserve not exceeding $50,000 or 5 percent of the
awount of this contract, whichever i¢ less, shall have been set aside if in
his opinion the Contractor fails to:

(1) Betabliegh, meaintain and follow effective proceduros
for identifying and disclosing SBubject Inventions pursuant to paragraph (a)
{1} of thia clause; or :

(1) Disclose any Subject Invention pursuant to paragraph
(e) (2) (L) of this clause; or

{4ii) Delivar the interim reports purguant to paragraph (e)
(2y (ii) of thims clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (3) (5) of this clauee; or

(v} Convey to the Government in a2 DOE-approved form the
title and/or rights of the Government in each Subject Invention as required
by this clause.

(2) The reserve or balance shall be withheld until tha
Contracting Officer has determined that the Contractor has rectified
whatsvar deficiencies exist and hes delivered all reports, disclosures, and
other information required by this clausae.

- 10 -

PATENT
REEL: 011115 FRAME: 0033



JUN-12-87 18:27 FROM.FETC-MGN DIRECTORS OFFICE ID.30428%4292

11,07 "95 03:04

IDJjWIE{_MdSOO

(3 Final payment under this contract shall not be made by the
Contracting Officer beforo the Contractor delivars to Patent Counsel all
disclosuxes of Subject Inventions and other information required by (e) (2)
(1) of this clause, the final raport required by (e) (2) (iii) of thims
clause, and Patent Counsel has issuad a patent clearance cert{fication to
the Contracting Dffiecer.

(4) The Contracting Officer may, in his dimcretiom, decrasase or
incraass the sums withheld up to the maximum authorized above. If the
Contractor is a conprofit organization, the maximum amount that may be
withheld under this paragraph shall not excesad $50,000 or 1 percent of the
amount of this contract, whichever io less. No amount shall be withheld
under this paragraph while the amount specified by this paragraph is being
withheld under other provisions of the coatract. _Thea withholding of any
amount or subsequent payment therecf shall not be construof as a waiver of
any rights accruing to the Government under this contract.

(3) gubcoptracts.

{1) Poy the purpose of this paragraph the term *Contractor”
means the party awarding s subcontract and the term “Subcontractor” means
the party being awarded a subcontract, regardless of tiar.

{2) The Contractor will iaclude the Patent Rights clause of
DEAR 952.227-71 suitably modified to identify the parties in all
subcontracts, rsgaxdlers of tier, for experimental, developmental or
research work to be parformed by A amall buainsss or a domestic nonprofit
arganigation. In all other subcontracts, rxogardless of tier, for
experimental, developmental demonstration, or ressarch work, the Cantractor
shall include the Patent Rights article of 41 CPR 9-9.107-5(a) or 41 CPR 9-
9.3107-6 as appropriate, modified to identify the parties.

(3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
considsxation therefor, acgquire any rights in its Subcantractor'’s Subjsct
Invention for the Contractor’s own use (&8s distinguished from such righte
as may be required solely to fulfill the Contractor’s contract obligations
to the Government in the performance of this contract).

{4) All inveatioen disclosures, reports, inwtruments, and other
information regquired to be furnismhed by the Subcontractor to DOE, under the
provisions of a Patent Rights clause in any subcontract hereunder may, in
the discretiorn of the Contracting Officer, be furnished to tha cContractor
for tranpminsion to DOX.

- 11 -

PATENT
REEL: 011115 FRAME

PAGE

FRX: PAGE 12

: 0034

13718



JUN-12-87 10:28 FROM:FETC-MGN DIRECTORS OFFICE [D:3042854292 PAGE 14/16
11,07 '35 03:06 ID:LANTD 4500 PRX: PAGL 13

(5) The Contractor shall promptly actify the Contracting Officer
in writing upon the award of any subcontract containing a Patent Rights
clause by identifying the Bubcontrmctor, the work to be performed under the
subcontract, and the dates of award, and estimated completion. Upon the
request. of the Contracting Officer the Contractor shall furnish him a copy
of the subcontract.

(6) The Contractor shall identify all Sudbiect Inventions of the
Subcontractor of which it acquires knowledge in the performance of this
contract and shall notify the Patsnt Counsel (with notificaticon by Patent
Counael to the Contracting Officer) promptly upon the identification of the
inventions.

(7} It is understood that the Government is a third party
beneficiary of any subcontract clause granting ZFIghts to Tha Government in =
Subjsct Inventions, and the Contractor harsby assigns to the Govexnment all -
rights that .the Contractor would have to enforce the Subcontractor’s
obligations for the bsnefit of the Government with respect to Subject
Inventions. The Contractor shall not be obhligated to enforce the
agreemmnte of any Subcontractor hereunder rmlating to tha obligations of
the Subcontractor to the Goveramant regarding Subject Inventions.

(x} Bagkgroupd Patenip.

In paragraphe (k)(2) and (k)(3) relating to Background Patents, OB agrees
to the language provided that the words "a subject of this contract’ be
replaced with “such applications and uses of natural gas and coal gaa-fired
gas turbines in combined cycle as are develcped under this contract® to
limit the licensing raquired to fields of technology covered by the
comtract.

(1) rBackground Patent’ means a domestic patent covering an
invention or discovery which is not & Sudject Invention and which is owned
or controlled by the Contractor at any time through the completion of this
contract.: ’

{1} Which the Contractor, but not the Goverament, bhas the
right to licemse to others without obligation to pay royalties thareon, and

(44} Infringement of which cannot reasonably be avoided
upon tha practice of any speeifie preecsss, mathod, machine, manufacturs, or
composition of matter (including relatively minor modifications therxeof)
which is a subject of the resaarch, development, or demonseration work
performed under this contract.

{23 The Contractor agrees to and does hersby grant to the
Government a royalty-free, nonsxclusive license under any Background Patent
for purposes of practicing such applications and uses of natural gas and
coal gas-fired gas turbines in combined cycle as ares developed under thie
sontract by or for the Covermment in research, developwant, and
demonetration work only.
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(3) The Contractor also agrees that upon written application by
DOE, it will grant to respomaible partias for purpomes of practicing such
applications and uses of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under this contract nonaxclusive licensss
undar any Background Patent on terms that are reasonable under the
circumstances. If, howeaver, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve sxpeditious commercial
development or utilization, then a request may be made to DOE for DOE
approval of such licensing by the Contractor.

4 Rotwithstanding the foregoing paragraph (k) (3}, the
Contractor shall not be obligated to license any Background Patent if the
Contractor demomstrates to the satigfaction of the Secretary or hie
designee that the Contractor or its licensees are eupplying the subject
matter covered by said Background Patent in sufficient quantity and at
reasonable prices to satisfy market noeds, oxr have taken effective staps or
within a reasonable time are expected to take affective steps to so supply
the subject matter.

(1) Atomic Enerqy.

(1) Ko claim for pecuniary award or cowpensation under the
provisions of the Atomic Energy Act of 1954, as acended, shall be asserted
by thae Contractor or its employees with respect to any invention or
discovery made or concelved in the course of or undex this contxact.

(2) Except as otherwise authorized in writing by the contracting
Officer, the Contractor will obtain patent agreamonts to effectuate the
provissiona of paragraph (1) (1) of thia clause from all persons who perxform
any part of the work under this contract, except nontechnical persosnel,
guch as rlerical employees and manual laborers.

.

(v) Limitatjon of righte.

Mothing containad in this Patent Rights clause ahall be deemed to
give the Goveroment any rights with respect to any invention other than a
Suybject Invention except as set forth in the Patent Rights clause of this
contract.

(n) v Lo

Except for the license reserved to the Contractor in (<) {1}, the
Contractor agrees that any alienation of rights in waived subject
inventions by assigoment, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the eveat a
controlling interest is to be acquiyred by a foreign entity in the
Contractor or to any sssignee or licensee of a waived ipveamtion, than in
that case any rights in the waived invention to be acquired by the foreign
entity will be subject to writtem approval of the Contracting Officer.
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(o) U8, Compotitivenesg

GE agrects that any products embodying any waived inveation or

produced through the use of any waived invantion during the term of a
United States patent covering the waived invention will be mamfactured

pubstantially in the United States umless GE osn show to the satisfaction
of the Contracting Offlicer that it is not commercially feasible to do so.
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