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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

-~

Application for: GAS ONLY NOZZLE FUEL TIP AND
METHOD FOR COOLING THE SAME

Inventor(s): William Theodore Bechtel, III, David Orus Fitts and
Guy Wayne DeLeonardo

Serial No.: )9/652,.76
Filing Date: August 31, 2000
Participant: <yeneral Electric Company

i5E Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an rrevocable power to inspect and make copies of the above-
identified patent application.

Signed this R day of C);:‘(CBEE, _, 2000.

GENERAL ELECTRIC COMPANY

Participant
. )\m —~

Attesting Secretary By: L —

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-6044
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i
ADWANCE WAIVER OF PATENT RIGETS = ' - ..

(a) Def ans.

(1) "subidec= lavaention™ neans any invantion or discovary of
tha Contractor conceived or first actually reduced to practice in
the coursa of or undar thiz contract, and includes any art,
mathod, proases, nachine, manufacture, degign, oxr composition orf
zattar, or any nav and useful improvement theresf, or any variety
of plants  whether patantaed or unpatanted under the Patent Lawa
of the United States of Anerica or any Iorelgn country.

() rContiract” paans any contract, grant, agrsemant,
undexstanding, or other arrangament, vhich Sncludes research,
davelopunent, or damonstration vorXk, and includes any assignament
or substitution of partiss. '

{3) "Covernmant agency™ includes an exscutive department,
indepaendant commiscion, board, olZfice, agsncy, adainiscration,
autherity, Government corporation, or othar Governzant
ectablichnant of tha Executive Branch of ths Govsrnment of the
Unitad States of Anarica.

{¢) "To the point of prectical application” moans <o
manufacture in the caxe of 2 compositiorn or product, te practice
in the case ¢f & procass, Oor to operats in tha case of a pachine
and wnder such ccnditions as to establish that the invention is
belng vorxed ana that iis denefits are reescnadly accessikPle to
the pudlic.

(8) "PatenZ Counsal® meanc %he DOP Patent Counsel assisting
the procuring activity. .

(b) Allocation of nrincipal rights.

(1) Asgignment £2 the Goverment. Tha Contractor agraas to -
assign to the Goverrment the entire =ight, title, and interest
throughout the world in and to each subject Invention, except to
the extant that rights are vaived to and retained Dy the
Contractor under paragraphs (b) (2) and {(€) of this clause.

(2) @xeasexr rights dstegrminations. The ContIactor or tha
anployee-inventor with euthorization of the Cont-actor =may

request graater rights than tha domestic and foreign patent
rights provided in paragraph (c) ef this clguse on identified
inventions in accordance wita 41 CFR 9-9.109-6., Buch requests
BUEST ke subnitted to Patant ilcunsel (wvith notification by Patenc
Counsel to the Contracting Officer) at the tima of the first
disclosure pursuan<s to paragiaph (e)(2) of this clause, or hot
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later than § months after ccnception or first actual reduction to
practice, whichever occurs first, or such longer period 25 may be
authorized by Patant Counsel (vith notification by Patent Counsal
to the Contracting Officar) for good causa shown ln vriting by
the cContractor.

{c) BRights to the Contragher.

(1) Hinimum Conkzmrchor licenes. Tha Contragtor reservax an
irrevocable, nonexclusive. pald-up license in each patant
spplication filed in any country on a Subject Invention and any
raculting patant in wvhich the Covernmment acquirex title. The
license shall extend to tha Contractor's domestio subgidiarien
and agfiliates, if any. within the corporate structure of which
the Contractor is a part and shall include the right %o grant
sublicenaes of tha sazma scope t0 the extant tha CONTIAGLOr was
legally obligated te do so at the tima the corntract was awarded.
The license chall be transfarabla oaly with approval of DOE
except when transferred tc the successor of that part of tha
Contractor's business to wvhlsh the inventicn perxtalins.

(2) Election to rpiain vaived x{anss.

(i) Subject to the provisicons of paragraph (aj (3) ana
paragraph (d) of this clausa, vith respect only %o a Subject
Inventien raeported in accordanace with paragraph (e) (2) (i) o? this
clause and with the written report of which {8 included an
elaction as to whether the Contractasr will raetain the rights in
the invention wailved therein, the Centractor resarves the antire
domastic right, titla and intarest {n any Unitad States patent
application on the Subject Invention filed and any resulting
Unitad Statec patant socursd by the Contractor.

(11). >~ Sudject to tlae provisions of paragraph (e} (3) and
paragraph (d} of this clause, with respect only to & sSubject
" Invention reportsd in acocordance vith paragraph (e) (2) (1) of this
clause and with the written report of which 18 included an
elaction as to whather the Contracter will retain the rights in
the %nycntion waived harcein apd a statement spacifying thoesa
foreign countries in vhich such rights vill be retained, and
zubjact to DOF security regulations and requirexments, the
COoNtractor reserves the entize right, title and interast in any
foraign patent application on the Subhjact Invention filed and xnYy
resgulting forsign pastan: sacured by the Coniractor in those
foreign wountrias gpeci‘ied.

(3} TXermr and Conditicng of waivad Rights.

(%) subdjaect *o the rights granted in paragraph (c) (1)
of this ¢Cleusa, The Contragtor Agrees to conveay To tha
SovVermmant, upon reguass, the entira donastie right, witle, and
intarest in any sudbiact Inventcion whaen tha Contractor:

2
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{A) Doas not elect pursuant to paragraph
(c) (2) (1) of this clause to rstain such rights:

(B) Fails to have & United States patent
application filed on the {(nvention in accordanca with paragraph
(d) (1) of this clause, or decides not to continue prosacution of

such app%icaticn: or

(C) At any :ime, no longer daesires to retain.
title.

(i4) sSubject to the rights Erxntod in paragraph (c) (1)
ol this clausa, the Contracter sgreaes to convey Tto tha
Governmant, uUpon request, the entire right, title, and interest
in ary Subdect Invention in any foreign country 4if the’
Contractor:

(A} Dees not elect pursuant to paragraph
(c)(:)(i;) of this clause to ratain such rights in the country;

or

: (B) TFalls to have a patent application £iled in
the country on the Subject Invention in accordance with paragraph
(d) (3) of this clause, or decides not to ccntinuae prosecution or
to pay any saintenance fees covaring the invention. To aveid
forfeitura of the patent application or patant, the Contractor
shall notify the Patent Counsel not less than 60 days bafora the
Sigiraticn period for any action reguired by the foraign Patant

ce. .

(3ii) Conveyance requasted pursuant to paragraphs
(c)(3) (1) and {(c)(3)(il) of this clausa shall be made dy.
delivering to the Patent Counsel duly executed instruzents and
such other papers as are desned necassary ¢o vest in the
Gavernment the entire right, title, and Aintarast in ths invention
to sneble the Goverrzent ¢ apply for and prosecuts patent
applicationsg covering the invantion in thim or the foreign
country, rsspactlvely, or othervice establish its ownership of
the {nvention.

4

: (iv) 7For qach invantion in vhich the Contractor
initially Qlects pursuant to (c)(2) (1) or (a)(2)(ii) of this
€lause not to ratain tho rights val{ved, tha Contracter shall
inform the Patent Counsel promptly in wri of thae data and
identity of any on sals, publie usa, ar pudlic dimclomure of the
invention which may coastitute a statutory har under 3% USC 102,
which was muthorired by or kxnown teo tha Contraagtar, ©or any
contenplated action of this raturae, :
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(v) Govermment Licenss

With respact to any Subjact Invention in which thae
Contractor retains title, the Federal Governmment shall have na
nonaxclusive, nontransferadle, irtavocahla, paid-up llcsnse %o
practica or have practiced for or on behalf of the United 5States
the Subject Invention throughout the vorld.

(vi) Raporting on Utilization of Rubjeck Inventions

The Contractor agraes to submit on reguest paricdic
raports no more fraguently than annually on tha utilization of a
subject Invention or on efforts at cbtaining such utilizacion
that ars being nada by the Contracter or ite licensees or
acsignaes.  Such repoxts shall include information regarding the
status of davelopment, data of Lirst cormercial =a&le or use,
grose royalties reocaived by tha Contractor, and such other data
and information as DOE may reasonably specify. The Contractor
also agraas to provide additional reports as may be requestsd Dby
DOE ${n connaction with any marchein procaeding undertaken by DOE
in accordance with pazagraph (o) (3)(viii) of this clausa. To the
axtant datz or information supplied under thisz parxagraph s
considared by thae Contractror, its liocensea or assignae to be
privileged and confidential and is 30 marked, DOX agrees that, to
the axtant pernitted dy 38 USC 202(c) (5}, 3t will not discloce
such information te persant cutside the Tovernment.

(vii) QPreferenga for United States Industsy

Nortwithstanding any other provision of this clause, the
Contractor agrees that naither it ner any assignee will grant to
any person tha exclusive right to use or sell any Sudject .
Invention in the Unitad Btataes unless such parcon agrees That any
products embodying the Subject Invention ar producad through the
usa of the Subject Inventlon will be manufactured substantially
in thae Unitad Stytes. Nowever, in i(ndividual eases, the
requirapent for such an agraensnt zay be walved by DOXE upon a
showing by thae Contractoer or ite assignae that reasonable but
uncuccasseful afforts have baen mads to grant licenses on sixmilar
terms to potential licanzsex that weuld be likely to manufactura
substantially in the United Btates or that undaer the
circumstances donestic manufacture is not commercially faaxible.

(vi{i) Xarsh-in Righ%s

The Contractor agreas that with recpsct to any Sudbjesct
Invention in which it has soguired title, DOY¥ has the Tight in
accordanca vith the procedures in 37 CFR 401.6 and any -
supplanental regulaticons of DOEB to raquire the Centractor, an
axsignee or eaxclugive licwnsae of a 3ubject Invantion To gxrant a

nonexslusive, partially excluzive, or excluxive licensa in any
field of uce to a raesgponsible applicant or applicants, upoen terse

4
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that are reaconabls undar the clrcumstances, and {L the
Contractor, assignee, or aexclusive liceneae refusaes such a
Tegquest, DOE has the right te grant sucn a licenza {tselr i OOK
daetarminea that:

{1) Such acticn {s nhecassary because the .
Contractor or assignee has not taken, or is not oxpected to tax
within a rssconable time, affactive steps to achieve practical
application of the Subject Invention in euch field of usars

(2) Such action is necessary to alleviate he2lth
or safety needs which sre not reasonadbly satisflad by the
Contractor, assignee, or their licenseaesy

(3) Such action is necessary to meet rejuirements
for public use specified by Taederal regulatians and such
requiremants ara not Yeagonably satisfied by the Contractoer,
asgignao, or licanseeg! Or

(4) BSuct action is necessary because the
agreament requlred by peragraph (a) (3) (vii) of thie clause has
not been cbtained or wvaived or because a licensee of the
exciusive right to use or sell any Subiect Invention in the
Unitad States is in Breach of such agreemant. :

(ix) !! - I .. - i

The Contractar agreas that products, processes oOr
services ugced or £old by it or its arfiliaten embodying subjeact
invent{ons nust be manufactured, practiced or provided
substantially in the United States, and further, -any licanse or
other transfer of rights in a subject invention to third parties
nust be approved by DOE pricr te any such transfer.

(4) Terminztions.

{3) Any waivar or retention of rights by the
Contractor under paragraphs (b)(2), (c)(1). er (o) (2) of this
clause may bpe tarminated at the discretion of the Secretary or
his designee, in whole or in part, if the requeat for waiver or
retention eof rights by tha Contractor ip found to contain falsa
paterial statements or nondiscloaure of material facts, and such
wvere specifically relied upon in resching the waiver

detaruination or thea agreement to the retantion of rights by the
Contractey, :

: (i) Any waivar of the rights retained in accordance
with paragraph (c)(2), as applied to particular inventions, may
be tarminated at the discretion of tha Secratary or his dacignea,
in whole or in part, if the Contractor failas to comply with the
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provisions set forth in E(:aqrapb (¢) (3) and paragraph (d) of
this clause, and such failure is determined by tha Becretary or
bic degignee to be matarial and datrinental to the interestc of

the United States and the general publie.

(444{) Prior to terminating any valver of rights under
paragraph (c)(4) (L) ox (e} (¢)(Ll) of thig clause, tha Contractor
will be given written notice of thae intention to terminata the
wvaiver of rights, the extent of such propeocad tarmination and the
raasane therefor., and a period aof 30 days, or such longer period
as the Sacreatary or his designee shall detarxine fir good cause
shown in wvriting, to show cause vhy the vaiver of rights sghould
Not be 80 terzinated. _

(iv) ALl termipations of walvers of rights undar
pazagraph (c) (4) (L1) shall da subjeot To the rlghts grantead in
paragraph (&) (1) of this clause, and termi{nation shall normally
ba partial {(n natura, requiring the Contracter to grant
nonexclusive or partially exclusive licaenses to responsible
applicants upon terme raasonabls under the circumstancaes.

(5} Effectiva Date of Wajvers.

The wWaiver cf zights in » Subject Invantion shall e
. «ffactive on tha folleving datas!

. (1) ZFor advancs waivars of identified inventions,
l.e., i{nventiens conocasilved prior to the erffective date of the
oontyact, on the effectiva date of the contract even though the
advance vaiver may have been reguested after that dats:?

- (i) For identified inveantions under advance wvaivers,
i.e., inventions conceived cr first actually rcduoced to practice
aZtexr thae cffactive date of the contracr, on the date ths
invention is reportad wvith the election to retain the waived
rights in that invantion: ard

(Lii) TFor wvaivers of {dentified inventions (other than
undar an advance waiver), on the date of the letter notifying the
regquestor that the waiver has bean granted.

(4) Elling p2 vatent awmpligatians.

(1} With raspect to each subjesct Invention in which the
Contractor elects to rstain domestic rights pursuant to paragraph
(a) (2) (1} of this clausa, the Contractor shall have a domestic
‘Patant application filed on the invention within 6§ wmonths sftaer
subnmission of tha invention df{sclogure pursuant te paragraph
(€) (2) (1) of this olausa, or such longar pariod of time ac may ba
approvaed dv tha Pateaernt Counsel for good causa shown in writing by
the Contractor. 7¥or sach {dantified invention, the rights in
which are waived to the Contractar, the Contractar shall have a

IS
~
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donestic patent applicaticn filed on the invantion within 6
montha after the waiver has becoma effective. WIth raspect to
the i{nvention, the Cantractor shall pronmptly nortify tha Patant
Counsel ©f any dscision not to file an application.

(2) For aach Subject Invention on which a doxestic patent
application is filed by the Contractor, the Contractor =shall:

(1) Within 2 nonths artar the filing or within 2
monthe after submission of the invaention disclosure if the patent
application praeviously hax been filed, deliver to Patent Counsel
a copy of the application ag filed {ncluding the filing date and
ssrial number;

(L) Within ¢ monthg after f£iling the application or
within 6 montks afrer submitting the invention disclosure if the
applicezion hac been filed praviocusly, daliver to the ratant
Counsal a duly axecuted and approved {nstrument fully
confirmatory of all xights to which the Government is entitled,
and provide DOE an irrevecable powver to inspact and pake copies
©of the patent applicatien filaed:

(111) Provide the Patant Counsal with a copy of the
patent ‘within 2 months after a patant is SEzued on the
application;

(iv) Not lesx than 30 days befora the expiration of
tha responss paricd for any action required by the Fatent and
Trademarx OIfice, notify the Patant Counsel of any decision neot
to continue prosacution of the applicztion and deliver te the
Patant Counsal exscuted {(nstruments granting tha Government a
Powver of attorney:; and

(v} Inoluda thae tollowving statamant in the second
paragraph of tha gpacification of the application and any patents
iscued on a Subject Invention, "The Governmant of the United
STaTse af Anarf{ca has rights in tnis invantion purauent to
Ceontyxact No. (or Crant No. )
avarded by thae U.8. Iepurtment of Enargy®.

(3) With respsct to each’ subject Invention in vhich the
Contractor has elected purmuant to paragraph (€) (2){14) of this
Clause to retain the patent rightx waived i(n specified foreign
countriesg, or in which the Contractor hes obtained a waiver of
foraign rights on an identsified invention:

. (i) The Centrsctor chall file a patent application on
the invention in sach speciflied foraign country in ascordanas
vith applicadle statrtas and regulationa and within one or the
Tollowing periods;
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(M) Ef{ght'months fromn the date of filing 2
cozraspondinisvnited Btates application, or Lf such an
application not 2iled, six months from the ¢ate the invention
{8 submitted in a disclosure pursuant to paragraph (e) (2) (i) of
this clauca;

(B) Six months from the date a licanse ix granted
by the Comnissioner of Pstants and Trademarks to filile the forelign
patent application where such filing hag baaean prohinhited by
sscurity xeasans: or

(C) Such loenger pariod as may ba approved by the
Patant Ceunecal for good causa shoewn in wvrivting by the Contractor.

(14) The Contractor shall notify the Patant Counsal
Promptly <¢f @ach roreign application f{lad and upon writtan
requast shall furnish an Englizh version of the application
without additional conmpensatien.

(e) Invention identification. digclosures, and Ireporis.

(1) The Contractor saall establi{sh and maintain active and
effective procsdures to ensure that Sudject Inventions are
Promptly Sdentifled &nd tinmely disclosad. Tnose¢ procedures shall
include the malntehancae of ladoratory notsbooks or egquivalent
records and any other records that sre reasonably hecesgary to
doocunmant the conception and/or the first actual reductien to
practice of subiect Inventicns, and records vhich show that the
Procedurez for ldentifying and disclosing the invantions ara
folloved. Upon raquest, the Contractor shall furnish the
Contracting Officer a descripticn of these procedures &6 that he
a2y evaluate and detnrmine their effectivensss.

(2) The Corzractor shall rurnish thes Patant Counsel (vith
notification by Patent Counsel to the Contraoting 0ffice) on a
DOE~approvaed form:

(1) A written report containing full and complets
tachnical i{nformation concarning each Subject Invention within s
months after conception or first actual raduction to practics
whichever occcurs first in the courss of er under thls contract,
but {n any evant prior to any on sala, pudblic use or pudlic
disclosure of such inventions Xnown ta the Contractor. The
report shall identify the contract and inventor and ghall de
sufficiently complste in technical detail) snd appropriataely
illustrated by sketch or dizgram to comvey to ons skilled in tha
axt to which the {nventlon partains a clear undarstinding of ths
naturs, purpose, oparation, and to the sxXtant Xnown, the .
physical, chemical, bioloqical, or slactrical characterixtics of
the invention. The reapoert thould also includa any slection of
foreign patent rights under paragraph (e)(2)(Li) of this clause
and any aslaction of rights undar paragraph (c) (2) (1) of %this

3
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clauze. Any requests for graater rights shall be made within the
eriod set forth in paragraph (b) (2) of this clause. When an
Envontion iz reported undar this paragraph (e)(2) (1), it shall be
presumed to have bean made in ths manner specified in Section

(a) (1) and (2) of 42 USC §908 unlase the Contractor cantends it
vas not so made in accordance wvith paragraph (g) (2) (i) of this
clause. )

(ii) Upon request, but not wmaera than annually, intarinm
reports on a DOL-approved form listing Sukject Invantions and
cubcontracts awvardaed containing a Patent Rights clausa for that
pericd and certifying thak:

(A) The Contractor'’s proceduyres for idantifying
and cisclosing Subject Inventions as required by this paragrapn
{(8) have baean folloved TWRrowghout the reparcing pssiod;

(3) All Subject Inventions have been disclosad or
that thera are no suach inventions:;

(cy All subodht:ucta containing a Patant Rights
@laucge havae been reportad e¢r that no such subcontyacts hava besn
awardaed; and |

(i) A final reaport on a DOE-approved form within 3
monthe after complation of the contract work listing all Subdect
Inventions and all sudcontracts awvarded centaining a Patent
Rightg clausa and certifying that:

: (A) All Subject Inventions have besen disclosed or
that there wars nec svch Ainventions; and

{B) All suhoontracts containing i-Putunt'Rigﬁts
Ulluéedhavo baan rFepcrted or thiic nmno much subcontracts have been
awvardad.

(3) Ths contrector xnall obtuin patent agxesments to
effectuate the provisions of this clausa from gll parsons in ixs
exhloy who perform &ny part of the vorX undsr this contract
excapt nontechnical personnel, such as clarical exmployess and
Danual ladborers. : )

(4) The Contractor agrees that the Govarnmant may duplicate
and disclosa Subject Invention disclosures and all other reports
and papars furnished or required to be rfurnished pursuant teo this
clause. If the Cont-actor is to fila a foreign patent
application on & Sudbdect Invention, the Government agXaes, \upon
wvritten requast, to usa its baest efforts to withhold publication
of such inventicn disclosures until the expiration of tha time
Period specifisd in paragraph (4) (1) of thim alaure, dut in no
awvant shall the GCovernnant cor its ezploysas be liasble for any
puklica+tion *hareor.
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(£) Puklicntien.

It is recognized that during the course of the vorx under
this contract, the Contractor or its smployeas may from time to
rime deciroc to releass or publish informarion regarding
scientific or tachnical developments concaived or first actually
reducaed to practice in the course of or under this contract. 1In
ordar that public disclosurs of such {nformation will not
adversely affect the patent Iintsrests of DOE or the Contractor,
patent approval for releass or publication shall ba secursd fronm
Parent Counsel priesr o any sucg relezse or publication.

(g) Ferfeisure of rights In unrsoertad Subject Inventionk,

(L) Tha Contracter shall forfeit t¢o the Govermment, at the
request Of the Secretary or his desxignse, all Tights in any
Subject Invention vhich tha Contractor fails to raport to Patent
Counsal (with notitication by Patent Counssl to the Contracting
Officer) within six months afZter the time the Contracter:

(i) Filles or ecausas to dba Filed a Unitad Statas or
foreign patent application tharson; or

(1i) Subnmits the 2inal report ragulired by paragraph:
(&) (2) (14) of this clausa, whichever is later.

(2) However, ths Contractor shall not forfelt rights in a
Subiect Invention i1f, within the tire specified in (1) ({) or
(1) (il) of this paragraph {g), the Contractor:

(i} Prepared a wvritten Gacision basad upon a review of
The racord that the invanticn was naitheyr conceived nor first
actually reduced to practice in tha course of or under the
contrasct and delivers tha cava to Patent Counsel (with :
notification by Patent Cournsel to the Contracting Offlicer): or

(11) <cContending that the invention {8 not a Subject
Invention the Contractor nevartholess disclosas the invention and
=ll facts pertinant to this contantion to the Patent Counsal
(with notification by Patent Counsel toc the Contracting Officar};
or ‘ .

(144) Emtaslichec that ths failure to disclose did not
result from the Contractor's fault or negligancs.

(3) Pending wri:ten assignzant of the patent applications
and patents on a Suwiject Invention dstaearminad by the Sacretary or
his dasignaee to be forfaited (such detsrmination to be a final
decision under the Disputes Clause of this contract), ths
Contractor snall ba daezed to hold the inventilion and tha patent
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applicationg and pitents pertaining therato in trust for the
Covernnent. The forfeiture provision of this parsgraph (g) aball
-be in addition te and shall not supersede othar rights and
renedies which the Covernmant may have vith respect to Subject
Invention.

(h) Examination of records yelating $o inventions.

(1) Tha Contracting Officer or his authorized
reprasentative, untll tha expiraticn of 3 vears after finzl
pay=ent undaer this contract, chall have the right to examine any
books (including ladoratory notebooks), recoxds, docuzants, and
other supporting data of the Contracstor which the Contracting
Officer or his authorized representative raa:onab&g_depn
partinent to the discovery or identification of & ject
Invantions or to detsrmina complisnce with the requiramants or

this clauxa,

(2) The Contracting Officer or his authorized
representstive shall have the right to examine all books
(including laporatory notebooks), recerds and documentg af thae
Contractor relating to the conception er first actual raduction
to practice of inventions in the sare field of tachneloiy ag the
work under thiz contract to determina whether any such inventions
are Subject Inventions, i? the Contractor refuses or Zails to:

(1) Esatadlish the proceduras of paragraph {(e) (1) of
this clause; or

(il) Mairtain and follow such procedurss; or

. (414) correct or eliminate any paterlial degiclency in
the procadures vithin thisty (30) days after the Contracting
Officer notifies the Contractsr of suagh a deficiancy.

(1) ¥Nithholding of PAYRCNC (Dot appllicable to swuboontrscts).

(1) Any time taefore final payrant of thae amount of this
contract, the Contracting Officer may., if he desexs such action
varranted, withhold payment until a reserve not exceading $50,000
or § percent of the amoun- of thig contrxact, whlchever is less,
:hali have been set asida 1f in his opinion tha Contrsctor falle

Q3

(L) Iatarlish, maintain and follow effactiva
Procedurac for identifying and disclosing sudject Inventions
purauant to paragraph (@) (l) af thia clauge: or

({1) Digclose Any Subject Invention pursuant ﬂo
Paragrapa (a) (2} (L) of twhis clause; or
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(1{{Y Deliver the interim reports pursvant to
paragraph {e){2)(il) of wis clauses or

(iv} Providae the inforpation regarding subcontracts
pursuant to paragraph (3})(5) of thig clauss; or

(v) Convey to the Governmant in a DoZx~approved form
tha title and/cor rights of tha Governmant in sach Bubicot
Invention as required by thic alause.

(2) The resaerve or Lalancde shall be withheld until the
contracting Officer nas destarmined that the Contractor has
rectified vhatevar daficlencias exist and hac delivered all
reports, di{scloeures, and othar information required by this
clause. .

(3) Final payment urdaer ¢this contract shall net be nada by
the Contracting Officer before tha Contractor delivers to Patant
Counsgel all digclocures of Sudbjact Inventiones znd other
inforzation required by (e} {2) (i) of ¢this clause, the final
ropert requirxed by (@) (2)({ii} of thig clausa, and Patent Counsel
hasii:sued a patant clazrance carticication te the Contracting
Offlcer.

{4) The cContracting Officer =ay, in his direction, decrease
or incresse the suns withheld up to the maxizmum authorirzed above.
If the Contracter is a nonprofit organization, the maximum amount
that may be withheld under this paragraph shall not oxcseqd
$59,000 or Ll.percent of the amount of this contract, vhichever ls
less. YXNo axmeunt shall be vithneld under this paragraph whila the
ancunt specified by this paragraph is being wvithhald under other
provisions of tha contract. The withholding of any amount orxr
sudbsequent paymant tneraea? sbhall not be constived as a wvalvar of
any rights accruing to the Covernmaent undar this contrackt.

{3) subcontrasts.

(1) PFPor the purposa of this paragraph the term "Contractor"®
neans tha party avarding a sudbcontract and the term
"subcontractor® mawns @ party baing avarded a subcaontraot,
regardlaess of tier. : ‘ )

(2) The Contraoctor will include the Patent Rights olause of
DEAR $52.227-71 sultably modified to identify the partiess (n all
subdohtracts, ragardlasg ¢of tier, for uxpesrinental, devalopmantal
Or Iresearch work to @ performed by a gxmall busginess or &
doxaxtic nonprofit organization. In all othar subcontracts,
ragardlags of tier, for axparimantal, dsvelopmental
dezonstration, or raesearch work, the Contractor shall includae The
Patent Rights artliclae of 41 CFR 9-9.107~8(n) ar 41 CFR 9$-9.107-6
28 appropriate, modifisd <o idantify the paxtias.

Ve
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(3) Except as mey ba otherwise provided in gniu clause, The
contrastor shall not, in any subcontract or by using a
subcontract ax conmideration thexefor, aogQuire any rights in {is
suboontractor's subject Invention for the Contractor's own usa
(as distinguished from euch rights as way be raquired selely to
rulrill the contractor's contract obligations to the Government

in the performanca ¢f this contract).

(4) All invention disclosurss, repoxts, {natruments, and
other information required to be furnished by the Subcontractor
to DOE, undar thae pravisions of 8 Patant Righta oclausa in an
subcontract hareundar may, in the discretion of the Contracting
Officer, ba furnished to the Contracter for transaission te DOE.

(S) The Cantractor shall pronptly notify the:Contracting
orfficer in writing upon tha awvard of any sgubcontract containing a
Patent Rights clause by idantifying tha Subocontractor, tha wWork
to be parformed under the suboontract, and the dates of award,
and estimated completion. 'Upen the ragquast of the Contracting
officar the Contractwor shall furnish dim & copy of the
suboontract.

(6) The Contrector shall identify all Subject Inventions of .
the Subcontractor of which it acgquires xnovledge in the
performance of this contract and shall nosify & Patent Counssl
{(with notirication by Patent Counsal Te tha Contracting Officar)
promptly upon ths identifiocation of the inventions.

(7?) It is understood that the Government {g a third party
beneficlary of any subcontract clause granting righrts to the
Govearnment in sudieot Inventions, and the Contractor haredy
assigne to the Government 3ll rights that the Contractor would
hava to enforce tha Subcontractor's obligations foxr the benerit
of tha Govarnment vith respect to Sudbject Inventions. The
Comtractor shall not be obligated to snforce thao agreanants of
any Subcontractor hersunder ralating to tha obligations of the
Suhsentractor to the Govarnmant regarding subject Inventionsc.

(x) BRackaround Paisrts. )

(1) "Background Patent™ means A domestic patent covaring an
inventicn cr digcovery which is not a Subject Invention and which
18 owned or controlled by the contractoxr at any timae through the
completion of this ccntract:

, ({3 wWhich thae Contractor, but not the Government, has
the right to licance to others without cbligatien to pay
royalties tharaon, and

_ (1) Infringezaent of which cxnnot raeasconably ba
avoidad uypon the practice of any specirfic proceanss, method,
z=achine, manufacture or compogsition of matter (including

13
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ralatively minor modifications thereor) which is a subject of the
resaarch, development, or demonstratiocn vorX performad under thias

contrace.,

(2) The Contractor agrees to and doeg heraedy grant to the
Covernment a royalty-f{ree, nonexclusive license under any )
Background Patent for purposes of practicing a subject of thisg
contract by or for the Government in research, develapnent, and
demonstration vork only.

(3) If the Contractor iz unvilling or unablas to participate
under rsasonable terms and conditions in further worX under this
contract, or &n{ follow-aon contracte, or if the Contractor
subgequently falls to make reasonadble ¢Lrorts to commeruialize
Che technology forming the subject matter of this agrsement, the
Contractor also agrees that upon written application by DOE, it
will grant to responsible parties for purpocas of practicing =
subjact of this contract nonexclusi{va licanses under any
Background Patent on tesxmas that are reasonsble under the
Circunstances. 1If, hovever, the Conirsctor balleves that
exclugive or partially exclusive rights are necessary to achieva
expeditious comnexcial developmant or utilization, than a Teguest
z3y be mada to DOE for DQL approval of such licensing by the
Contractor,

(4) Notwirhgtanding the foregolng paragraph (X)(3), the
Contractor shall not »e obligatad teo licenss any Rackground
Patant i{f the Contractor devonstrates to tha satisfaction of tha
Secretary or his designea that:

(1) 2 competitive zlternative to the sudject mattsr
Covarad by cald Background Patant is coxmercially available or
readily introduci{ble froa cne or mors other sources; or

(1) the Contractor or its licensexs are supplying tha
subject matier covered by said Background Pataent in sufficient
quantity and at reasonable prices to satisfy maxrket needs, or
hava taksn effective staps or within = reasonable tine are
axpacted to take effective steps to 6o supply the subject matter.

(1) 2Atomic Energy. _ !

(1) No oclaim rfor pPecuniary award or codpansastion under the
provisions of the Atomic Ene Act of 1954, as amanded, shall ba
acserted by thae Contractor oggits exployess with respact to any
invantion or discovery made or concaived in the courpe of or
under taig contract.

14
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{2) Except as otharvisa authorited in writing by the
Contraoting officar, tha Contractor will obtain patent agreemnants
to effsctuata the provislons of paragraph (1} (3) of this clause
from all persons vho perform any part of the work under this
contract, except nontachnical perscnnel, ouch as clarical
employees and manual laborers. .

(m} Limitation of righta.

¥othing containeda {n this Patent Rights clausa shall e
deened to givae the Governmant any rights with respect to any
{nvention other than a subjsct invention except 2s set forth in
*he patent RIGHTS cluuse of this centract with rocpect To
8ackground Patents and the racllities Licsnse. s
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