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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

Application for: COMPRESSOR DISCHARGE BLEED AIR CIRCUIT
IN GAS TURBINE IPLANTS AND RELATED METHOD
Inventor(s): Ashok Kumar Anand, Philip Fadhel Berrahou, and
Michael Jandrisevits
Serial No.: 09/659,687
Filing Date: September 11, 2000
Participant: General Electric Company
GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this 4% day of DECEMBER_ 2000,

GENERAL ELECTRIC COMPANY
Participant

ry¢e MacDonald
testing Secretary By:

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-5903
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ADVRANCRE WAIVBR OF PATENT RIGHTS

(&) Definitione.

(1) “Subject Invention” means any invention or discovery of the
Cantractor concalvad or first actually reduced to practice in the course of
or under this contract, and includes any art, method, process, machine,
manufacture, design, or composition of matter, or any new and useful
improvement therecf, or any varlety of plants, whother patented or
unpatented under the Patent Laws of the Unitod Etates of America or any
foroign countrcy-

[2) “Contract” means any contract, grant, agreement,
nnderstanding, or other arrvangemant, which includes research, development,
or demonstration work, and includes any assignment or substitution of
parties.

(3) *Government agency” includes any executive department,
indapandent conmmission, bovard, office, agency, administration, authority,
doverunent coxporation, or sther Govermment ectablishment of the Executive
Branch of the Goverrnment of the Unitaed States of Amerlica.

{4) *Ta the polnt of practical application’ means to manufacture
in the case of m composition or product, to practice in the cese of a
process, or to operate in the cassa of a machine and nnder such conditions
as to establish that the {nvention is beaing worked and that ite benefits
axe reasonably accessible to the public.

{5) *Patent Counsel” mmansz the DOR Patent Counsal asslsting the
procuring activity.
() RAlliocation of rrincipal xighte.

(1) Agnigmpent to the Goyernmeat. The Contractor agrees to

amsign to the Gowvermnant the entire right, title, and interegt throughout
the world in end to each Subject Invantlion, except to tha extent that
rights are waived to and retained by the Contractor under parxagraphs (b)
(2) and (c¢) of this clausea.

(2) Greoater rights detormipatjona. The Contractor or the
swployee—inventor «ith authorizstion of the Contractor may request greater
rights than the domestic and foraeign patent rights provided in paragraph
(c) of this clause on ldentified inventions in accordance with 41 CFR 5-
92.109~-6. Such requasts must bo submitted to Patent Counse) (with
notification by Patent Counsel to the Contracting Officer) at the time of
the firwt disclosure pursuant to paeragraph (e) (2) of this clause, oxr not
later than ¢ monthm after conception or flirst actual reduction to proctica,
whichever occurs first. or such longer paeriod as may be asthorized by
Patent Counsel (with notification oy Patent Counsel to the Contracting
Officer) for good causse shown in writing by the Contractor.
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{c) Rights to the gentractor.

1) Hinimum Contractox ddscense. The Contractor raserves an
irrevocabla, nonexclusive, pajid-up licemnse in each pateant application filea
in any countsy on a Subject Invention and any resulting patent in which the
Govermment acquires title. The licenwe shall sxtend to tha Contractor's
domestic subsidiarien and affilliates, if any, within the corporats
gtructure of which the Contrxactor ia a part and shall include the right to
grant sublicenses of tha sawe scopo t¢ the axtant the Contractor wae
legally obligated to do so at the time the contract wag awarded. The
i1icensa rhall be transferable only with approval of DOR except when
transferred to the successor of that part of the Contractor’s businass to
which the invention perctains.

(2) Electlion to retaip waived xightp,

L) subject to tha provisions of paraggcaph (c} (3) and
paragraph (d) of this clause, with respect only toc a Bubject Invention
reported in accordance with paragraph {e) (2) (i) of this clause and with
the written report of which Ls included an electicn as to whether the
Contractor will xetain the rights in tha invention waived herein, the
Ccontxactor reserves tha entire dowestic right, title and loterest in any
United Statms patent application on the Sudbject Inveaticn filed and any
reeulting United States patent asecured by the Contractor.

(1i) sSubject to the provisions of paragraph (c)} (3) and
paragraph {(d) ©f this clause, with respect only to a subject Invantion
reported in accordance with paxragraph (e) (2) (%) of this clmuse and with
the written report of which is included an election as to whether tha
Contractor will retain the rights in thoa iavention waived herein and a
statemant speclfying those foreign countries in which such rights will be
retained, and subject to DOE security regulaticns and reguiremants, the
Contractor reservas tha entire right, title and interest in any foreign
patent application on ths Subject Invention filed and any resulting foreign
patent secured by the Contractor in those foreign countries specified.

(3) Texme and Copditions of Walved Righte.

(i) Subject to the rights granted in paragraph (c¢) (1) of
thisg clause, the Contractor agrees to convay to the Government, upon
raguest, the entire domastic right, title, and (nterest in any Subject
Invantion when the Contractor:

() Doae not elect pursuant to paragraph (c) (2) (1)
of this clause to reteln such rights;

(B) FPails to have a United States patent applicatian
filed on the invention in accordance with paragraph (d) (1) of this clause,
or decides not to contimwae prosecution of such application; or
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{C) At any timo, no longer desires to retain title.
(L) Subject to the rights granted in paragcaph () (1) of

this clause, the Contractor agreas to convey to theo Govermnment, upon
reqgquest, the entire right, title, and interest in any Subject Invention in
any foreign country if the Contractor:

(A) Doss not elect pursuant to paragraph () (2)
{Li} of thia clause to retain such rights in the country; or

(B) Fajiles to have a patent application filed in the
countyy on the sSubject Invention in accordance with paragraph (d) (3) of
thias ¢lages, or decides not Lo continue prosecution or to pay any
mafintenance fees covering the inventlon. Yo avold forfeitura of the patent
application or patent, the Contractor shall notify the Patent Counsel not
legs than 60 days before the expiration period for any action required by
the foreign Patent Office.

(iil) Couvayances regueasted pursuant to paragraphs (¢} (3)
(i) and (¢} (3) [i1i) of rhis clause shall be made by delivering to the
Patent Coutisel duly executed inetrumants and such other papers as are
deamned nscessary to vest in the Govarnment the entire right, title, =aud
interest in the fnvention to enable the Government to apply for and
prosacute patent applications covering the invention in this ox the foreigo
country, respectively, or otherwise establish ite ownership of the
invention.

(iv) Por mach invention in which the Contractor initially
elocts pursuant to (c) (2) (L) or (c)y (2) (43) of this clause not to retain
the rights waived, the Contractor shall inform the Patant Coumsel prowptly
in writing of the date and ifdentity of any on sale, public use, or public
disclosurae of the invention which may constitute a statutory bar under 35
TeEC 102, which was authorired by or kmown to the Contractor, or any
contemplated action ¢f this nature.

(v) covernmsnt License

With respect ©o any Subject Invention in which the
Contractor rerains title, the Federal Govermment shall have a nonexclusive,
nontransferable, irravocahla, paid-~up licenge to practire or have practiced
for or on bahalf of tha United States the Subject Invention throughout the
world.

(vi) on Dtili tiona

The Contragtor agrees to submit on request pexiodic reports
no more fraguantly than annually on the utilirxtion of a Subject Invention
or on efforts at obtalning such utilirxatiom that are being wmade by the
Contxactor or {ites licensosns or assigneea. 3Such reports shall tnclude
information regarding the atatus of developmont, date of figrst commercial
pale or usa, groes royalties received by the Contractor, and such other
data and information as DOX may reasonably specify. The Contractor also
agreen to provide additional reportu as may be requested by DOE in

-3 -
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connectlion with any march—in proceeding undertaken Ly DOl {n accurdances
with paragraph (¢) (3) (viii} of this clause. To the extent data or
information wupplied under this paragraph is conpidered by the Contractor,
ite licensee or assignee to ba privileged and confidontial and is mo
mariced, DOR agreses that, to the axtent parmitted by 35 USC 202 (c) (3), it
will not disclose such laformation to persons cutslide the Government .

(vii) PExeforence for Upjited Stataes Industry

Notwithetanding any othex provision of this c¢lause, the
Contractor agreed thar neither it nor any assignes will grant to any person
the exclusive right to nsme or sell any Subject Invention in tha United
States unless such person agrees that any producte smbodying the sSubject
Invantion or produced through the use of the sSubiect Invention will be
manufactured substantially in the United States. Bowever, in individual
casas, the requiremant for such an agroement may be waived by DOE upon a
ahowing by the Contractor or its assignee that reaponable but unsuccessful
sfforts have been made to grant licensas on sim!lar terms to potential
licensees that would be likxely to manufacture subetantially in the United
gtatew or that: under the circumstances dowmastic manufacture is not
commercially feasible.

{viii) March-in Rights

iThe Contractor agrees that with respect to any Subject
Invention in which (t has acquired title, DOE has the right in accordance
with the procnpnras in OMB Circular A-1249 ton require thae Contracter, an
assignea or exglusive llcensee of a Subject Inwvantion to grant &
nonasxclusive, partially exclusivae, or exclurive license in any fleld of usa
te a regponsibls applicant or applicants, upon terms that are reasonable
undar the circumstances, and 3f the Contracter, assignea, or exclusive
licansae refuses duch A reguegt, DOE has the right to grant auch a license
itaelf if DOE determines that:

ﬁ (1) such action is necegsary because tha Contractor
or assignee has not takan, or is not expected to take within a reasonabla
time, effactive steps to achieve practical application of the 8ubiject
Invention in such fleld of upey

(2} Such action ls necesasary to alleviate health orxr
safety needs which are net reasonably satisfied by the Contracter,
agasignee, or their licennsas)

(3 such action is necessary to meet regulirements
for public usa specified by federal rogulations and such ¥aquiremsents are
not reasonably satisfisd by the Contractor, assignee, or licemsses; or

(43 Buch action les neceesary becanme the sgraeement
required by paragraph (c) (3) (vil) of this clause has not been obtained or
wanived or because a licensee of the sxclusive right to use or wmell any
Subiect Invention in the United Statas im in breach of much agreement.

{4) Termmingiiona .

PATENT
REEL: 011647 FRAME: 0026



4

1R ST 1T P M U MOUN DR TR O 11

1107

SR 23 PAGE
s SRR PN hXAS00 rele POGE 8

{1) Any waiver or retention of rights by the Contractor
undayr paragraphs (k) (2), (¢) (1), or (c¢) (2) of thie clause may be
torminated at tho discretion of the Beacretary or his desigrea, in whole or
in part, if the request for walver or retention of rights by tha Contractor
{im found to contain falsa matarial statementas or nondisclosure of material
facts, and such were speciflcally relied upon in resching the waiver
detornination Or tho agreement to the retention of rights by the
Contractor.

(Li) Any walvar of the rights retained in accordance with
paragraph (c) (<), av applied to particuler inventions, may bo terminated
at the discretion of the Secretary or his designee, in whnle or in part, if
the Contractor fails to comply with the provisions nmet farth in paragraph
() (3) and paragraph (d} of this clausa, and such failure is determined by
the Secretary or his designce to be material and detrimantai to the
interests of tha Dnjited States and the genexal public.

‘(Lii) Prior to terminating any waiver of rights under
paragraph (c) [(4) (L) oxr {c)} (4) (ii} of this clause, the contractor will
be given erttPn notice of the intention to terminate the waiver of rights,
the extent of puch proposed termination and the reapons therefor, and a
pariod of 30 days, or wsuch longex period as the Secretary or his designee
ahall determine for good caume shown in writing, to show cause why the
walver of rights should not be s0 terminated.

[(Lv) Rl)]l tarminations of waivers of rights under pazragraph
{(c) (4) (L4) shall be subject to the rights granted in paragraph (¢) (1) of
this clause, and terminatiocn shall normally be partial in nature, requiring
the Contractor to grant nonexclusive or partially exclusive licenses to
responsible applicants upon terms reasonable under the circumstances.

(%) Rffective pate Of Watvorp

The waiver of rights in & Subject Invention shall ba
effective on the followling dates:

(L) ¥or advance walvers of identifisd inventions, l.e.,
inventiona conceived prior to the effective date of the contract, on the
effective date of the contract even though the advance walver may have bwen
requested after that date;

(L4 Por {dentified inventione under advance waivars,
{.@., inventions concéived or firpt actually reducsd to practice after the
affective date of the contruct, on the date the invention is reported with
the elactinn to retain the waived rights in that iavention; and

(iii) Por waivers of identified inventions (other than
under an advance waiver), oo the date of tha letter notifying the requestorx
that the waiver has bean granted.

{d) ¥yiling of petent applications.
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(1) with respect to each sSubject Invention in which the
Contractor ©lects to retain domestic rights pursuant to paragraph (c} (2)
(L) of this clause, the Coptractor shall have a domestic patent application
filed on the ifnvention within 6 monthe aftar submission of the invention
disclosuxre pursuant to paragraph (e) (2) (i) of this clause, or such longer
pericd of timo as may be approved by the Patent Counssal for good cause
shown in writing by the Contractor. Por sach identified invention, the
rights in which ars waived to tha Contractor, the Contractor shall have a
domentic patent mpplication filed on the invention within 6 months after
the waiver has become affective. With respoct to the invention, the
Contractor shall proaptly notify the Patent Counsel of any decision not to
file an application.

{2} Por mach Subjoct Invention on which a doeastic patent
application is filed by the Contractor, the Contractor shall: -

(LY Within 2 momths after the filing or within 2 wontha
after submission of the invention disclosure if the patent application
previcusly hap been filed, deliver to Patent Couneel a copy of the
application as filed inclnding the f£iling date and serial numbear;

(L4 within 6 months aftexr filing the application or
within 6 months after submitting the invention disclosure if the
application has been filed previously, deliver to the Pataent Couneel a duly
exsouted and approved instrutent fully confirmatory of all rights to which
tha Covernment l=z antitled, and provide DOE an irravocahle pouor to inspect
and make copies of tha patent application filedy

{i11) Provide tha Patent Counsel with a copy of the patant
within 2 months after a patemnt is issued on the application;

(iv) Not less then 30 days befure the expiration of the
responie period for any action required by the Patant and Prademark Office,
notify the Patent Counsel of any declsion not to eontinue prosecution of
the application and deliver to the Patant Counsel maxaecuted instrumants
granting the Government a power of attorney; and

(V) Include the following statement in the second
paragraph of the specification ©f the application and any patente ismeas on
a 8ubject Invantion, "The Goverrmant of the United States of America has
rightes in this invention puraumnt to Contract No. (oxr
Grant No. } awarded by tha U. 8, Dapartmant of Bnergy.

(3} with respect to each Bubject Invantion in which the
Contractor h: & elacted pursuant to paragraph (c¢) (2) ({i) of this clmume to
retain the patent crights wWalved in specifled foreign countrise, or in which
the Contractor nas obtained a waltvar of foreign rights on an identified
invention:

(1) The Contractor shall file a patent application on the
invention in esach epecified foreign country in accordance with applicable
statutes and regulations Aand within one of the following periods:

PATENT
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(A) Rlght wonths frowm the date of f£filing a
corregponding Unitad Btates applicatlon, or if such an application is not
filed, 8ix months from the date the {nvantion is submittad in a disclosure
pursusnt to paragraph (&) (2) (i) of this claupse;

(B) B8ix months from the date a licengo i8B granted by
the Commissioner of Patents and Trademarke to file the foreign patent
epplication where such filing has bean prohiblted by security reasons; or

(C) sSuch longer period as may be approved by the
patant Counsel for qood cause shown in writing by the Contxactor.

(i4iy The Contractor shall notlify the Patent Counsel
promptly of each foreign application filed and upon written roquest shall
furnish an English version of the application without additional
conmpansat on.

(e)

(1) Thae Contractor shall aatahlish and maintain active and
pffective procedures to ensure that Bubject Inventions arae proeptly
ident(fled and timely disclosed. Those procedures shall include the
maintenance of laboratory notebooks or eguivalent records and any other
records that are reascnably necassary to document the conception andfor the
first actual reduction to practive of SBubject Inveaticms, and recorde which
show that the procedures for identifying and disclosing the inventions are
followed. Upon rxequest, the Contractor shall furnish the Contracting
officer a description of these procedures so that he may evaluate and
detexmine thelr effectivenasn.

{23 The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE-approved form:

(i) A written report contalning full and complets
technioal information concarning each Suhject Invention within & monthe
after comception or first actual reduction to practice whichevex occurs
£irgt in the courso of ar under thie contract, but in any event prior to
any on eale, public ume or public dimclomure of such inveation known to the
Contractor. The raport shall ldentify the contract and inventor and shall
be sufficiently complete io technical detail and appropristely illustrated
hy skatch or diagram to convay to one skilled {n the art to which the
invention pertaius a clesr understanding of the nature, purpose, operation,
and to the extent known, the physical, chemical, bioclogicnl, or slectrical
characteristics of the invention. The report should aleo include any
election of foreign patent rights under paragraph (c) (2} (ii) of this
olause mnd any, slmction of rights under paragreph (o) (2) (i) of thie
clause. Any :aqnultn for greater rights shall be made withia the pariod
sot forth in paragraph (b) (2) of thims clause. Wben en invention in
reported under this paregraph (e) (2) (i), it shall be presumed to have
bewn msde in the manner specified in Soction (a}) (1) and (2) of 42 USC 5908
unless the contractor contends it was not eo made in accardance with
paragrepbh (g) (2) (1!} of thie claupe.
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(ii) Upon request, but not more than annually, interim
raports on &4 DOB-approved forxm lleting Subject Inventions and subcontracts
awarded containing a Patent Righte clausa for that period and certifying
that:

(™) The Contractor’s procedures for ldentifying and
diesclosing Subject Iaventions as required by thie paragraph (e) have been
followad throughout the reporting pariod;

(B) All Bubject Inventions have baan dAisclosed or
that there are no such inventlions;

{<C) All subcontracts contaluing a Patent Rights
clause heve been reported or that no such subcontracts have heen awarded:
and

(441) A final report on a DO¥-approved form within 3 months
after complation of tha caontract work listing all Subject Inventions and
al)l subcontracte awarded containing s Patent Rights claure and certifying
thats

{A) All Budject Inventions have been disclosed or
that there wers no such inventions; and

{B) All mubcontracts containing a Patont Rights
¢lauvse have baen reported or that no such subcontracts have basa awarded.

(3) iThe Contractor shall obtain patent agrooments to effactuata
the provisions of this clause from all pexrsons in its semploy who perfornm
any part of the work under this contract except nontechnical personnel,
gueh ag clarical employess and manue) laborxers. )

(&) The Contyactor agrees that the Covermnent may Quplicate and
disclose subiect laovention disclosures and all other reports and papers
furnished or required to be furnished pursuant to this claunsa. If the
Contractor is to file a foreign patont application on a Subjoct Iavention,
the Govermment agrees, upon written request, to use its best efforts to
witnhold publication of such invertion Gisclosures until the expiration of
the time period specified in paragraph (d) (1) of thig clause, bhut in no
evont anall the Governmeant or ite employses be liable for any publication
thereof.
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(f) Publication.

It is recognized that during tha course of the work under thim
contract, the cContractor or ilts saployeas may from tisme to time desire to
release or publish informstion regarding scientific or technical
developments concelved or first actually raeduced to practice in the couree
of or under thia contract. In order that public disclosure of such
information will not adveraely affect the patent jinteresta of DOE oF the
Contractor, patent approval for relaspe or publication shall be secured
from Patent Counsel prior to any such releawse or publication.

(a) Porfeiture of righte in unropertod Subiect Inventiong,

() The Contractor shell forfalt to the Governwment, at the
rogquest of the Sacratary or his desigoee, all rights in any Subject
Invention which tha contractor falls to report to Patent Counmsal (with
potificaticon by Patont Counmel to the Contracting Officer) within six
monthe after the time the Contractor:

(L) Files or causes to ba filed a United States or foreign
patant application therecny or

(44 submite the final report regquired by paragraph (e)
{2} (iii) of this cleauwe, whichever (= latexr.

{(2) However, the Contractor shall not forfeit rights in a
subject Invention if, within the time specified in (1) (i) or (1) (ii) of
this paragraph {(g), the Contxactor:

(L) Prepared a Written decimion basad upon &8 review of the
recerd that theo invention was naither conceived nor first actually reduced
to practice in tho course of or under the contract and delivexrs the same to
Patont Counsel (with notification by Patent Connsel to the conttactlng
Officex): or :

(L1) Contending that the invemtion is not a Subject
Invemtion the Contractor nevertheless dlgcloses the invention and all facts
pertinent to this contention to the Patent Counsel (with notif.u:ntion by
Patent Counsel to the Contracting officer); or

(iii) Esteblishes that the failure to disclose did not
result from the Contrxactor’s fault or nogligenca.

(3) Panding written assigoment of the patent applications and
patants on & Subject Invention determined by the Secretary or hie deaiguee
to be forfeited (such detarmination to be a final decision undex the
Digputos Clause of this contract), the Contractor mhall be desmed to hold
the invention and the patent applications and patents pertaining thereto in
trust for the Government. The forfeiture provision of this paragraph (g)
shall he in addition to and mhall not supersede other rights and remedies
which the Covarnment may have with respect to Subject Inventions.

{h) Exanination of wegoerds relating to inventien#.

- 9 -

PATENT
REEL: 011647 FRAME: 0031

AL 259 20 PAGE

11



UN-12-97 1927 1Reom PETC MGN DIRECTORSG GFFELCT 1D 30423654292 PAGE 121

1107 "95 U304 COUNTE O RXASO0 o PAGE 11

(1) The Contracting Officer or his suthorired represantative,
until the expiration of 3 years after final payment under this comotract,
shall have the right to examine any books (including laboratory notebooks),
records, doouments, and other supporting data of the Contractor which the
Contracting Officer or his authorized representative reascaebly deem
pertinant to the diacovary or idantification of Subject Inventions or to
datermine compliance with the requirements of thie clanae.

{2} Tha Contracting Officer or his authorired representative
#hall have ths right to examine all booka (including laboratory notebooks),
records and documents of the Contractor relating to tho conception or first
actual reduction to practice of inventions in the same field of technology
as the work under this contrxact to determine whether any such invantions
are Subject Inventions, if the Contractor rafuses or falls to:

Ly Establish the procedurss of paragraph (e) (1) of thies
clause; or

(L4 Maintain and focllow such procedures; or

(i1i) Correct or eliminate any material deficlency in the
procedures withian thixty (30) days after the Contracting Officer potifies
the Contractor of such a deficlency.

(1}

1) Any time before final paywent of the amount of thia
contract, the Contracting Officer may, if he deems such actlion warranted,
withhold payment until a reserve not exceeding $50,000 or 5 percent of the
amount of this contract, whichaver is less, shall have been set aside if in
his opinion the Contractor fails to:

(1) Betablieh, maintain and follow effective procedurove
for idantifying and disclosing Bubject Inventions pursuant to-pa:agr-ph {®)
{1) of this clause; or

(14 Disclose any Subject Invesntion pursaant to paragraph
(e) (2) (L)} of this clause; or

(iii) Delivar the interim reports purgsuant to paragraph ()
(2) (4i) of thim clause; or

(iv) Provide the information regarding subcontractsa
pursuant to paragraph (3) (S) of this clause; or

(v) Convwy to the Government in a DOE~approved form the
title and/or rights of the Govermment in each Subject Invention as required
by this clause.

(2) The reserve or balance shall be withheld until the
Contracting Officer hae determimed that the Contractor has rectifled
whatsver deficlencies exist and has delivered all reports, disclosures, and
other information reguired by this clause.

- 30 -~
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(3 Final payment under thip contract shall not be made by the
cContracting Officar beforo the Contractor deliverg to Patant Counsel all
dinolosures of Subject Iaventions and other information required by (@) (2)
(1) of this clauas, the final raport required by (e) (2) (iii) of thim
clause, and Patent Counsel has ispued a patent clearance cactification to
the Contracting Officer.

(4 The Contracting Officer may, in his discretion, decrasss or
increase ths sums withhald up to the maximum authorized above. If the
cContractor is a conprofit organization, the maximum amount that may be
withheld under this paragraph shall not exceed $50,000 or 1 percent of the
amount of this contract, whichever i{s less. nNo amcunt shall be withhald
under this paragraph while the amount specified by this paragraph is being
witbhold ondar other proviaions of theo contract. . Tha . withhelding of any
amount or subsequent payment therecf shall not be construel as a wvaivar of
any rights accruing to the Government under this contract.

(3) Bubcoptracts.

(1} For the purpose of this paragraph the term "Contractor”
means the party awarding a subcontract and the term “Subcontractor’ means
the party being awarded a subcontract, regardless of tiar.

(2) The Contractor will include the Patent Rights clause of
DEAR 9562.227-71 suitably modified to idemtify tho parties Iin all
subcoatracts, regexdless of tier, for experimental, developmental or
research work to be parformed by & SamaAll businass or & domestic nonprofit
organiegation. In all other subcontracts, regardlese of vier, for
experimental, developmental demonstration, or ressarch work, the Contractor
shall include the Patent Rights article of 41 CPR 9-9.107~5(a) or 41 CFR 9-
9.3107~6 ag appropriate, modified to identify the parties.

{3) Excupt as may be otherwise provided in this clause., the
Contractor shall not, in any esubconrract or by using a subcontract as
consideratsion therefor, acguire any rightm in its Subcantractor'’s Subjisct
Invention for the Contractor’a own use (as distinguished from such clghts
am may be regquired solely to fulfill the Contractor’s coatract cbligations
to the Government in the performance of this contract).

(4) all invention disclosures, roporta, lawtruments, and othex
information regquired to be furnished by the Subcontractor to DOE, under the
provisions of a Patent Rights clause in any subcontract hereunder may, ino
the discretion of the Contracting Officer, be furnished to tha Contractor
for tranpmission to DOK.

PATENT
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(5) The Contractor ahall promptly notify the Contracting Officer
in writing upon tha award of any subcontract containing a Patent Rights
clause by identifying the Subcoatractor, the work to be pexformed uoder the
gsubcontract, and the dataee of award, and estimated completion. Upon the
request of the Comtracting Officer the Contractoxr shall furnish him a copy
of the agpbcontract.

(6) The Contractor shall identify all Subpject Inventions of the
Bubcontxactor of which it acquires knowledge in the performance of this
contract and shall notify che Patent Counsel (with notification by Patent
Counasal to the Contracting Officer} promptly upon the idsntification of the
inventionp.

{7) It {8 underatood that the Govarpment is a third party
beneficiary of any subcontract clause granting FIghts to ThR Government in
Ssubject Inventions, and the Contrxactor hareby assigna to the Goveznmemt all
righte that the Contractor would bave to enfnrsce ths Subcontractor’s
obligations for tha bheanefit of the Government with respect to Subject
Inventions. The Contractor shall not be odbligated to enforce the
agremmanta of any Subcontractor hersunder rsmlating to tha obligations of
the Suvbroontractor €0 the Government regarding subject Inventions.

(x})  Backgroupd Patentp.

In paragraphs (k){(2) and (x)(3) relating to Rackground Patents, GE agrees
t¢ the language provided that tha words "a subject of this contract’ be
replaced with “such applications and uses of natural gas and ¢oal gasa~fired
gas turbinas in combined cycle as are developed mpder this contract” to
limit the licensing raquired to fielde of tecthnelogy ¢overed by the
conmtract.

(1) "Background Patent’ means a domestic patent covering an
invention or discovery which is not a Subject Invention and which is ownad
or controlled by the Contractor at any time through the completion of this
contract: :

(i} Which the Contractor, but not the Goveranment., has the
right to licemsa to others without obligation toc pay royalties thareon, and

(14 Infringement of which cannot roasonably be avoided
upon tha practice of any spoelifie precess, mothod, machine, manufmecturs, orx
composition ©f matter (including relatively minor modifications thereof)
which is a subject of the renaarch, developwant, or demonstraticn work
performed under this contract.

(2) The Contractor agraées to and doas hereby grant to the
Government a royalty-free, nonsxclusive license under any Background Patent
for purposes of prmcticing such applications and uses of natural gas and
coal gas—fired gas turbines in combined cycle as are developed under this
contract by or for the Covernment in research, developmant, and
deamonstration work only.

-~ 12 -
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(3) The Contractor also agrees that upon writteo applicatioo by
DOE, it will grant to responsible parties for purpopes of practicing such
applications and usas of natural gas and coal gas—fired gas turbines in
combined cycle as are developed under thie contract nonmxclusive licenmes
undar any Background Patent on terms that are reascnable under the
circumptances. If, howevar, the Contractor belieoves that exclusiva or
partially exclusive rights are necessary to achieve expediticus coomeraia)
development or utilizavion, then a request may be mado to DOE for DOEK
approval of such licensing by the Contractor.

(4) Kotwithstanding the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patent {f the
Contractor demonstrates to the satisfaction of the Secretary or his
designee that the Contractor or its licensees are supplying the subject
mattar covered by salid Background patent in sufficient quantity and at
reasonable prices to satisfy market needs, or have taken effective steps or
within & reasonable time are expected to take sffective steps to so supply
the subject matter.

(1) Atomic Enerqy.:

(1) Ra claim for pecuniary award or cowpansation under the
provipione of the Atoaic Bnergy Act of 1954, as anesded, shall be asserted
by the Contractor or its employeoce with respact €O any invention or
discovery made or conceived in the course of or under this contract.

(2) Except aB otherwise authorized in writing by the Contracting
Officeor, the Contractor will cbtain pateat sgreomemta to effectuastoe the
provisiona of paragraph (1) (1) of this claupe from all persons who perxform
any part of the work under this coptract, except nontechnlcal personnel,
such as clarical employees and manual laborers.

(m) Limitation of rightm.

Nothing containad in this Patent Rights clause shall be deamed to
give the Governmaent any right# with rxespsct to any inventican other than a
Subinct Invention except as set forth in the Patent Rights clause of this
contract .

(n) v ts

Except for the license reserved to the Contractor in (¢) (1}, the
Cantractor agress that any alienation of rights in waived subject
inventions by assigoment, license or otherwise is subject to written
approval of the Contracting officer; and further that in the event a
controlling intasrest is to be mcquired by a forelign entity in the
Contractor or to any assignee or licensee of a waived invemtion, then in
that cape any rights in the wnived invention to be acquired by the foreign
entity will be subject to writtem approval of the Contracting Officer.

- 13 -
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(o) U.B, Competitlvepness
G2 agxeot that any produots embodying any wafived inveation or

produced through the use of any waived invention during the taxm of a
United States patent covering the waived invention will de mamafactured

gubstantially in the United States unlass GE omn show to the satisfaction
of ths Contracting Officer that it is not commercially feasible to do so.
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