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CONFIRMATORY INSTRUMENT

Application for: APPARATUS AND METHODS FOR LOCALIZED
COOLING OF GAS TURBINE NOZZLE WALLS

Inventor(s): Steven Sebastian Burdgick and Gary Michael Itzel

Serial No.: 09/749,616

Filing Date: December 28, 2000

Participant: General Electric Company

GE Power Systems
Coonerative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95SMC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this ﬁﬁ‘_ day of MNARCH , 2001,

GENERAL ELECTRIC COMPANY
Participant

@e MacDonald 4@&@&,_?4)%
sting Secretary By: —

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - Sth Floor
Schenectady, NY 12345

Docket No.: 51DV-7006
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ADVARCE WAIVER OF PATENT RIGHTS

(a) Dpefinjticos.

(1) Subject Inventlion” means any invantion or discovery of the
Contracter concelvad or first actually reduced to practice in the course of
or under this contract, and includes any art, method, process, machine,
pamufacture, design, or composition of matter, or any new and ugeful
improvessent thereof, or any varliety of plants, whether patented or
unpatented undsr the Patent Laws of the Unitod Etates of Amarica or any
foreign country.

(2) "Contract* means any contract, grant, agreement,
understanding, or other arrangsment, which includes research, development,
or demonstration work, and includes any aseignment ox substitution of

parties,

(3) sCovernment agency” includes any executive depactment,
{ndependent coumission, board, offics, ageccy, administration, authority,
Government corporation, or other Government eptablishmant of the Executive
Rranch of the Goverrment of the United States of America.,

(4) *To the point of practical application’ means to wanufacture
in the case of a composition or product, to practice in the ceme of a
process, or to operate in the case of a machine and under such conditions
as to establish that the {avention is being worked and that itse benefite
are reascnably acceesible to the public.

(5) rPatent Counsel” means the DOR Patent Counsal asgsisting the
procuring activity.

(>} Allocation of orincipa) xights.

(1) Ampigument 0 the Goverpment. The Contractor agrees to
assign to the Government the eatire right, title, and intarest throughout
the woxld in and to each Subject Inveantion, except to the axtent that
rights are waived to and retained by the Contractor under paragraphs (b)
(2) and (c) of this clause.

(2) Greater riqhts detexminatjons. The Contractor or the
smployee-inventor with authorization of the Contractox may request greater
rights than the domestic and foreign patent rights provided in paragraph
(c) of this clause on ldentifisd inventions in accordance with 41 CFR 9-
9,109-6. Such requests must be submitted to Patent Counse) (with
notification by Patent Counssl to the Contracting Officer) at the time of
the first disclosure pursuant to paragraph (e) (2) of this clauss, or not
later tban $ months aftor conceptipn or firot actual redoction to practiam,
whichever occurs first, or such longer perxiod as may be asthorized by
Patent Couneel (with notification by Patent Counsel to the Contracting
Officer) for good cause Bhown in writing by the Contractor.

PATENT .
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{c) Rights to the Coptractor.

(1) NHipismm Oontractor licensae. The Contractor reserves an
irrevoocabls, nonexclusive, paid~up license in each patant application filed
in any countsy on a Subject Invention and any resulting patent in which the
Governrment acquires title. The license sha)) extend to the Contractor's
domestic subsidiaries and affiliates, if any, within the corporate
gtructure of which the Contractor ig a part and shall include the right to
grant Bublicenses of ths same scopo tvO the axtant the Contractor wase
legally obligated to do sv at the tiwe the contract was awarded. The
jicensa shrll be transferable only with approval of DOE except when
transfarred to the successor of that part of the Contractor’s business to
which the invention pertains.

(2) Elestion to retsip waived rights. - -

(L) Supject to tha provisions of paragraph (¢} (3) and
paragraph (d) of this clause, with respect only to a Bubject Invention
reported in accordance with paragraph (e) (2) (i) of this clause and with
the written report of which ls included an election as to whether the
contractor will xetain the rights in the invention waived herein, the
Contractor reserves the entire domestic right, title and interest ln any
United Statas patent application on the Subject Invention flled and any
resulting United states patant secured by the Contractor,

(ii) Subject to the provisions of paragraph (c) (3) and
paragraph {d) of this clause, with respect only to & Bubject Invention
reported in accordance with paragraph (e) (2) (i) of this clauss and with
the written report of which is included an election as te whether the
Contracter will retain the rights in tha invention walved herein and a
statement speclifying those foreign countries in which such rights will be
retained, and subject to DOE security regulations and reguiremants, the
Oontractor reservss the entire right, title and intarest in any foreign
patent application on the Bubject Invention filed and any resulting foreiqm
patent pecured by the Contractor in those foreign countries specified.

(3) Texme and OConditions of Wajyed Righte.

(1) Subject to the rights granted ia paragraph {(c) (1) of
this clause, the Contractor agress to convey to the Government, upon
request, the entire domastic right, title, and interest in any Subject
Invention when the Contractor:

(») Doms not elect pursuant to paragraph (c) (2) (1)
of this clause to retaln such righte;

{B) rails to have a United States patent application
filed on the invention in accordance with paragraph (d) (1) of this clause,
or decides not to continue propecution of such application; or

PATENT
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(C) At any time, no longer desires to retain title.

{38} Subject to the rights granted in parsgcaph {(c) (1) of
thie clause, the Contractor agrees to convey to the Govermment, upon
request, the entire right, title, and interest i{n any Subject Inventsion in
any foreign country if the Contractor:

(A Doss not elect pursuant to paxagraph (c) (2}
(1i) of this clause to retain such rights in the countzy; or

(B) Pails to have a patent application f£iled in the
country on the Subject Invention in accordance with paragraph (4) {3) of
this clauee, or decides not to continue prosecution or to pay any
maintenance fees covering the invention. To aveild forfeitura of the patent
application or patent, the Contractor shall notify the Patent Counsel not
less than 60 daye before the explrstion perlod for any action required by
the foreiqn Patant Office.

{(1i1) Conveyances reguested pursuant to paragraphs (c) (3)
(i) and (¢) (3} [Li) of this clause shall be mnde by delivering to the
Patent Counsel duly executed instruments and such other papers as are
deowed necessary to vest in the Govarnment the entire right, title, =nd
interest in the invention to enable the Government to apply for and
pxosecutes patent applications covering the Linvemtion in this oz the foreigu
country, respectively, or otherwise watablish its ownership of the
invemtion.

(iv) For mach invention in wbich the Contractor initially
elocts pursuant to (c) (2) (L) or (c) (2) (L) of this clause not to retain
the rights waived, the Contractor shall inform the Patent Counsel promptly
in writing of the date and ildeatity of any on sale, public use, or public
disclosure of the invention which may constitutes a statutory bar under 35
osc 102, which was authorized by or known to the Contractor, or any
contsmplated action of this nature.

(v) Govérnpent License

With respett to any Subject Invention in which the
Contractor xmtains title, the Federal Govermment shall have & nonexclusiva,
nontransferable, irrevocable, paid-up licenae to practice or have practiced
for or on bahalf of the United States the Bubject Invention throughout the
worla.

(vi)

The Contractor agrees to submit on request periodic reports
no more fragumntly than annually on the utilization of a Subjeat Invention
or on offorts at obtaining such utiligation that are being wade by the
Contractor or its licensesn Or assigneam. Such reports shall include
information regarding the status of development, date of first commercial
sale or uee, ¢ross roymlties received by the Oontragtor, and wuch other
data and information as DOR may resasonably speclfy. The Contractor also
agrees to provids additional reports as may be requested by DOE in

-3 -
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conpection with any march-in proceeding undertaken by DAl in accordancs
with paragraph (c) (3) (viii) of this clauses. To tha extent data or
information supplied under this paragraph is comsidered by the Contractor,
its licensee ox asaignee to be privileged and confidential and is so
marksd, DOE agrees that, to the axtent permitted by 35 UBC 202 (c) (5)., it
will not disclosa such ianformation to persons outslde the Govearnmant.

{vis) [ ta nduet

Notwithstanding any other provision of this clauss, the
tontractor agrees that neither it nor sny assignee will grant to any person
the exclusive right to nme or sall any Subject Invention in ths Uniteda
states unless such person agrees that any products smbodying the SBubject
Invention oxr produced through the use of the Subjsct Invention will be
manufactured substantially in the United States. Bowever, in individual
cases, the requiramant for such an agreement may be waived by DOE upon a
showing by the Contractor or its assignee that reasonabls but unsuccessful
sfforts have been made to grant licenses on similar terms to potential
licenseoes that would be likely to wanufaoture substantially in the United
gtatas or that: under the circumstances domastic manufacture is not
commercially feasible.

(viii) March-in Rightg

iThe contractor agrees that with respect to any Subject
Invention i{a which it haa acquired title, DOE has the right in accordance
with the proc:ndnrsa in OMB Circular A-124 to require the Contractor, an
assignee or a‘xplusive licensee of a Subject Invaention to grant a
nonaxclusive, partially exclusive, or sxclueive license in any fimsld of uma
to a regponsibles applicant or applicants, upon terms that are zeasonable
under the ofrcumstances, and if the Oontractor, assignes, or exclusive
“ Jlicansee refuses such a2 reguest, DOE has the right to grant much a licenss
‘itself Lf DOX dgatermines that:

f (1) Such action is ‘necessary because ths Contractor
or assignee has not taken, or i» not expectad to take within a reasonable
time, effective steps to achieve practical application 6f the Bubject
Invention in such field of usep

(2) Buch action s necessary to alleviate health or
safety needs which Are not reasonably satisfied by the contractor,
assignee, or thelr licenmess)

(3) Such action is necessary to meet rsguirements
for public usa specified by federal rogulations and such requirsaents are
not reasonably satisfisd by the Contractor, assignee, or licemsees; or

(4) Buch action lo nsoessary becaunse the agressmant
required by paragraph () (3) (vil) of thie clauss has not been obtained or
waived or because & licensea of the &xclupive right to use or wmell any
Bubiect Inwvention in the United Statees is in breach 0f such agresment.

(%) Texminations .
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() Any waiver or retention of rights by the Contractor
under paragraphs (b) (2), (c) (1), or (c) (2) of this clause may be
terminated at the discretion of the Becretary or his designes, in whole or
in part, if the request for waliver or retention of rights by the contractor
in found to contain false material stetements or nondisclosure of material
facts, and such were speciflically relied upon in resching the waiver
determination or the agreement to the retention of rights by the
Contractor.

(i) Any walver of the rights retained in accordance with
paragraph (c) (2), as applied to particular inventions, may be terminated
at the discration of the Secretary or his designees, in whnle or in part, if
the Coatractor fails to comply with the provisions set forth in paragraph
(c) (3) and paragraph (d) of this clausa, and such failure is determined by
the Secretary or his designce to be material and detrimental to the e
interests of the United Btatas and the general publie.

(1ii) Prior to terminating any waiver of rights under
paragraph (c) |(4) (L) or (e} (4} (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver of rights,
the extent of puch proposed termination and the reasons therefor, and n
pariod of 30 days, or such lenger period as the Secretary or his designoe
shall determine for good cause shown in writing, to show cause why the
walver of rights should not be so terminated.

E(Lv) Rll terminations of walvers of rights under paragraph
(c) (4) (1i) sball be subject to the rights granted in paragraph (¢) (1) of
this clause, and termination ashall normally be partial in nature, requiring
the Contractor to grant nonexclusive or partially exclusive licenses to
responsible applicants upon terms reasonable under the circumstances.

(5) EBffective patc of Waivere

The waiver of rights in a Subject Invention shall be
sffective on the following dates;

(1) For advance waivers of identified inventions, i.e.,
inventions conceived prior to the effective date of the contract, on the
effective date of the contract even thoungh the advance walver may have been
requested after that date;

(i) For ildentified Iinventions under advance waivers,
{.e., inventions conceived or first actually reducad to practice after the
affective date of the contract, on the date the invention is reported with
the election to retaln the waived rights in that invention; and

(i1{) Por waivers of identified inventions (other than
under an advance waiver), oo the date of tha letter notifying the requestox
that the waiver has been granted.

(a) Yliing of petent applicatjons.

PATENT
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(1) With respect to each sudbject Invention in which the
Contractor elects to retain cdomestic rights pursuant to paragraph (c) (2)
(i) of thie clause, the Contractor shall have a domestic patent application
filed on the invention within 6 months after submiseion of the invention
dimsclosure pursuant to paragraph (®) (2) (1) of this clause, or such longer
period of time as may be approved by the Patent Counsal foxr good cause
ghown in writing by the Contractor. Por sach identified inventlon, the
rights in which ares waived to the Contractor, the Contractor shall have a
domestic patent application filed on the invention within 6 months after
the walver has become effective. With respect to the invention, the
Contractor shall promptly notify the Patent Counsel of any decision not to
file an application.

{2) For aach Subject Invention on which a domestic patent
application i{e filed by the contractor, the Contractor shallx -

(L) within 2 months after the £iling or within 2 months
after submiseion of the invention disclosure if the patent sapplication
previcusly has been filed, deliver to Patent Counsel a copy of the
application asg filed including the filing date and sarial numbar s

(L) within 6 monthe after filing the application or
within 6 months after subaitting the invention disclosure if the
application has been filed praviocusly, deliver to the Patent Counmel a duly
exeguted and approved instrusent fully confirmatory of all rights to which
the Covermment is entitled, and provide DOE an irravocshle powar to inspect
and make copies of the patent application filed; :

(115) Provida the Patent Counsel with a copy of the patent
within 2 months after a patent is issued on the application;

(iv) Not less than 30 days before the expiration of the
response period for any action raquired by the Patant and Trademark Office,
notify tha Patent Counsel of any decision not to continue prosecution of
the application and deliver to the Patant Counsel axecuted instxuments
granting the Govarnment a power of attorney} and

(v} Include the following statement in the seocond
paragraph of the specification of the application and any patents ilseuad on
a Bubject Invantion, “The Government of the United States of America has

rights in this invention pursuant to Contract No. {oT
Grant No. ) awarded by the U. 5. Department of Enexgy.*
(3) With respact to each Bubject Invention in which the

Contractor has electsd pursuant to paragraph (c¢) (2) (i4) of this claumss to
retain the patent rights waived in specifisd foreign countrias, or in which
the Contractor has obtainaed a waiver of foreign rights on an identified
invention:

(4 The Contractor shall file & patent application on the
invention in aach wpacified foreign country in accordance with applicable
statutes and regulations and within one of the following periods:

PATENT
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(N) Right moaths froe the date of filing a
corresponding United States application, or if such an application is not
filed, six months from the date ths invention is submitted in a disclosure
pursuant to paragraph (e) (2) (i) of this clauee;

(B} Bix months from the date a licenee is granted by
the Commissicner of Patents and Trademarks to file the foreign patant
application where puch filing hae beaen prohidblted by security reasons; or

{¢) Such longer period as may be approved by the
Patent Counsel for good cause shown in writing by the Contractor.

{11y The Contractor shall notify the Patent Counsel
pxoaptly of each foreign application filed and upon written riguest shall
furnish an English vexrsion of the application without additional
compansat ion.

(e) Invention idenptification. disclopures. and reportg.

(1) The Contractor shall eetablish and maintain active and
effecrive procedures to emsure that Subject Inventions are proeptly
identified and timely disclosed. Those procedures shall include the
maintenance of laboaratory notebooks or egquivalent records and any other
recoxds that are reasonadbly necesssry to documsnt the conception and/or the
first actual reduction to practice of Subjact Inventions, and records which
show that the procedures for idantifying and disclosing the inventions are
followed. Upoa request, the contractor shall furnish tha Contracting
Officexr a description of these procedures soc that he may evaluate and
determine their effectivenass.

{2) The Contractor shall furnish the Patent Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE-approved form:

(%) A written report contalning full and complete
technioxl informarion concarning each Subjsct Invention within & monthse
after conception or first sctual reduction to practice whichevex occurs
£irgt in the course of or under this contract, but in any event prior to
any on sale, public use or public disglosure of such invention kmown to the
contractor. The report shall identify the contract and inventor asd shall
be mufficiently complete ip technical detail and appropriately illustratea
by aketch or diagram to convey to one skilled in the art to which the
invention pertains & clear undarstanding of the nature, purpose, operation,
and to the extent known, the physical, chemical, blological, or eslsctrical
characteristics of ths invention. The report should also include any
election of foreign patent rights under paragrmph (c) (2) (ii) of this
olause and lny'.l-otion of rights under paragraph (o) (2) (i) of this
clauss. Any requssts for greatsr rights shall be made within the pariod
set forth in paragraph (b) (2) of this clause. When an invention le
reported under this pacegrapbh (8) (2) (i), it shall be presumed to have
bean made in the manner specified in Section (a) (1) and {2) of 42 USC 5308
unless the Contractor contends it was not ao made in accordance with
paragrapb (g} (2) (Li) of this clause.
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(11) Upon request, but not more than annually, interim
reports on & DOB-approved form listing Subject Inventions and subcontracts
awarded contalining a Patent Rights clausa for that period and certifying
that:

(A} The Contractor’s procedures for ldentifying and
disclosing Subject Iaventions as required by thle paragraph (s) have besn
followed throughout tha reporting period:

(B) All Bubject Inventions have baan disclosed or
that thare are no such inventions;

{C) All subcomntrects containing a Patent Rights
clause have been raported or that no such subcontracts. have heen awarded;
and . - e

(iii) A final report on a DOE~approved form within 3 months
after completion of the contract work listing all Subject Inventions and
a2ll subcontracts awarded contalning a Patent Rights clause and ceartifying
that:

{A) All Budbject Inventions have bean disclosed or
that there wera no such invantions; and

{B) All subcontracts containing a Patent Rights
olause have baaa reported or that no such subcontracts have besen awarded.

(3) iThe Contractor shall obtain patent agroements to effactuate
the provisions of this clause from all parsons in its amploy who parform
any part of the work under this contract except nom:oehuioal persaonnel ,
gsuch ag clerical employess and wanual laborers.

(&) The contractor agrees that the Govarnmeat may AGuplicate and
disclose Subjact Invemtion disclosures and a)ll other reports and papers
furalshed or reqguired to be furnishad pursuant to this clauss. Xf the
Contractor is to file a foreign patent application on a Subject Invention,
the Governmant agreos, upon written request, to use its best efforts to
withhold publication of such invention aisclosurss until the expiration of
the time period specified in paragraph (4) (1) of this clmuse, but in no
event mhall the Government or i{tg employses be liable for any publlcation
thereof.
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) Publicatjon.

It is reoognized that during the course of the work under this
contract, the Contractor or lts employess may from times to time desire to
release or publish information regarding sclentific or techaical
developments concelved or first actually reduced to practice in the course
of or under this contract. In order that public disclosure of such
information will not adversely affect the patent interestes of DOE or the
contractor, pateant approval for release or publication shall be secured
from Patent Counsel prior to any such release or publication.

(g) Forfeiture of rights in unreported Subject Inventiong,

(1) The Contractor shall farfeit to the Gavernment, at the
vequest of the Saecretary or his designee, all rights in any Subject
Invention which the Contractor fails to report to Patent Counsal (with
notification by Patont Counsel to the Contracting Officer) within six
months after the time the Contractor:

(1) Files or causes to ba filed a United States or foreign
patant application thereon; ox

t4d) sudbmits the final report requizred by paragraph (e)
{2} ¢(i1i) of this clauvse, wWhichevar is later.

(2) Rowever, the Contractor shall net forfeit rights in a
Subject Invention if, within the tims wpecified in (1) (i) or (1) (ii) of
this paragraph (g), the Contractoxr:

(L) Prepared a written decimion basad upon & review of the
recerd that tho ipveantion wag neither conceived nor first actually reduced
to practice in the course of or under the contract and delivers the sameo to
Patont Counsel (with notification by Patent Counsel to the Contracting
Officer); or - : :

(14) Contending that the invention im not a Subject
Invention the Contractor nevortheless disclopes the invention and all facts
pertineat to this contention to the Patent Counsel (with notification by
Patent Counsel to the Comtracting Officer); or

(1ii) =xstablishes that the fallure to disclomse did not
rasult from the Contractor’s fault or nogligence.

(3) Panding written assignment of the patent applications and
patents on & Subjsct Invention determined by the Sscretary or his designee
to be forfeitod (such detarmination to be a final decision undex the
Dieputas Clause of this contract), the Contractor shall be desmed to hold
the invention and the patent applications and patents pertaining thexeto in
trust for the Govarnment. The forfsiture provision of this paragraph (g)
shall be in addition to and shall not supersedec other rights and remedies
which the Covarnment may have with respect to Subject Invantions.

{h) Examination of reeords relating to inventions.

-9 -
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(1) The Contracting Officer or his authorired repressntative,
until the expiration of 3 ywars after final paysent under this coatxact,
shall have the right to examine any books (including laboratory notebooks),
records, doocuments, and other supporting data of the Contractor which the
contracting Officer or his authoriszed representative reascnsbly deem
pertinent to the diascovery or jdantification of Subject Inventions or to
datermine compliance with the requirewments of this clausa.

{(2) The Contracting Officer or his authorized representative
shall have the right to examine all bookes (includirg laboratory notebooks},
records and documents of the Contractor relating to the conception or first
actual reduction to practice of inventions in the same field of tochnology
aps the work under this contract to determine whether any such invantions
are Subject Inventions. i{f the Contractor refuses or fails to:

(1) Establish the procedures of paragraph (s) (1) of this
clause; or

(Ly) daintain and follow such procedures; ar

{ifi) OCorrect or eliminate any materinl deficlency in the
procedures within thirty (30) days after the Contracting Officer notifiaes
the Contractor of puch a deficlency.

(L)

(1) Any time before final payment of the amount of this
contract, the Contracting Officer may, i{f he deems such actlion warrxanted,
withhold payment until a reserve not exceeding §50,000 or 5 perceat of the
apount of this contract, whichever ig less, shall have been set amide if in
his opinion the Contractor fails tos

_ (i) Bstablish, maintain and follow effective procedures
for idantifying and disclosing Subject Inventions pursuant to paragraph (@)
{1) of thim clause; or

tiL) Discloaa any Subject Invention pursuant to paragraph
(@) (2) (i) of this clause; or

(Lii) Delivar the interim reports pursuant to paragraph (e)
(2) (ii) of thims clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (3) (5) of this clauee; or

(v) Convey to the Government in & DOE-approved form the
title and/or rights of the Government in each Subject Invention as required
by this clause.

(2) The reserve or balance shall be withheld until the
Contracting Officer has determined that the Contractor has rectified
wvhatever dsficilencios exist and has delivered nll reports, disclosures, and
other information required by this clausps.

-~ 10 -~
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{3} Frinal payment under this contract shall not be made by the
Contracting Officer baforo the Contractor delivars to Patant Counnssl all
disclosures of SBubject Inventions and other information required by (e) (2)
(1) of this clause, the final report required by (e) (2) (iii) of this
claupe, and Patent Counsel has isoued a patent clearance cextificationo to
the Contracting Dfficar.

(4) The Contracting Officer may, in his discrotion, decrmasa or
increase the sums withhald up to the maximum authorized above. If the
Contractor is a nonprofit organization, the maximum amount that may be
withheld under this paragraph shall not excesd $50,000 or 1 percent of the
amount of this contract, whichever i less., No amount shall he withheld
under this paragraph while the amount specified by this paragraph is being
withheld undar other proviaions of the comtract. . The withhelding of any

——

amount or subsequent payment thereof shall not be construed as a waiver of
any rights accruing to the Government under this contract.

(3) Subcoptxacts.

(1} Por the purpose of this paragraph the tem *Contractoz”
means the party awarding s subcontract and the term “Subcontractor’ means
ths party being awarded a subcontract, regardless of tiar.

(2) The Contractor will include the Patent Rights clause of

DEAR 952.227-71 suitably modified to identify the parties in all
subcontracts, rmgexdless of tier, for experimental, developmental or
resesrch work to be parformed by 4 Saall businsss or a domestic nonprofit
organization. 1In all other subcontracts, rogardless of tier, for .

imantal, developmental demonstration, or research work, the Oostractor
shall include the Patent Rights article of 41 CPR 9-9.107~5(a) or 41 CFR 9~
9.3107-6 as appropriate, modified to identify the parties.

(3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
consideration therefor, acguire any rightm in its Suboontractor’s Subject
Invention for the Contractor’e own use (as distinguished from such rights
as may be requirsd solely to fulfil)l the Contractor’s coatract obligations
to tha Government in the performance of this contract).

{4) All invention disclosures, yreports, inetruments, and other
information regquired to be furaished by the Subcontractor to DAE, under the
provisions of a Patent Rights clause in any subcontract hereunder may, in
the discretion of the Contracting Officer, be furnished to the Contractor
for transmimsion to DOK.

PATENT
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(5) The Contractor shall promptly notify the Contracting Officer
in writing upos the sward of any subcontract containing a Patent Righta
clause by identifying the Subcontractor, the work to be performed under the
suboontract, and the dates of award, and estimated completion. Upon the
request of the Contracting Officer the Contractor shall furnish his a copy
of the subcontract.

(6) The Contractor shall identify all supject Inveantions of the
Subcontractor of which {t acquires knowledge in the performance of this
contract and shall notify the Patent Counsel (with notification by Patent
Counanal to the Contracting Officer) promptly upon the identification of the
inventionw.

{7) It is understood that the Government is a third party
beneficiary of any subcontract clause grantiag PIHEEs to K& Government in e
Subject Inventions, and the Contractor harsby assigns to the Goveznment all S
rights that .tha Contractor would have to enforces tha Suboontractor'’s
obligations for the banefit of the Government with respect to Subjact
Inventions. The Contractor shall not be obligated to enforoe the
agreemants of any Subcontractor hersunder rslating to the obligations of
the Subcontractor to the Government regarding Subject Inventions.

(x} Ba

In paragraphs (k)(2)} and (k)(3) relating to Background Patents, OB agrees
to the language provided that the words "a subject of this contract’ be
replaced with “such applications and uses of natural gas and coal qaa~fired
gas turbinas in combined cycle as are doveloped under this contract” to
limit the licensing required to fields of technology ¢overed by the
contract.

(1) "Background Patent’ means a domestic patent covering an
invention or discovary which is not a Subject Invention and which is owned
or controlled by the Contractor at any time through the completion of this
contract: '

(1) Which the Contractor, but not the Goverament, has ths
right to licemse to others without obligation to pay royalties thareon, and

(11} Infringement of which cannot reasocnably be avoided
upon tha practice of any specific process, method, machine, manufactura, or
composition of matter (including relatively minor modifications therect)
which is a subject of the research, development, or demonstration work
performed under this contract.

(2) The Contractor agrees to and doas heraby grant to the
Government a royalty-free, nonsxclusive licemse under any Background Patent
for purposes of prmcticing such applicat{ons and uses of natural gas and
voal gas—-fired gas turbines in combined cycle as are developed under thie
ocontract by or for the Covernment in research, developwmant, and
demonatration work only.

- 12 -
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(3) The Contractor also agrees that upon written application by
Dox, it will grant to responsible parties for purposes of practicing such
applications and usas of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under this contract nonexclusive licenses
undar any Background Patent on terms that are reasonable under the
circumstances. If, howavar, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve expediticus commercial
developmant or utiligation, then a request may be made to DOR for DOE
approval of such licemsing by the Contractor.

(4) Rotwithsteanding the foregoing paragraph (k) (3), the
Contractor shall not be obligated to license any Background Patant {f the
Contractor demonstrates to the satisfaction of the Becretary or hie
designee that the Contractor or its licensees are supplying the subject
matter covered by said Background Patent in sufficient guantity and at
reasonable prices to satisfy market needs, or have taken effective steps or
within a reasonable time are expected to take affective staps to sc supply
the subject matter.

g +

(1) Atomic Enerqy.-

{1) Ko claim for pecuniary award or compsnsation under the
provisions of the Ateaic Energy Act of 1954, as ansnded, shall be asserted
by the Contractor or its eaployees with respact to any inventiom or
divcvovery made or concelved {n the course of or under this contract.

t2) Except ae othexwise authorized in writing by the Contracting
Officer, the Contractor will obtain patent agreamonts to effectuste the A
provisiona of paragraph (1) (1) of thias clause from 8ll persons who perform
any part of the work under this contract, sxcept nontechnlcal personnel, S,
sach as clerical smployees and manusl lahorers.

(=) Limitation of righte.

Nothing contained in this Patent Rights clause shall be deemed to
give the Government any rights with xwspect to any i{nvamtion othar than a
Subject Invention except as set forth in the Patent Rights clause of this
contract.

{n) 4 tg

Except for the license reserved te the Contractor in (¢) (1), the
contractor mgrees that any alienation of rights in walived subject
inventions by assignment, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
ocontrolling interest is to be acquired by a foreign entity in tho
Contractor or to any sssignees or licensee of a waived inventlon, then in
that cave any righte in the waived invention to be acguired by the foreign
entity will be subject to written approval of the Contracting Officer.
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(o) 0.8, competitivenean

CE agrecs that any products embodying any waived inveation or
produced through the use of any waived invention during the term of a
Unitad States patent covering tha wajived invention will be marmfactured
gubstantially {n the United States umless GE osn show to the ssatisfaction
of the Contracting Officer that it is not commercially feasible to do so.
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