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DEPARTMENT OF ENERGY

CONFIRMATORY INSTRUMENT

Application for: APPARATUS AND METHODS FOR RELIEVING
THERMALLY INDUCED STRESSES IN INNER AND
OUTER BANDS OF THERMALLY COOLED TURBINE

NOZZLE STAGES
Inventor(s): Yufeng Yu, Gary Michael Itzel and Victor H. Correia
Serial No.: 09/761,635
Filing Date: January 18, 2001
Participant: General Electric Company
GE Power Systems
Cooperative Agreement No.: DE-FC21-95MC31176

The Invention identified above is a “Subject Invention” under the Patent Rights Clause included in
Cooperative Agreement No. DE-FC21-95MC31176 with the Department of Energy. This
document is confirmatory of the paid-up license granted to the Government under this Cooperative
Agreement in this invention, patent application and any resulting patent, and of all other rights
acquired by the Government by the referenced clause. ”

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this e day of  MARCM , 2001,

GENERAL ELECTRIC COMPANY
Participant

(B st
@e MacDonald W
ting Secretary By:

Robert C. Lampe, Jr.
Senior Patent Counsel,
GE Power Systems

GENERAL ELECTRIC COMPANY
1 River Road, Building 37 - 5th Floor
Schenectady, NY 12345

Docket No.: 51DV-9823A
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ADVANCE WAIVBR OF PATENT RIGHTS

(a) Dpefinitions.

(1) rSubject Invention” means any inveation or discovery of the
Contractor conceivad or first actually reduced to practice in the course of
or under this contract, and includes any art, method, procese, machine,
manufacture, design, or composition of matter, or any new and useful
improvement thereof, or any varlety of plants, whether patented or
unpatented undsr the Patent Laws of the Unitod Ftates of America ox any
foreign country.

(2) *Contract” means any contract, grant, agreement ,
understanding, or other arrangement, which includes research, development,
or dswmonstration work, and includss any assignment or substitution of
parties.

{3) *Covernment agency’ includes any executive department,
independent commission, boaxd, office, agency, administration, autbority,
dovernment corporation, or other Government establishment of the Exscutive
Branch of the Govermment of the United States of America.

(4) *To the polnt of practical application’ means to manufacture
in the ease of a cosposition or product, to practice in the case of a
process, or to operate in the case of a machine and under such conditions
as to establich that the invantion is being worked and that its benafits
ave rxeasocnably accessible to the public.

(5) *patent Counsel” means the DOE Patent Counsal aspleting tim
procuring activity.

(v) Allocation of principal xighte,

(1) Assigmment to the Government. The Contractor agsees to
assign to the Government the entire right, title, and intarest throughout
the world in and to esch Subject Invantion, except to tha axtent that
rights are waived to and retained by the Contractor under paragraphs (b)
{2) and (c) of thip clause.

(2) Greator righte determinatjons. The Contractor or the
swployee-inventor with authorizstion of the Contractoxr may request greatar
rights than the domestic and foreign patent rights provided in paragraph
(c) of this clause on ldentifimd inventions in accordance with 41 CFR 9-
9.109-6. Such requests must be submitted to Patent Counssl {with
notification by Patent Counssl to the Contracting Officer) at the time ot
the firwt disclosure pursuant to paragraph (e) {2) of thims clauss, or not
later than 9 months after conception or firet actual redmwction to practica,
whichever occurs first, or such longer periocd as may be authorized by
Patent Coungel (with notification by Patent Counsel to the Oontxacting
Officer) for good rause shown in writing by the Contraoctor.

PATENT
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{c) htp to

(1) Hipismum Oontractor licensa. The Contractor resarves an
irrevocabls, nonexclusive, paid-up license in each patent application filed
in any country on a Subject Invention and any resulting patent in which the
Govarnment acquires title. The license shal) extend to the Contractor's
domestic subsidiaries and affiliates, if any, within the corporata
structure of which the Contractor is a part and shall include the right to
grant sublicenses of tha sane scope t0 the axtant the Contractor wae
logally obligated to do so at the time the contract was awarded. The
licensa shrll be transferable only with approval of DOE except when
transferred to the succesmsor of that part of the Contractor’s businass to
which the invention pertains.

(2) Election to retaip waived righte, ' ) E—

(L) gunject to tha provisions of paragraph (¢} (3) and
paragraph (d) of this clause, with respect only tc a Bubject Invention
reported in accordance with paragraph (e) (2) (i) of this clause and with
the written report of which is included an election as to whether the
Contractor will xetain the rights in the invention waived herein, the
Contractor reserves the sntire dowestiec right, title and {oterest in any
United Statas patent application on the Sudject Invention filed and any
resulting United states patent secured by the Cantractor,

(iL) Subject to the provisions of paragraph (c) (3) and
paragraph {d) of this claume, with respect only to a Subject Invention
zeported in acecordaance with paragraph (e} (2) (i) of this clause and with
the written report of which is included an election as to whether the
Contractor will retain the rights in tha invention waived herein and a
astatemant specifying thowa foreign countries in which such yights will be
xeorained, and subject to DOE security regulationz and reguirements, the
OContxactor resarves the entlre right, title and interest in any foreign
patent application on the Bubject Invention filed and any resulting foreign
patent secured by the Contractor in those foreign countriss specified.

(3) Texme and Copditions of Wajved Righte.

(L) Subject to the rights granted 5o paragraph (c) (1) of
this claupe, the Contractor agrees to convey to the Governmeat, upon
request, the entire domastic right, title, and interest in any Subject
Invention whan the Contractor:

(h) Domm not elect pursuant to paragraph (c) (2) (1)
of this clause to retain such rights;

{B) Faile to have a United States patent application
filed on the invention in accordance with paragraph (d) (1) of this clause,
or decides not to contimue propecution of such application; or

PATENT
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{C) At any time, no longer desires to petain title.

{i4) Subject to the rights granted in paregraph {(c) (1) of
this clause, the Contractor sgrees to convey to the Government, upon
request, tha entive right, title, and interest in any Subject Invention in
any foreign country if the Contractor:

(M) Does not elact pursuant to paragraph () (2)
(11} of thia clause to retain such rights in the countzy; or

{B) Pails to have a patent application filed in the
country on the Subject Invexntion in accordance with yaragraph (4} {3) of
this clauee, or decides not to continue prosecution or to pay any
maintenance fees covering the invention. To awvoid forfeiture of the patent
application or patent, the Contractor shall notify the Patent Counsel not
less than &0 days bafore the expiration period for any action raquired by
the foreign Pstant Office.

(iil) Conveyances reguestad pursuant to paragraphs (c) (3)
(i) and (¢) (3} [£i) of thim clause shall he made by delivering to the
Patent Counsel duly executed instruments and such other papers as are
deomed necassary to vest in the Govarnment the entire right, title, and
interest in the invention to enable the Government to apply for and
‘prosscute patent applications covering the invention in this or the forsigu
country, respectively, or otherwise establish its ownership of the
invention.

(iv) Por mach invention in which the contractor initially
elocts pursuant to (c) {(2) (i) or (c) {2) (1i) of this clause not to retain
the rights walved, the Contractor shall inform the Patent Coumsel promptly
in writing of the date and identity of sny on sale, public use, or public
disclosura of the invention which may constituts a statutory bar under 35
usc 102, which was authorized by or knowm to the Cortractor, or any
contezplated action of this nature.

{v) covernment License

With respect t0 any Subject Invention in which the
Contractor rmtains title, the FPedorsl Govarmment shall have a nonexclusive,
nontransfarable, irrevocable, paid-up license to practice or have practiced
for or on baehalf of the United States the SBubject Invention throughout the
worla.

(vi)

The Contractor agrees to submit on request periodic rsports
no more fragusntly than annually on the utilirzation of a Subject Invention
or on efforts at obtaining such utilizmtion that are being wade by the
Contractor or ites licensows or assigneses. Such reports ashall include
information regarding the atatus of development, date of first commarcial
sale or use, ¢ross roymltiss resceived by the Oontractor, and such other
data and information as DOX may rmasonmbly speclfy. The Costractor also
agrass to provide additional roports as may be requested by DOE in

-3 -
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connection with any march-in proceeding undertaken by DOE in accordance
with paragreph (¢} (3) (viii) of this clause. To the extent data or
information supplied under this paragraph ls considered by the Contractor,
its licensea or assignee to ba privileged and confidential and is so
marked, DOR agrees thet, to the axtent permitted by 35 UBC 202 (c¢) (5)., ic
will not disclose such information to persone ocutside the Governmant.

(vii) fo) t.a nduet

Notwithetanding any other provision of this clauss, the
Contractor Agrees that neither it nor any assignee will grant to any person
the exclusive right to nee or gall any Subject Invention in ths United
states unless such person agrees that any products smbodying the Subject
tnvention or produced through the use of the Subject Invention will be
manufactured subatantially in the United States. Bowever, in individual
casss, the requirement for wuch an agreement maoy be waived by DOE upon a
showing by the Contractor or its assignee that reascnable but unsuccessful
efferts have been made to grant licensas on similar terms to potential
licensees that would bs likely to manufacture substantially in the United
states or that; under the circumstances dowestic manufacture is not
commercially feasible.

{viil) March-in Richte

The Contractor agrees that with respect to any Subject
Invention in which it has acquired title, DOE has the right in accordance
with the procsdures in OXB Circular A-12§4 ¢o require thae Contractor, an
assignee or exclusive llcensee of a Subject Invantion to grant a
nonaxclusive, partially exclusive, or exclusive lioense in any fimld of use
to a responsible applicant or applicants, upon terms that are roasonable

under the circumstances, and if the Contractor, assignee, or exclusive
- 1icensee refuses such a request, DOE has the right to grant such a license
‘itself i{f DOE determines that:

} (1) such action is ‘nacessary bscaumse tha Contractox
or assignee has not tnken, or is not expectad to take within a reasonabla
time, effactive steps to achieve practical application of the Subject
Invention in such field of upe;

(2) Such action ls nscessary to mlleviate health or
safety needs which are not reasonably satisfied by the Contractor,
assignee, or their licenseas)

(3) Buch action is necessary to meet requirements
for public use specified by federal rogulations and such requirscents are
not reasonably satisfisd by the Contractor, assignee, or licensees; or

(4) Buch action is necessary because the agresment
required by paragraph (c) (3) (vii) of this clause bas not been obtained or
waived or because a licensee of the exclusive right to use or mell any
Subject Invention in the United States ia in breach of such agresment.

(%) Teyminatione .
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(L) Any waiver or retention of righte by the Contractor
undsr paragraphs (b) (2), (¢) (1}, or (c) (2) of this clause may be
torminated at the discretion of the Secretary or his designee, in whole or
in part, if the regquest for walver or retention of rights by thes Contractor
i found to contain false mrterial statements or nondisclosure of material
facts, and such were specifically relied upon in reeching the waiver
destexmination or the agreement to the retention of rights by the
Contractor.

(38 Any walver of the rights retained in sccordance with
paragraph {(c¢) (2), as applied to particulsx ioventioms, may be terminated
at the discretion of the Secretary or his designee, in whnle or in part, if
the Contractor fails to comply with the provisions set forth in paragraph
(c) (3) and paragraph (d) of this clause, and such failurw is detecmined by

the Secretary or his designee to be material and detrimantal to the e
interests of the United States and the general publiec.

‘(i114) Prior to terminating amy waiver of rights under
paragraph (c) [(4) (L) or {c) (4) (ii) of this clause, the Contractor will
be given wrltten notice of the intention to terminate the waivexr of rights,
the extent of such proponsd termination and the reasons therefor, and a
pariod of 30 days, or such longer period as the Secretary or his dssignee
ahall determine for good cause shown {n writing, to show cause why the
walver of rights should not be so terminated.

!(iv) All terminations of waivers of rights under paragraph
(e} (4) (ii) shall be subject to tha rights grantad {n paragraph (¢) (1) of
this clause, and termination shall normally be partial in nature, requiring
tha Contractor to grant nonexclusive or partially exclusive licenses to
xesponsible applicants upon terms reasopable under the circumstances.

(5) Effectlve patc of Waivers

The waiver of rights in a Subject Invention shall be
effective on the following dates:

(1) For advance waivers of identified inventions, i.e.,
inventions conceived prior to the effective date of the contract, on the
effective date of the contract aven though the advance waiver may have been
requested after that date;

(iL) For identified lnventions under advance walvars,
i.e., inventions concoived or firet actually reduced to practics after the
affective date of the ocontract, on the date the invention is rxeported with
the election to retain the waived rights in that invention; and

(41i) Por waivers of identified inventions (other than
under an advance waiver), on the date of the letter notifying the requestor
that the waiver has been granted.

(&) o ant _a ca

Py

PATENT
REEL: 011882 FRAME: 0744



JUN-12-87 10,28 FROM.FETC-MCGN DIRECTORS OFFICE ID: 30428549292 PACE B/16

1107 '95 03:02 ID:LANIE  X4500 FAX: PAGE 7

g o~

(1) With respact to each Sudbject Invention in which the
Contractor elects to retain domestic rights pursuant to paragraph (c) (2)
(i) of this claume, the Contractor shall have a domestic patent application
filed on the invention within 6 months aftar pubmission of the Lnvention
dimclosure pursuant to paragraph (e) (2) (i) of this clause, or such longer
period of time as may be mpproved by the Patent Counsal for good cause
ghown in writing by the Contractor. Por each identifled invention, the
righte in which ars waived to the Contractor, the Contractor shall have a
domentic patent application flled on the invention within 6 months after
the waiver has become effective. With respset to the invention, the
Contractor shall promptly notify the Patent Counsel of any decision not to
file an application.

(2) Por sach Bubject Invention on which a domestic paten

- ety B gt

application is filed by the Contractor, the Contractor shall:s -

(&) Within 2 months after the £iling or within 2 wmonths
after submission of the invention discleosure if the patent application
previocusly has been filed, deliver to Patent Counsel a copy of the
application as filed {nclnding the filing date and ssrial number;

{id) within 6 months after filing the application or
within 6 months after submitting the invention disclosure if the
application has been £iled previously, deliver to the Patent Counmel a duly
executed and approved instrument fully confirmatory of all rights to whieh
tha Covernment is sntitled, and provide DOE an irrevocable povor to inspect
and make copies of the patent application filed;

{111) Provida the Patent Counsel with a copy of the patent
within 2 months after a patent is igsued on the application;

(iv) Not less than 30 days before the expiration of the
reaponge period for any action raquired by the Patent and Trademark Offios,
notify tha Patent Counsel of any declision not to continue prosecution of
the application and deliver to the Patent Counsel axecuted instrumants
granting the Govarnment a power of attorney; and

{v} 1Include the following statemont in the socond
paragraph of the specification of the application and any patents isauaed on
a Subject Invantion, “The Government of the United States of America has
righte in this invention pursuant to Contract No. (or
Grant No. } awarded by the U. B. Despartment of Buexgy.”

{3) With respact to each Bubject Invantion in which the
Contxactor has elacted pursuant to paragraph (¢) (2) (i1) of this clauss to
retain the patent rights waived ln speciflied foraign countries, or in which
the Contractor hag obtainad a waiver of foreign rights on an identified
invention:

(13 The contractox shall file a patent application on the
invention in each epacifipd foreign country in accordance with applicable
statutes and reguleations and within one of the following periods:

PATENT
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(A} Right months from the date of filing a
corresponding United 8tates application, or if such an application is not
filed, six months from the date the invention is submitted in a disclosure
pursuant to paragraph (e) (2) (i) of this clause;

(B} Bix months from the dste a license is granted by
the Commissioner of Patents and Trademarks to file the foreign patent
application where such filing has been prohibited by security reasons; or

{C) Such longer period as may be approved by the
ratant Counsel for good cause shown in writing by the Comtractor.

(14) The Contractoer shall notify the Patent Counsel
prouptly of each foreign application filed and ypom written request shall
furnish an English version of the application without additional
compansat ion.

(e} Invention identification. disclopures. and xeportg.

{1 Theé Contractor shall aatahlish and maintain active and
effective procedures to ensure that Bubject Inventions are promptly
identified and timely disclosed. Those procedures shall include the
maintenance of laboratory notebooks or egquivalent records and any other
records that Are reasonably necessary to documant tha conception and/ox the
first actual reduction to practice of Subjact Inveations, and records which
show that the proceduree for ideatifying and disclosing the inventions are
followed. Upon request, the contractor shall furnish ths Contracting
Officer a description of these procedures sc that he may evaluate and
determine their effectivenass.

{(2) The Contractor shall furnish the Patext Counsel (with
notification by Patent Counsel to the Contracting Officer) on a
DOE-approved form:

(L) A written report contalning full and complete
technioal information concerning each Subjsct Invention within 6 months
after conception or first actual reduction to practice whichevex occurs
f£irgt in the course of or undar this contract, but in any event prior to
any on sale, public use or public disclosure of such invention lmown to tbe
oontractor., The report shall i{dentify tho contrvact and inventor asd shall
be sufficiently complete in technical detail and appropriately illustratea
by sketch or diagram to convey to one skilled in the art to which the
invention pertains a clear undarstanding of the naturs, purpose, operation,
and to the extent known, the physical, chemical, biological, or slactrical
characteristics of the invention. The report should also include any
election of foreign patent rights under paragraph (o) (2} (ii) of this
olause and any, slwmotion of rights under paragraph (o) (2) (1) of this
clause, Any r-qn-'ta for greatar rights shall be made within the pariod
set forth in paragraph (b) (2) of this clause. Whan an invention ins
reported under this paragraph () (2) (i), it shall be presumed to have
besn madse in ths manner specified {n Section (a} (1) and (2) of 42 UBC 5508
unless the Contractor contsnds it was not eo made in accordance with
paragraph (g) (2) (ii) of this clauee.

-7 -
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(i1) OUpon request, but not more than annually, interim
reports on a DOB-approved form listing Subject Inventionas and suboontracts
awarded containing a Patent Righte clause for that period and certifying
that:

(A} The Contractor’s procedures for identifying and
disclosing Suobject Iaventions as roquired by thie paragraph (e) have bean
follawed thxoughout ths reporting period;

(B) All Subject Inventions have basn disclosed or
that thare are no such inventlons;

{C) All subcontrects containing a Patent Rights
clause have been reported or that no such subcontracts. havas heen Anarded;
and poe
(L41) A final report ou & DOER-approved form within 3 months
after cowpletion of the contract work listing all Subject Inventions and
a)l subcontracts awarded containing s Patent Rights clause and cartifying
thats

(A) All Sudject Inventions have baan disclosed or
that there weras no such inventions; and

(B) All subcontracts containing & Patent Rights
clause have been reported or that no such subcontracts have been awarded.

(3) iThe Contractor shall obtain patent agreements to effectuate
the provisions of this clause from all persons in its amploy who parfors
any part of the work under this coantract except nontechniecal personnel,
guch as clmrical employees and manual laborers. :

4 The Centractor agrees that the Governmeat may duplicate and
disclose Subject Invention discloSures and sll other reparts and papers
furnished or required to be furnishsd pursuant to this claunsa. 2 the
Contractor is to file a forsign patent application on a Subject Iavention,
the Govarmment agrees, upon written request, to use its best afforts to
witnhold publication of such invention disclosures until ths expiration of
the time period specified in paragraph (4} (1) of this clause, but in no
avent mhall the Government or ite employses be liable for any publication
thereof.
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(£} Publicatjon.

It is recognized that during the course of the work under this
contract, the Centractor or ites smployees may from time to time desire to
releass or publish information regarding sclentific or technical
developmente ooncelved or first actually roduced to practice in the course
of or under this contract. In order that public disclosure of such
information will not adversely affect the patent interssts of DOEZ or the
Contractor, patent approval for release or pudblication shall be secured
from Patent Counsel prior to any such release or publication.

(g} feit of nve

(1) The Contractor shall farfalt to the Government, at the
request of the Sacretary or his desigoee, all rights in any Subject
Invention which the Contractor fails to report to Patent Counsel (with
notification by Patont Counsel to the Contracting Officer) within six
months after the time the Contractor:

(1) Files or causes to ba filed a United States or foreign
patant application thereon; ox

tid) Submits the final report required by paragraph (e)
(2} (iii) of this clause, whichever is later.

(2) However, the Contractor shall not forfeit rightg in a
Subject Invention if, within the time specified in (1) (L) or (1) (ii) of
thiBs paragraph (g), ths Contractor:

(i) ©Prepared a written decizion based upon a review of the
record that the invention was naeither conceived nor first actually reduced
to practice in the course of or under the contract and delivers the same to
Patent Oounsel (with notification by Patent Counsel to the coat.ra.ct.ing
Officer);

(ii) Contending that the invention ims not a Subject
Invention the Contractor nevortheless discloses the iovention and all faots
pertinent to this contention to the Patent Counsel (with noti,ﬂ.c-ti.on by
Patent Counsel to the Contracting Officer)s or

(iii) Establishes that the fallure to disclose 4Aid not
result from the Contractor’s fault or negligence.

(3) Panding written assignment of the patent applications and
patents on a Subjmct Invention dotermined by the Sacretary or his designee
to be forfeitod (such determination to be a final decision under the
Disputos Clause of this contract), the Contractor shall be deemed to hold
the invention and the patent npplications and patents pertaining thereto in
trust for the Government. The forfeiture provision of this paragraph (g)
shall be in addition to and shall not wupersede other rights and rsmadies
which the Government may have with respect to Subject Invantions.

{(h) Examination of resords relating to inveptions,

-9 -

PATENT
REEL: 011882 FRAME: 0748



JUN-12-87 10.27 FROM:FETC-MGN DIRECTORS OFFICE 1D.38428654282 PAGE 12/1&

1107 "85 03:04 ID:LANIL  WX4500 FAX: PAGE 11

(1) The Contracting Officer or his authorired repressntative,
until the expiration of 3 years after final payment undar this coantract,
shall have the right to examine any books (including laboratory notebooks),
records, documents, and other supporting data of the Contyactor which the
Contracting Officer or his authorized representative reasonably deem
pertinent to the discovary or i{dentification of Subject Inventions or to
determine compliance with the requiresents of this clausa.

(2} The Contracting Officer or his authorized representative
#hall have the right to examine all beoks (including laboratory notebooks),
records and documents of the Contractor relating to the conception or first
actual reduction to practice of inventions in the sane field of technology
ap the work under this contract to determine whether any such inventions
are Subjsct IYnventions, if the Contractor refuses or falle to:

(L) Establish the proceduras of paragraph (s) (1) of this
clause; or

(L4) Maintain and follow such procedures; or

{iii} Correct or eliminate any material deficlency in the
procedures within thirty (30) days after the Contracting Officer notifilas
the Contractor of such & deficlency.

(1)

(1) Any time before final payment of the amount of this
contract, the Contracting Officer may, ({f he desms such actiom warrxanted,
withhold payment until a reserve not exceeding §50,000 or 5 percent of tha
swount: of this contract, whichever ig less, shall have been set aside i{f in
his opinion the Contractor fails to:

_ {({) Betabliah, maintain and follow effective procedures
for identifying and disclosing Subject Inventions pursuant to paragraph (a)
{1} of this clause; or

iy Discloas any Subject Investion pursuant to paragraph
(e) (2) (i) of this clause; or

(iii) Deliver the interim reports purouant to paragraph (e)
(2) (i1i) of this clause; or

(iv) Provide the information regarding subcontracts
pursuant to paragraph (3) (5) of this clause; or

(v) Convey to the Government ln & DOE-approved form the
title and/or rights of the Government in each Subject Invantion as reguired
by this clause.

(2) The reoserve or balance shall be withheld until the
Contracting Officar has determined that the Contractor has rectified
wvhatever dsficiencieos exist and has delivered al) reports, disclosures, and
othexr Information required by this clause.
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(3) Frinal payment under this contract shall not be made by the
Contracting Officer beforo the Contractor delivers to Patant GCounsel all
disclosures of Bubject Inventions and other information required by (e) (2)
(i) of this clauss, the final report required by (e) (2) (iii) of thina
clause, and Patent Counsel has issued a pstent clearance cextificatiom to
the fontracting Dfficer.

(4) The Contracting Officer may, in his discretion, decrmasa ox
increass the sums withhald up to the maximum authorized above. If the
contractor is a nonprofit organjzation, the maximum amount that may be
withheld under this paragraph shall not exceed $50,000 or 1 percent of the
amount of this contract, whichever io less. No amount shall be withhald
under this paragraph while ths amount specified by this paragraph is being
witbhold undar other proviaions of the contract. _The withholding of any
amount or subsequent payment thereof shall not be construef as & wvaivar of
any rights accruing to the Government under this contract.

{3) Subcontracts.

(1) Per the purpose of this paragraph the term *Contractoz”
peane the party awarding a subcontract and the term “Subcoptractor’ means
thes party being awarded a subcontract, regardless of tiaer.

(2) The Contractor will include the Patent Rightsé clause of
DEAR 952.227-71 suitably modified to identify the paxtiss in all
subcoantracts, rmsgexdless of tier, for experimental, developmental or
research work to be parformed by & saall business or & domestic nonprofit
organigation. 1In all other subcontracts, xogardless of tier, for

experivental, dsvelopmental demonstration, or research work, the Contractor
shall include the Patent Rights article of 4) CPR 9-9.107~5(a) or 41 CFR 9-

9.107-6 ag appropriate, modified to identify the parties.

(3) Except as may be otherwise provided in this clause, the
Contractor shall not, in any subcontract or by using a subcontract as
consideration therefor, acguire any rights in its Suboontractor’s Subject
Invention for the Contractor’s own use (as distinguished from such rights
as may be requirsd solely to fulfill the Contractor’s contract obligations
to the Government in the performance ¢f this contract).

(4) All inveation dimclosures, reports, lnetruments, and othex

i{nformation required to be furnimhed by the Subcontractor to DOE, under the

provisions of a Patent Rights clause in any subcontract hereunder may, in
the dipcretion of the Contracting Officer, be furnished to ths Comntractor
for transmission to DOE.
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(5) The Contractor shall promptly notify the Contracting Officer
in writing vpon the award of any subcontract containing a Patent Righta
clause by identifying the Subcontractor, the work to be performed under the
suboontract, and the dates of sward, and estimated completion. Upon the

roquast of the Contracting Officer the Contractor shall furnish him a copy
of the subcontract.

{6) The Contractor shall identify all Sudject Inventions of the
Subcontractor of which it acquires knowledge in the performance of this
oontract and shall notify the Patent Counsel (with notification by Patent
Counaal to the Contracting Officer) promptly upon the identification of the
inventionn.

{7} It i3 understood that the Govarnment is a thirg party

beneficiary of any subcontract clause granting FIyhts to EHF Government in T
Bubject Inventions, and the Contractor harsby assigns to the Government all -
rights that .the Contractor would hava to enforce tha Subcontractor’s
obligations for the benafit of the Governmenmt with respect to Subject
Inventions. The Contractor shall nor be obligated to enforce the
agresmmnta of any Subcontractor hereunder xmlating to tha obligations of
the Subcontractor to the Government reqgarding Subjsct Inventions.

(x}  Backagroupd Patents.

In paragraphs (k)(2) and (k)(3) relmting to Background Patente, GF agrees
to the language provided that the words ’a suybject of thisg contract’ be
replaced with “such applications and uses of natural gas and ¢oal gas-fired
gas turbinas in combined cycle mns are developed under this contract’ to
limit the licensing required to fields of technology covered by the
ocontract.

(1) "Background Patent’ means a domestic patent covaring an
invention or discovery which is not a Subject Invention and which is owned
or controlled by the Contractor at any time through the completion of this
contract: . ’

(¢8) Which the Contractor, but not the Govermmwent, has the
right to licensa to others without obligation to pay royalties theceon, and

(44) Infringement of which cannot reasonably be avoided
upon the practice of any spocific process, method, machine, manufacturs, or
compopition ©f matter (including relatively minor modifications thexect)
which i a subject of the resaarch, development, or demonstration work
performed under this contract.

{2) The Contractor agrses to and does hersby grant to the
Government & royalty-free, nonsxclusive license under any Background Patent
for purposes of practicing such applications and uses of natural gas and
coal gas—-fired gas turbinme in combined cycle as are developed under thie
contract by or for the Covermment in ramsearch, developmant, and
demonetration work only.
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(3) The Contractor also agrees that upon written application by
DoKX, it will grant to reepomaible parties for purpowes of practicing such
applications and uses of natural gas and coal gas-fired gas turbines {(n
combined cycle as are developed under this contxact nonaxclusive licenses
undaer any Background Patent on terms that are reasonuble under the
ciroumpstances. If, howaver, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve expeditious commercial
developmant or utiligation, then a request may ba made to DOE for DO
approval of such licensing by the Contractor.

(4) Hotwithstanding the foregoing paragzaph (k) (3), the
Contractor shall not be obligated to license any Background Patent ({f the
Contractor demonstrates to the satisfactien of the Secretary or his
designes that the Contractor or its licensees are supplying the subject
matter covered by said Background Patent in sufficient qgquantity and at
reasonable prices to satisfy market noeds, or have taken effective staps orx
within a reasonable time are expected to take affective steps to so supply
the subject matter.

s -

(1) Atomlc Enerqy.-

{1} No claim for pecuniary award or compsnsation under the
.provisions of the Atomic Energy Act of 1954, as amended, shall be asserted
- by the Contractor or its eaployees with respact t0 any invention or
disvovary made or concelved in the course of or under this contract.

(2) Except as otherwise authorized in writing by the Contracting
QffScer, the Contractor will obtain patent agroamemts to effectuste the _
provisiona of paragraph (1} (1) of this claupe from all persons who pexform
any part of the work under this contract, except nontechnical personnsl, S
such as clarical sxployees and manual laborers.

(=) Limitation of rights.

mothing contained in this Patent Rights clause shall be dsemed to
give the Government any rights with respect to any invantiom other than a
subject Invsntion except as set forth in the Patent Rights clause of this
contract.

(n) v ts

Except for the l{cense reserved to the Contractor in (¢) (1}, the
Contractor agrees that any alienation of rights in waived subject
inventions by aseignment, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
oontrolling intarest is to be acquired by = foreign entity in the
Contractor or to any assignes or licenses of a waived invemtion, them in
that case any rights in the weived invention to be aoquired by the foreign
entity will be subject to writtem approval of the Contracting Officer.
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{o) 0.8, competitiveness

CE agrecs that any producty smbodying any waived inveation ox
Mmmqhmuuuawwaimmvmmmmmmot [ 8
United States patent covaring the waived invention will be mammfactured
pubstantially in the United States unless GX can show to the satisfaction
of the Contracting Officer that it is not commsrcially fsasible to do so.
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{3) The Contractor also agrees that upon written application by
DOE, it will grant to respomsible parties for purposes of practicing such
applications and uses of natural gas and coal gas-fired gas turbines in
combined cycle as are developed under this contract nopsxclusive licenses
under any Background Fatent on terms that are reasonable under the
circumstances. If, howaver, the Contractor believes that exclusive or
partially exclusive rights are necessary to achieve expeditious cormercial
developmant or utilization, then a request may be made to DOE for DOE
approval of such licemsing by the Contractoz.

(4) Notwithstanding the foregoing paragraph (k) (3), the
Cont:rxactor shall not be ohligated to license any Background Patent if the
Contractor demonstrates to the satisfaction of the Secretary or hie
designee that the Contractor or ite licensees are supplying the subject
wattar covered by said Background Patent in sufficient quantity and at
reasonable prices to satisfy market needs, or have taken effective steps or
within a reasonable time are expected to take sffective staps to so supply
the subject matter.

(1) Atomie Enerqy.-

{1) No claim for pecuniary award or compensation under the
provipions of the Atoaic Energy Act of 1954, as amended, shall be asserted
by the Contractor or its employees with respact to any invention or
disvovery made or concelved in the course of or under this contract.

(2) Except as otherwise authorized in writing by the contracting
Officer, the Contractor will obtain patent agroeaments to affectuate the
provisiona of paragraph (1) (1) of this clause from ull perscne who perform
any part of the work under this contract, except nontechnical personnel, .
such aas rlarical smpioyess and manual laborers.

(m) Limitation of rights.

Nothing containad in this Patent Rights claume ahall be deemed to
give the Government any rights with crespect to any invention other than a
Subject Invention except as sst forth in the Patent Rights clause of this
contract.

{(n) v ts

Except for the license reserved to the Contractor in {(¢) (1}, the
contractor sgrees that any alienation of rights in waived subject
inventions by assignment, license or otherwise is subject to written
approval of the Contracting Officer; and further that in the event a
controlling interest is to be scquired by a forelign entity in the
Contractor or to any sssignee or licensee of a waived invention, then in
that case any righte in the wnived invention to be acqguired by the foreign
entity will be subject to written approval of the Contracting Officex.
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(p}y U.8; Competitlivopess

GE agreos that any products embodying any waivaed inveation or
produced through the use or any waived invention during the term of a
United States patent covering the waived invention will be mermfactured
gubstentially in the United States uniass GR can show to the satisfaction

of tha Contracting Officer that it is not commercially feasible to do so.
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