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Title: “Strain Sensors Having Ultra-High Dynamic Range”

Inventor (s): Dr. Karl F. Voss and Dr. Keith H. Wanser

Serial No.: 08/625.204. Filing Date (US): 3/31/96
Patent Number: 5668324

Contractor: G2 Systems Corporation

DOE Contract No.: DE-FG49-93CE15547

Patent Rights Clause No: SBNP-987
Foreign Applications filed in or intended to be filed at Contractor’s expense
in (countries): United States

The Contractor has elected to retain title to and file a patent application on the above-identified
invention, which is a Subject Invention under the above-identified contract, pursuant to Public
Law 96-517 and the Patent Rights clause contained in the contract in those countries identified

above.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the
Government under Public Law 96-517 and the contract, in this invention, patent applications
thereon and any resulting patents, and of all other rights acquired by the Government by the
referenced Patent Rights clause, a copy of which is attached hereto and incorporated by reference
herein. The undersigned certifies the attached copy to be a true copy of said clause. It is
understood and agreed that this license does not preclude the Government from asserting rights
under the provisions of said contract or of any other agreement between the Government and the
Contractor, or any other rights of Government with respect to the above-identified invention.

The Government is hereby granted irrevocable power to inspect and make copies of the above-
identified patent applications (s).

Signed this 10th day of January , 2002
(SEAL)

CALII'ORNIA STATE UNIVERSITY, FULLERTON FOUNDATION
(Contractor)

. ! . - ;
By_ . - Lidei AL 6 Lie. c 7
(Contractor’s Official and Title)
Executive Director
California State University Fullerton Foundation
(Business Address)
2600 Nutwood Avenue Suite 275
Fullerton CA 92831
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N

Pazent Rights =~ Small 3usiness Firms or Nonorefits

Crz=zanizanions
(ceher znan GOCO's)

{a) Definisicons.

(1) "Inventicn™ means any inventiocn or

) 3 clscovery which
is or may be patentadble or ctherwise protactable under Title 33 ¢f
»a Nnized States Code (U.S5.C.) or any novel variesty o glant whicH
is or may be protected under the Plant Variety Protec:iion Act (7

U.3.C. 2321 et seqa.).

(2) "Subject Ilnvention" means any iaveaticn cf .the con-
rrachos conceived-or fizse actually reduced to practice incthe pe:z?
facmance of, work under this contract, provided thac in the case of
a viclety of plant the date of determination (as defined in section
44(d) of the Plant Variety Protection Act, 7 U.S5.C. 2401L(&)) must
also oczur during the period cf contract performance.

(3) “Practizal application™ means to manufacture in the
case of a composition or product, to practice in the case cf a - -
process or method, or to operate in the case of a machine or system;
and, in each case, undec such conditions as to establisnh that the
invention is utilized and that its benefits are, to the extent perc-
mitted by law or Government requlations, available to the pudlic on
raasonable terms.

(4) "Made" when used in relation to any iavention means
the conception or first actual reduction to practics of such inventio

(S} "Small Business Firm” means a small business con-
cern as defined at Secticn 2 of P. L. 85-336 (15 g.s.C.. §32) and
implementing regulations of the Administrator of the Small Byusiness
Administration. For the purpose cof this clause, the size standard
for small business concerzns iavolved in Government p:ccurement:and
subcontzacting, at 13 CFR 121.3-8 and 13 CFR 121.3-12, respectively.

will be used.

(6) "Nonprofit Organization™ means a aniversity or cthers
institution of higher education or an organization cf the tvee des-
crined in section 501l(c)(3) of the Tanternal Revenue Code of 1954
(26 U.S.C. SO0l(c) and exempt from taxation under saction S$0l(a) of
the Inteznal Revenue Code (26 7.5.C. S501{a)) or any nonprofit

scientific or educaticnal organization qualified under a state
nonprofit organization statute.

(7) “"Patent Counsel”™ means the Department cg $ne:;y
(DOE) Patent Counsel assisting the DOE contracting activity.

C o PATENT -
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(5) Allocaticn of priacipal ciahts.

(L} The coniractor may retaln the eaticz righs, =itia
and intecest throughout the world to each subject iavanticn sulsise-
tc the provisions cf this clause and 35 U.$.C. 203. Wity resgescs
ts any sutbject invention in which the contractoe retaiass tizla, twe
Tadaral Government shall have a nomexclusive, nontransferznle,
irrevocable, paid-up license %o practice or have practiced for of
or hanalf of the United States the subjeact [nvention throughaus zr2
world.

(2) (Resecved.)

{e) Iavencion disclosure, election of title and £iling of
catent application by contracter.

The contracsnr will Aisclose each sublest invention

PR

(N
tent Counsel within two months aftar the inventor Sicge
i

o the Pa
closes it in writing to contractocr mersonnel responsible for patana:
mattars The disclosure to the Patent Counsel shall be ia the for=

cf a urltten report and shall idenzify the contract under which
invention was made and the inventor(s). It shall ®e sufficiently
complete in techanical detail to convey a clear understanding, to

the extent known at the time of the disclosure of the nature, pur-
pose, coperation, and the physical, chemical, bioclogical or alec-
trical characteristics of the invention. The disclosure shall also
identify any publication, on sale or pudblic use of the inventipen

and whether a manuscript descciting the inventicn has been submite
for publication and, if so, whether it has been accepted for ,u511~~
ation at the time of disclcsure. Tn addition, after discicosure =
the Paten: Counsel, the Con:racsor will promptly notify the Patsnt
Counsel cf the acceptance ¢f any manusc:zipt describing the inven-
tion for publication or of any con sale or public use planned by the
conbtrace :

na

l'l

{(2) The contractor will elect in writing whether or not
2 retaln title to any such lﬁvenbxcn by notifying the 2atent Counse

within two years of disclosure to the Patent Counsel. However, in
any case where publication, on sale or public use heas initiaced the
cne year statutory period whersin valid patent protecst ion can s:iill
e cotained in the United S:taze 5, the period for election ¢f zitla
may e shortened by Patent Counsel to & date that 1s no nmorle than
sixty days prior to the end ¢f the statutorly peries.

(1) The contractor will file ifs initial patent 2pg.i-
cazion on a subjec: iavention to which it elects to retain title
within one year after election of title or, if earlier, pricoz =3
the end of any statutory pericd wherein valid patent protestion <an
he cStained in the Uni:ed States after & publicaticn, on s2le, o7
,~:lx usa. The contractsr will €i1s gatent applications in a3di-

) ' _ PATENT ‘ T
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tional countrlaes oc (ntacaaeional patant offices wis=hin airNme van
months of the csorcesponding inizial patent applicstion cr s5ix momes
£ a B -~ MR ] - - . .~ & . ».-.'. ' o L gy
h.nm-:Ae date~r.:m:§axon L3 granted by tnhe2 Commissicnar of Patzn~rs
and Tcademarks te Iile €oreign gatent applications whers suen

filimg has b2en gronhidbited by 3 Secracy Nrdac.

(1) Ragquests fcr ex=
tne Patent Counsel, election,
(2) and (3) may, at the discre

(d) Conditions when the Government may cksain titla.

e contractor wWill convey to the COR, upon wrcitsen
request, title to any subject invention:

(1) IE the contractor fails to disclose or elect tizls
to the subject invention within the times soecified in (g) accve,
oz elects not to retain title; provided that the DOZ may only
cequest title within 60 days after learning of the failure of the
contractcec to disclose oc elect within the specifisd times;

(2) In those countries in which the contracior fails :zp
file patent applications within the time specified in (c) above;
provided, however, that if the contractor has f£iled a patent
application in a country after the time specified in (¢) above buk
prior to its receipt of the written request of the Patent Counse.,
the contractor shall continue to retain title in khat countzy; or

(3) In any count:zy in which the contractor decides nst
ts continue the prosecution of any applicatien for, to pay the
maintanance fees on, or defend in a reexamination or opposition
proceading on, 3 patent on a subject invention.

(2)" Minimum rights to contractor and protection of the
contracsor zight to file. )

(1) The contractor will retain a nonexclusive, royalty=
free license throughout the world in each subject inventiocn to
which the Government obtains title except if the contractor fails
to disclose the subject invention &ithin the times specified in (<)
adove. The contractor's license extends to its domestic subsidiari
and affiliates, if any, within the corporakte structure of which the
contractor is a-part and includes the right to grfant sublicenses cf
the same scope to the extent the contractor was legally oblx;atec
ts do so at the time the contzact was awarded. The license 1S
transferadble only with the approval of DOE except when transferced
to the successor of the part of the contractor's businesss to which
the invention pertains.

- an o v -~ - k] -

o
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(2 The contractor's domestic li¢ense may he ca2vokesd or
modified by DIOE to the exten: necessary to achieve exseditious
nraczical apnlication of the subject inventina pursuant tm an az=li-
caticn for an exclusive license submitted in accordance with appli-
rable provisions 3t 37 CFR 404 and 10 CTR 781. This licenrse wiil
not te travoked in that €leld of use or tha geograghical zzeas 1
which the contractnr has achieved practical applicatine and can-
tinu2s to make the Senefits of the invention reasonably acz2ssinle
ro the public. The license in any foreign country may be revoked
sz medified at the discreticn of DOE tO the extent the contragsieor,
its licensees, or its domestic subsidiaries or affiliates nave

fFailed to achieve osractical application in that formsign countr

(3) Before revocation or modificaticn cf the license,
DOE will furnish the contractor a written notice of its intention
ts ravoke or modify the license, and the contractor will e allowed
thirty days (or such other time as may De authorized by DOZ for
good cause shown by the contrac4or) after the notice to show causas
wny the license should not De revoked or modified. The contracior
mas the right to appeal, in accordance with 37 CFR 404 and 10 CFR
Sart 781, any decision concerning.the revocation cr modificazion cof
its license., g

(£) Contractor action to protect the Government's interest.
(1) The contracior agrees to execute QI to have execuzesd
and promptly deliver to the Patent Counsel all instruments necessary
e
(i). Establish or csnfirm tke rights the GoveInmenl
has throughout the world in those subject inventions O which the
cantrachor elects to retain title, and

. (ii) Convey title to DOE when regu

estzed uncer (&)
above and to enable the Government to obtain patent protection
shroughout the werld ia that sudject invention. '

(2) The contracter agrees to require, by written agrae-
meat, i*s employees, other than clerical and nontechnical emslovees,
-0 disclose promptly in writing to~personnel jdentified as respon-
cinle fsr the administration of patent matters and in @ fcrmat
suggested by the contractor each subject invention made uncer tn:is
contract in order that the contracior can comply with the d:s:lisgre
ccovisions of (c) above and toc execute all papers necessary ©2 -:i-S
catent agglications on subject inventions and t3 ess2olisn the
Government's .ights in the subject inventions. The cisclosv:Ie
format should reguire, as a minimum, the informatisn r guized Ty
(2) (1) absva. 'The contractor shall instruct such employess throuzh
the emploves agreements or cther suitasle educatinnal prograns <o
the importance of reporting inventions in sufficient time tg germat

e PATENT - - - oo
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thm filing of natiaat donlications prigc te imizsd =
s=anukaory bars.

.o
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(N The contractor «Lll no=iFy

J
(40
o

o . the Pakes: Counsel of z2ay
decisicn nof 2o coatliaue prosecution of a patent aszzlicazion, pay
maiq;enance 223, oc defend {71 a ceexamination or mcznesitisa ora-
ceaadling en & patens, [n any csdntty, not lass t=an thicay days
orfcce the expiriatlicon of the response paricd requirad bv‘tna‘:ebx-
vans pat2nt ctficse )

(3)  The contracing agre42s no laclud:, wishin ths soes-
ification of any United States natent agnlications and any -asans
issuing therecn covering a subject invention, the following state-
ment "This invention was made with Government supoc:c: under (iders!
the ¢ontract) awarded by the Department ¢f Energy. The Governmert

has certain rights in the invention.”
{5) 7The conktract=or agrees to:

(i} Upcn requeskt, provide a report pricr t2 the
close-out of the contract liseing all subjec: inventions or stating
that there were none; : .

(ii) ©Provide, upon request, a copy ©of the patent
application, £filing date, serial numpber and title, patent numbder
and issue date for any subject invention in any csuntry in which
the contractor has applied for a patent; and

: (iii) ©Provide, uoon request, hut not more than
annually, listings of all subject inventions which were disclesad |
ta DCE durziag the applicable reperting period.

(§) Subesntracts.

: . (1)~ The contractor will include this clause, suitabdly
modified to identify the parties, in all subcontracts, regardless
of tier, for experimental, developmental or research work to be
performed by a small business ficm or a domestic nonprofit organiz=
2=ion. .The subcontractor will retain all rights provided for tne
combractor inm this clause, and thescontractor will not, as spart of
the consideration for awarding the subcontract, obtain rights in
the subcontrackior's subject inventions.

. (2) The contractor will include in all cther subcontiracts
regazdless of tier, for experimental, developmental, demonstz2tioh
ot research work the patent rights clause of 4L CFR 9-9:107-5\3} ot
3-9.107-6 as appropriate, medified to identify the pacrties.

(3) 1Ia the case of subcontracts at any tier, when a2
prime award with DOE was a contract (but not 3 grant oc ccoge:a:xve
agreement) DOE, the subcontracicr, and the contractcr agrgee t-é-

SB8NP-987 -3 -
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the mutual obhligations of the parties created by this clause =sna-
stitut? A contract batwesan the subcontractor and DOE with ressecs
to these mathars coveza:d by this clause, provided however that
notihing ia this opiragraszh is intended ko confer any jucisdiczion
undes the Contract Disnutes Act in connection with proceedings
under pazageash (J) of this clause.

(n}  Repnrting on utilization of subjeect iaventions.

The contracior agrees to sudmit on request periodin
r2corts no mocre frequently than annually on the utilization cf 2
subject inveation oc on effonrts at ohtaining such utilization thas
ace being made by the contractor oc its licensees ot assignees.
Such regorts shall include information regarding the status of
develcpment, date of firzst commercial sale or use, gross rovalties
received 2y the contractor, and such other data and information as
COET may reasonably specily. The contractor alsc agrees to provide
acdditicnal revorts as may be reguested by DOE in connmection with
any macch=-in proceeding undertaken by DOE in acccrdance with para-
graph (j) of this clause. As required by 35 U.S.C. 202(c) (3), oo
agrees it will not disclose such information to persons cutside =he
Government without permission ¢of the contractor.

(i) Preference for United States indust:y.

Motwithstanding any other provisicn of this clause, the
contractor agrees that neither it nor any assignee will grant to
any person the exclusive right to use= or sell any subject inventions
in- the United States unless such person agrees that any products
embodying the subject inveniicon or produced through the use of the
subject inventicn will be manufactured substantially in the United
States. However, in individual cases, the requirement for such an
agreement may be waived by DOE upon a showing by the contractor or
. its assignee that reasonable but unsuccessful efforts have been
made to grant licenses on similar terms to potential licensees that
would be likely tc manufacture substantially in the United States
or that under the circumstances demestic manufacture is not commerl-
cially feasible.

(i) March=-in=-rights, st

The conkractor agrees that with respect to any sudjec:t
invantion in whieh it has acguizred title, DOZ has the right 1in .
accordance with the procedures in 37 CFR 401.6 and any supplementa.
ragulations of DOE to reguire the contractor, an assignee or exclu-
sive licensee of a sudject invention to grant a nonexclusive, parl-
tially exclusive, or exclusive license in any field of use to a
responsiblie applica2at or applicants, upon tezms that are reasona>.?
unier the circumstances, and if the contractor, assignee, CI exC.ud-
sive licensee refuses such a reguest, DOE has the right t£2 granat
sczn 2 license itself if DOT determines that: -

- PATENT
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{1 Such acmion L5 a2I2331C0y 22¢ai3? 218 cnbrac=r A
. .. . '- - e ey /N
333ignne has not taken, 3¢ .3 adc expacrad to take wizhin 3 reassa-
1ale rime, affective sinns o achizve vrictinadl aoolicizion of A
subjess i{aventian in such fila2ld of usa; T o

(2) Such action s necsessacry to alleviazz heal:in o
safaty nueeds wAlch 2ze not faisonably satisfied by the ﬂ*q:-a;-~v
155l9nee, oc¢ thelcr licensees; T

(3) Such action (S necessacy to ma2: c2guizemants £+
oublic w32 specified by Tadecal requlations and such regulcaments
ice not reasonably satisfied hy the coantractenr, 4assiznz2e, or

licensaas; Qr.

(4) Such action is necessary because the agreament
crequiced by pacagraph (1) of this clause has not been‘obtained oc
~aived oc because a licensee of the exclusive right to usa oc selil
any subject invention in the Unized Stares is in breach of suc:
agceement. ~ .

(k) Special provisions for ccontracts with nongrofit organiz-
ations. :

- -

If the contractor is a nonprofit organization it agcees
that: ' '

(1) Rights tc a subject invention in the United States
may not be assigned withcut the approval of DOE, except wnere such
assignments is made to an organization which has as one of its
primary functlons the management of inventicns, provided that such
assignee will hbe subject to the same provisions &3 the contracinc:

(2) The contractor will share rovalties collected on 2
subject invention with the inventor, ineluding Federal employee
co-inventors (when DOE deems it appropriate) when tie subjact
invention is assigned in accordance with 35 U.S.C. 202(e) and 37

CTR 401.10:

: (3) The balance cf any royalties or income eacned by the

contractor with respect to subjectrinventions, after payment of
expenses (including payments to inventors) incidental 2o the adminl
straticn of subject inventions, will be utitized €or the support ol
scientific research or education; anad

(4) I will make efforts that are reasonable under cie
circumstances to attract licensees of subject inventions that are
small business firms and that it will give a prefersnce to a small
business firm when licensing a subject invention if the contractor
determines that the small business firm has 2 plan or propesal foc .
marketing the invention which, if executed, is equally as likely =9

L PATENT
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sring the invention to practical application as any plans or nro-
posals from applicants that are not small business firms; praovided
that the contractor is also satisfied that the small “Susiness fi:m
has the c3panility and resources to carry oukt its plan oc progosal.
~he decision whether tn give a preferencs in any specific case will
ne at the discretion cf the ccntracteor. However, the contracter
agrees that the Secretary of Commerce may review the contractor's
licensing pregcam and decisions regarding small business applicancs,
and the contzactor will negotiate changes 2o its licensing policies,
srocedures, of vractices with the Secretary of Commerce when the
Secratary of Commerse's review discloses that the eontracter <nuld
take reascnable steps to implement more effactively the require-
ments of this paragcaph (k) (4).

(1Y Communications.

The DCE central point of contact feor communications or
matters relating %o this clause is the Patent Counsel.

n
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