ﬂ
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(Rev. 03/01) U.S. Patent and Trademark Office
OMB No. 0651-0027 (exp. 5/31/2002)
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To the Honorable Commissioner of W: Please record the attached original documents or copy thereof.
‘ ¥
1. Name of conveying party(ies): O . 2. Name and address of receiving pal (|es
() p
1463946 Ontario Limited L 29 W e Name: Bank of Montreal ,“)61 oA
N
4 4 Internal Address: At John Quigley
%.; o, Special Accounts Management Unit
Additional name(s) of conveying party(es) attached
3. Nature of conveyance: First Canadian Place, 11th Floor
Assignment Merger
D g D 9 Street Address: 100 King Street West
[] Security Agreement [CJchange of Name

Toronto, Ontario M5X 1A1 CANADA

Decision of Commissioner, Order of Superior Court, and Pettiion
Other.

City: State: Zip:

02/27/02
Execution Date:

Additional name(s) & addressies) attached? [ | Yes No

4. Application number(s) or patent number(s):

If this document is being filed together with a new application, the execution date of the application is:
A. Patent Application No.(s) B. Patent No.(s) _* 5 791,101

Additional numbers attached? |:| Yes No

5. Name and address of party to whom correspondence |6. Total number of applications and patents involved: f_]
concerning document should be mailed:

John S. Hale 7. Total fee (37 CFR 3.41) 40 00

Name:

Gipple & Hale v | Enclosed
Internal Address: PP

[] Authorized to be charged to deposit account

8. Deposit account number:

Street Address: 6665-A Old Dominion Drive . .
07-1340 **Only for Deficiencies™*
City: McLean State; VA zip; 22101
DO NOT USE THIS SPACE
9. Signature.
John S. Hale ,k-—\ 07/24/2002
Name of Person Signing gnature Date
=~ Total number of includin sheet, attachments, and documents:
Mail documents to be recorded with required cover sheet information to:
Commissi f P T . Box Assi
oa/02 /2002 101071 Wug 5791101 mmissioner of w:tsi?r::;t in‘rgc.!gnza(;;sa ) ox Assignments
01 FC:581 40.00
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2\ UNITED STATES PATENT AND TRADEMARK OFFICE

l P COMMISSIONER FOR PATENTS
0 6 UNITED STATES PATENT AND TRADEMARK OFFICE
WasHiNnGTOoN, D.C. 20221
Y www.uspto. gov
k)
(e 29 g S

JOHN S HALE %’

¢
GIPPLE & HALE &/M“"

6665-A OLD DOMINION DRIVE
MCLEAN VIRGINIA 22101 COPY MAILED

JUN 1 9 2002
In re Patent No.

5,791.101 OFFICE OF PETITIONS

Issue Date: August 11, 1998

Application No. 08/661,873

Filed: June 11, 1996 : ON PETITION
For. STAIN SUPPORT SYSTEM :

This is a decision on the petition filed under 37 CFR 1.182 or 1.183 on March 28, 2002,
and resubmitted on June 18, 2002, requesting that the USPTO “void” an assignment
previously recorded against the above-identified patent.

The petition is dismissed. This is not a final agency action.

Petitioner (the Bank of Montreal) complains that a previously recorded assignment which
purportedly conveyed title from VSTEP Company (“VSTEP”) to 1463946 Ontario Limited
reflects an improper attempt by VSTEP to avoid a security agreement which pledged, inter
alia, this patent as collateral for a loan from petitioner. Petitioner points to an enclosed
copy of a judgment dated February 21, 2002, from the Ontario [Canada] Superior Court of
Justice (Dkt No. 01-CV-222466) that petitioner holds a valid and enforcreable security
[interest] in the above-identified patent, and that the assignment from VSTEP to 1463946
Ontario Limited is void.

Initally, while petitioner seeks an extraordinary remedy under 37 CFR 1.182 or 1.183, it is
pointed out that the USPTO will not normally resort to an extraordinary remedy under 37
CFR 1.182 or 1.183 if the rules of practice and the procedures before the USPTO already
provide an avenue for the requested relief. See Cantello v. Rasmussen, 220 USPQ 664,
664 (Comm'r Pats. 1982).

As background, the USPTO simply acts in a ministerial capacity in recording documents
that have been submitted for recordation. See 35 USC 261 and 37 CFR 3.11. However,
the recording of a document pursuant to 37 CFR 3.11 is not a determination by the
USPTO of the validity of the document per se or the effect that document has on the title
to a patent or application. See 37 CFR 3.54. As such, it is not necessary, or desirable, for
the USPTO to "void” the assignment of which petitioner complains. For example, an
error(s) in a recorded assignment document is not corrected by ‘voiding” the previous
document, but simply by recording a corrected document. See MPEP 323. Rather, as

PATENT
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Patent No. 5,791,101 Page 2

noted in MPEP 323, it is USPTO policy to maintain a complete history of claimed interests
in a given property, and, as such, a recorded assignment document will not be expunged,
even if it is subsequently found to be invalid. Inre Raney, 24 USPQ2d 1713 (Comm'r Pat.
1992)

Nevertheless, as the judgment is, under the circumstances of this case, an “other
document” within the meaning of 37 CFR 3.11(a) that affects title of this patent, it is
considered, on petition, recordable. Accordingly, petitioner may wish to resubmit the copy
of the judgement (herewith returned for petitioner's convenience) along with a cover sheet
and fee to Assignments Branch for recordation to further supplement the history of
claimed interests in this patent.

Telephone inquires related to this decision should be directed to the undersigned at (703)

305-1820.
AN LAAN

rian Heam

Senior Petitions Examiner

Office of Petitions

Office of the Deputy Commissioner for
Patent Examination Policy

Enclosure: Petitions and papers filed March 28, 2002 and June 18, 2002
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7Y CERTIFY THAT THIS

Y THAT T LA PRESENT ATTEST QUE CE
i s DOGUMENT, DONT CHACUNE
. STAMPED WITH THe DES PAGES EST REVETUE OU i
uitt THE SUPERIOR COURT  SOEAU DE LA COUR SUPERIEURE Court File No. 01-C{-222466
JUSTIE AT TORONTO,ISA  DE JUSTICE A TORONTO, EST UNE
“E C."Y OF THE DOCUMENT  COPIE CONFORME DU DOCUMENT |
;EHLET(N THIS OFFICEJ} GFO.NSEHVE DANS CE BU;E& -
JEO AT TORONT - s
%iys —JZ?L“EE £ o ONTARIO
4 : SUPERIOR COURT OF JUSTICE
AR = GREFFIER -
THE HONOURABLE ) THURSDAY, THE 215" DAY OF
/R, JUSTICE Cmaons ) FEBRUARY, 2002
, )
i 1
- BANK OF MONTREAL
| S Applicant
and

[E VSTEP COMPANY INC,, 1463946 ONTARIO LIMITED
and PETER DOUGLAS SWIRE

! Respondents

APPLICATION UNDER Section 67 of the Personal Property Security Act, R.S.0. 1990, c. P. 10
and Rules 14.05(2) and (3)(d) of the Rules of Civil Procedure B

ORDER

THIS APPLICATION, brought by the Applicant for, inter alia, an Order setting aside the
assignment of Canada Patent No. 2178785 and US Patent No. 5791101 (the “Patents”) from The

VStep Company Inc. to 1463946 Ontario Limited was heard this day at Toronto, Ontario.

UPON READING the Affidavit of John Quigley, sworm December 21, 2001, and upon

hearing the submissions of counsel for the Applicant, no one appearing for the Respondents,

PATENT
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1. THIS COURT ORDERS AND DECLARES that the Applicant holds valid and

enforceable security in respect of the Patents.

2. THIS COURT ORDERS AND DECLARES that the assignment of Canada Patent No.

2178785 from The VSTEP Company Inc. to 1463946 Ontario Limited dated May 4, 2001 be and the

same is hereby set aside and void.

3. THIS COURT ORDERS that the assignment of U.S. Patent No. 5791101 from The VSTEP
Company Inc. to 1463946 Ontario Limited dated May 4, 2001 be and the same is hereby set aside

and void. -

4. "THIS COURT ORDERS that the Respondents shall not transfer, convey, assign or

otherwise deal with the Patents without the consent of the Applicant or further Order of the Court.

5. THIS COURT ORDERS that the costs of the Application shall be fixed in the amount of

$/ S o = , payable forthwith by the Respondents to the Applicant.

AT CVRIR CS B Ik E i U S T
05 AR RS 4
ISERIRYE N e b - AR U N

TR AT
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IN TI’riE YNHED STATES PATENT AND TRADEMARK OFFICE

In re Letters Patent
WALLACE, BRENT L.

Patent Number: 5,791,101 : Attn:  Petitions Information

#O0RLLI(D 7.3 : Crystal Park One, Suite 520
Issue Date: August 11, 1998 :
For: STAIN SUPPORT SYSTEM : RECEIVED
: APR 0 1 2007
The Honorable Commissioner of OFFICE OF PETITION

Patents and Trademarks
Washington, D.C. 20231

Sir:
PETITION TO THE COMMISSIONER UNDER 37 CFR 1.182 OR 1.183

TO VOID ASSIGNMENT OF MAY 4, 2001 FROM THE VSTEP COMPANY
INC. TO 1463946 ONTARIO LIMITED

Petitioner Bank of Montreal through its undersigned attorney hereby petitions and requests
that an assignment dated May 4, 2001 from The VSTEP Company Inc. to 1463946 Ontario Limited
recorded in the United States Patent and Trademark Office on May 7, 2002, Reel 011770 Frame
0474/5 be set aside and voided for the following reasons.

1. The prior owner of record, The VSTEP Company Inc. (Reel 009764 Frame 00354)
pledged United States Patent No. 5,791,101 together with other collateral as security for a loan from
the Bank of Montreal.

2. The prior owner of record The VSTEP Company Inc. transferred the ‘101 Patent to
1463946 Ontario Limited, a shell company owned by the principal(s) of The VSTEP Company Inc.
without the consent or knowledge of the Bank of Montreal contrary to the terms of a security

agreement between The VSTEP Company Inc. and the Bank of Montreal.

/0972000 GRERDHRL GOO00IRE 5791101

Ny FraipE 230,00 QP

[
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3. That the security agreement between The VSTEP Company Inc. and the Bank of
Montreal was still in force at the time of the transfer of the ‘101 Patent to 1463946 Ontario Limited
and the transfer was an attempt by the prior owner to transfer pledged assets to an unencumbered
company which was owned by the prior owner.

4. That the Bank of Montreal brought suit against THE VSTEP COMPANY INC., 1463946
ONTARIO LIMITED and Peter Douglas Swire, the principal of both corporations in the Ontario
Superior Court of Justice.

5. That the Ontario Superior Court of Justice ruled in case No 01-CV-222466 that:

(a) The Bank of Montreal holds valid and enforceable security in respect of the

Patents (naming U.S. Patent No. 5,791,101); and

(b) That the assignment of U.S. Patent No. 5791101 from The VSTEP Company
Inc. to 1463946 Ontario Limited dated May 4, 2001 be and the same is hereby set
aside and void.

WHEREBY PETITIONER PETITIONS AND REQUESTS THE COMMISSIONER OF
PATENTS OF THE UNITED STATES PATENT AND TRADEMARK OFFICE GRANT THIS
PETITION AND HONOR THE DECISION OF THE ONTARIO SUPERIOR COURT OF
JUSTICE AND SET ASIDE AND VOID THE ASSIGNMENT OF MAY 4, 2001 FROM THE
VSTEP COMPANY INC. TO 1463946 ONTARIO LIMITED

Petitioner hereby includes a check for the Petition Fee in the amount of $130.00 together with
a sealed copy of the Decision of the Ontario Superior Court of Justice holding in part that the

assignment dated May 4, 2001 be set aside and void and copies of the assignments in questions.. If

any additional fee is required, please charge Deposit Account No. 07-1340.
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Respectfully submitted,

GIPPLE & HALE

\

Johh S. Half!
R&gistration No. 25,209

6665-A Old Dominion Drive
McLean, Virginia 22101
(703) 448-1770 ext. 104
Attorney Reference: L-6797
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" CRATIFY THAT THiS LA PRESENT ATTEST ous CE

o EACH PAGE OF DOCUMENT, DONT CHRACUNE
L TaMPED WITH The DES PAGES EST REVETUE DU ;
it 4E SUPERIOR COURT  SGEAU DE LA COUR SUPERIEURE CourtFile No. 01-CY-222466

WUST:LE AT TORONTO, ISA  DE JUSTICE A TORONTO, EST UNE
'€ Ci. 'Y OF THE DOCUMENT ~ COPIE CONFORME DU DbCUMENT

FLE INTRIS OFFIGEJ ngNSERVE DANS CE BURE&
D AT TORONTO .
AT (o L owvor L€ 2007 ONTARIO
LYY D SUPERIOR COURT OF JUSTICE
AR > BREFFIER
THE HONOURABLE ) THURSDAY, THE 215" DAY OF
/72. JUSTICE C#ricron ) FEBRUARY, 2002
‘ )
BANK OF MONTREAL
Applicant
and
“THE VSTEP COMPANY INC., 1463946 ONTARIO LIMITED
O and PETER DOUGLAS SWIRE
) Respondents

APPLICATION UNDER Section 67 of the Personal Property Security Act, R.S.0. 1990, c. P. 10
and Rules 14.05(2) and (3)(d) of the Rules of Civil Procedure
RECEIVED

ORDER APR 01 2007
OFFICE oF PETITIONS
THIS APPLICATION, brought by the Applicant for, inter alia, an Order setting aside the
assignment of Canada Patent No. 2178785 and US Patent No. 5791101 (the “Patents™) from The

VStep Company Inc. to 1463946 Ontario Limited was heard this day at Toronto, Ontario.

UPON READING the Affidavit of John Quigley, sworn December 21, 2001, and upon

hearing the submissions of counsel for the Applicant, no one appearing for the Respondents,
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REEL: 013138 FRAME: 0436



-2-
1. THIS COURT ORDERS AND DECLARES that the Applicant holds valid and

enforceable security in respect of the Patents.

2. THIS COURT ORDERS AND DECLARES that the assignment of Canada Patent No.
2178785 from The VSTEP Company Inc. to 1463946 Ontario Limited dated May 4, 2001 be and the

same is hereby set aside and void.

3. THIS COURT ORDERS that the assignment of U.S. Patent No. 5791101 from The VSTEP
Company Inc. to 1463946 Ontario Limited dated May 4, 2001 be and the same is hereby set aside

and void.

4. THIS COURT ORDERS that the Respondents shall not transfer, convey, assign or

otherwise deal with the Patents without the consent of the Applicant or further Order of the Court.

5. THIS COURT ORDERS that the costs of the Application shall be fixed in the am I VE D
APR 01 200

OFFICE oF PETITIONS

$/Jce 2 , payable forthwith by the Respondents to the Applicant.

7.

F VR SRR B TR
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05-11 -2001 Docket No.: 92384pu§,.

%

e L I — e
' I i L

OM3 Ho. 0851-0011 (exp.4/94)

Patent anc Tracemark Ofice
Cocyngnt 1966-97 LegaiStar -1 01 7 1 4575 ‘N LY Of'

PLEANREVO2

Tansettingsp 9 o Y v v v S ’ ) O I 7

7o the Honorable Commissioner of Pajerts-and Trad=marks Please record the attached orngmal documents or copy thereor )

P
1. Name of conveying party(ies): o'"T & i 2. Name and address of receiving party(ies):
The Vstep Company Inc.
MAY 01 it ‘ Name: 1463946 Ontario Limited
-
&% Address: 17 Sumac Lane
¢

Additional names(s) of conveying party(ies) es X No C—

3. Nature of conveyance:

Assignment O Merger

O Security Agreement O Change of nlame City: Jerseyville State/Prov.: Ontarie
{0 Dther Country; Canada zIP: LOR 1RO
Execution Date: May 4, 2001 | Additional name(s) & address(es) Q Yes @ No

1J

S

4. Application number(s) or registration numbers(s):

If this document is being filed together with a new application, the execution date of the application is:

Patent Application No. Filing date B. Patent No.(s)

5,791,101 granted
August 11, 1998

—
71072001 LMUELLER 20000338 T731101

r7:581 40.00

Additional numbers O ves & No

5. Name and address of party to whom correspondence |
.concerning document should be mailed:

6. Total number of applications and patents involved: -

Name: Patrick J. Hofbauer 7. Total fee (37 CFR 3.41).....co.oo....... $ 4000

Registration No.  32:336 ® Enclosed - Any excess or insufficlency should be

Address: Suite 205 North credited or debited to deposit account

e e e

1455 Lakeshore Road I Q Authorized to be charged to dgpo_sj account ‘D’
"7 | 8. Deposit account number: APR 0 1 2007
City: Burlington” ~ "~ """ “state/Prov.: Ontarie ~~ | - . N -
- 08-2460 : £1 TCE_OF-PET]TTUF 14
Country; Canada - ZIP: L7S 2J1 i UFF 4
DO NOT USE THIS SPACE

-

g. Statement and signature. Coo
To the best of my knowledge and balief, the foregoing infbrmation is true and correct and any attached copy is a true copy
of the original document. /t/\

Parriet ) Hﬁr-”,, r ) . ’ Mayv 4, 2001

-

N fson Signi Signature” - e P T Ry Al B
Name of pe son Sening. Total number of pagey induding cover sr?eet. attachments, ard u
PATENT
REEL: 011770 FRAME: 0474
PATENT
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Assignment of United States Patent Docket N §
(Single assignor; single assignee) 92384pu > |
s
U.S. Patent No. lssge Date Application Serial No. Filing Date
5,791,101 August 11, 1998 661,873 June 11, 1996

_jl'i@l_e of Invention: STAIR SUPPORT ASSEMBLY

Owner of Record (hereinafter "Assignor”) Residence or Principal Place of Business of Assignor

THE VSTEP COMPANY INC. - 17 Sumac Lane
Jerseyville, Ontario

Canada
LOR 1RO

Assignee Residence or Principal Place of Businass of Assignee

1463946 Ontario Limited 17 Sumac Lane

Jerseyville, Ontario
Canada
LOR 1RO

Whereas,-the above-identified Assignor is the sole owner of record of the abo ve-identified United States Patent, and;

Whereas, the above-identified Assignee is desirous of acquiring the entire right, title and interest in the same;

Now, therefore, in consideration of thesum of  one dollars (3
$1.00 ), and other good and valuable consideration, the receipt whereof is hereby acknowiedged, Assignor, by these
and transfer unto said Assignee the entire right, title and interest in and to said Patent; the same t0 be

presents does sell, assign
held and enjoyed by said Assignee for its own use-and-behoof;-and for its.legal representatives and assigns, to the full end of the
term for which said Patent is granted, as fully and entirely cs the same would have been held by Assignor had aisEaggﬂﬁienr‘ o

not been made.

] Executed this "‘f ﬁq dayof May , intheyear 2001 APR 12007
at  gurlington, Ontario, Canada P
we AP OFFICE OF PETITION S
/1274 -
o AT A
'< s e s T csgmn'on. parmerxhig oé&"Igl'fgt,m%gesident
State of - - - province of Ontario . - THE VSTEP COMPANY INC.™ = = R

County of  praison

Before me personally appeared  p.. D. Swire ) '
| who acknowledged the foregoingi:;trument t0 be a free act-and deed and also represented that he or she is authorized to
execute the same this day of May , in the ar@- so0n

‘ R - - — 7 == T e ASOTAIREND! - =
Cooyright 1997 LegaiStar |
T iT00 PATENT
ORDED: 05/07/2001 REEL: 011770 FRAME: 0475
PATENT
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MRD
2 -1¢-97

B/O FORM PTO-1598 (1/31/92) 02-22-1999 U.8. Departiment of Comymaerce

liMﬁiﬂiil‘ Patent and THadernark Office
100968060 .

To the Honorable Commissioner of Patents and Trademarks. Pisase record the attached original documents or copy theraof.

1. Name of Conveying Pertylies): 2. Neme snd Address of Receiving Pertylies):
Peter D. SWIRE Neme: THE VSTEP COMPANY INC.
Internal Address:

Street Address: 17 Sumaec Lane, Jerseyville
O Additional names of convsying partes attached. -

3. Nature of Conveyance: City, State, Zip: Ontario, CANADA, LOR 1RO
B Assignment O Moerger
3 Sacurity Agresment 0 Change of Name

- O Other:

O Additionsl name(s) and address{es) attachad.
Execution Dats: January 27, 1988 :
4. {A) Patent Applicetion Numberis): 4. [Bi Petent Number(s):

5,791,101 granted August 11, 1998

If this document e being filed together with a new
spplication, the execution date of the spplication is:

0 Additionsl Numbers Attached.

5. Name end Address of Party to whom Correspondence &.. Totad Number of Appiications snd Patents Ilmnm

Conceming this Document Should be Mailed: 1 CE OF PET| ON¢
Name: J. ERNEST KENNEY 7. Total Fee:

Address: Bacon & Thomae, PLLC (37 CFR 3.41) $ 40 - OO

625 Slaters Lane - 4th Floor

im, Vo 22314
N.x.. ndria, Ve R Enciosed.

O Authorized to be charged to deposit account.

0271878999 SBURNS 00000008 5791101 ST 8. Deposit Account Number: 7 T

- 0240200 = S e

T 40,00 0

3. Statement and Signature: ]
To the best of my knowkedge and e foregoing Iy true and correct and any sttached
copy & a truw copy of the

R Y, . No. 19,179
Name of Person Signing

e L T edirnber of pagarinetsaing saveraanc2 < o= —

RWBTOZ.SWIRE A5G
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premessere.

Assignmentof United States Patent Docket No.
(Single assignor; single assignee) 92384pus
U.S. Patent No. Issue Date Application Serial No. Filing Date
5,791,101 August 11,1998 661,873 June 11, 1996

Title of Invention: STAIRSUPPORT ASSEMBLY

Owner of Record (hereinafter"Assignor") Residence or Principal Place of Business of Assignor

PETERD. SWIRE 29 Mistywood Drive
Stoney Creek, Ontario

Canada
L8J 2Né6

Assignee Residence or Principal Place of Business of Assignee

THE VSTEP COMPANYINC. 17 Sumac Lane
Jerseyviile,Ontario
Canada

LOR 1RO

Whereas, the above-identified Assignoris the solz owner of record of the above-identified United States i’arenl, and;
Whereas, the above-identifiedAssignee is desirous of acquiring the entire right, title and interest in the same;

Now, therefore, in considerationof the sum of " ONE dollars($

1.00 ) and other good and valuable consideration, the receipt whereof is hereby acknowledged, Assignor, By these
presents does sell, assign and transfer unto said Assignee the entire right, title and interest in and to said Patent; the same to be
held and enjoyed by said Assignee for its own use and behoof, and for its legal representativesand assigns, to the full end of the
term for which said Patenr is gramed as ful[y and entirely as rhe same would have been held by Assignor had this asstgnmau

“not beenmade. N ; s s e s —— —

Executedthis 27¢h dayof January , intheyear 1Q9g_
at . .
Burlington, Ontario, Canada RE C E
v% 3 IVED
corporation, partnership or association) E ﬁ a E
Stateof PROVINCE of oNTkRID Peter D. Swire

OFFICE oF PETITIONS
- Caun:yaf Hkmf\l T ST - »

Before me personally cppeared Peter D. Swire
who acknowledged ‘e foregoing instrument (o be a frec act and deed and also represented that ke or she is authorized to

executethe samethis 27¢h dayof January »intheyear 1999 ‘
Copynght 1097 LegaiStar N ASQIAREVDY
 PATENT
‘RECORDED: 02/16/1999 REEL: 9764 FRAME: 0364
PATENT

RECORDED: 07/29/2002 REEL: 013138 FRAME: 0442



