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EXHIBIT E TO THE ACQUISITION AGREEMENT

1

INTELLECTUAL PROPERTY ASSI GNMENT
AND ILICENSE AGREEMENT

This INTELLECTUAL FROPERTY ASSIGNMENT AND LICENSE AGREEMENT
(“Agrﬂcment") is made on the 24 day of T lvw 2001, hetween Infineon
Technologies North America Corp., a corporadon regidtered in Delaware, USA (hereinafter
referred to as “Infineon Califomia™) en the one part and Vishay Infrared Components Inc, a
corporation registered in California, USA (“Vishay California™) on the other part. '

RECITALS:

WHEREAS, pursuant to an Acquisition Agreement between Infineon Technologies :
AG (“IFX™ and Vishay Europe GmbH (“Vishay Germany') dated as of June 27, 2001 '
(“Acquisition Apreement”), IFX and its Subsidiaries are selling and Vishay Germany and its
Affiliates are acquiring the Acquired Business;

WHEREAS, pursuant to the Acquisition Agrceément, IFX has apreed to assign or
license (as the case may be) to Vishay Germany and its Affiliates certain intellectual property
used in the operation of the Acquired Business, and Vishay Germany has agreed to license
back to IFX the intellectual property assigned by IFX to Vishay pursuant to this Apreemeni;

NOW, IT IS HEREBY AGREED BY BOTH PARTIES as follows:

DEFINITIONS:

Unless otherwise defined herein, capitalized terms used herein shall have the meaning
ascribed thereto in the Acquisition Agreement.

The following terms used herein shall have the following meanings:

“Assigned IPR.” means the IPR (as hereinafter defined) set forth on Schedule 1.1,

IP-Agreement Exhibit E.dac
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EXHIBIT E TO THE ACQUISITION AGREEMENT
2

“Assigned Know-How' shall have the meaning set forth in Section 4,1 hereaf.

the inventions covered by and

“IPR" means patents, patent applications and inventions,
ntinuations for such patents and

disclosed in said patent applications and all divisions and co
patent applications.

“Licensed IPR™ means the IPR set forth on Schedule 2.1,

1. Assigned JPR

1.1 As of the Transfer Date and subject to the terms and conditions of this Agreement,
Infineon California sells, transfers and assigns to Vishay California Infineon
Califormia’s entire right, title and interest in and to the Assigned IPR, the samc to be
held and enjoyed by Vishay Califorpia, for its own use and benefit and for the use and
benefit of its suceessors, assigns or ather legal representatives, to the extent that such
right, titlc and interest would have been held by Infineon California had thic

assipnment not been made.,

Infineon California hereby undertakes' and agrees to oxecute all documentation,
including petitions, powers of attorney and assignments as may be reasonably
necessary or useful in perfecting such rights in Vishay California,

1.2 Notwithstanding the foregoing, any license granted by Infineon California or its
predecessor or any of their Affiliates under the Assigned JPR to third parties prior to
the Transfer Date shall remain in full foree and effeot and shall not be affected by this

assignment.

2. Licensed IPR

2.1 As of the Transfer Date and subject to the terms and conditions of this Agreement,
Infincon California hereby grants to Vishay Califomia and its Affiliates a perpetual (or
the longesi period permitted at law), worldwide, paid-up, royalty-free, non-cxclusive
license under the Licensed IPR to use, make, have made, develop, import, export, sell
or otherwise dispose of LISA Products,

Neither Vishay California nor its Affiliates shall have any right to zell, sublicense or
otherwise transfer or chcumber the Licensed [PR without Infineon California’s EXpress
prior written consent (which may be withheld or granted at Infineon Califomia’s
absolute discretion), except as provided in Section 11 below. '

IF-Agrecament Fahjbjt E.doc
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For the avnida:_';ce: of doubt. the license granted herein to Vishay Californiz and its
Affiliates shall include the right for their customers to use, process and release ar rese]]
LISA Products purchased or leased from them for their intended use in end products.

License Back to Infigeon California and IFX

As of the Transfer Date and subject to the terrns and conditions of this ApETesment
Vishay California hereby grants to Infineon California and IFX and the Subzidiarics ut"
IFX a perpetual (or the longest period permirted at law), worldwide, paid-up, royalty-
free, non-exclusive license under the Assipned IPR and the Assigned Know-How to
use, make, have made, develop, import, export, s¢il or otherwise dispose of products.

wmenl Exhibit E doo
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Neither Infineon California nor IFX or Subsidiaries shall have any right te sell,
sublicensc or otherwise transfer or encumber the Assigned IPR or Assigned Know-
How without WVishay California’s CXpPIEsSs prior writlen consent (which may be
withheld or granted at Vishay Califorma’s absolute discrerion), except as provided in
Section 11 hereof.

For the avoidance of doubt, the license granted herein to Infineon California. IFX and
1ts Subsidiaries shall include the right for their customers to use, process and release or
resell products purchased or leased from them for their intended use in end products.

enl Exhibit E.doc
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Attorney’s Docker No,:  14068-017001
Client’s Ref. No.: 00P7576

OFFICIAL COMMUNICATION
FACSIMILE
TO THE ATTENTION OF:
MAIL STOP ASSIGNMENT
MAIL STOP ASSIGNMENT FAX NO: 703/306-5995

Number of pages including this page 8

Applicant : David Whitney et al. Art Unit  : 2831
Serial No. : 09/547. 475 Examiner : H. Ngo
Filed : April 12, 2000

FACSIMILE COMMUNICATION
Title : ELECTRICALLY-CONDUCTIVE GRID SUIELD FOR SEMICONDUCTORS

MAIL STOP ASSIGNMENT RECORDATION SERVICES
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
S1r:
Attached to this facsimile communication cover sheet is a Recordation Form
Cover Sheet and Assignment, faxed this 22™ day of July, 2003, to Mail Stop Assignment
Recordation Services, U.S, Patent and Trademark Office.

Respectfully submitted,

Date: July 22, 2003 ) n,,);A gp-"""\-—-—-“f

David I. Goren
Reg. No. 34,609

PTO Customer No. 26181

Fish & Richardson P.C.

500 Arguello Street, Suite 500
Redwood City, California 94063
Telephone: (650) 839-5070
Fax: (650) 839-5071

30165356.doc
NOTE: This facsimile is intended for the addressee only and may contain privileged or confidential
information. If you have received this facsimile in crror, please immediately call us collect at
(650) 839-5070 to arrange for its return. Thank you.
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