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CONFIRMATORY LICENSE

(Large Business - Advanced Waiver) RD27912

Title . Structures for Attaching or Sealing a Space Between Components
having Different Coefficients or Rates of Thermal Expansion

Inventor(s) . Gregory Scot Corman; Anthony John Dean; Mario Pecchioli; and
Leonardo Tognarelli

Serial No. : 10/065,876 Filing Date: November 27, 2002

Contractor . General Electric Company

DOE Contract No.: DE-FC02-92CE41000

Waiver No. 1 W(C) 92-005 - CH0943
Patent Clause . Advance Waiver of Patent Rights
DOE Case No. :  §-95,175 - Disclosure No. RD-27912

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries):
ALL COUNTRIES OF THE WORLD

An advanced waiver of Government rights having been granted by the U.S. Department of
Energy (DOE) to the Contractor, and the above-identified invention having been reported as a
subject invention to DOE by the contractor with his election to file a domestic patent application
thereon, the effective date of said waiver for the above invention is March 1. 2000

Accordingly, this document is confirmatory of the paid-up, worldwide, license required to be
granted to the Government under 10 CFR Part 784 and this contract in this invention, patent
application and any resulting patent as well as any continuation, divisional, reissue, supplemental
or continuation-in-part thereof, and of all rights acquired by the Government by the referenced
patent rights clause, a copy of which is attached hereto and incorporated by reference herein. The
undersigned certifies the attached copy to be a true copy of said clause. It is understood and
agreed that this license does not preclude the Government from asserting rights under the
provisions of said contract or any other agreement between the Government and the Contractor,
or any other rights of the Government with respect to the above-identified invention.

The Government is hereby granted an irrevocable power to inspect and make copies of the
above-identified patent application.

Signed this 23rd day of January 2003

(SEAL)
GENERAL ELECTRIC COMPANY

: : g \%_YVAJQ_‘__‘ (Contractor )
= By(%"\%&g Christian G. Cabou, General Counsel,

Donald S. Ing¥aham
Attesting Secretary (Contractor’s Official & Title)
Global Intellectual Property and Legal Organization
Global Research, PO Box 8, Schenectady, NY 12301

(Business Address)
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ADVANCE CLASS WAIVER OF PATENT RIGHTS

(a) Definitions.

(1) "Subject Invention" means any.invention or discovery of the Grantee and,
where DOE has granted an advance waiver of patent rights, of its subcontractors who
are not domestic small business or non profit entities who may elect title to inventions
pursuant to P.L. 97-517, as amended, which are conceived or first actually reduced to
practice in the course of or under this agreement, and includes any art, method, process,
machine, manufacture, design, or composition of matter, or any new and useful
improvement thereof, or any variety of plants, whether patented or unpatented under the -
Patent Laws of the United States of America or any foreign country.

(2) "Contract" means any contract, grant, agreement, understanding, or other
arrangement, which includes research, development, or demonstration work, and includes
any assignment or substitution of parties.

(3) "Government agency” includes an executive department, independent
commission, board, office, agency, administration, acthority, Government corporation, or
other Government establishment of the Executive Branch of the Government of the
United States of America.

(4) "To the point of practical application” means to manufacture in the case of a
composition or product, to practice in the case of a process, or to operate in the case of
a machine and under such conditions as to establish that the invention is being worked
and that its benefits are reasonably accessible to the public.

(5) "Patent Counsel" means the DOE Patent Counsel assisting the procuring
activity.

(b) Allocation of principal rights.

(1) Assignment to the Government. The Grantee agrees to assign to the
Government the entire right, title, and interest throughout the world in and to each
Subject Invention, except to the extent that rights are waived to and retained by the
Grantee under paragraphs (b)(2) and (c) of this clause.

(2) Greater rights determinations. The Grantee or the employee-inventor with
authorization of the Grantee may request greater rights than the domestic and foreign
patent rights provided in paragraph (c) of this clause on identified inventions in
accordance with 41 CFR 9-9.109-6. Such requests must be submitted to Patent Counsel
(with notification by Patent Counsel to the Contracting Officer) at the time of the first
disclosure pursuant to paragraph (e)(2) of this clause, or not later than nine (9) months

PATENT
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(B) Fails to have a United States patent application filed on the
invention in accordance with paragraph (d)(1) of this clause or decxdes not to contimig
prosecution of such application; or _ o .

(C) At any time, no longer desires to retain title: -

(ii) Subject to the rights granted in paragraph (c)(1) of this ctause, the
Grantee agrees tq convey to the Government,_upon request, the entire nght, title;- and
interest in any Subject Inventxon in any foreign country if the Grantee: - :

(A) Does not elect pm'sua.nt to paragraph (c)(?)(n) of this clause to
retain such ,nghts in the country, or 3

. (B) Falls 0 have a patent apphcatxon ﬁled in the country cn the
Sub]ect Invennon in accordance with paragraph (d)(3) of this clause, or decides not to
continue prosecution or to pay any maintenance fees covering the invention. To avoid
forfeiture of the patent application or patent,-the Grantee shall notify the Patent Counsel
not less than sixty (60) days before the expu'anon penod for any action required by the
foreign Patent Office. ’ S .

(iii) Conveyance requested-puxsuant- to par’agraphs (c)(3)(@) ard (c)(3)(ii)
of this clause shall be made by delivering to the Patent Counsel éuly executed
instruments and such- other papers as are deemed necessary t¢ vest in the Government
the entire right, title, and interest in the invention to enable the Government to apply for
and prosecute patent applications covering the invention in this or the foreign country,
respectively, or otherwise establish its ownership of the invention.

(iv) For each invention in which the Grantee initially elects pursuant to
(c)(2)(i) or (c)(2)(ii) of this clause not to retain the rights waived, the Grantee shall
inform the Patent Counsel promptly in writing of the date and identity of any on sale,
public use, or public disclosure of the invention which may constitute a statutory bar
under 35 USC 102, which was authorized, by or known to the Grantee, or any
contemplated action of this nature.: A _

V) nggmment‘Licegge “

With respect to any Subject Invention in-which the Grantee retains title,
the Federal Government shall have a nonexclusive, nontransferable, irrevocable, paid-up
license to practice or have practiced for cr on behalf of the United States the Subject
Invention throughout. the world.
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prior to licensing or

(2) Such action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the Grantee, assignee, or their licensees;
{3} Such action is necessary tc meet requirements for public use

specified by federal regu]atzons and such requirements are not reasonably satisfied by the
Grantee, assignee, or licensees; or

(4) Such action is necessary because the agreement required by
paragraph (c}(3)(vii) of this clause has not been obtained or waived or because 2

licensee of the exclusive right to use or sc!l any Subject Invention in the Utited States is
in breach of such agreement.

(i) The Graniee will obtzin written approval of the Contracting Officer
wise ransterning nghts I asubjeet-invention to third parties

other than i contractors or the Grantee's or its scbcontractors' lic.\em\eeym‘\a{ﬂliates
at the time€ of the execution of their respective agreements under this project of DOE!

Congiffuous Fiber Ceramic Composite Progear,

{x) .- The Grantee agrees that any products it or its subsidiaries or
affiliates, if any, use or sell in the United States, either embodying a subject invention or
produced through the use of a sub]ect invention will be manufactured substantially in the

. United States.

(xi) In the event the Grantes or a subcontractor under this agreement

does not participate-in-subseguent phases of this @We
or designated holdmg company, as the remaining participants in this CFCC Project may
decide, shall retain as a minimum a royalty-free nonexcluzive license throughout the
world, with the right to grant sublicenses, in each subject invention held by such
participant pursuant to the Advance Class Waiver of Patent Rights for Technology

Developed Under DOE Funding Agreements Relatmg to DOE's Continuous Ceramics
Composite: Progmm, :

4) Te atlgns

) Any waiver or retention of nghts by the Grantee under paragraphs
(b)(Z), (c)(1), or (c)(2) of this clause may be terminated at the discretion of the
Secretary or his designee, in whole or in part, if the request for waiver or retention of
rights by the Grantee is found to contain false material statements or nondisclosure of
material facts, and such were specifically relied upon in reaching the waiver '
determination o1 the agreement to the retention of rights by the Grantee.

(ii) Any waiver of the rights retained in accordance with paragraph (c)(2),
as applied to partlcular mventlons, may be terminated at the discretion of the Secretary
or his designee, in whole or in part, if the Grantee fails to comply with the prov1510ns set
forth in paragraph (c)(3) and paragraph (d) of this clause, and such failure is determined
by the Secretary or his designee to be material and detrimental to the interests of the
United States and the general public.

.5-
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(i) Within two (2) months after the fling or within two (2) montbs after
submission of the inventicn disclosure if the patent application previously has heen filed,
deliver to Patent Cournsel 2 copy of the application as filed includng the filling date and
serial pumber;

(if) Within six (6) months after filing the application or wi'hin. six (5}
months after submitting the invention disclosure if the application has been filed
previously, deliver to the Patent Courcel a duly executed and apprcved instrument fully
confirmatory of all rights to which the Geverrment is ertitled, and provide DOE an
irrevocable power to inspect and make copies of the patent applicaﬁon filed;

(iii) Provide the Patent Counsel with a copy of the patent within two (2)
months after a patent is iscued on the application;

(iv) Not less than thirty (30) days before the explranon of the response
penod for any action required by the Patert and Trademark Office, notify the Patent -
Counsel of any decision not to continue prosecution of the application and deliver tc the
Patent Counse! executed instruments granting the Government a power of attorney; and

(v) Include the fcllowing statement in the sscond paragraph of the
specification of the application and any patents issued on a Subject Invention, "The
Government of the United States of America has rights in this invention pursuant to

Contract No. _ (or Grant No. ____ } awarded by the U.S.
Department of Eaergy”.

(3) With respect to each Subject Invention in which the Grantee has elected
pursuant to paragraph (c)(2)(ii) of this clause to retain the patent rights waived in
specified foreign courtries, cr in which the Grantee has obtained a waiver of foreign
rights on an identified invention:

(i) The Grantee shall file a patent application on the invention in each
specified foreign country in accordance with applicable statutes and regulations and
within one of the following periods:

(A) Eight (8) mcnths from the date of filing a corresponding
United States application, or if such an application is not filed, six months from the date
the invention is submitted in a disclosure pursnant to paragraph (e)(2)(i) of this clause;

. (B) Six (6) months from the date a license is granted by the
Commissioner of Patents and Trademarks to file the foreign pateat application where
such filing has been prohibited by security reasons; or :

(C) Such longer period as may be approved by the Patent Counsel
for good cause shown in writing by the Grantee.

7.
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(B) All Subject Inventions have been disclosed or that there are no
such inventions; : » '

(C) All subcontracts containing a Patent Rights clause have been
reported or that no such subcontracts have been awarded; and :

~ completion of the contract work hstmg all Sutject Inventions and all subcontracts
awarded contmnmg a Patent Rxghts clause and certifying that:

: (A) All Sub]ect Inventlons have been d1sclosed or that there were
no such mvennons and”

(B) All subeontracts contmmng a Patent Rights clause have been
reported or that no such subcontracts have been awarded.

(3) The Grantee shall obtam patent agreement:, to effectuate the provisions of
this clause from all persons in its employ who perform any part of the work under this
contract except nontechnical personnel, such as clerical employees and manual laborers.

(4) The Grantee agrees that the Government may duplicate and disclose Subject
Invention disclosures and all other reports and papers furnisked or required to be
furnished pursuant to this clause. If the Grantee is to file a foreign patent application on
a Subject Invention, the Government agrees, upon written request, to use its best efforts
to withhold publication of such inven:ion disclosures until the expiration of the time
period specified in paragraph (d)(1) of this clause, but in no event skall the Government
or its employees be liable for any publication thercof. -

(f) Publication.

Itis recogmz d that during the course of the work under this contract, the
Grantee or its employees may from time to time desire to release or publish information
regardmg scientific or tecinical developments conceived or first actually reduced to
practice in the course of or under this contract. In order that public disclosure of such
information will not adversely affect the patent interests of DOE or the Grantee, patent
approval for release or publication shall be secured from Patent Counsel prior to any
such release or publication.

(g) Forfeiture of rights in unreported Subject Inventigns.

(1) The Grantee shall forfeit to the Government, at the. request of the Secretary
or his designee, all rights in any Subject Invention which the Grantee fails to report to
Patent Counsel (with notification by Patent Counsel to the Contracting Officer) within
six months after the time the Grantee:

9.
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(i) Establish the procedures of paragraph (e)(1) of this clause; or
(ii) Maintain and follow such procedures; or

(iii) Correct or eliminate any material deficiency in the procedures within
thirty (30) days after the Contracting Officer notifies the Grantee of such a deficiency.

(i) Withholding of payment (not applicable 1o subcontracts).

(1) Any time before final payment of tne amount of this agreement, the
Contracting Otficer may, it he deems such action warranted, withhold payment until a
reserve not exceeding $50,000 or five percent ,S%) of the amount of this agreen ent,
whichever is less, shall have been set aside if in his opinion the Grantee fails ¢o:

(i) Establisn, maintain and foilow effective procedures for identifying and
disclosing Subject Inventions pursuant tc paragraph (e)(1) of this claase; or

(i) Disclose any Subject Inventon pursuant to paragraph (e)(2)(i) of this
clause; or -

(iif) Deliver the interim reports pursuant to paragraph (e)(2)(ii) of this
clause; or : _ _

(iv) Provide the information regarding subcontracts pursuant to paragraph
(G)(5) ot this clause; or

(v) Convey to the Government in a DOE-approved form the iitle and/or
rights of the Government in each Subject Invention as required by this clause.

(2)- The reserve or balance shall be withheld until the Contracting Officer has

.' determined that the Grantee has rectified whatever deficiencies exist and has dehvered

all reports, disclosures, vand other mformatxon required by this clause.

(3) Final payment under th1s agreement shall not be made by the Contracting
Officer before the Grantee delivers to Patent Counsel all disclosures of Subject
Inventions and other information required by (e)(2)(i) of this clause, the final report

required by (e)(2)(iii) of this clause, and Patent Counsel has issued a patent clearance
certification to the Contracting Ofﬁcer

(4) The Contractmg Ofﬁcer may, in his direction, decrease or increase the sums
withheld up to the maximum aithorized above.” If the Grantee is a nonprofit
organization, the maximum amount that may be withheld under this paragraph shall not
exceed $50,000 or one percent (1%) of the amount of this contract, whichever is less.
No amount shall be withheld under this paragraph while the amount specified by this

-11-
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Subject Inventions. The Grantee shall not be obligated to enforce the agreements of any
Subcontractor hereunder relating to the obligations of the Subcontractor to the
Government regarding Subject Inventions.

(k) Background Patents.

(1) “"Background Patent" means a domestic patent covering an inveation or
discovery which is not a Subject Invention and which is owned or controlled by the
Grantee at any time through the completion of this contract:

(i) Which the Grantes, but not the Government, has the right to license
to others without obligation to-pay rcyalties thereon, and ‘

(ii) Infringement of which cannct reasonably be avoided upon the practice
of any specific process, method, machine, marufacture or composition of matter
(including relatively minor modifications thereof) which is a subject of the research,
development, or demonstration work perfoimed under this contract.

(2 The Gramee agrees to and does hereby grant to the Governinent a royalty-
free, nonexclusive license under any Background Patent for purposes of practicing a
subject of this contract by or for the Government in Iesearch development, and
demonstration work only

(3) The Grantee also agrees that upon written application by DOE, it will grant
to responsible parties for purposes of practicing a subject of this contract nonexclusive
licenses under any Background Patent on terms that are reasonable under the
circuinstances. If, however, the Grantee believes that exclusive or partially exclusive
rights are necessary to achieve expediticus commercial development or utilizaticn, then a
request may be made to DOE for DOE approval of such licensing by the Grantee.

@ Notmthstandmg the foregoing paragraph (k)(3), the Grantee shall not be
obligated to license any Background Patent if the Grantee demonstrates to the
satisfaction of the Secretary or his designee that:

" (i) a competitive alternative to the subject matter covered by said

Background Patent is commercialiy avmlable or rezdiiy introducible from one or more
other sources; or :

(ii) the Grantee or its licensees are supplying the sabject matter cavered
by said Background Patent in sufficient quantity and at reasonable prices to satisfy
market needs, or have taken effective steps or within a reasonable time are expected to
take effective steps to so supply the subject matter. :

-13-
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CERTIFICATE OF MAILING BY FIRST CLASS MAIL (37 CFR 1.8) Docket No.

Applicant(s): S-95,175
Serial No. Filing Date Examiner Group Art Unit
065,876 November 27, 2002
Invention:

Structures for Attaching or Sealing a Space Between Components having Different

Coefficients or Rates of Thermal Expansion

I hereby certify that this __RECORDATION FORM COVER SHEET FOR CONFIRMATORY LICENSE
(Identify type of correspondence)

is being deposited with the United States Postal Service as first class mail in an envelope addressed to: The

7 .
Commissioner of Patents and Trademarks, Washington, D.C. 20231-0001 on oz '«')Q (?“() 3
(Date)

Mark P. Dvorscak
(Typed or Printed Name of Person Mailing Correspondence)

M D vereue—

(Signan;revaf?’erson Mailing Correspondence)

Note: Each paper must have its own certificate of mailing.
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Docket No.
S-95,175

CERTIFICATE OF MAILING BY FIRST CLASS MAIL (37 CFR 1.8)

kpplicant(s):

Serial No. Filing Date Examiner Group Art Unit
10/065,876 November 27, 2002
Invention:

Structures for Attaching or Sealing a Space Between Components having

Different Coefficients or Rates of Thermal Expansion

| hereby certify that this _ RECORDATION FORM COVER SHEET FOR CONFIRMATORY LICENSE
(Identify type of correspondence)

is being deposited with the United States Postal Service as first class mail in an envelope addressed to: The

4&3‘ 03

Commissioner of Patents and Trademarks, Washington, D.C. 20231-0001 on
(Date)

Brian J. Lally
(Typed or Printed Name of Person Mailing Correspondence)
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