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08/ 726 539

CONFIRMATORY LICENSE

(Advanced Waiver)

Title : REDUCED TEMPERATURE ALUMINUM PRODUCTION IN AN
ELECTROLYTIC CELL HAVING AN INERT ANODE
Robert K. Dawless, Siba P. Ray, Robert B. Hosler,

Inventor(s) : Robert L. Kozarek, and Alfred F. LaCamera
Serial No. : 926.530 Filing Date; _SePtember 10, 1997
Subcontractor : ALUMINUM COMPANY OF AMERICA

DOE Contract No.: DE-FC07-89ID12848

DOE Case No. : S-90,998

DOE Advanced Waiver No.: W(A4)-90-065

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries):

An advanced waiver of Government rights having been granted by the U.S. Department of Energy (DOE)
to Aluminum Company of America and the above-identified invention having been reported as a Subject
Invention to DOE by the contractor with its election to file a domestic patent application thereon, the
effective date of said waiver for the above invention is May 20, 1998.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government
under 41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any
resulting patent as well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof,
and of all rights acquired by the Government by the referenced patent rights clause, a copy of which is
attached hereto and incorporated by reference herein. The undersigned certifies the attached copy to be a
true copy of said clause. It is understood and agreed that this license does not preclude the Government
from asserting rights under the provisions of said contract or any other agreement between the Government
and the Contractor, or any other rights of the Government with respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified

patent application.
/
7
28

Signed this day of 19 ? g

(SEAL)

ALUMINUM COMPANY OF AMERICA
(Contractor)

BM”KM y

(Contractor’s Official and Title)
David R. Williams, Contracting Officer

; Busi Add
Alcoa Technical Cen(tgsir}ess ress)

100 Technical Drive
Alcoa Center, PA 15069-0001
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nencmant o, MIT4
. - . Part II - Sgecie’ 2rms and Conditioens
ACVANCE WAIVZR CT PATINT RIGHTS
» P

(1) "Subject Invention® ans any invention or discovery of the

Ccatractor conceived or fircst cctua1ly ra2duced to practice in the course of or
uncser this contraci, and incluvdes any part, method, procass, machine,
menufactiure, desicn, or ccmpesition of matter, or any new and uéeful
imzrovemsnt thersoi, or any variety of plants, whather p e
uvndser the Patent Laws of the United Statss of Americz cr

(2) ®"Contrzzci"™ mezng anyv contract, ¢raznt, &
or cther arrangement, which incliudes ressarch, cdavesl
wozZk, &nd incliudes any assignment or substituticn of

(3) "Gevernment agesncy” inc1u‘ s an executive ceperiment, indsrendent
ccomission, board, office, agency, edministration, suwuthority, Government
ccroorsticn, or other Gevernment os‘.ab hment of the Executive 3ranch of the
Goverameat oI the United States of Amc__c—

(=) "To the point oi practiceal ezoplicztion™ mezns to manufzacturs in
Th2 case ¢ & composition or product, to prazciice in the czse of & process, or
Lo cperzts in the czse of 2 machine and under such conditions 2s to estzblish
thzt the invention is being worked and that its besnefits ars rezscnably
gccessible -5 the public.

() "Patsnt Counsel™ means the DOE Patent Counseal zssisting the
crocuring activity. '

(1) Assignment to the CGevernment. The Contracior zcrses to zssicn to
the Government the entirs right, title, znd interest throuchcut the worid in
znd to each Subject Invention, except to the extisnt thet richts azre wzivsd to
end retzinsd by ths Contractor under parzgraphe (B) (2) zné (c) of this clause.

(2) Greszter Righits Determinations. The Contrzctior or the
emplovee-inventor with zuthorizztion of the Contractor may recusst grezter
ricghts than the domestic and foreign patent rights provided in paracrzch (¢)
ci this clzuse on identified inventions in zccordznce with 41 CFR 9-9.10%-%.
Such rscuests must be submitted to Patent Counsel (with notification by Pztent
Counsel to the Contrzciing CiIZicer) at the time of the first disclosurs
Dursuant to paragrzph (e) (2) of this clzuse, or not lzter thzn 9 months zfter
ccnception or first azctuel zeduction to practice, whichever occurs first, or
such longer period as may »e authorized by Paient Counsel (with notificzzticn
Dy Pztent Counsel to the Contracting Oificer) Zfor cood cause shown in writing
bv the Coniractor.

{c) Rights to the Contrector

{1) Minimem Contractor license. The Contracior rsse-ves an
irrsvocable, nonezcluc*ve, peid-up license in each pzaient zoplication filed in
gny countzy on a Subject Invention and any resulting patent in which the
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- Emencment No. M2C0d
K Pzrs II - Specizl zms and Cecnditlons
(h) Dces not elect pursuant to paragraph (c) (2) (ii) of this
clzuse to retzin such rights in the ccuntry; or
(3) Tails to hzve a patent application £iled in the country
cn th2 Subject Invention in accordance with parzgrarh (&) (3) of this clause,
cr dzcides nct to continue prosecution or to pay any mzintenance fees covering
tns invention. To avecid forifeigurs of the tatsnt acolicztion or patent, the
cnizzctor shall notify the Patent Counsel not lsss thzan 60 cays befcre;the
exgizazi cericed for azny action racuirad by the forsign Patent Cifica.'
iy C c=2s rsguested Tursuant Lo paracrzchs (2) (3) (1) and
(ciZ)Y(iyy is ¢l gll e mzde by delivering to th2 Pztent Counsel
culy sxacut strum 2 such OTher DpETers &S ar2 dsemed necessary to
vazet in the vErnment the entire zight, title, and interfest in the invention™
To znzble the CGovernment to eczcly Zor znd presecute petent ecplications
ccvering the inveaticn In this or the foreign country, rsspectively, cor
cthazrwise estzblish iis cownership of the invention.

{(iv) For ezch invs ¢n in which the Contractor initizlly elects
cursuant o (¢} (2) (L) oz (¢) {Z) ( ¢ this clzuse nct to reszzin the rights
walwed, the Contractor shell ins the Pziznt Counsel prompilyv ia writing of
The dzte znd identitv ¢ znv co cublic wse, or zunlic disclosuzs of the
iznvanztion wiich may constizuts Tory paxr under 33 USC 102, wrnich was
guthorized Ty cr kncwn ©o the C or, ©Or &nv contemplatesd acticn of this
nztura.

(v) Goverznment Licsnse !

With reszect te anyv Subject Inventicn in which the Contractor re:izins
title, the Tederzl Government shall heave & ncnexclusive, ncontransizsrzble,
irzevoczble, pzid-up license to praciice or have praciiced for or cn behzli of
the United stztes the Subject Invantion throughout ths world.

(vi) Repecrting on Utilizaztion of Subject Inventions

The Contractor zczses to sukmit on request periodic reporis noe mere
frzguently than ennuzlly on the utilization of & Subject Invention or con
effcris at ortaining such utilizstion that are being made by the Contrzctor or
its licsnsees signees. Such reports shall include informetion regarding
the stzatuvs oI czment, dzte of first commercizl szle or use, gress
rovelties ==cs= by the Ccntraciorz, &nd such other cdata end iniormetion as
DCZ mey rszecnzzly specifiv. The Contractor a2iso agress Lo provide additicneal
reoerts &s mayv De rsgussted ty 20T in conneciicn with any merch-in procseding
tncdertzken by DOI in accordance with peragrash (¢) (3) (vili) of this clause.

To the extent dztz or inic Ticon suzrliscd undsr this paragrzoh is consicerad
by the Cocntractor, its licz g2 Or zssigcnes to be priviliedgsed and cenfidentizl
and 1s sc macked, DO & 22, to the extent permitted by 33 USC

232-(c) {3), it will not 2 guch info-mztlon to cerscns cutsids the
Government.
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rms and Concditions

(vii) Preferance for United Stztes Incdustry

1

3
2.
[N

e
3 O
M cr

2.
cr

Y
H
:

ng any other provision of this clause, the-Contrzcior agrees
r

[T 1)

ighste
that ither it nor eny essicnee will grant to any person the exclusive right
to use or sell znv Subject Invention in the United Statas unless such person
acrses that any products emdodying the Subject Invention or preduced through
the use of the Suziect Invention will te mznufactured substantizlly in the
Urited Stztss. Howsver, in individual casss, the rescuirement for such zn
agresment mzy be wzived by DCE uzon 2 showing by the Contrzczor or its |
egssicgnee that rezscnable but unsuccessiul efforts have kesn mzde to craat
licenses c¢n sinmilzr ter that would ke liksliy io
_ manuisctiure sul ntizl:l that under the circumsiznces
domesiic manu is sible.
Al
ntractor eagrees tha ct to any Subject Invention in which
cuired title, DCE he r in eccordance with the crocsdurss in
_______ =174 o recuire or ctor, an assignes cr sxclusive
z f a2 Suriject Inventi grznt & nonexclusive, pariizlly sxzliusive,
c ve license in anyv fielcd ¢i to z respensirtle zccilcant cor
z ~s, tocn tsrms that ars ra: l2 yunder the cirzcx nces, znd
Cece ¢r, assicnes, or exclusive sea rszfuses such & usst, IC=
the right to graat such a licemss i if DOE cdetermines :
assignse has
effecilive
in suca fi=l4d

{2) Such action is n

wnich &re not raascnably sati
licensses;

is necessary to meet recuirsments for puzlic use
lzticns znd such requirements ars not rzzsonzbly
or, assicnes, or licensees; or
(&) Such eaction is necssszry tecauvse the acgreemsnt racguirsd by
varacraon (c) (3) (vii) of this clzuse hzs not been obtzined or waived or
beczuse & licensze of the exclusive zight to use or sell zny Subject Iavention
in the United Stztss is in brszch of such acrsement.

(£4) Tz=rminations.

(1) Any waiver cr reiention of richts by the Cen
Taracs (2y, (c) (1), or (c}(2) cof this clzuse may be t=-
discre I the Secretzry or nls dssignee, in whele in ce
ragussg wziver or retention of rights kv the Cont TOr is
contzl 's2 meterial staiements or nondisclesure of terizl and
were stecifically relied upen in resching the weiver detemmination orf the
ggresment te the retention ¢f cizhis by the Cocntractor.

t
[
!
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{(ii) Any waiver of the rights retainad in accordznce with
carzgraph (¢) (2), as aoplied to particular inventions, may be terminzted’'at
the discretion of the Secretary or his designee, in whole or-in part, if the
Conizzctor fzils to comply with the provisions set forth in paragrazpn (c) {3)
end paragrazpnh (d) of this clause, and such fzilure is determined by the
Sszcrstary or his designee to be materiel znd detrimentzl to the interests of
the United Stztes end the generzal public, .

(1ii) Prior to terminzting any wavier of righis under paraé:aph
(c) {4) (1) or (c) (2)(ii) of this clause, the Contractor will ze civen written
notice oif the intsntion to terminate the wevier of rights, the =xiant of such
prcocsed terminziion and the reszsons thersfor, and a pariod of 30 dzvs, or
such longer pericd zs the Secrstary or hils dessignes shall detsrmine for‘good
cztse shown In wrliting, to shcw czuss why the waiver of Ficghts cshould not be —
SO t2 3 4.

(iv) A1l terminztions of wesivers of rights undsr pzrzgrzoh
(c) (4) (11) shzll be subject to the rights granted in parag-zch (¢} (i) of this
clzuse, and terminztion shall normzlliy be partizl in nzturs cuirzing the
C zctor to ¢ t nonexcliusive or partizily exclusive lic
z ngible zzglicants upon tsrzms rezsonzble under the cire

(3) EZZZsctive Daite of Waivers.

The wziver of rights in a Subject Invenition shall be effesciive on the
£ollcwing cdates:
}

(1) For advance waivers of identified inventions, i.e.,
inventions conceived prior to the effsctiive dzte of the contr-zz:, on the
eZlsctive cdate of the contract even thoucgh the advance wziver mev have been
razuecsted aiter that dzte;

(1i) For identified inventions under zcévance weaivers, i.e.,

conceived or first actuelly rsduced to practice zfter the
ate ci the contract, on the cdzte the invention is zsporisd with the
retzin the weived rights in that inventicn; and

(1ii) For waivers of identified inventions {(other than under an
advence waiver), on the date oI the letter notifying the reguestor thzt the
welver has besn granted.

(d) Filing of Pztent Applicaticns.

(1) With zesgect to ezch Subject Invention in which the Contrzctor
elacts to retzin demsstic rights purstant to paragrach () (2) (1) of this
cizuse, the Contrecior shzll heve & domestic patent ezoolicziion filed ¢n the
invention within 6 meonths zZfter submission of the invention disclesurs
pursuant to paragrzzh (&) (2) (i) of this clzuss, or such longer period of time
es may De acproved by the Fztent Counsel for gcod cause shown in writing by
the Contractor. For ezch identified inventicn, the rights in which ars waived
to the Centractor, the Contrzactor shzll have z domestic peient zoplicztion
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(k) 3Backcround Pztents.

(1) "Zzckcround Pz ent" meza2ns a domostic petant covering an
invention cor ciscovery which is not a Subject Invantion znd which
is ocwned or controllad by the Contracior a; any time through the
completion of this contract

(1) Which the Contractor, but not the Gevernment, has
the right %o licsnse to others withou:z obligaticn to pay rovaltiss
thsreon, aad - - -

(11) Infrlﬂg=meng o; which czannot reszsonably be avoidfaid
upon the practice of any soecific processz, method, mzchine, manu-
facture cor compesition of matter (including relatively minor modifi-
czticns ther=20f) which is a2 subject ci the resezrch, éavelooment,
or éemcnstretion work performed unéer this conirackt.

{2) The Contractor agrezes to znd foes hsreby crznt to :the
Government a rovaliv-I-ee, nonexclusives license undsr any Zack-
ground Pztent for purposes cf practicing a subjeci of this contrack
by or Icr th2 CGovernment in resszrch, cesveloomen:, and demonst-ztion
work onlvy.

!

(3) The Contractor also acrees that upon written apolicztion
by D0z, it will crant to responsible parties for purooses of przc-
ticing a subject of this contract nonexclusive licenses under aay
Background Pztent on terms that are rsasonable under the circum-
stances. If, however, the Contractor bslisves thzt exclusivs or
partially exclusive richts ars necessa-cy to achisve expeditious
commercizl cdevelopment or utilization, then a rescuest may be made
to DOE for DOE epoproval of such licensing by the Contracior.

(4) Notwithstanding the foregoing paracraph (k) (3), the

ontractor shall not "be obligata2d to license any Background Patent
£ the Contrzctor demonstirates to the satisfaction of the Secretary
r his desicgnee that:

(1) 2 competitive altzrnztive to the subject matisr
covered by szid Background Patent is commercially available or
rezcily introcducible from one or more other sources; or

11) the Contrz

sred by szid Zacker

orices to sziisly
szsonzhle tims ere
TTer.
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{1) Atomic Energy.

(1) No claim for pecunizry award or compensation under the prcvisions
of the RAtcmic Energy Act of 1954, as amended, shell be zsserted by the
Contractor or its employees with respect to any invention or dwscove*y made or
conceived in the course of or under this contract.

(2) Zxcept a2s otherwise authorized in wri

i
iting by the Contracting
Office-, the Centractor will obtzin patent zgreements to effectuete the
crovisions of paragreph (T)(W) of this clause from 21l tersons who perform any
vart of the work under this contrzaci, excest nontechnical persconnel, such as
clericzl employeses and m;Lual lzborers.

othing contained in this Pzient Rights clause shall be deemed to glve
vernment any rights with rzspect to any inventicn other than a Subiesct
icn esxcept as set forth in the Fatant Richts clzuse ¢f this contract
2scest to Background Patenits and the Fecilities License.

{(n) Torsign ARssign=2e or Licsensse,

The Contractor (inventor) zagrsss that it or azny zssignse or licsnsse or
any entity otherwise acguiring righis to the waived inventilion shzll provide
writien notification with justificaztion to the Rssistzant Secretary or designee
of the DOE program office whic undad the work under wnigh the waivad
inventiocon zross pricr Zo entering Inito any agresemants trznsierring richis in
the invention to =n entity which Is 23% or more ownad by & foreign nationzl or
entity or which is otherwise controlled or cdominated by & Zoreign government
or entity. The Contractor (invenicr) or any assicnse cr licsnsee shezll not
enter into such agrsementis without the zzprovel of the 2= tant Secrstaryv cr
designee, znd utnitil such time.as the reguired ecproval is : this weiver
shzl1 be suspended. Should the contracicr, assignes or licensee become 25% or
mecre fozeign-owned znd such foreign ownership amounis to & controlling
inter=st in the assignse or ligsnsse, the wzlver, zssignment or license is
suszended until the controlling interest is zpprovad bv the Rssistant
Secretary.
wo/CGSandwina/£220
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