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CONFIRMATORY LICENSE

(Advanced Waiver)
Title : CONTROLLED ATMOSPHERE FOR FABRICATION OF CERMET
ELECTRODES
Inventor(s) Siba P. Ray and Robert W. Woods
Serial No. : 883,060 Filing Date: _oJune 26, 1997
Subcontractor : ALUMINUM COMPANY OF AMERICA
DOE Contract No.: DE-FC07-89ID12848
DOE Case No. : S-90,996

DOE Advanced Waiver No.: W(4)-90-065

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries):

An advanced waiver of Government rights having been granted by the U.S. Department of Energy (DOE)
to Aluminum Company of America and the above-identified invention having been reported as a Subject
Invention to DOE by the contractor with its election to file a domestic patent application thereon, the
effective date of said waiver for the above invention is May 20, 1998.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government
under 41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any
resulting patent as well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof,
and of all rights acquired by the Government by the referenced patent rights clause, a copy of which is
attached hereto and incorporated by reference herein. The undersigned certifies the attached copy to be a
true copy of said clause. It is understood and agreed that this license does not preclude the Government
from asserting rights under the provisions of said contract or any other agreement between the Government
and the Contractor, or any other rights of the Government with respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified

patent application.
Signed this Z day of 19

(SEAL)
ALUMINUM COMPANY OF AMERICA
(Contractor)
By: / 7/
< (Contractor’s Official and Title)
Dav R. Williams, Contracting Officer

Alcoa Technical Cenf{Ruginess Address)
100 Technical Drive
Alcoa Center, PA 15069-0001
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.\
ecial arms and Conditions

.OVAMNCE WAIVEZR CF PATEZNT RIGHTS

{2) Definitions.

(1) "Subject Invention” means any invention or discovery of the
ctor conceived or first actually reduced to practice in the course of or
this contract, end includes any part, mathod, procsss, mechine,
cture, design, or cemposition of metter, or any new and useful .
sment therzof, or any variety of plents, wheiher patented or unpeatentad
the Patent Laws of tae United Statas of Rmerics cor gny foreign country.
{2) "Contrazci™ mezns anyv contrect, ¢rent, &acc nt, uncderstznding,
or other zrrangement, wnich includes resszrch, CGEvVElOCDT or demonstZzticn
work, and inciudes any assicnment or sucstituticen of ¢ . =
3) "Cov:::ﬂcnt zcency" includss an exacutive & tment, independent
somizsion, koard, office, zgency, administrztion, zutho , Government
corzorziicn, or other Goverament establishment of the tive Branch of the
tovernment of the United Stztes of Americs.
To the pecint of practiczl eoplication™ mezns to manufacture in
et} composition or product, to praciice in the czse of a process, o
e the czse of a mechine and under such conditions as to estzdblish
thz fion is being worked and that its beneliis ara reascnebly
acc the public.

"9
i
o ot

(L) Zssicnment to the Ceverament. The Contractor acrses Lo &ssign to
the CGovernmasnt the entirs right, title, and interest throuchout the worid in
and to ezch Subject Invention, except to the extsnt that rights are weivad to
znd retainsd by ths Conitractor under parzacrapns (b) (2) and (¢) of this clause.

(2) Grszter Rights Determinations. The Contrzctor or the
emploves~-inventor with zuthorizztion of the Contractor may recgusst grezier
rights than the domestic and foreign pataent rights providad in paragrzzh (c)
¢ this clzuse on identified inventions in accorcdance with 41 CFR 9-9.108-9.
Such rzcussts must be submitied to Patent Counsel (with notification by Pztent
Cecunsal to the Ceontraciing Cificer) at the time of the first discleosurs
cursuant to paragrzoh (&) (2) of this clause, or not lztaxr than 9 months eiter
ccnception or firzst actuel cesduction to practice, whichever occurs first, or
suzh loncer period as may De zuthorized Dy Patent Counsel (with notificaticn
ov Patent Counsel to the Contractiing 0ificex) for cood cause shown in writing
bv the Contractor.

(c) 2ights to the Contractor

(1) Minimum Contractor license. The Contrazcior rsserves an
irrsvocable, 1one<clL¢ ve, peld-up license in each patent zpplication filed in
env country on a Subject Invention and any resulting petsnt in which the
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. r Pzrs I - Speclel rms and Conditions

b) Dees not elect pursuant
clzuse to retain such rights in the country; or

to paragraph (c) (2) (11) of this

{3) Tai

i to hava a patent applicetion £iled in the country
cn th2 Subject Invention in accordance with parzgraph (d) (3) of this clause,
cr decides ncoct to centinue prosecution or to pay any maintenance fees covering
+=e invention. To zveid forieiturz of the tatasnt azzlicztion or patent, the
Ccnirzzctor shell notiZy the Petent Counsel not lsss thzn 60 days befcre;the
exgirzzion mericd for any sction rsguirad by the forsign Patent Cifice.

{1ii) Cenvsvancaes raguested pursuvant to paracrzpns (o) (2) (1) eand
(Cy (Z)Y (i) of this clauss shell ks mzde by cdelivering to tha Patent Counsel
culv gxecuted instrumenis &nC SuCh OTh&r DPEgseIs &s a-s dsemed nec=ssary Lo
vzst in the Govdonment the entirs sight, title, and intsrest in the inventicn™
to znzble the Governmsnt ©o esctly Zor znd presscute catant scpolications
ccvering the invention in this or the foreign couniry, zsspectively, or
ctherwisse estzblish its cwnership of the invention.

{iv) For e=zch invenilcn in which the C Tor initislly elects
T c) (2) (L) oz (e} {2) (L £ this clsuse nct zer e rights
W sntzactor shell inic ne Pziznt Counsel mp writing of
o dzte znd ics v oI EnV Cn-S cublic use, or cTublic vrz2 of the
izmvention wnlch may constifule a uTory oper undsr 35 USC 2 ich wes
guthorized by or kaown to the Co tor, or env contamplatad cn of this
i "2,

{v) Governmment Licsnse !

WAith restect to zny Sublisct Invanticn in which the Conirzcior reizins
Title, the FTecerzl Government shall heve a nonsxclusive, nontransferzble,
irzsvoczhle, pzid~up license Lo Cractice or heve przciiced for or on behzlf of
the United stzies Lhe Subject Invantion throuchout ths world.

{vi) Reperting on Uitilization of Subject Inventicns

The Contrzctor agrees to submit on recuest oariocdic reporis no mere
frezzuently than ennuzlly on the utilizstion of & Subject Inventicn or cn
eiiczts a2t optzining such utilizztion that are being made by the Contrzctor or
its licensees assignees. Such reports shzll include informetion reczrding
the staztus of 2iozment, dzte of first commercizl szle or use, gross
zovelilas T=cC ad kv the Ccntrector, and such othar daztz znd informzticn &s
DCZ mzy resazscnezly scecifyv.,  The Contractor 2l1so agrsss Lo provide additicnel
reperis @s mey be raguastsd Ty 2CI in connection with eny merch-in orocesding
vndertzken by DOE in accorZance with peragrach (¢) (3) (viii) of this clause.

To the extent cdazz or infermation suppliiad undsr thls paragrazph is considerad
by the Contrzaczor, iis lizsnsss or assicnee Lo e priviledzzsd znd cenfidentizl
end is sc marked, DO acr thazt, to the extent pe ted by 35 USC

232-(c) (3), it will not <& csz such info-meztion ¢ scns cutsicde the
Ccovernment.

| PATENT
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1

nding any other provision of this clause, the-Contrzcior agrees

<
that neither it nor any assicnee will grant to any person the exclusive right
to use or sell any Subject Invention in the United S atas unless such person
acraes that any croducts emoodv_ng the Subject Invention or produced through
the us2 of the Susiect Invention will be mznufactured s'DS'an-;ally in the
United Stzzess., Howsver, in incdividuz2l czsss, the recuiremeant Ior such zn
agreesment mzy be wezived by DOE uzon & shewing by the Contrector or its !
sgignee that reszscnable but unsuccessiul elforts heve been made to grant
icenses sinilzr terms to potant iz ] that would ke liksaly o
clure sul tially in T Thet undsr the clzcumsiances
iz t is not cc“-v g
,ﬁo»\ -\ March-In Righis
The Conirzctor agreess that with reszect to any Subj ion in which
hzs zcguired title, DCE hes the right in acrcordance roceduras in
—Cixonlem—a—t24 t0 recuire ths Conizzcior, &n assigne uslive
icenses of a Subiject Inventien teo ¢rzat & nonexciusive y sxclusive,
z exgclugive license in any field ¢f vse to 2 ressensib nt o
cplicants, upen ferms that ars razscnzbla under the ci end i the
cntracicr, zssicnee, or exclusive licsnses rsfuses suc 3CZ nszs
22 right to grant such a license itselif if ZOL cetermir

(1) Such action is necsssary beczuse the Contrachor or azssicnse hLas
not tzksn, or is not expected to tzke within a rszsonable time, effecifive
st2ss to zchisve practicel application of the Subject Invention in such field
of use; -

(Z) Such action is necessary to allevizte health or sazfatv nzzds
which zre not reasonably satisiisd by the Ceniractor, assizcnee, or their
licensses;

(3) Such action is necesszary {0 mest recuirsments for puzlic use

by Zfedsrel laticns znd such reguiremesnis ars nol razsonzbly

the Con or, &ssicnse, or licensees; or
ecsssary Lacause the agreement racuired by
clzuse has not been obtzined or wzived or
lvsive right to use or sell zny Sutject Iavention
zzch of such zcresment.

{£) Terminations.

(1) RAny waiver ¢r rsienticn of richts by the Contzzzior undar
czragrazhns (D) (2), () (1), or () (2) of this clzuse may be tarminzted zt the
disgcretion of the Secretary or nis dessicnes, in whels or in zers, if the
raguest for wziver or retention of rights by the Contractor is Iound o
contzin fzlse material statements or noncisclosurs of mzterizl fzcos, and such
were sgecificelly relied upen in resching ths waiver dezsrminztion ¢ the
gg-een ne retention of righis kv the Contractor.
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(ii) Rny weiver of the rights retainad in accordance with
pzrzgraoh (¢) (2), as applied to particuler inventions, may te terminzted’at
the discretion of the Secretary or his designee, in whole or-in part, if the
Conirzzctor fzils to comply with the provisions set forth in paragraph (c) (3)
ané paragrarh (d) of this clause, and such fzilure is determinad by the
Secretary or his designee to be materizl aznd detrimentzl to the interests of
the Unitsd Stztes and the generzl public. .

(1ii) Pricr to terminpzting eny wavier of righis under para%:aph
(c) {4} (L) or (c) (%) (ii) of this clzuse, the Contractor will e giwven writien
notice oi the intention to terminate the wevier ¢f rights, the sxtent of such
proocsed terminztion and the zsorns thersior, and & ceriod of 30 czys, or
such longer pericd zs the Secrstary or his casignee shall dstsrmines for cood
czuse shown iIn writing, to shew czuvss why the weiver of Fighis should not e —
SO terminzizd.

{ 21) tsrminztions of waivers of rights undsr pzrzcrepn
(c) (&) (£%) ehal e subject to the rights granted in parzgrzzh (¢} (1) of this
clzuse, and ter gtion snzll nocrmzlly pe pertizl in nature, recuiring the
Contrzactor to ¢ t nonsxclusive or partizily exclusive licesnsss o
r=szensible azc znts uvpon tarms reszsornzble uncder the circumsiznzes.

(3) Zfizctive Date of Waivers.

The weaiver of zights in a Subject Invention shall be eifsc:iive on the
£ollowing datas:
i a

() Fo
inventions concaived
efZsctive cdate oI th
recuested efter that

(1i)} For icdentified inventions under zdvence waivess, i.e.,

conceived or first actuzlly razduced to practice zfter the
late ci the contrsct, on the czte the invention is reporied with the
razzin the waived rights in that inventicn; and

(1ii) For weivers of identified inventions (other than under an
adveznce waiver), on the cdzte of the letter notifying the rszuestor thzt the
wzlver has bsen grznted.

(d) Filing of P=zient 2zplicaticns.

(1) With reszect to ezch Subject Invention in whigch the Ceontrzzctor
glecis to retzin decmestic richts pursuant to parzgrzsh () (2) (L) of this
clzuse, the Conizector shzll heve & domestic patent ecplicztion filed cn the
invention within 6 meonths zfter submission of the inventicn disclcsure
pursuant to parzgraph () (2) (1) of this tlzuse, or such loncer period of time
&s mzy De acoroved by the Pzient C s2l for good czuse shown in writing by
the Contractor. FTor ezch idenzifi inventicn, the rights in which ers waived
to the Ceontrzactor, the Ceontracior 11 hzve & comestic peatent epplicztiion
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(2) The Contraczor will include the Pztent Righ<s clzuvse ¢
DERR 952.227-7) suitzbly modified to identify the parti in &l1
subcontracts, regardless of tisr, for experimental, davelopmental
or rasszzch work to be performed by a small businsss cr comestic
nonorofit orcanization. 1In all cther subcontracts, rsag 2ss of
tie}, for sxperimantzl, devalopmentzl édsmonstrztion, or r2gzzrch
work, the Contrzctor shall include the Patenit Righis articlza of 42
CrR ©-9.107~-5(&) cr 41 CFR ©-2.107-6 &s apprcorizte, modilisd io
identilv the partiss.

(3) ZExcs=zt 28 may be otherwise orovided in this clzuse, =hs -
Contraczor shall not, in any subdcontract or by using a suzcontrzcs
25 consider-ation therzfor, zcguir2 any richés in its Sudbconirzc=sr's
Stczisct Invanticn for the Contrac:or's own us2 (28 disgtincuaiszsheAs
Szom such richts as mzy bs recuirsd solsliy to Zulfill +hes Conzo:l
tor's contrzct coblicgations to the Governmsnt in th2 D2rformance =of
tnhis contrzco).

(4) Al invsntion disclesurss, reports, instrumsnss, andé
ciher informzticn reguired to be furnished by the Sudbeonirac=or 4o
DOZ, under the provisions of a Pztent Rights clzause in any sub-
contract nersunder may, in the discretion of the Contractiag Qfficer,
be furnished to the Contractor for transmission to DOE.

(3) The Contractor shall promptly notify th2 Contracting !
Officer in writing upon the eawzrd of any subconiract contzining 2
Patent Righis clause by identifying the Subconiractor, the work =5
be perfcrmed under the subcontract, and the dates of zward, and
estimatzd completion. Upon the recguest of the Conirac<ting 0Officer
the Contractor shsll furnish him a ‘copy of the subcontrac:.

{2) The Contractor shall identify all Subjeckt Inventions
of the Sudbcontractor of which it acquires knowledce in the perform
ance of this contract and shzll notify the Pziznt Counsel (with
notification by Pztant Counsel to the Contracting OZficer) promptly
upcn the identificztion of the inventions.

(7) It is understood that the Government is a third party

ciary of zny subcont:act clause granting richts to the Govarn-

n Subject Inventions, and the Contractor hereby assigns to

vernment all righ¢s thet the Contracior would have to enforce

tcontractor's o:l:,aticrs fcr the benefit of the Goverament

zzpect to Subject Inventions. The Contractor sha2ll not be

ted to enforce the agreements of any Subconitractor hereuncder
2lzting to the obligations of the Subcontracior to the Government
recazzéing Subject Inventions.
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o.
pecial Terms and Conditicns

(1) Atomic Energy.

(1) No claim for pecuniary award or compensation under the prcvisions
0f the Atcmic EZnergy Act of 1954, as amended, shall be asserted by the
Contractor or its employees with respect to any invention or dwscovery mzde or
conczived in the course of or under this contract.

(
(2) ,t:=ot as otherwise authorized in writing by the Contracting
Officer, the Contractor will obtzin patent zgreements to effectuazte the
crovicions of paragraph (1) (1) oI this clzuse from 21l gersons who perfcrm any
czrt of the work under this contrzct, except nontechnizzl cersonnel, such zs
clericz) exmployeses and manusl lzbererss.

Nothing contzined in this Pztesnt Righis clause shzll be deemed to give
ocvernment any i”hts with r2spect to any invanticn other than a Sukiect
tion sxczept as set rth in the Patent Rights clzuse c¢f this contract
resoect Lo Bacxgrounc Pzients end the FTacilities Licanse.

(n) Toreign Assignse or Licengse.

The Contracter (inventor) rezg thet it or any assignse or licansee or
any entitv otherwise acguiring ghts to the waived inventlion shall provide
written notification wich justification to the Rssistant Secrstary or designes
oL the DOE program coffice whic undad the work under which the waivad
inwvention zrose pricr <o enter into any agrsemenis trznsferring richis in
the invention to an sntity whi is 2% or mcze ownad by & foreign nationzl or
entity or which is ctherw: trolilad or dominated by Zcreign goveramant
cr eatitv. The Contract ntecr) or eny sssignse cr licensse shall not
enter into such agraemen: ut the zporovel of the 2ssistant Secrstary o
cesignee, and unill suzh .25 the reguired egoproval is crovided inis weiver
sizll be suspended. Sho the contracicr, &ssignes or licensee become 23% or
mcre Zorsigrn-owned and such foreign ownership amounts to a controlliing
interest in the assignee or licsnsss, the waliver, zssignment or license is
susrended until the controlling interest is zpproved bv = Assistant
Secrestary.
w;/GSETJCn ne/cz20
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