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Atty. Dkt. No. 044463-0336

FORM PTO-1585 {modified) U.S. DEPARTMENT OF COMMERCE

(rovo39 RECORDATION FORM COVER SHEET Paentan Tacemr o
PATENTS ONLY

To the Director of the United States Patent and Trademark Office: Flease record the attached original documents or copies thereof.

1. Name of cohveying party(ies): 2. Name and address of receiving party(ies):
International Paper Company ArborGen LLC
Two Manhattanville Road 180 Westvaco Road
Purchase, New York 10577-2196 P.O. Box 840001

Summerville, SC 29484

Additional conveying party(ies) _ NO
3. Nature of conveyance:
ASSIGNMENT

Execution Date;

May 7, 2004 | Additional name(s) & address(es) attached? NO
4. Application number(s) or patent number({s):

If this is being filed together with a new application, the execution date of the application is:

A. Patent Application Number(s): B. Patent Number(s):
10/681,878 4
08/991,677 : 6,252,135 ©
. Additional numbers attached? NO %
> Na‘me_ e!nd address of party_ to W“‘"!‘ cgrrespondgnce 6. Total number of applications/patents involved: 2 2
concerning document should be mailed;

7. Total fee (37 C.F.R. § 3.41); $80.00 5
Richard C. Peet S
FOLEY & LARDNER LLP Check Enclosed ]

Washington Harbour .
3000 K Street, N.W., Suite 500 X _ Charge to deposit account =
Washington, D.C. 20007-5143 8. Deposit account number: 19-0741 o
: 0
DO NOT USE THIS SPACE hid
I
Q

9. Statement and signature:
To the best of my knowledge and belief, the foregoing information is frue and correct ahd any attached copy is a true
copy of the original document. The Commissioner is hereby authorized to charge any additional recordation fees which may

be required in this matter to the above-identified deposit agcount.
Richard C. Peet M 2 /g L!’—‘ié 1Y MDY
Signature

Name of person signing Date

Total number of pages including cover sheet, attachments, and dobument: 6
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ASSIGNMENT OF PATENTS AND RELATED TECHNOLOGY

THIS ASSIGNMENT OF PATENTS AND RELATED TECENOLOGY ("Arsignroeht’™)
is made and eawered into as of this QB day of May, 2004, by and betwecn INTERNATIONAL
PAPER CONPANY, a New York comporation, having en office at 1201 West Lathrep Averue,
Savanpah, GA 31406 ("Assignor”) end ARBORGEN, LLC, a Delaware limited liability company,
having an offic2 at 180 Westvaco Road, P.Q, Box 540001, Summexvilie, SC 29484 ("Assignee"),

WITNESSETH:

WHEILLEAS, Assignor, Rubicon Limited Parmership, s successor-in-interest to Fletchar
Challenge Forests USA Inc., Genesis Research and Development Corporation Limited, &nd
MradWestvas) Corporetion are all of the Members of Assignee pursuant fo that ceriin Limited
Liability Compamy Agreermnent of ArborGen, LLC dated February 7, 2000; and

WHEILEAS, woder that certain Nonexclusive License Agreement between the parties dated
Febroary 7, 2000 (fhe “T.icense Agreement”), Assignor granted Assignee a nonexclusive Jicensé (o
exploit certain patemts aud related technology with respset to tansgenic iree research and
development, including, without Hmitation, the patents, patent applicationa and relatad technology
identified on Schedule 1 attached herete, and all divisional, enewal, substitete, comtinuation and
Convention appHcations based, in whole or in part, upon said applications, and any and all U.S, Letters
Patent and reissues and extensions of U.$. Tetiors Patent granted for said inventions or upon seld
applications, md 2wy and all forsign patents corresponding thereto (the “Patents”); and

WEIETREAS, Assignor is required to prosecirte the Patents for the term of the Licen:'ae:. at
Assiprior's sole cost and expense, and Assignes is required to pay Assignor certain royalties «rising
out of Assignee's exploitation of such license righis; and

WHEREAS, Assignor, Assignoe and Michigan Technological University (“MTU") are parties
to that certain Assignment and Assumption Agreement dated Jawvary 20, 2003, pursuant to which
Assignor assigned all of its rights and cbligations wnder (i) that certain Agresment for Sponsored
Research bebaeen Assigmor and MTU dated August 7, 1995, with respect to transgenie tree research
snd doveloproent wnder which Assignor obtained the right to file the Patents, end (i) thai certain
Addendum to Agreement for Spemsored Research between Assignor and MTU, dated Qctober 1997
and amended] by letter 2preement on August 7, 2000, under which Assipnor obiained a research
licanse and ecxumercial oplion to certain other technology slaimed in patents and patent applications
owned by MTU (hereinafier collectively veferred to as the “MTU Agreement™); and

WHEREAS, abscat Assignor's obligations wnder the License Agreement, Assignor would
cease proseciiing some or all of the Patents in order to avoid the costs and eXpenses associated with
progecutiom;

WHEREAS, consistent with the License Apreement and the MTU Agreement, Assignor
dasires o assi;m all of its right, title and interest in and to the Patents to Assignes in osder to avoid the
cosis and expenses associated with prosecuting same, reserving, however, unto Asgignor certain rights
1o use the Patints, and Assignee desires to assume all such rights, title and interest i order to more
offeotively manage and prosecute such Patents for the benefit of its Members.

_ NOW, THEREFORE, for pood and valuable consideration, the receipt and sufficiency of
which hereby tow acknowledged, the partics agree as follows:

Assignor hereby assigns, conveyr, and transfers, unto Assignee, and Assjgnes hersby takes and
assuInes from Assignor, all right, title and interest in the Pateats for the United States of Amenca, iis
temritonies, and possessions thereof, and for &l foreign counmies, and in and 10 the invention{s) wclaiing

PATENT
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ASSIGNMENT OF PATENTS AND RELATED TECHNOLOGY Page 2
International Paper Compmny
ArhurGen, LI

thereto, includ:ng all divisiona), renewal, substitute, continuation and Convention applicarions based, in
whele ot in pat, upon said inventions or upon said applications, and any and all 1.5, Letters Patent and
reissues and extemsions of U,S, Letters Patent granted for said inventions or upon said applications, and
any and all foreign pateuts corrcsponding thereto, and every priority right that is or may be predicatad
upon or arise frorn said inventons, said U.5. and foreign applications, end said U.S, Letters Patent and
said foreign petents; resetving, however, unto Assipnor the worldwide, nonexclusive right and licenss to
use and enjoy such Patents, improvements o such Patents, and all inventions or techwology arising from
ot relating to such Patents and improvements (a) for intemnal testing, research and evaluation purposes,
without paymont of Toyelties, licensing fees o other costs or expenses, and (b) for zli otber uses and
purposes, subjoct 0 such royalties, terms and conditions s may be agreed between Assignor amd
Assignes fror time to time; provided, howevar, that (i) the total royalty due from Assigoor to Assignee
for any produst (which mey be comprised of teclmelogy under one or more patents and related
technologies) will take jnto consideration amy disesune or other prefememtial royalty structure
contemplated under the MTU Agreement or any subsequent agreement betwesn Assignes and MTU
with respect “0 any patent or patents under the MTU Agreement that may be included in such
products; and, (i) Assignor shall not be required to pay any licensing faes or royalties for such Patents,
mprovementz and technology after the date that patentability is finally denied or such Patenls,
mprovements or technology enter the public domain,

Assignes hereby is anthorized o file patent appliications in any or all countries on any of all said
inventions in e name of Assignes, under the Internatiopal Convention or otherwise. The
Commissioner of Patents and Trademarks of the United States of Ameriea hercby is authorized to issue
or transfer a1l seid Latters Patenis to Assignee in accordance herewith, and the official of every foreizn
patent office i which said forelgn patents and patent applications bave issucd or ere pending bereby is
authorized to issue or transfer all said patents and patemt applications to Assignee in accordange
herewith,

Assignor will cooperate with Assignee in good faith to ensure that the said inventions, 1.8, und
foreign patent applications, and U.3. Letters Patent and foreign patents shail be held and enjoyed by
Aceignec ag fgily and eatirely as the same could have been held and erjoyed by Assignor if this
Assipnment had not been made, and particolarly to exeguts and deliver to Assigiree a1l lawful docvments
including peti-ions, specifications, oaths, assignments, invention dlsclaimers, and Iawfil affidavits in
form and substance which may be requested by Assignes, to furnish Assignee with all facts relating to

_ said inventiony: or the history thereof and any snd all docwments, photographs, models, samples or other
physical exhikits which may be of said inventions, and fo testify io any proceedings relating to said
inventions, U.:3. and foreipn patent applications and U8, Lattars Patent and forelgn patonts, without cost
OF expense ko /ryxignor,

Assignor represents and warrants to Assignes: (&) that Assignor is a corporation duly organized,
validly existing, and in good standing under the laws of the jurisdiction of its incorporation, (b) that
Asgigner has nil requisite corporate power and authority to enter into this Assignhment and to carry out
the assipnmenls, conveyances, and transfers evidenced by this Assignment, and (c) that the execution
md delivery of this Assignment and the consummation of the asgignments, conveyances, and transfers
contsmplated herehy have been dully avthorized by Assignor, and that this Assigniment constituteg g
valid binding agreement of Assignar, etforceable generally in accordance with its respoctive terms.
Ncrhwthstapdmg anyithing in the License Agreement to the combrary, Assignor makes no other
iepesentation: or wamanties of any kind or chargcter whatsoever, and Assignor hereby specitically
diselatms any wapranties with respect to the Patents or any related toechnology or inventions, inoluding
any and all express or implied werrenties of title, merchantability or fitness for a partionlar purposc,

. Assigies hershy accepts the Patenta “AS [S, WHERE IS, AND WITH ALL FALLTS”
Ass::gnee herz 3y essumes and agrees to pay when due and to perform and discharge all of Assipnor’s
obligations ar. sing under or with respect to the Pateais on and after the date hereof, and Assiymee

PATENT
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agrees to caryy out all of tha terms, conditions and provisions of the MTU Agteement with respeet to
the Patents, subject o the terms and conditions set forth herain. Assignes hareby agsumes a1l costs,
expéuses and ] abilities assoviated with the Patents, and Assignee agrees to indernify, defend and Jold
Assignor harm.less from and against any future expense, claims, judgments, liabilities, 1083, cost or
damage, inclurding fees, costs and dishursements of counsel gnd other experts, arising from or in any
way relating 5 the Patents, exccpt 1 the extent that Assignor resunses ownership or responsibility
with fespect to such Putents, as provided below.

If Assignee should decide to abandon or allow to lapse any of the above listed patents and
pawnt applicarions or to discontioue patent proseention and maintenance activitics in respect of sgame
and only to the extent that same includes claims o an invention that, as of Febmary 7, 2000, wag
disclused in same or in a parent application of same, Assignee shall notify Assignor of its decision o
do so sufficluly early 10 permit Assignor to assume responsibility for such ‘patent progecution and
maintenance sctivities. If Assignor should elect to assume such responsibility, Assignor promptly
shall so notify Assignee in writing, and Assignee shall render all reasonable assistance to Assignor in
connection w.th farther filing, proseountion, and maintensnce of any such patents and patent
applications. Assignee shell be responsible for al] expenses incutred by Assignee for patent
prosecution ar d maintenance activities, except to the extent that, if Assignor assumes responsibility
for any paten: prosecution and maintenance activities in respect of any such patents and patent
applications which Assipnes elects to abandon, allow to lapse, or discontinue, Assignor shall be
reaponsible fir- any expenses that Assignor ineurs in conrestion therewith from and after the date of
assumption, Vith respect to any patent prosecwiion and maintenance activities gssumed by Assignor,
Assignor theraafier shall have the right to abandon, sllow to lapss, or discontimue such patent
prosecution et maintenance activities, norwithstanding anything in the License Agreement to the
ConTary.,

In the event that, in aecordatca with the Limited Liability Company Agreement of Assignee
dated February: 7, 2000, the Board of Direciors of Assignee should vote ynammovsly w diszolve and
wind up the adhirs of Assignes, and provided that Assignee has not sold or transferred all or substantially
all of its assets or participated in a merger or consolidation with a thizd party, Assignor shall have a right
of first refasal o resme responsibilicy for patent prosecution end maintensnce activities in respect of any
of the above listeq patents and patent applications to the extent (and only to that extent) that same
includes clairce to an invention that, as of Febroary 7, 2000, was disclosed i same or in a parent
application of same.

This /wsignment shall be construed, and the legal relations herewder betwesn Assignor and
Assigoes, shell be deterroined, in agcordance with the laws of the State of Delaware applicable to
contracts executed solely and to be performed wholly within the State of Delaware without pving effect
1o the principles of conflicts of laws thereof,

This A seignment supersedes the MTU Agreement and the Licenss Agresment with respoct to the
Patents. 1f ard to the extent that there iz sny conflict or incomsistency between the terms of fhis
Assignment and the License Agreement or the MTU Agreement, this Assigoment shall control. ' and to
the extent that there is any conflict or inconsistency between the terms of the License Agreement apd the
MTU Agreerqunt, the Livense Agreement shall control.

PATENT
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The undersigned hereby grants the firm of FOLEY & LARDNER the power to insert i this
Assignment any further identification which may be nocessary or destribls to comply with the miles of
the U.5. Patent and Trademark Office and other foreign patent offices for recordation of this Assigoment.,

INTERNATIONAL PAPER COMPANY

Date: Mﬂ&’_z.:ﬁom By: M@

Name; E—'F
&ME% MANVAGEE

Date: May _‘]_ 2004
Date; Mayl, 2004

ARBORGEN, LLC

Date: May 24 , 2004 By: < &
Name: _,Zﬁw £ f/ /J)E FFEY
Tite: PArsiDEpar s Oy
Date: May ) ¢, 2004 WITNESS: 2 iy A T~
Date: May 24, 2004 WITNESS: 4]

Note: Prima Ege evidence of execution way optienally be obtained by execution of this doroment
before a potary publie (in the U,8.) or before 2 U.§. Conaul or before a Jocal officer authorized to
administer oals whose authority is proved by certificate from a U.S. Consul (in other covntries).
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Schedule 1

Patents

LISTED PATENTS AND PATENT APPLICATIONS

TITLE ol

U.5. 09/796,2%6

PATENT or FILING or GRANT
APPLICATIONNO. | DATE
U.S. 6,252,133 Jone 26, 2001 Production Of Syringyl Lignin In Gymmospérms | |

February 28, 200)
(Filed)

Froduction Of Syringyl Lignin In Gymnoeperms - i

1.5. 10/681,878

Qatober 9, 2003 (Filed

Froduction Of Syringyl Lignin Iy Gymnospanms

RECORDED: 03/14/2005

Brazil 9,813,605 December 16, 1998 Production Of Syringyl Lignin In Gymn
| {Int"] Filing Date) i
Canada 2,314,383 December 16, 1998 Production OF Syringyl Lignin In Gymnosperms
(Int’] Filing Date)
New Zealand £05,153 Decenher 16, 1968 Production Of Syringy! Lignin In Gymnosporms
. ) nt’] Filing Date)

Argentina P93'010415 | December 16, 1098 Produetion OF Syringyl Lignin in Gymaosperms
— (Filad) — '
Chile 2314883 Decetaber 16, 1998 Production Of Syringyl Lignin In Gymnosperns

(Filed)
South Afiiea 9,811,568 | December 17, 1958 Production Of Syringyl Lignin I Gyrmnosperms
] (Filed) _
PATENT
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