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CONFIRMATORY LICENSE
(Advance Waiver)

Title : Battery System Electrical Connection Apparatus and Method

Inventor : Thomas J. Casale and Larry K.W. Ching

Filing Date : March 20, 1998

Serial No. : 09/045,208

Patent No.

Subcontractor : Optima Batteries, Inc.

DOE Contract : NREL-ZCB-3-13032-01 (GM/MRI Letter Subcontract TCB02586)
Prime Contract No. DE-AC36-83CH10093

DOE Case No : S-89,806

Patent Rights Clause No.: Appendix MRI/GM-C to Subcontract TCB02586

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries)
PCT Application designating Japan, Australia, Canada, Korea, Brazil and the EPO
(Germany, Great Britain, Sweden, Italy, France)

An advance waiver of Government rights having been granted by the U.S. Department of Energy
(DOE) to the Subcontractor, and the above identified invention having been reported as a Subject
Invention to DOE by the Subcontractor with its election to file a domestic patent application
thereon, the effective date of the waiver for the above invention is September 23, 1997.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the
Government under 41 CFR 9-9.109-6 and the above-identified Subcontract in this invention, patent
application and any resulting patent as well as any continuation, divisional, reissue, supplemental
or continuation-in-part thereof, and of all other rights acquired by the government by the referenced
patent rights clause, a copy of which is attached hereto and incorporated by reference herein. The
undersigned certifies the attached copy to be a true copy of the pertinent portions of said clause. It
is understood and agreed that this license does not preclude the Government from asserting rights
under the provisions of said Subcontract or of any other agreement between the Government and
the Subcontractor, or any other rights of the government with respect to the above-identified
invention.

The Government is hereby granted an irrevocable power to inspect and make copies of the above-
identified patent application.

Signed this _ /% Day of N 5(2 rgjr(ml?& , 1998
(SEAL)
Optlma%erles Inc. W (Subcontractor)

(Subcontractor s Official and Title)

17500 East 22nd Avenue, Aurora, Colorado 80011
(Business Address)
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CLAUSE 1

Al

C.

- ADVANCE WAIVER PATENT RIGHTS

Defini:iorns.

1.

IS

h
.

(92

."Subject invention” mean
i
e

s 2~y invention or discovery of the Subcons=ctor conceived or first
tze ia the couwrse of or under this subconmact, and includes zny am,

actually recuced 10
. mznufacture, design, or compesition of mzzer, or any new and

method. process. 3:3* ure,
useful improvement ther r any variery cf plants, whether paL:m" or unpm":_d under

the Patent Lzws of the L'ni'_-:i tates of America or any foreign coun

"Subcerirect™ means any ¢onTTCUL gront agreement underssianding, or other arrangement,
which includes reszzTh, caveicpment or demonszztion work. and inziudes any assignmen

or substitugon of pardss.

“"Government f'gvc-- incivizs 2n executve deparonent, independent commissicn, bezrd.

ofnc.. .::c'ucv admindsoosicn, -u'..hon G overmmment corporaton, or cther Governmen
culva = Government of the Uniizd Stzies of America,

. e ; ‘on” means to manufacnure in the czce of a cempesit
rzclice In the t2se of a process, or io operate in the case of 2 machine and
: -

:5lish that the invention is being workad and that its deneiis

0% Patent Counsel assisiing the procuring acdvity.

£ Conuzedng Officer for prime conmact
Midwest Research Insdrute.

Allocction of Principel Rights.

I

Rights to

1.

Assigrment 10 the Covcrr:r::.-" Ths Subcongzcior agreses to assign 10 the Governmert the
troughout the world in and 1o each subiect inventicn. except

entire fght, title, and nierasis
and ret2ined by the Subconuosicr under pzrzgraphs B2

10 the extent that mghis ore wzived 10 2

ALt

and C of this clause.

Grenter Rights Dererminciicnz. The Subconuacior or the employes-inventor with

autherization of the Subconzzsior may request greater rights than the domestic and fc. ign
arcordance

patent rights proviced in Pzzzaph C of this clavse on idendified inveations in accor
with 41 CFR 9-9.109-6. Suzi requests must be submitted 1o Parent Counsel (with
notificzton by Patznt Coursei 10 the Contraciing Officer) at the time of the first disclesure
pursuant 10 paragrach E2 of ©is clause, or not latzr than nine (9) menths after concepton
or first actual reducion to przztice, whichever occurs first, or such longer period s may be
authorized by Patent Counssl (with notficaton by Patent Counsel to the Conmacting Officer)

for good cause shown in wridng by the Subconmactor.

the Subcontwacior.

Minimum Subcontrecter License. The Subcontracior reserves an irrevocable, nonexclusive,
paid-up license in each paent application filed in any counTy on a subdject inventicn and any
resulting patent in which 1he Government acquires tile. The license shall extend to the
Subcontracior's domestc subsidiaries and affiliates, if any, within the Subconmacior's
corporate structure of which the Subcontractor is a part and shail include the right 10 grant
sublicenses of the seme scope 1o the extent the Subcontmactor was legzily obligated to do so
at the time the subconwact wes awarded. The license shall be transferzble only with
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approval of DOE except whea Tznsferred 1o the successer of that part of the Subcernzzcier’s
business 10 which the inveniza peruins,

2 Electicn 10 Retain Waoived Rizkis.

6] Subject to the smovisions of paragreph C3 and paragreph D of this ¢lause, with

> e

respect caly 1o 2 stbject invenden reperied in ‘_r:corc_n ce with p‘.m: 2R E2(3)
of this ciause z=Z with the written repert of which is included 2 eleztiza t oy

the Subcontzsiar 10 retain the waived rights in the m\-'mon th- Subzonooeier

— .-

reserves the enii= domestic right. title and interest in any United Staies caten

i

appuc:;:cn ca s sutject invendon {iled and any resuvling Uniled Stzi2s patent

secured by the Suhcontractor.

(i) Subject to the mxvisions of p..ra:r*pn C3 and pzrzgreph D of this cizuse, with
respect oaly 10 2 sudject invendon reporied in accordznes with paregrzmh E2(0)
of this clause z=d with the written report of which is included an elecizn by

ent

Ctat s mm

the Subconuesisr 1o retain the waived rights in the invention and 2 siz2m

specify -.2 these Jcreign coungies in which such nghis will be rerzined,

..nd sub "I 1o ZOF secunty regulztions and requiremenis. the Subcenmazster
ser -:s he '-.'f_- fght dde o d interest in any fereign gatant applicztizn

on Lh: subject -~'1on filed and zny resuting forsign paient secured Sy tha

Subccnzacier ’ e foreign councies specified.
3. Terms crnd Consliicns of Wzived Righis.
(1) Subject to the =ikt granted in paragseph C1 of this cizuse, the Subscammoier

2gress o convey 10 the Government. v

title, and interzst in any subject invcr.cfon when the Subtongeries

(2) Dozs nct elect pursuant to paragraph C2(3) cf 1his ciause 1o
rewin such righis;

(b) Fails 15 have a United Staies patent applicaticn filed on the tventicn
.F'A

in azserdance with paragreph D1 of this clause, or decides net to

- s

contnue prosecuuon of such application; or

(c) At 2av time, no longer desires to retzin tide.
(if) Subject to the Zzhis granted in paragraph C1 of this clzuse, the Subceamactor

agress to convey to the Government, upeon request, the entre right, tite, and

interest in any scbject invention in any foreign counuy if the Subconzzsicr:

(2) Does not elect pursuant to paragraph C2(i3) of this clause to retzin
such rights in the foreign counoys or

(b) Fails to have a patent application filed in the foreign counoy on the
subject invendon in accordznce with paragreph D3 of this clzuse, or
decidss not 1o continue prosecution ©r to pay any maintenznce fess
covering the invention. To avoid forfeiture of the patent appiicaton
or paent, the Subcontractor shall notify the Patent Counsel not less
than 60 dzys before the expiraticn period for any action reguired by
the fereign Patent Office.
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(iv)

(v)

(i)

Conveyances m2zussted pursuant to paragraphs C3(1) and C3(@1) of this clzuse
shall be macds v delivering 10 the Patent Counsel duly executed insguments
and such othzr szpers as are deemed necessary 10 vest in the Govemment the
endre right, 2. and interest in the invenuon to enzble the Govemment to
cute paient applications covering the invendon in this cor

2pply for znd —wcose
the foreign ccunTy, respectvely, or otherwise establish its ownership of the

inventon.

For each inven:iizcn in which the Subcconoacior inidally elects pursuant o C2(3)
or C2(C1) of "Is clzuse not 10 remrin the rights waived, the Subccnozcior

shall inform <22 Pztent Counsel prompdy in wridng of the dzate and idendry
of zny on szls. -ublic use, or public disclosure of the inventon which may
construte a sizuiory bar uncder 35 USC 102, which was authorized by or
known to the S:bconroacior. or any contempliated acZon of this narere.

Goverrnment Lizzrnse.

With respect
m!c. ithe F.:.i:._‘ C
1

bject invendon in which the Subconozcior eizins
o -
revocebie, p2iZ-up

1 have a noneaxclusive. nonuansizmhla,
icense 10 praciice or have praciced for or on
Bj invenzton throuvghout the world.

.
-4

Reperiing cn Liiiizoiicn of Sutiect Invernticns.

The Subconcz=zoior agress 10 stbmit cn reguest, ,. riodic reporis. no mcere
freguently than znnuaily, on Uiz uZlzz=den of a subject invendon cr cn
effcrss ot ctizining such udlizziion that are bel ig mzcs by the SubconTzcier

-
=

Such reporis shall include informadon rezar

or its license=s ¢r assigness.
ing the starus f development. dzie of {irst commercial sale or uss, gross
royzltfes received by the Svubconmacicr, and such other dara and infermztion

as DOE rray r-:‘conacly specify. The Suvbceonuarcicr also zgrees 1o provids
aoc;l'o'-._! 7T 2s may be requesied by DOE in accerdance with paragrash
(vii) of th izwse. To the exient dz1a or informazauon suvpplied under this
section is consiZ=r=d by the Subconuacior, its licenses cr assigness 10 be
privileged znd ccnifidentizal and is so marked, DOE zgress that, 1o the exient
permited by 33 USC Z0Z(c)(5). it will not disclose such informadon 10 persens

ouisice the Cevermment.
Preference fcr Urited Siores Indusiry.

Notwithstznéinz zny other provision of this clzuse, the Subcontractor agress

that neither it nor any assignes will grant to any person the exclusive right
to use or seil zny subject invendon in the United States unless such person

agress that any y-oducr.s embodying the subject invendon or produccd through
the use of the subject invenuon will be manufactured substanuially in )
the United Stz:es. However, in individuval cases, the requirement for such

an agresment mzy be waived by DOE vpon a showing by the Subconoacior or
its assignes that reasonable but unsuccessful efforts have besn made to

grant licenses ca similar terms to potental licensees that would bz

likely to manufzziure substandally in the United States or that under

the circumstances domestic manufacture is not commercially feasible.
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(vid) Mereh-in Righes.

The Subconczoicr agress that with respect 10 any sutisct inventon in which

it hes acquired £le, DOE has the right, in accordance with the procedures _
in OMNB Circuizr A-124, to require the Subconwactor, zn zssignes, or exclusive
licenses of a su3ject invention 10 grant a nonexclusive, partiaily exclusive, er
exclesive lcens2 in any field of use 1o a responsitle zzplicant or applicznts,
vpon terms tha: zr2 reasonable under the circumstances, and if the
Subconoacicr. zssignes, or exclusive licensee refuses such a reguest,
DOZ hzs the Zz=010 grent such a license iwseif if DCE detemmines that

e

(a) Such z=Zen is necessary because the Subccnzactor or assignes has
nct tzx2n, or is not expecied to take, within 2 reasonable Ume,
effzcive sieps 1o achieve pracdczl appliczZcn of the subject
inven=zn in such field of use;

(1 Such z-Zcn is necessary 1o zilevizie health cr safety needs which zre

not r2z:cnably sadsfied by the Subconczricr, assignee, or thelr

iremznss for public use speci-
; reguirements are nol reascnably
satis+d By the Subconoacior. assignes, or zensees: or
(©) Suck z=Zcn is necessary because the agrzement reguired by pera-
grzzi {vi) of this clause has not besn cbizized or wajved or because
3 Ucensas of the exciuvsive right to use or s2il any subject invention
o e——-r—

in the United States is in breach of such agreement

-

(ix) U. S. Comperiziveness.

(2) The zz=izs agree that mzjor components of hybrid propulsien
sysiems for use cor sz2le in the United Siaies under 2ny United Staies
Patent ~esulting from a subject invention shzil be manufacnured

subsizniially in the United Swaiss.

®) The pznies 2lso agree that major components of hybrid propulsion
sysizms developed under this subcontmact using contract data which
is Frowezied Hybrid Vehicle Informztion shz!l be mznufacnred
subsizndally in the United States during the period expiring five (5)
years zfter completion ¢f this subconmact.

©) Notwithstanding the foregoing provisions, ths requirements fer
manufz-turing major compeonents of hybrid propulsion systems
subsiznizlly in the United States shall be deemed to be satisfied
upon 2 showing by the Subconmactor or iis zssignes, in writing, that
reasonzble but unsuccessful efforis have been made to grant licenses
on simizr terms to poientinl licensees that would be likely to
manufzzore substantially in the United Stzies, or that domesac
manuizcure is not commercially feasible and some form of
significznt economic and technical benefits will flow to the United
States. Such showing by the Subcontractor must be approved in

wridng by DOE.

.
-
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vitd)

in ONB Cirevr A
licenses of a su52c

exclusive license in
u;an terms 1o s reosonztle under the circumsizncss

(<)

(€

U. S. Compeiiiveness.
T2

(c)

[T 2g7ees that Wilh respect 10 an) <L‘:Jt:1 inventon I which

il eew st wied A
: i 2, DCE has the right, in accordznce with “‘: Frocelures
r..

L-124, 10 require the ubconu-aszor, zn assignes, or exclusive

svprl

‘22t invention {0 grEnt 2 nonexclusive, pz:mﬂy exclusive, cr

zny field of vee 10 a responsible applicant or zppiicznis,
zaces, 2nd i e

2

L Lokl nsL

. cr exclusive licenses refuses such 2 regue

i mo ..-(-..-..: .
- - s — e o s

necessary because the zgrzement reculred Ty pora-

| - eme ] wemTerp -

this clause has not been obizined or waived ¢r Secause
the sxclusive right 1o use or s2i] zny sttisct inveniion

Stzies is in breach of such agreement

cludJ_ng batteries **
2s agee that mejor components cx’ h\".ﬁ prooulsicn
Yor use cr szle in the United Stzies under ony Unised Swies
=i resuiting from a subject invention sn._l ts manufacnred
shszniizly inthe Unied Swaies.

1.nclud1_nc batteries ** L
-i2s 2lsg agres that major compensnis of hybrid cropuision

. ‘\

-

ceveloped under this subcongact using conwract dzta which
ciecied Eybrid Vehicle Information shall be mzanuvizs: ':d
iy "_-“_ly in the United States Guring the period expining five (3)

yc 73 2i2r completion of this subconteact.

.
ments fer

Norwitisiznding the foregoing provisions, the reguiremen
manuiz=uring major components of hybrid propuision sysiems-including
subsenidzlly in the United States shall be deemed 1o be saticsfied . batter:
upon 2 showing by the Subconmactor or its assignes, in writing, that

reascazble but unsuccessful efforts have been mads 10 grant licanses

on similzr terms 10 poxc—u.al licensess that would be likely 1o

manwzzure substantially in the United States, or that domesdc

manuizcure is not commercially feasible znd some form of

significent economic and techniczl benefits will flow to the United

Stites. Such showing by the Subcontractor must be approved in

writng by DOE.

: PATENT
"REEL: 016102 FRAME: 0840



() This cizuse does not constitute a2 commitment that either party wiil
aciezZy manufacnure hybrid propulsion sysiems.

K&

. Terminziions.

6)) Any waiver cr ~2:2ntion of rights by the Subcontractor under paragraphs 32,
C1, or C2 of 535 clause may be terminated at the discretion of the Secreiary
or his designez. 1o whole or in pan, if the reguest for wziver or retention
of nghts by th2 Subeonoacier is found io contain false maierial siatements

or nondisclesir= of matenal facis, and such were specificzily relied upon in
reaching the =ziver determinztion or the agreement 10 the retenton of rights

= e
'

by the Subcenzzztor.

(i) Any waiver ¢f the rights reserved in accordance with paragraph C2, 25 2o
to pardcular invantons, may be terminaied zt the discretion of the Se:r:::..
or his designes, i1 whole or in par, if the Subconwmactor fzils 10 conﬂTy

provisicns set forth in paragreph €3 and paregeph D of this ¢

with the ause,
d‘td such failurs s deiermined by the Secretary or his designes 10 be mazesiad
and demmenizd 10 e interesis of the United Stzies and the generzl p.. i,
(i) Prior 10 i ".‘-.'itg any waliver of righis under paragrash C4(i) or C4{H) of
this clzuse, the Subconmacicr wiil be given written notics of the intenticn

10 erminate '.-“,: =aiver of rights. the exient of such proposed teminzy m
and the rezsens Serefor, and a period of 20 days. or such longer yf."

-

the Secretory oo Bis d_s:gn shail determine for good czuse shown in writing,

et hed
10 show cause =2y the waiver of rights should not be so erminzied,

(iv) All tesninzcons of waivers of nghx.s under paragrogh C4(H) shall be subjact
to the rights gr==:2d in parzagraph C1 of this clause, and erminaticn shall
normaily be pzmiizl in nature, requiring the Subconuzcior 1o grant non::c!usi =
or paninily excizsive licenses 10 responsible applicants upon ierms reason

under the circumsiances.
S. Efeciive Doie of Weivers.
Waivers sheil be efTective ca 22 following dates:

(i) Fer advance wzivers of idendfied inventions, i.e., inventons conceived
prior 10 the efiecdve date of the subcontract, on the effecdve date of the
subcontract even though the zdvance wzaiver may have been requested zfier tha:

date:
(i1) Fer identfied inventions under advancs waivers, i.e., invendons conceived or

first actually reduced 1o practice afier the effective date of the subconmact, on
the dzate the invention is reporiad with the elecdon to retzin the waived rights

in that invendon: znd

(i) For waivers of idsntified invendons (other than under zn advance waiver), on
the date of the laiter nolifying the requestor that the waiver has been granted.

D. . Filing of Patent Applicartions.

1. Wir.h respect 1o each subject invention in which the Subcontractor elects 1o retain domestdc
rights pursuant to paragraph C2(i) of this clause, the Subcontractor shzll have a domestic
Appendlx MRIUGM-C
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patent zpplicztion fued on the iavendon within six (6) months afier submission of the
inventen disclosure pursuant 1o paragraph E2(i) of this clause. or such longer peried of tme

as may be approved by the Pz:2nt Counsel for good cause shown in writng by the
Subconzucior. Fer identified inventions waived 1o the Subcenmacior, the Subcontacior shall
have 2 domestc patent appliczzion on the invention filed within 6 months after the wziver
has beccme eifecdve. With respect 1o such inventions, the Subconmactor shall prompdy
nodfy the Pztent Counsel of z=v decision not to file an appiicztion.

2 For ezch subject im'cmion ca which a patent zpplication is filed by the Subconmacter, the
Subcerzacier shal

inventon disclese if the patent ..nphca.xon previously hzs been filed, dzliver
to Patent Counszi a copy of the applicadon as filed including the filing cz:s
and serizl numten

6)) Within 2 months zfter the filing, cr within 2 months after submission of the

(i1) \\Xlr i 6 mentis zfier fiing the zpplicatdon or within 6 months after sutmit-
ting the inventca disclosure if the appiicaticn has been filed prcwoud .

deliver 10 the Pzi2nt Counsel a duly executed znd zpproved insoument :’.:L.

confimawry of 2! fights to which the Government is entued, and provi

DOE zn Lrevozztis power 1o inspect 2nd make copies of the patent apgi :...fjc:u

b ' -
fled:
(i) Provids the Paiznt Counsel with a copy of the patent within 2 months 272 2

patent is issued ca the applicaticn:

@iv) Not less than 29 days before the expiration of the respense period
for any azuca regu i. ed by the Pawznt and Tredemark Office, nodfy
the Paient Cournsel of any decision not 1o continue presecution of the
applicaiicn and ¢zliver 10 the Patent Counsel executed inszuments
granting the Government a power of atiorney: and

(v) Include the follewing statement in the second paragraph of the specifica-
lion of the appizz:ion and any patents issued on a Subject Invention,
“The Covernmert cf the United States of America has righis in this invendon
. pursuznt 1o Subccnuact No. (or Grant No. ) awarded by the
U.S. Deparumernt of Energy.”

3. With respect 10 each <u:3°'1 invention in which the Subconwacter has elected pursuznt 10
parzgrazi CZ(ii) of this clause o0 retain the patent rights waived in specified foreign
countriss, or in which the Sutconmactor has oblained a waiver of foreign rights on an
identified inventon:

6] The Subcontracicr shall file a patent application on the inventon in
each specified ferzign country in accordance with applicable starutes
and regulatdons znd within one of the following periods:

(@) Eight months from the date of filing a corresponding United States
appliczdon, or if such an application is not filed, six months from the
date ths invention is submined in a disclosure pursuant 1o
paragrzph E2(i) of this clause:
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ths Som the date a license is granied by the Commissioner

(t) Six =zaa
of Pzi2nts and Trademarks to file the fcreign patent applicaton
whers such filing has been prohibited by security reasens; cr
(©) Such ianger period as mzy be 2pproved by the Pz:=nt Counsel fer
good zzuse shown in wridng by the Subconmacicr.

e

e Subcontzzicr shall notify the Patent Counsel promptly of each fereig:
zppliczazcen fii2d and upon writen request shall furnish an Zaglish version
of the zzpiiczzica without additonal compenszdon.

(i)

Inverfon Idernsiccrion, Disclosures, =4 Repors. '

I

)

The Subtonmacier shall esiz>sh and maintzin acdve and effective procsdures w0 ensure that
subject invendons are prom;iy identified and Umely disciesed. Those procedures shzll
inclucs the maintenznce of lztoratory notebooks or equivalent records 2nd any other records
thal zre reasorably necesszsy 1o document the conc.pnon and/or the first zeteal reduction 10
practce of subject inventerns. znd records which show that the procedures for identifying

and dscicsing the invendens == followed. Upon request, the Subconzzoior shall fummish the
Cenzzaiing Officer 2 deserizizn of these procedwres so that he may evzivate and daizrmine

their sifecsveness,

hai] fumish the Patent Counsel (with neulicaiion by Pzient Counsel 10
ificer) cn 2 DCE-zpproved form:

(i) A written repe containing Wl and complete technical infemmadon cencerm.
ing 2arh subject inventjon within 6 months afier concepdon or first acivzl
reducdon 10 prasdce, whichever ocews first in the course ¢f cr under this
subconmzzt but in 2ny event prior 1o any sale, public use cr public disziosurs
of such inventza known to the Subconzactor. The repont shail identify the
subcenozet and inventor and shall be sufTiciently complets in technical dewail
and zppo prv_:.» tilusuzied by skeich or dizgram 10 convey 10 one skilled

in the 27 10 whizh the invention perains a clear undersiznéing of the nznure,
purpcse, oparziizn, and 10 the exiznt known, the physical, chemical, biolegical,
or eiecitieal chzrzzieristics of the inventicn. The report shculd 2lso include
any election cf ftreign paient rights under parzgreph C"(ii) of this clzuse and
any eleciion of =ghis under perageph C2(i) of this cizuse. Any reguesis for
greater rights shzll be made within the period set forth in paragraph B2 cf this
clause. When zn invention is reponied under this paragrapa E2(i), it shall be
presumed to hzve been made in the manner specified in Secdon (2)(1) znd (2)
of 42 USC 58C3 unless the Subconmacior contends it was not so made in

accordznce with paragreph G2(ii) of this clzuse.

ut not more than annuzily, interim reports cn a DOE-approved

(ii) Upon reguest, &
warded contzining

form listing subjsct invendons and lower-tier subconmacts z
a Patent Rights ciause for that period and cenifying thac

(a) The Subcontacter's proceduress for identifying and disclosing subject
invendons as required by this paragraph E have been followed
throughout the reporting period;

(b) All subject mvcnuons have be..n disclosed or hat there are no such
invendons;
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r stbcontacts containing a Patent Rights clause Rzve

© All !::-
or that no such lower-der subcontzcts have bzen

ll

4

(,, h
u-

-iie
oris
oend

g2 ")

o

e

(in) A final repert ¢a 2 DOE-approved form within 3 months after completiza of
the subconmzct =ork Usiing all subject inventions and all lower-ter
subconoacts zwz<ed contzining a Patent Rights clause and cenifying 1ha:

(2) All su=iact fnventions have been disclosed cr that there wers no such

(®) All lewer-tier subconmzets contzining a Pztent Rights clause hzve

i ™ s
~oa

been r=per2d or that rio such lower-ter subcontzacts kave beer

3 The Subconoacter shall obizin patent agreements 10 effectuate the provisions of this clause
frem 2l persons in its empicy =ho perform any part of the work under this subcenzzst
except nontechnical personnel. sueh zs clerical employees and manual Jaborers.

ne Subconzzcior agress tha tme Covernment may duplicaze and discicse subject fmvention
discicsures and 2i] cther r:;:.'_t rd papers fu...s..cd or :tcu;:d o HE; .;isi'::d ;';-;::.-11 ol
this clzuse. If the Su

the Covernment agress, u;:-. :7iten request, 1o use its best ef’c"s 10 -w.hc d
of such invcn' cn discicsures wnt] the expiration of the tme peried specified in ;.:
D1 cf this clause, but in no zvent shall the Covernment or its empioyess be Bzble fer any
publicaton Lh..cof. The C'-:;:‘"-u—:.f.::cr may mark such disclosure in azcordan
parzgrzph K of the "Rights in Technical Dawa” clzuse of this subconzzei. The Covemmen
wiil treat such marked cLs.. cswrs papers in accerdance with paragraph X of the "Righisin
Technical Daa® clause untd the issuance of a pazent a1 which Ume the protection zifcrded
by paragraph X of the "Righis in Technical Data® clause shall cease.

118
i

Publicction.

It is recognized thx du*’ng the course cf the work under this subcornmact, the Subcengacier or iis
employess may from time 10 time desis 10 release or publish information regarding scisndfic cr
technical developments conceived or i zzruaily reduced o practice in the coumse of cr under this
subcontracL In order that the public &iscleswe of such infermatdon will not advers..y affect ihe patent
interests of DOE or the Subconmacicr, zatant approval for release or publicatien shzil be securzd from
Patent Counsel prior 10 2ny such rejezss cr publication. The Subconmacior may release znd publish
informaticn in connection with commersiclizadon of subject inventions without pricr review ty DOE
Patent Counsel. In any event the Subceatracior shall notfy the Government sixty days before the

estzblishment of any stawtory bar to the filing of a patent application or the exisience of any tar.

Forfeiture of Rights in Unreported Sukject Inventions.

1. The Subcontractor shzll forf=it to the Government, at the request of the Secretary or his
designes, all rights in any subject inventions which the Subcontractor fzils o repert 1o Patent
Counsel (with notification by Patent Counsel 1o the Contrzcting Officer) within six months

after the time the Subconoacion .

() Files or causes 1o be filed a United States or foreign patent application ihereon;
or
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1.

(i) Submits the finzl report required by paragraph E2(L) of this clause, whichever
is later.

Eowever, the Subconmactor s2z not forfeit rights in a subject invendon if, within the dms

_specified in 1(i) or 1(l) of tis paragraph G, the Subconmacior

) repared a wrin2n decision based upen a review of the record that the
inventon wzs ~zi:her conceived nor first actually reduced 10 pracdce in
the course of ¢ wader the subcenmzst znd delivers the same o the Paient
Counsel (w3ts nctidcation by Paient Counsel to the Conzacing Officer): or
@i Contending ihz: the inventon is net 2 subject invenzon the Subcon:ra:'.cr
nevertheless ciscicses the invention znd 2l facts perdnent 1o this conentica
1o the Pztent Counsel (with notificaen by Patent Counsel 1o the Contzeiing

Officer); cr

LR S

(i1) Esn.bh'sh'*s 1.." == fzilure 10 disclese ¢id not result Som the Subconzzcicr's

-

“

Pending wTiilen assignment 7 the patent application and patents on 2 subject inventica
. = or his desigres 1o be forfeited (such determinaton to be a final

deiermined by the Secrziary &

decisicn under the Disputes Clzuse of this conzzct), the Subcontracicr shall be deemed
10 hoid the inventicn and the -zent zpplicztions and patents periaining thereto in st fer
the Covernment The fore! rovision of this paragraph G shall be in addition 10 and

shall not supersede cther i medies which the Govemment may have with rzspact
10 subject tnventions.

-

H. Ezamincrion of Records Relsting to inventions.

The Contraciing Officer er iis zuthonized re;:r'cs:nv__nvc until the expiration of 3 yesrs after

final payment under this subccawnct, shall have the right 1o examine any books (including
laboraiory notebooks), recerés, documents, and other supponing data cf the Subconzzcicr
which the Ceontracting Officer or his avthorized representative reasonably deem pernent 10
the discovery or identficasiza of subject inventions cr 10 determine compliance with the

reguirements cf this clzuse.

The Contracting Officer or =is zuthorized representive shall have the right 10 examine 2l
books (inciuding laboraiory noiebocks), records and documents of the Subconmacier reiating
10 the conception or {irst acizzl reduction to practice of inventons in the same field cf
technology as the work under this subconmact 1o determine whether any such invendons are

subject inventons, if the Sudzcnwactor refuses or fzils to:
() Eswblish the procedures of paragraph E1 of this clause; or
(if) Mzintzin and {clow such procedures: or

(1) Correct or eliminzis any material deficiency in the procedures within thirty
(30) days afier tie Contracting Officer notifies the Subcontractor of such 2

deficiency. -

I _ Withholding of Payment (Not Applicable to Lower-Tier Subcontracss).

1.

Any time before finzl payment of the amount of this subcontract, DOE may, if it deems such
action warranted, direct MRI 1o withhold payment until a reserve not exceeding $50,000.00
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or 5 percent of the dmount ¢f s subcontact, whichewver is less, shzil have been set asis

in DOE’s cpinicn the Subcenzzcter fails to:

(i) Es.abh'sﬁ. mzinzin and follow effective procedures for identifying and
disclesing sttjsct invendons pursuznt 10 paragraph E1 cf this clause; or

(i) Disclese zny sut’2ct invendon pursuant (o paragraph Z2{i) of this clavse: or

(i1i) Deliver the inwemm reports pursuant 1 paragraph E2(H) of this clause: or

@iv) Provide the inicmzdon regarding lower-tier subcenzzcts pursuant to parzgraph

JS of this clzuse: or
(v) Cenvey to the Covernment in a DCE-2pproved form. the title and/or rights

cf the Covemment in each subject invenden as required by this clavse.

2. The reserve or t2lznce shzil 32 withheld untl the Co"ﬁzc'mg Officer has daterminad that
the Subcenrasier has .-s.;.:: whatever deficisncies exdst and hzs dalivered all repens,
disciosurss, 24 other infermsZon required by this clauce.

Final payment under thls s::\':: 2ot shall not be mads by MRI eicre the Subeonmasice
delivers o Paznt Counsel 2 Ziscloswres of subject inventions and cther informaticn
required By ZI{1) of this cizuse. the final report required by EZ(3E) of this clause, znd Paient
Counsel hzs isszed a patent cisarance cenificadon 10 the Cengacsng Officer.

LFY}
.

=t DOE may. in iis discrzticn. dzcrease or increass the sums withheid vp to the maxXimunm

!""

autherized zhove, if the S :Zzcnmeelor is a noaprofit erganizarien, tie maximum zmoLnt
that may be withheld uncer Kis paregraph shail not exceed S50.000 or 1 percent of ihe
amount of this subcontract whichever is less. No amount shail be withheld under tiis
paragraph while the zmount specified by this paregraph is being withheld under other p'ovi-

sions of the sulxonzzet. Taz withholding of any amount or substquent payment thersof

Lie

shall not be consued as a wziver of any rights accruing 10 the Government under this

subcenunsL
J. Lower-rier Subcorniracs.
1. For the purpose of this parzzzph the term "centracior” means the panty awarding

a subcontact and the term “sudcontracior” means the party being awarded a subconuast,

regardless of car.

2. The Subcenzacior shall inéinds paragraph N hereof ("Patent Rights Provisions
For Lower-der Subconmeazicrs Who Qualify 2s Small Business Firms or Nonprofit Orgzaniza-
tions"), suitzbly modified 10 idantify the panies, in 211 subcontacts, regardless of der,
for experimentzl, developmenizl or research work 1o be performed by a small business firm
or a domestic nonprofit orgznization. Except 2s otherwise authorized by DOE or as
contained in zny advance waiver granted herein, in all other subconmacts, regardless of tier,
for experimentzl, developmentzl, demonsmarion or resezrch work, the Subcontractor shall
include the Patent Rights clzuse of 41 CFR 9-9.107-5(2) or 41 CFR 9-9.107-6, as
approprizte, modified 1o identify the parues. In the event of refusal by a subcontractor 10
accept this clause, or if in ths opinion of the Subcontactor this clause is inconsisient with

DOE’s patent policies, the Subcontactors
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)

N3
.

hH

¢)) Shall prompty s==mit written nodce to the Contacting Officer seiing forth
reasons for ths sucontactor's refusal and other pertinent informagen which

may expedite ¢szosition of the mzazer; and

Shzll not proceed with the subconmact without the wrinen zuthorizzsion cf

(i)
DOE via MR
Excert as may be otherwise zTvided in this clzuse or otherwise zuthorized by DCE or 2s
contzingd in any advance wiver gr:.mcd herein, the Subconmactor shail not, in zzy lower-
tier subconmect or By using z Icwer-Ger subconact as considerzton therefore, zoguire any
rights in its Jower-der subcenzzziors’ subject invendon for the Subconzacior's cwm use (25
distingurished Scm such righiss zs may be required solely to fulfill the Subconmasiar's
subcontaet obligaticns o ths Covernment in the performance of this subconzzctl.

All invention disclosures, r:;:.‘e insoquments. and other information required 1o b2 furmished
by the susbeconzzcier 1o DC=. ¢ c’ r the provisions of a Patent Rights clause in any

subconczct hereunder may. in discredon of DCE be furnished to the conmaz:iar for

wansmissicn 10 DOE.

The cenvacior shell prompd: ..t'v BOQE through MRI in wridng upon the award of any
stbeeatxst connining 2 P:::: ‘ghts clause by identifying the stbeonuzzion, the werk
be pericrmed under tie subczzTact. and the dates of award. and estmaied compiaZfon.
Upon the reguest of DOE ¢ 2RI the conocier shall fumnish him a copy of the subcenzart

()

The convacier shail 'd:nzi-‘.- =1 subject invendens of the subcontrazior of which it zoquires

knowiedge in the perform
nogficzZcn ty Paiant Co s
the invendons.

¢f this contract z2nd shal nodfy the Pzient Counsel! (with

10 the Ccnwczmg Officer) prompuy uvpon the idenzZiiczdon of

It is vncersiood that the Govermment is a third party beneficiary of any subcontrast clause
iting rights to the Govermment in subject invendons, and the conuacior hereby assigns 1o

grant
=i &e conmacicr would have 1o enfores the subtontzster's

the Government all rights t
obligations for the beneflt ¢f :2c Government with respect 10 subject invendons. 'ﬁ]:

hars

conuzacicr shall net be obligzi2d 10 enforce the agreements of any subcontracier hersundsar
relaung (o the obligations of =2 subconTactor 1o the Government regarding subijsct
invendons.

K. Background Pairs.,

1.

"Background patent” means z comestic patent ccvering 2n invention or discovery which is
not a supject invendon and which is owned or controlled by the Subconmzcter zt any tme

through the completion of s subconmacy

® Which the Sutceamactor, but not the Government has the right to License 10
others without otligaton to pay royalties thereon, and

(i1) Infringement of =hich cannot reasonably be avoided upen the manufacmre, use
cr sale of the hytrid propulsion system developed under this subcontract.

The Subcontractor agrees 1o znd does hereby grant to the Government a royalty-fres
nonexclusive license under zny background pztent for purposes of manufacturing and using
hybrid vehicles by or for the Covernment for research, development 2nd demonszation work

only.
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The Subconoacior 250 agra=s that upon writen applicagon by DOE afier 31 December

)

-

licenses under any background patent on terms that are reasonable under the circumstances.

If, hewever, the Subcentzzior believes that exclusive or parially exclusive rights a-
necessary 0 achieve expediss
be mzds 0 DOE fer DOE z:zroval of such licensing by the Subconmacior.

4. Notwithsianding the foregei-z seragraph X.3., the Subcontacior shall not be obligaied 1o
license zny background pa:znt i the Subconwacter demonsgaies W the sadsfaction of the

Secretwary or his designes zz

ermative 10 the subject marter covered by said background

) A competifve 2'2r
patent is commertiaily available cr readily inwoducible Som one or mere other
sources; or

(i1) The Subcontzaizr or its lcensees are manufacturing hybrid propulsion sysizms
developzd vnczr this subconmact in sufficient quantity and at reasonable prices

to satisfy demesiiz market demand. or have taken effecdve steps or within
fecdve steps 1o so manufaciure such

reasonable Ums = expected to take effeca
hybrid propuisiza sysiems.

L. Reserved.
M. Limizdon of Righis.

clause shall be deemed 1o give the Covernment any rights with
et invention except 2s set forh in the Patent Rights clavse of

Nothing contained in this Pazent Righ
respect 10 any invention other thzn 2 suij
this subconmact with respect 10 backzwund patents and the facilities license.

N, PATENT RIGHTS PROVISIONS FCR LOWER-TIER SUBCONTRACTORS WHO QUALIFY AS
SMALL BUSINESS FIRMS OR NGFROFIT ORGANIZATIONS (OTHER THAN M&Os)

(APRIL 1987).

(A) Dejtiritions.

-

1. “Invention™ m2zns any inventon cr discovery which is or may be paentabie cr
ctherwise proiecizble under Title 35 of the United Stztes Code (USC) or any
novel variety ¢f plant which is or may be protected under the Plant Veriety
Protecton Act (7 USC 2321 et seo.).

2 "Subject inver:izn” means any invention of the Subcontactor. conceived cor
first actually r2éuced 1o practice in the performance of work under this
subcontract, pTvided that in the case of a variery of plant the date of
determinzlion (zs defined in Secton 44(d) of the Plant Variery Protecton Act,
7 USC 240I(¢;) must also occur during the period of subconmact performance.

3. "Practical arziication™ means 10 manufaciure in the case of a composiden or
product, to przciice in the case of a process or method, or 10 operate in the
case of a maching or system; and, in each case, under such condidons as to -
establish that the invention is utlized and that its benefits are, to the
extent permitied by law or Government regulations, available to the public on

reasonable 1erms.
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(B)

(S

“lfade” when tsed in relatdon 10 any invendon means the concepdon or first

zctual reducuen o pracuice of such invention.

"Small business jirm”™ means a small business concern as defined at Section 2
cf Public Law £5-536 (15 USC 632) and implementing regulations of the
Adminismator ¢f the Small Business Adminisgatdon. For the purpose of

'his clavse, the size standzard fer small business concerns involved in
Government procimement, contained in 13 CFR 121.3-8, and subconoacdng
zt 13 CFR 121.2-8 and 13 CFR 121.3-12, respecdvely, wiil be used.

"Nonprojit orgz=iza:ion™ means a university or other insdtution of higher
sducation or z1 crganizaton of the 1ype described in secton 501(c)(3)

cf the Internzl R2venue Code of 1954 (26 USC £01%¢) and exempt from taxa-
tion under secica 501(a) of the Intemal Revenue Codc (25 USC 501(a)) cr any
nonprofit scientZic or educational organization quaiified under a swie nonprofit

crganization si=ooie,

7. “Paiert Councei” means the Department of Energy (DOE) Patent Cournse
zssisiing the DCE conmacting acdvity.

Alloccrion of Principel Righs

1. The Subconlzzizr may retain the entre right. tide, and interest throvgh-
cut the worid o 22ch subject inventicn subject 10 ihe provisions of this
ybiect invendon in which the

clavsz and 35 USC 203, With respect 10 any subject
°L.bcom.r-=f‘xor ~=:w==ins tide, the Federn] Government snali have a nonexclusive.

songmnsierable, trevocable, paid-up license to practce or have pracuced for
cr on behalf of the United States.the subject invention tuwoughout the werid.

2. (Reserved)

Invenrion Disclosure, Eleczizn of Title and Filing of Patent Applications by the

Subconzoescr.

I. The Subcontracicr will discloge each subject inventon to the Patent
) Counsel within w0 months afler the inventor discleses it in writing to the
Subcontrazior p2rsonnel responsitie for patent matters. The disclosure 10 the
Patent Counszi shzll be in the form of a writien report and shall identfy the
subecontract undsr which the invendon was made znd the inventor(s). It shail
be sufficientdy compiete in technical dewnil 1o convey a clear undesstanding,
to the extznt kzcwn at the dme of disclosure of the nanre, purpose, operacon,
and the physical. chemical, biclogical or electriczl characteristics of
the inventon. Tre disclosure shall also identify any publication, on sale, or
public use of ths invention and whether a manuscript descriving the inventon
has been submitad for publication and. if so, whether it has been accepied for
publication zt ths dme of disclosure. In addition, zfter disclosure to the Pztent
Counsel, the Subconmacior wiil prompdy notify the Pzient Counsel of the
acceptance of zny manuscript describing the invention for publication or of any

on sale or public use planned by the Subcontracior.

2. The Subconmacior will elect in writing whether or not to retzin gde 10 any
such inventon by notifying the Patent Counsel within two years cof disclosure
lo the Patent Counsel. However, in any case where publicaton, on sale or
public use has initiated the one yeor statuidry period wherein valid patent
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prou:czié:x ¢zn sill be obtained in the United States, the pemod for election
of title may be shonened by Patent Counsel to a date that is no more than sixry

dzys prior to thie end of the statutory period.

3. e Subsonrzzizr will file its inigal patent application on z subject invendon
to which it el=::s 0 rewain dile within one year afier electica of ditle or,
if earlier, prior 1 the end of any stawiory period wherein vziid patent
prolecicn can b2 obtained in the United States after a publizzton, on sale,
or public use. The Subconmactor will file patent zpplicaticas in additonzl
counzies or inizmational patent offices within either t2n meaths of the
comresponding inidal patent application or six months from 2 dzte permission
is grented by th¢ Commissicner of Patents and Trademzrks 0 file foreign

[

czricns where such filing has been prohitited by a Secrecy Order,

Zient 20
patent zppb

4. Reguests for ex:zasion of the dme for disclosure 1o the Pa:zat Counsel,
elsction, and fiiing, under paragraphs 1., 2., and 3. may, 2t the discreton of the
Patent Counsel T2 granted.
(D) Condirions When the Goverzment May Obtain Tile.

The Suixonmzoier wil conveay 10 DOE., upon wTitlen requast. £ls 10 any subject invendcon:
1. If the Subconzooior Mails 1o disclese or elact Uds to the sellect nvention
within the tmses specified in (C) zbove, or elects not 1o rewzin titde: provided
that the DOE mzy only request tide within 60 days zfier 1:.;:'.‘.1'1g of the faijure
cf the Subconzzzicr 10 disclose or elect within the specified times:

2. In these counziss in which the Subcentgacior fails to iz sztent applica-
tions within the tmes specified in (C) above: provided. hc':.cvcr x.hal i the
Subconczsior ks filed a patent applicaden in a country after the dmes
specified in (C) z>ove but prior 10 its receipt of the wTinen reguest of the
Paient Counssl, ie Subconuacior shall continue 10 retzin ©de in that country:

-.-v

cr

3 In any counury ia which the Subcontacicr decides not to ccatinue the prese-
cuten of any zzziicadon for, 10 pay the maintenance fees cn, or defend in

s

a reexaminazicn ¢r oppoesition proceeding on., a paient on 2 subject invention.
(E) Minimum Rights 1o 1he Subcontractor and Protection of the Subconmzctor’s Right 1o File.

1. The Subconrzeicr will rewain a nonexclusive, royaity-fres Ecense throughout
the world in eazh subject invendon to which the Government obtzins tide
except if the Subconmacior fails to disclose the subject invention within
the times specifi=d in (C) above. The Subconmactor's licanse extends to its
domestic subsidizries and affiliates, if any, within the corperate stucturs
of which the Subconmactor is a part and incjudes the right 10 grant sublicenses
of the same scepe 1o the extent the Subconmacior was legzily obligated 1o do
s0 at the time the subcontract was awarded. The license is transferable only
with the approval of DOE except when mansferred.to the suceessor of the part
of the Subconmactor’s business to which the invention perzins.

2. The Subcontacter’s domestc license may be revoked or modified by DOE to
the extent necessary 1o achieve expedidous practical applicztion of the subject
: invention pursuant to an application for an exclusive license submitted in
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accordance with zpplicable provisions at 37 CFR 404 and 10 CFR 781. This
license will not be revoked in that field of use or the geographical argas

in which the St ontactor has achieved practical applicadon 2nd condnues to
make the benziis of the invendon reasonably accessible 1o the public. The
license in any {creign counry may be revoked or modified at the discrzdon of
DOE to the exi=nt the Subcontacior, its licensees, or its domestic subsidiaries

or affiliates hzve failed to achieve practcal applicatien in that fereign counmy.

Before revoczicn or modification of the license, DOE will furnish

the Subconuzsi=r a written nctice of its intendon o reveke or modify

the license, znd the Subcontmazicr will be allowed thirry days (cr such

other ome as mzy be authorized by DOE for good cause shown by the
Subconmractor) zfter the notcs 1o show cause why the license should not

be revoked or modified. The Subcontactor has the right to appeal, in
accordance with 37 CFR 404 and 10 CFR Pant 781, any decision conceming

the revocztion cr modificadcon of its licanse.

(F) Subcornzactor Action to Prziect Governmernt's Interest

I.

The Subconrczzicr agress 10 execuls or 10 have executed and prompuy daliver

1o the Patent Counsel 2l insocumenis necessary 108
)] EswzzZsh or confirm the rights the CGov crn:T.:"t has throughout the
werid in those subject inventions 10 which the Subconoacier elecis

1o mzin ude, and

Convey dile to DOE when requested under D, above and (0 eratble
the Government 10 obiain parent protection throughout the world in
that subject inventien.

€3))

-

r agress 10 require, by wriiten agresment, its emclo}e.s other

ontechnicz] employses, 1o disclese prompily in writng 10
aters and

Thne Subcontrzcic
than cledeal and n
personnel identified as responsible for the adminiscagon of patent
in a format suggesied by the Subconuacior each subject invention mzd: under
this subconrazt in order that the Subcontracior can comply with the disclesioe
provisions of (C) above and 10 execute 2il papers necessary to file patent
applicatons ca subject invendons and 10 eswablish the Gevernment's rights in
the subject invendons. The disclosure format should require, as a minimum,
the informatica required by subparagraeph (C)1 above. The Subconmacior shail
instuct such empioyess through the employes agresments or cther suitzble
educational programs on the impornance of reporiing invendons in sufficient
Ume to permirt the filing of patent zpplicadons prior to United States or foreign

statiory bars.

The Subconmacior will notify the Patent Counsel of any decision not to
continue pros"uzion of a paient applicztion, pay maintenance fees, cr defend
in a reexaminzadon or opposition procesding on a paleng, in any counmy, not
less than thiny days before the expiradon of the response period regquirsd

by the relevant patent office. .

The Subcontzcior agress to include, within the specificztion of any
United States patent application and any patent issuing thereon cover-

ing a subject invendon, the following statement "This invention was

made with Government support under (identify the subcontract awarded by
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Midwest Reszzxh Insdrute, Solar Energy Research Instdtute Division
) under idendfy TOE contract number) awarded by the Department of Energy.

The Government has cenain rights in this invention.”

5. The Subconzzzior agress to:

(i) Upon reguest, provide a report prior 1o the close-out of the
subzonmact lising all subject invendons or siating that

e rwae

thar= <ere none;

(i3) Prcvids, upon request, a copy of the patent applicadoen, filing daie,
seriz] number and tle, patent number and issue date fer any subjec
invenZon in any counmy in which the Subcontzcior has zpplied for a

pzenzand

(ili) Provide, upon request, but not more than annually, listng of
2] sutj=ct invendons which were disclesed 10 DOE during the
appiizsble reponiing period.

(G) Lower-Tier Subcormrce:s.

The Subcontzoizr will include this clause, suitbly modified to idendfy tha
panies, in z2il izwer-der subcenuacts, regardless of tier, for experimental,
develcpmentz! o7 research werk 10 be performed by 2 smzll business im or a
domestic neagmelit organization. The lower-tier subcentacier wiil rewain 2
rights provided for the Subconmacior in this clause, and the SubconTzcior wiil
not, as part cf As ceasideravon for awarding the lower-Usr subcontacl oblain
rights in the Icwer-tier subconmacior’'s subject inventions.

I.

2 The Subcontzzior will include in all other Jower-ter subcontracts,
regardless of Zer, for experimental, developmental. demonstaton
or research =crk the patant rights clause of 41 CFR 9-9.107-5(a) or
41 CFR 9-9.107-5 as appropriate, modified 1o identify the panies.

In the case of z lower-ter subcongact at any tier, when the prime award

with DOE wzs 2 contract (but not a grant or cooperative agrezment) DOE, the
lower-tier suixcatacior, and the Subcontacior agres that the mutual
obligations of the panies creaied by this clause conszdtute a conmact

berween the lcwer-der subconmracior and DOE with respect to these matters
covered by this clause, provided however thzt nothing in this paragreph

is intended 10 confer any jurisdicdon under the Contract Disputes Act in
connection with proceedings under paragraph (J) of this clause.

L)

(H) Reporting on Utilization ¢f Subject Inventions.

The Subcontactor agress 1o submit on request periodic reports no more frequently than
annually on the utilization of a subject invention or on efforts at obtaining such utilization
that are being made by the Subcontractor or its licensees or assignees. Such reponis shall
include information regarding the status of development, date of first commercial sale or use,
gross royaldes received by ths Subcontractor, and such other dzta and information as DOE
may reasonably specify. The Subconwmactor also agrees to provide additional reports as may
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(3

69

be requested by DOE in conn=iion with any march-in proceeding undenziken by DOE in
accordance with paragraph (J) of this clause. As required by 35 USC 202{c)(5),

DOE zgress it will not disclese such information 10 persons outside the Coevernment without
permission of the Subconmrac:or.

Prefercnce jor United Stazes Indusory.

Notwithstiznding any other provisions of this clzuse, the Subcontacior agrees that neither it

nor any assignes will grant 1 zny person the sxclusive right 1o use or sell any subjec

inventdon in the United Stztes unless such person agrees that any producis embodying the
subject inventon or producsd Uirough the use of the subject invendon will be manufaciured
subszntially in the United Siziss. Eowever, in individual cases, the requiremant for such an
agreement may be wzived ty DOE upon a showing by the Subcontacior or its assignss tha
reasonzble but unsucesssful 2i7oms have besn mads 1o grant licenses on similzr terms 10
potendal licensees that would =2 likely to manufactire substantially in the United Stztes

or that vnder the citumstancss domestc manufzciure is not commercially feasiple.

Mereh-In Rigks.

y subject invention in which it has acquired
rocedures in 37 CFR 401.5 and any
Sebconomacior, an assignezs or exclusive

suppic ental reguiations cf C<CE 1o reguire 13‘:

licenses cf a sua.-.. inventica 10 gant a nonexclusive, pariially exclusive, or exclusive
license in any fieid of use 1o 2 responsible applicant or zpplicants, vpen tarms that are
reasonzble ynder the cicumsizaces, and if the Subccnoazior., assignes, or exclusive lice
refuses such a request, = hzs the right 1o grent such a Ucense iwself if ZOE dcx..... ines

"'h“ Su‘\cm::c Cr agrsss thar =ith re:p:.t

nses

thot:

1. Such azciion is nacessary because the Subconrmactor or assignes has not w2ken.
or is not expeciad 10 ke within a rc._sonaz:]c time, effecdve sieps 10 achieve
praciical zpplicz:icn of the subject invention in such field of use:

2. Such acticn is nazzssary 1o allevinie heaith or safety nesds which are not

] reascnably satisiied by the Subconuasicr, assignee, or Lhc.r licensees:

- . - -

3. Such acton is nzcessary to mest requirements for public uss specified by
Federal r=gulaticns and such requirements are not reasonably sadsfizsd
by the Subconzzcror, assignes, or licensess: or

4, Such aczon is necessary because the agreement required by paragraph (I) of

this clause has nict been obtzined or waived or because a licsnses of the
exclusive right :0 use or sell any subject invention in the United States

is in breach of such agreement.
Special Provisions for Subcorzacts with Nonprofit Organizations.

If the Subcontractor is a nonprofit organization it agress that:

1. Rights to a subjsct invendon in the United States may not b= assigned
without the approval of DOE, except where such assignmert is made 10 an
organization which has as one of its primary functions the management
of invendons, provided that such assignee will be subject to the same
provisions as thz Subconuactior; )
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2. The Subcontracicr will share royalties collected on a subject inventica
with the inventor, including Federal employee co-inventors (when DOE desms
it appropriate} w2 the subject invendon is assigned in accordance with
35 USC 202(e) =4 37 CFR 401.10;

3. The balance of 2=y royaltes or income earned by the Subcontzctor with
respect to subject inventions, after payment of expenses (including pzyments 10
inventors) incidenzl o the administradon of subject inventions, wiil be viilized
for the support ¢f scientific research or educagon; and

4. It will mzke effcis that are reasonzble under the circumstances 10 a=zct

licensees of sutisct inventions that are smzall business firms and that |

will give a prefzrence 10 2 small business firm when licensing a suijec

invenden if the Subconwmacior delzmmines that the small business fim has

a plan or propaszi for marketing the invendon which, if execuied, s equaily 25

likely to bring t:2 invention to practical application zs any plens er propesals

from zpplican:s izt are not small business firms; provided that

the Subconmasis:r is also sadsfied that the small business &rm has &

capability and rscurces to carry out its plan or proposzl. Trne decision

whether 10 give 2 preference in any specific case wiil be ot the discmsiion of (he

Subconmastor. However, the Subconoactor agress that the Secreany of

regarding smzil tusiness zpplicants, and the Subconmacior will

negotizie changes (0 its licansing policies. procedures, or practices with

the Secreuary of Commerce when the Secretary of Commerce’s review

~Tarmpmt e arn
ulc. C4

discloses that the Subconmacior could ake reasonable steps to impizmen

o -

effectively the rzguirements of this paragraph (X)X,

(LY Communicatisrs.

e e

The DOE cenwral point of ccxazct for communications or matters relating to this clause is the
Patent Counsel.

CLAUSE 2 - AUTHORIZATION AND CONSENT 41 CFR 9-9.102-2

The Government has given its authorization and czasent for 2!l vse and manufacnure of any invensen described
in and covered by a patent of the United Suates ia (e performance of this subcontract or any pa:t hereof or any
amendment hereio or zny lower-tier subcontract herzunder,

CLAUSE 3 - NOTICE AND ASSISTANCE REGARDING PATENT AND COPYRIGHT
INFRINGEMENT — 41 CFR 9-5.104(b)

Al The Subconwacter shall report to the Gevernment through MRI promptly and in rezsonabie writtan
detail each notice or claim of patent or copyright initingement based on the performance cf this
subcontact of which the Subcontacter has knowledge.

B. In the event of any claim or suit against MRI or the Government on account of any alleged patent or
copyright infringement arising out of ths performance of this sub-conmact.or out of the use of any
‘ supplies furnished or work or services performed hereunder, the Subcontractor shall furnish to MRI or
the Government when requested by MRI or the Government ail evidence and information in possession
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of the Subcontzctor pertzining 1o such siit or claim. Such evidence and informadon shall

be furnished at the expense of the Geven

ment except where the Subconmactor has agreed

indemnify the Government or MRI.

C. This artcle shzll be included in all Jower-ger subcontracts.

CLAUSE 4 - RIGHTS IN TECHNICAL DATA (LONG FORM) - 41 CFR 93

2227.75

Al Definitiors.

1.

i~

“Teciniccl cz:a™ means recczizd informaton, regardless of form or characterisde, of a
scientfic or technical natere, Tt may, for example, document research, experimental,
developmental, cr demonszzziza, or enginesring work, or be usable or used 1o define a
design cr process, or 10 procee. produce, suppernt, maintain, or operale material. The data
may be graphic or piciorizl S:ineations in media such as drawings or photographs, 1ext in
specifications or related pefzrmznce or design type documents Or compuler softwars
(including computer programs. computer software data bases, and computer software

documentation).
Examples of technical datz in:iuce research and engineering data, enginsering drawings and
associated lists, specificazicns. sizndards, process sheets, manuals, 12¢chnical repors, caizlog

ilem identification, and relz=d information. Technical data as used herein do not incluce

financial reporns, cost analyses. and other informadon incidental to subcontract
adminiswraticn.

“Progprietcry deia® means iscanizal data which embody unde secrets developed at private
expense. such as design prozsZures or techniques, chemical composition of materials, or
manufzeruring methods, procssses, or ceatments, including minor modificadons thereof,

provided that such daw:

Are not gener=ily known or available from other sources without obligation

(i)
conceming thelr confidendality;

(i1) HEave not been mzde available by the owner 1o others without obligation
concerning their confidendality; and

(iid) Are not already zvailable 1o the Government or MRI without obligaden

concemning their confidentality.

"Coniroct darg”™ means technizzl dawa first produced in the performance of this subconwact,
technical data which are specified 10 be delivered under this subconwact, technical daa that
may be called for under the Az2itional Technicol Dara Requirements clause of this

subcontract, if any, or technizzl data actually delivered in connection with this subcontract.

"Uniimited rights™ means righis 10 use, duplicate. or disclose technical data, in whole or in.
par, :n any manner and for zny purpose whatsoever, and permit others to do so.

"Government” means the Government of the United States of America.

"Subconirce:™ means this subzontract berween the Subcontracior and the Midwest Research

Instituie (MRI).

"Protecied Hybrid Vehicle Irformation™ means technical data or commercial or financial data
first produced in the performance of this subcontract which, if it had been obtained from and
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first produced by a Non-Fedz=rzl party, would be a trade secret or commercial or financial
informaztion that is privileged or confidendal under the meaning of 5 U.S.C. 552 (b) (4), and
which is marked as being Proiacted Hybrid Vehicle Information by a party 1o this

subconimact
B. Allocosion of rights.
1. The Gevernment shall have:
@) Unlimited rights in contract data except as otherwise provided below with

respect 10 prepsistary daa or Prowecied Hybrid Vehicie Information;

(i) The right to remcve, cancel, correct or ignore any marking not authorized by
the terms of this subcontact on any lechnical data furnished hereunder, if in
response 10 a wTiien inquiry by DOE or by DOE through MRI concerming the
propriety of the mzrkings. the Subconmactor fzils to respond thereto within
sixry (60) days cr fails to substaniizte the propriety of the markings. In either
case. DOE or DCE through MRI will notify the Subconzzcior of the acdon

tzken:
(i) No rights undsr Xis subconunct in any technical dawg which are net consae
data, except as ciherwise specified in this clause.

uzctor shall have:

9
3l
[14
(72
-
&
(o]
po ]

(i) The right to witihiold proprietary data in accordancs with the provisions of ths
clause; and

i) The right 10 use for its private purposes. subject 1o patent, security, or cther
provisions of this subcontract, Contact data it first produces in the
performance of tiis subcontact, provided the data requirements of this
subcontrart have been met as of the date of the private use of such data. The
Subcontracior zgre=s that 10 the extent it receives or is given access 10
proprietary data cr other technical, business, or financizl dzta in the form of
recorded informzdon from DOE cr a DOE Contractor or subconuacior, the

) Subcontracior shzll eat such dava in accordance with any restricidve Jegend
contained therson unless use is specifically authorized by prior wrinen zpproval
of DOE through MRI. Prior 10 disclosure, MRI or the Government shall notify
the Subcontracier of the intent to fumish or provide access 1o such proprietary
daw or other 1=chnical, business, or financial data and permit the Subcontracior
to refuse to receive or have access 10 the data if the Subcontractor does not
wish 10 accept ths data under the terms of the resmictive legend

(i) The right to mzrk as Protected Hybrid Vehicle Information, any data first
produced in the performance of this subconmract by its employees, in
accordance with this clause.

3. Nothing contained in this Rights in Technical Data (Long Form) clavse shall imply a license
to the Government under any patent or be constued as affecting the scope of any licenses or
other rights otherwise granted 10 the Government under any patent.
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C.

Copyrigkted rmzterizl

The Subconmactor may esiz>lish a claim to statutory copytight in any centract data first
produced in the performance cf the subcontract. The Government reserves fer itself and
others acting on its behalf 2z Tyvalty free, non-exclusive, irrevocable, world-wide, license for
‘Governmental purposes to putlsh, d.xsrnbutc tanslate, duplicate, exhibit and perform any
such dz1a copyrighted by the Subcontacior, except that for data marked as Protected Hybrid
Vehicle Infermeation pursuz-~t 1o paragraph K of this clause, the reserved Government license
shall be subject 1o the reszizZens set forth in paragreph K.2 of this clause.

1.

The Subconmacicr agress nc: 10 include in the techniczl data delivered under this subconract

2
any materizl copytighted by =2 Subconmactior znd not to knowingly include zny matedal
copyTighted by others, who z= not lower-ter subconuaciors of the Subconmasior, without
first granting or obtzining zt 20 cost a license therein for the benefit of the Government of
the same scope as set forth in Paragreph C.1 zbove. If such royalry-fres license is
unavailzble and the Subcoaz==ior nevertheless determines that such cop)'righ!:d material
must be included in the techinizzl data 10 be delivered, mther than merely incorporaied
therein by reference, the Suaccnozctor shall obtain the wiitten authorizzZon cf the
Govemnment through MRI 12 include such copytighted material in thcl hniczl daw prier 1o
its deiivery.

Subconrrac:ing.

It is the responsitility of the Subconzz:ior to obtain from its lower-tier subconuraciors echaical dana
and rights therein, on behalf of the Covamment, necessary o fuifil] the Subconascior’s obligations 10
the Go'vc"uncv-( v.uh r-spc:: 1o such dzna. In Ihc event of ":"x.s._.l by a Iou. er-tier subcengacior 1o

Promptly submit writien notze 10 the Govcmmmt through MRI seiing "ouh reasens for the

1.
ent informaton which may expedits

lower-tier subcontacior's refusal and other perd
dispesition of the matter:

2. Not procead with the Jower-U=r subcontract without the written authorization <f the
Govemment through MRI; ==d
3. As used in this Rights in 1::::-1c..l Data (Long Form) clause, the termn "Lower-Tier

Subcontacior” includes any person or entity respoasidle for fulfilling the Subconmacior's
obligations 10 the Governme=nt with respect 10 technical dara

Withlolding of proprietary deoia.

Notwithstanding the inclusion of the AZZitional Tecknical Data Reguirements clause in this subcongact
or any provision of this subconmact spa=ifying the delivery of technical data, the Subconmactor may
withhold proprietery data from delivery, provided that the Participant furnishes in lieu of any such
proprietary data so withheld technical ézra disclosing the source, size, configuration, mating and
anachment characteristcs, functonal chzracteristics, and pcrfon'nzncc requirements ("Ferm, Fit, and -
Functon” daia. ¢.g., specification conzel drawings, cataleg sheets, envelope drawings, etc.), or a
general description of such proprietary ¢zta where "Form, Fit, and Function” data are nct applicable.
The Government shall acquire no rights 10 any proprietary daia so withheld except that such data shall
be subject to the "inspection rights” provisions of Paragraph F, the "Limited Rights in Proprietary
Da1a™ provisions of Paragraph G, and. if included, the "Subcontractor Licensing” provisions of
Paragraph H and/or the "Commercializzrion of Hybrid Vehicle Technology” provisions of Paragraph I.
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F. Inspecsion Rights.

Except as may be otherwise specified in this subcontract for specific items of proprietary data, which
are not subject 1o this paragraph, the Government's and MR1’s representatives, at all reasonable gmes
up 10 thres (3) years after final payment under this subcontract, may inspect at the Subcontractor’s '
facility any proprietary data withheld under Paragraph E for the purpose of verifying that such data
properly fell within the withholding pcvisions of Paragraph E or for evaluatng work performance.

G. Limited Rights in Proprietcry Data.

Except as may be otherwise specified in this subcontract as technical data which are not subject 1o this
paragraph. The following legend znd no other is authorized to be affixed on any "proprietary data”
delivered pursuant to this subcontzst Tae Government and MRI will thersafier weat the "proprietsy
data” in accordance with such legend. ) '

LIMIT=D RIGHTS LEGEND

This "proprietary data.” furnished x::':' "SubconTzct No. ZCB-3-13032-017 with MRI under Prin
Congact No. DE-ACJ2-83CH 10093 +ith the U.S. Depanment of Energy may be duplicated znd L<cd
by the Government and MRI with the 2xpress limituions that the “proprietary dam”™ may not be
disciosed outside the Government and .‘v’°J or be used for purpeses of manufaciurs without pricr

permission of the Subconmacier. exzzrt that further disclosure or use may be made solely for the
following purpcses:
1. This "propristary dzt2” may >e disclosed for evaluaticn purpeses under the resticticn that

the "proprietary da2na” be reizized in confidence and not be furiher disclesed:
This legend shall be marked on any rzrmoduction of this data in whole or in part.

H. Subconzactor licensing.

Except as may be otherwise specified in this subcontact as technical data not subject 1o this paragrash,
the Subcontracior agress that upon wrinea application by DOE between 31 December 2000 and 31
December 2003, it wiil grant 10 the Cevernment and responsible third paniies a nonexclusive license in
any conmract data which are proprietesy data or copyrighted dara and it will grant 10 responsible third
parties a nonexclusive license in any congact dawa which are Protected Hybrid Vehicie Informadon, for
purposes of manufacturing in the Unitsd States hybrid propulsion sysiems developed under this
subconuact and using and selling in ths United States hybrid propulsion systems developed under this
subconuract and manufactured in the United States, on terms and conditions reasonable under the
circumstances including appropriate provisions for confidentiality: provided that any such license
granted to the Government may authorize sales by the Government only in the context of disposal of
used equipment; and provided, however, the Subcontacter shall not be obligaied to license any such
data if the Subconmacior demonstzies 1o the satisfaction of the Head of the Agency or designee that

1. Such data are not essential 1o the manufacture of hybrid propulsion systems developed under
this subcontract;

2. Such data, in the form of resuits obtained by their use, have a commerciaily competitive
alternative availabie or readily inroducible from one or more other sources;
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The Subcontactor or its licensses are manufacruring hybrid propulsion systems developed
under this subcontract in sufficient quandty and at reasonable prices 1o sads{y domestc
market demand. or the Subceazacior or its licensees have taken effective steps or within a
reasonatle ime are expected 1o take effecdve steps to so manufacture such hybnd

propuls.en sysiems: or
Such data, in the form of reszits obtained by their use, can be fumished by another firm

skilled in the ant of manufacxesing items or performing processes of the same general 1ype
and charzcler necessary 10 zchisve the subconmact results.

n

Subject to the provisions of paragraph G, the Subconuacior agress to and does hereby grant to the

Government a royvairy-free, nonexclusive license under any proprietary data or copyrighted dara
deliversd in connecdon with this conceza for purposes of hybrid propulsion system research,

- development and ¢amonsmation work orly.

Commercializzrion of Hybrid Vekicle Tecinology.

I. The Subzontcicr agrees tha: neither it nor any assignee will grant 10 any person ths

5l

it 10 use or sell hvbrid vehicle technology in the United Stares unless such

exclusive righ
persen zorees that any embodiment of hybrid vehicle technology will be manufaciered

subsianizlly in the United S=zi2s. However, in individual cases, the requirement fer such za

agreement neaa thay
3

may be waived by DOE upon a showing by the Subconuacier or its assignes that
reasonatis but unsuccessitl 277cs have besn made to grant licenses on similar 1erms 0

censees that wouid e likely 1o manufacture substaniiaily in the United Swiates or

potentzl lic
that under the cimumstances domestic manufaciure is not commerciaily feasible.
2 For the purposes of this sectica. technology is defined as the hytrid propulsion sysiex

d:vclop:d under this subconzzst

Informeron Aveilsble 10 the Public.
f

The Subconuacicr agress that the follcwing rypes of information are not considersd 10 be propr. tary
and shall be proviced 1o the Government and MRI when required by this subcontract without 2
claim that the infcrmation are proprietasy or that the information are 10 be protecied as Prox:cx:d

Hybrid Vehicle Inicrmation. DOE and MRI agree that these types of informaten are considersd
necessary to be putlicly avaiiable.

The panties agree, however, that notwithsianding the following list of types of informaton, nothing
preciudes the Government and MRI from seeking delivery of additional information in accordance with
this subcontract. or from making publiciy available additional non-proprietary or non-protecied
information, nor does the followmg list constirute any admission by the Government or MRI that

information not on the list is proprieizny:’

1. A "black box" dingram of typical operating cycles showing at least the major subsystems of
the overall hybrid vehicle concept under development, sufficient to provide a general
understznding of its proposed operation in contrast to other hybrid vehicle approaches:

2. Annual siatus of, and changing projections regarding, on-road and total energy efficiency of
the hybrid vehicle under development -
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14.

15.
16.

17.

18.

Appendix MRI/GM-C
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Annual status of, and changing projections regarding, composition and flow rates of
materials and energy entering znd leaving the specific hybrid vehicle under developrient.
This would include, for exzmzie, (3) the composition and consumpion of fuels and other
energy sreams provided for e propulsion of the vehicle, and (b) cuanttative informaton

on the co...posix_on and flow cf exiting combusion products;
Annua] sizrus of, and ch..nc"-.ﬂ projections regarding, infastuctare capabilities which zre 1o
be provided bty others but whizh are necessary for the planned operziion of the hybrid
vc‘uc‘c under development; (s breadth of these observations should include fuel and other

ergy resource availabiliry, .-.Jclmg/rccharzmg services, and vehicle

maim:re.ncc,’cm::gcncy rozd services.

General descripticn of progzn deliverables, but no description of specific technologies
within the deliverables. That i, it can be made publxc that the SubconTacior is developing
"a series dual-mode hybrid ,..;L.ston system which is an elecTic drive sysiem with 20 1C.

engine APU for range-extensica (recharging on-the-go).”

Goals {or hybrid componer.s. systems, and vehicle performance, 2.g.. fuel efficiency.
emissions, generzl customer i3 buxcs 0-60 mph 1ime, reliability, 2tc.

The general Sming and majer milesiones dares {or the subcontract

r subcontraciors’ (1eam members or parmers) names.

—

ne Subcontacier's lower-tiss

The towaf dollar zmcunt of the program including the towd dollar amount of Jower-tier
subconzariors (12am members or panners).

The approximate number of ;ersonnel. key siff members® names and major facilities

commitied 1o the subconn':-l.
The summary Swuement of Werk incorporaied into this subcontract.

A Work Braakdown Struciurs zt Thigh” level with team members names under the major
progrom areas for the subcenzmet,

Any EPA mileage and emissicns dara that is already available 10 the public conceming a
General Motors Corporation sroduct

All accelenation performance. fuel economy and emissions values for overall hybrid
propulsion sysizm 10 includs both predicdons and measurements.

General descripiion of the Subzontractor’s past efforts and experience in hybrid vehicles,
The summary fcr the Monthly Technical Progress Reports.

The bortem line dellar amounts for the Cost Plzn and the Monthly Cost Manzgement
Reporis.

The Small Business and Smail Disadvantaged Business Subcontaciing Plan Repors.
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19.

21.

22,

The mzjor review summaries for the Concept Definition Report, the System Design Report,
the Sysiem Development and Validaton Report, and the Final System Development and
Validztion Report. These mzjor review summaries should be approximately 20 to 30 pages
in length and include all apgropriate information 10 summarize the results and progress
achieved under the subconz=z-t for the pardcular milestone(s).

The mzjor review summary {or the Final Technical Report. This major review summary

should be approximately 200 pages or more in length and include 2ll zppropriate information
10 summarize the resuits and progress achieved under the entre subconmast

The definitized subconmact’s schedule language (except for the indirect rates contzined in the
ardcle endded “Indirect Rz:=s™), Appendix A - Statement of Work Sunmary, Appendix
MRI-B ~ Standard Terms z=d Conditions, Appendix MRI/GM-C -- Intellectual Property
Provisions, Appendix MRI-D — Clauses for Subcontacts in Excess of $100.000, Appendix
MRI-E -- Clauses for Subccnzects in Excess of $500.000. and Appendix F -- Smzil
Business and Small Disadvznizged Business Subcontacting Plan. The intellectuai propeny
provisions of any lower-tier stbcontract (contracmual insgument) and the U.S.

competitiveness provisions.

Other information mutually zszeed upon by MRJ. DCE. and the Subconuacicr.

Protected Hybrid Vehicle Informarion.

1.

!d

Except for items of dota lisizd in paragraph J of this clause. the Subconmacior mzy claim as
Protecied Hybrid Vehicle Information any daw first produced in the periormance ¢f this
subconuact which mests the definition set fonth in parsgraph A.7 of this clause.

The Subcontracter shall mark any such Protecied Hybrid Vehicle Informaticn deliverzd 10
the Government or MRI with the following legend and such other legends. resiriciions or
limitations on use cr disclesers as may be applicable or appropriate. The Government and
MRI will thereafter treat the Protected Hybrid Vehicle Informadon in accordance with such
legend. Any such claimed Proiected Hybrid Vehicle Information delivered 10 the
Government with the proper marking will be ueated 2s such, and except as otherwiss
provided herein will not be published. disseminated. or disclosed 10 others ouisice the
Government and MRI by the Govermment and MRI for a pericd of {ive yexrs after -
comipledon of the subcontz=t without the prior written authorization of the Subccaracior.

PROTECTED HY3RID VEHICLE INFORMATION

This Protected Hybrid Vehicis Informaton was produced under Subcontract No. ZCB-3-
13032-01 with MRI under Prime Contact No. DE-AC02-83CHI10093 with the U.S.
Depantment of Energy and may not be published, disseminated or disclosed 10 others by the
Government and MRI until five (5) years after completion of this subcontract, urless express
wrinten authorization is obtzined from the Subcontractor. Upon expirzation of the period of
protection set forth in this legend, the Government shall have unlimited rights in this data.

This legend shall be marked cn any reproduction of this data, in whole or in part.

Any such marked Protected Hybrid Vehicle Informatdon may be disclosed under obligations
of confidendaliry for the foilowing purposes:

() This "Protected Hybrid Vehicle Information™ may be disclosed for evaluaton
purposes under the restriction that the "Protected Hybrid Vehicle Information”
be retained in confidence and not be further disclosed; or

Appencix MRUGM-C
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4, The Subconmacior shall have tie right to license such Protected Hybrid Vehicle Informarion
or include such Protected Hydrid Vehicle Information in a license with other technology

developed under this or other srograms. Such licenses shall include 1erms and condigons
that are reasonable under the ci-cumstances, including obligatons of confidentiality.

The obligations of confidencziity and resmictions on publication and dissemination shall end

s.

for any Protecied Hybrid Velizie Information:

(i) At the end of the protected perjod, as indicated in the Legend, i.e., five (5)
years after comziztion of the subconmact:

(i1 If the data becomes publicly known or available from other sources without a
breach of the ch¥gations of confidendality with respect 1o the Protectsd Hybrid
Vehicle Informaion; : '

(itd) If the same dzw2 is independendy developed by someone who did not have
access 10 the Proiacied Hybrid Vehicle Information and such independenty
developed daw is made avaliable without obligations of confidentiality: or

(iv) If the Subconzzzior disseminates or authorizes another 10 disseminats such dan

- —ai

CLAUSE 5 - ADDITIONAL TECHNICAL DATA REQUIREMENTS (APR 1984) - 48 CFR 952.227.73

A, In addidon to the technical data specifisd elsewhere in this subconuact 1o be delivered, MRI cr the
Government may at any Ume during the subconuact performance or within one year after final
payment call for the Subconuacior 10 csliver any technical dara {irst produced or specifically used in
the performance of this subconmact except technical daa pertaining 1o items of standard commereial

design. future commercial design or ¢2:zfled manufacruring data

B. The provisions of the clause entided. “Rights in Technical Data” included in this subcontract are
applicable 10 all technical data called for under this Additional Technical Data Requirements clause.
Accordingly, nothing contained ia this ciause shall require the Subconmactor 10 actually deliver
any technical data, the delivery of whizh is excused by paragraph E. of the Rights in Technical Data

clause.

C. When technical data are 1o be deliversd under this ciause, the Subconmactor wiil be compensated for
appropriate cosws {or convening such dzi2 into the prescribed form for reproducton, and for delivery.

D. The Government or MRI shail provids the Subconmacior a thirty (30) day writen notice prior 10
r:q.uiring delivery of any technical dira under this provision and the Subcontracior does not antcipate
delivery of such daa if the Subconmesicr demonstrates to DOE that:

1. there is no reasonable nesd for delivery of the data; or

2. delivery of such data hampers the commercialization of the data in the U.S.

CLAUSE 6 - REPORTING OF ROYALTIES 41 CFR 9-9.110(c)

If this subcontract is in an amount which exceeds $10.000 am‘i if any royalty payments are direcily involved in
the subcontract or are reflected in the subcontract price to MRI, the Subconmactor agrees to report in wridng to

the Government Patent Counsel through MRI during the performance of this subcontract and prior 10 its

Appendix MRUGM-C
07/0693 - 26 -

coewi. . PATENT .. ..o .

'REEL: 016102 FRAME: 0862



coffipletion or final settlement, the amount of any royalties or other payments paid or 10 be paid by it directly to
others in connection with the performance of this subcontract together with the names and addresses of licensors
to whom such payments are made and either ths patent numbers involved or such other informaton as will
permit the identification of the patents or other tzsis on which the royaltes are to be paid. The approval of
DOE or MRI of any individual payments or reyzlds=s shall not stop MRI or the Government at any time from
contesting the enforceability, validity or scope cf. or title to, any patent under which a royalty or payments are

made.
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Sections C.3.(ix)(a), C.3.(ix)(b) and C.3.(ix)(c) as modified by Paragrarh L. of Letter
Subcontract TCB02386 (under MR1 GM Subcontract ZCB-3-13032-01 under Prime
Contract No. DE-AC36-83CH10093) effective March 14, 1996.
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