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CONFIRMATORY LICENSE

(Advanced Waiver)

Title : METHOD OF MAKING MEMBRANE-ELECTRODE ASSEMBLIES FOR
ELECTROCHEMICAL CELLS AND ASSEMBLIES MADE THEREBY

Inventor(s) : Sundararajan Swathirajan & Youssef M. Mikhail

Serial No. : 102,189 Filing Date:  Adugust 5, 1993

Subcontractor : General Motor Corporation

DOE Contract No.: DE-AC02-90CH10435

DOE Case No. : 5-89,898 - Division of S-75,414 U.S. Serial No. 862,691

DOE Advanced Waiver No.: W(A) -94-024

Foreign Applications filed in or intended to be filed at Contractor’s expense in (countries):

An advanced waiver of Government rights having been granted by the U.S. Department of Energy (DOE)
to the General Motors Corporation and the above-identified invention having been reported as a Subject
Invention to DOE by the contractor with its election to file a domestic patent application thereon, the
effective date of said waiver for the above invention is November 10. 1997.

Accordingly, this document is confirmatory of the paid-up license required to be granted to the Government
under 41 CFR 9-9.109.6 and the above-identified contract in this invention, patent application and any
resulting patent as well as any continuation, divisional, reissue, supplemental or continuation-in-part thereof,
and of all rights acquired by the Government by the referenced patent rights clause, a copy of which is
attached hereto and incorporated by reference herein. The undersigned certifies the attached copy to be a
true copy of said clause. It is understood and agreed that this license does not preclude the Government
from asserting rights under the provisions of said contract or any other agreement between the Government
and the Contractor, or any other rights of the Government with respect to the above-identified invention.

The government is hereby granted an irrevocable power to inspect and make copies of the above-identified

patent application.
Signed this aiaiad day of M‘/’ /‘4/‘-’1’ 99 7

(SEAL)

GENERAL MOTORS CORPORATION

(Contractor )

By: %m JZZ;?//V’ A’/ 4/6/

Kenneth D. Enborg - Assistant Secretary
General Motors Corporation - Legal Staff
Intellectual Property
Suite 450 New Center One Building
- 3031 West Grand Boulevard -
P.O. Box 33114
Detroit, MI 48232
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A TTACHMENT 11

(2) "Sutlect Izvention" means any iaventicn cr discovery cf the
SniT2cisr concelved cr first actually reduced ts practice in the
gsusse ol cr uncder this conisac:, an? includes any &=, mettsd,
TScess, paciine, zznufacture, desic:m, cr compesiticn ©fF mester, e
Y Lew 2nd uselul isprovezent theses?, cr any veriety c©f plants,
wielher patented or unpatented under the Patent Lews cf the Trnited
sates cf Aserica er any foreign csunisy.
(2) "Contsazi" means gny csnarmess, gTant, agTee=ent, vnder-
sandling, er cthes arzangezent, whisk includes Teseesch, develcrzent,
35 é{:::st:a:i:: wszk, and inciudes any essigmzent or substizutisn c2
pacties. :

(3) "Govertsent ezency” inclules en exesutlive degastsern:,
infependent cozx=issizn, beard, e2fize, ecency, adzinigtresizn, auther-
icy, Goverm=ent cospeoratisn, € ether Govermsent estetligh-ent ef the

e~y

Execctive ErEnch cf the Goverm=ment ¢f the TnliceZ Stetas ¢f A-eric:e.

(s) "T:s the point ¢f prastizsl pprliicetizn® perns €3 sEnulsotise

- o -es Fomees - o es e S -
iz the case ¢f g cezpesizicn er posducs, to practice in the c2se ¢l 2

- -~

E-scess, cr to creTtte in the case ¢ 2 mactine and tnder such oI
Citicns as ¢ estailish that the inventisn is belng wesked and tnec
s tenelits are Teascrally acsessible to the putlic.
(%) "32? 3t Csumsal™ means the DCEZ Patent Coumsel assisting the
praocuring estivisy.

(~:) Ew1-;=~{-, :c --:agtug"l z&_s&bi

() &sslicooecns &0 the Govermmeot. The Contracisr agrees €
e2ssign to the Goverm=ent the entize Tight, title, and interest
tirsughcut the wezld in end to exch Stiiect Inventisn, except to the
eent that zights ece valved €2 and ratalned by the Contactisr unces
siTezTazks (Z) (2 end (o) o2 thls clruse.

(2) Grepier sichis detesminatizns. The Contractor er the
exzlcree-lnventss with suthorizetiszsn cf the ContTacisr mey reguest
g-ezter rights that the dcuestic end forelign petent rights proviiec
pErzzTerh (&) c2 this clavse ¢ identified inventicrns gessrdance
vwizh 41 CFR §-5.106=6. Such reguests nust be subnitited to> Fetent
Czunsel (with nctification by Patent Counsel to the Contsecting
CZZicer) 2t the time of the first édisclicstre pursuant to peragTesh
(e} (2) cZ this clause, cr nct later th2n 9§ months afser ccncesticn cr
£irst act:el rafuctisn to pracsice, whichever oesuss f£irst, or such
loncer pesiz2 ps may be authorized ky Petent Counsel (with noetifi~
c2tizn kr Feient Csounsel to the Contrecting Officer) for gocd cause
sicwn in writing ky the Contracis:.

v
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(:) z-‘c‘nbs :2 bhg. ;-pb-‘nb--.

(1) NMinious Ceopewpetsr license. The ContIectar resexves an

sTevccatle, ncnexzivsive, paiderp license in each patent gppilcaticr
£iled in any csuntry cr @ Sitlect Isventicr and any rescliting petent
in wiich the Government ecTuises tizle. The license shall extelt to
the Conirecsoo's dcmestlc subsidiazies and effillates, if any, witiin
the corpessze siTuctuve of which the Contractir is @ FattT ans suall
inslude the zight £5 grant sublizenses cf the saze $SSre to the extenc
the Contsaczsr was legally chliceted ts do sc 2% the tlize the contrace
was awassed. The licesse shall ke toansfematle crly wizh epprevel ¢f
DCT exzezt when toansZfesTted to the successcr of that past o the
Canzoeckzs's business ts which the imventicn pestelins.

(2) - .:a..‘gn :. -:-:lq ..-'.'VE,: ,.l,-'.-'-i.

{i: Sukfest 42 &he provisizns cf pesegTezh (= (3] and
. - ] L3P e P -ind me
serizzazh (2) cf this clause, wizh Tespest onir ST B Suzject Inventos:o

vezcmmes im accordance wizh paTazTizh (e) (2) (L) cf This clause and

:-h-- - -ee -----v - ees r
¥its the written repsst ¢f whish i imcluded an elestisn es to Whetnes
cse Com=rrosass will sesein the sighes in the I weliom waived thereln,
e «is oishe byl T ¥ 34

cig Camesassar resesves the entire Zfczestis Tighs, tizle axnd

. . . el R e |~ g
im pnv Tnizes Szetes paczant ppplisaticn cn tle Soziest Inventich Z..el
neractsr.

- owed o w

and enyv sesulzing Unized States patent secuTed by the Canis

) Sut3ect o the provisicms cf peregTezk (8)(2) e=s
1 -

s cf thiz slruse, with Tasgect cnly €5 & Suklect Invenc.In

pl-‘”g-h (:’ :
:E-pwgﬁ S - ammwdgann el @ 'n ;g:g;:z;h (‘) (2; (i) c: &.I-J' cLasse g.-._ﬂ_

rve obe o wowe aihecw ® o wen
with the w=izzen repest cf whick is imcluded e electicn 25 to whetlel

the Contractsr will refein the rights in the investicn valved bereln
and & statecent specitvins thcse foreign coumtTies in which suck

s @ wae
-

rizhes will be retaimes, &= subiest ¢ DCE security zegu.eziscns and
ceoiizesents, the CantsisTcT reservas the extile right, tiztle axc
imcerest in ey focelgn peient spplisezicn on the Subject Inventosn
$ites am: pmv vesuliinz firelgn pazent secused by the Cantresiir dn

o .o ? e Gmeer oo

Taose Ssoeigm scuntsies gpecilliel.

wrow

ad ?.t.‘. 2 Tivhw

o gud LPoeadielan

'+ suriect ts the rights grented in pazegmrph (©) {C) el

&

(i
tuig slauge  =sp ConTrastss pgTeaes £ oonvey &2 the Govastoens, Rpeh
rez:esz, ==e entire dszestic righs, tizle, exd {=teress in eny SuElecs
Toventlion whan the Contresics:

(A) Cces nct elect pussuent to pasagTesl (2)(2) (i) €2
t-is clause to zetzlin such rights;

(5; Fails to bave & Unises States pastant aryiicaticn
2:ied en the d=venmzizn in scssTimnce with paTegTezh (€) (1) X th-s
ciiuse, cr decides mo= == ssntinmue prosecutisn cf such BFFIocRISHS =

- ow =
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. (C) At any tise, zz lznger cesizes to resals tizle.

v . ii Sutject tz the righ:ts grantes in paragTazh (=) (1) ef

4 4 cza:ss, the.c::t:act:r acTees TS cinvey to the Geovernmzens, upzcn
Tezcest, toe entlire right, title, an@d imzesest in any Sctiect Invern-
ticn in amy forelgn countzy 4f the Cantriseas: ~

th

. %, Dces nst elect pussirnt Ss sarazTEzh (S) (3 (i o
ol L3 - M . L 4 r L Sathat I+, i
“~-5 C.2use& TS recalin suck righss in the csumers: e

-
_ 3; TFalils ¢c Rrve & petent azplicazicn f£ilef in ¢he
Goiniry on tle. Sttlest Inventisn is ecsscance with peregraph (€] (3)

€2 tiis clause, cr decides nzt ts com=imue Frosecuticn e €2 pev eny

malnienance Zses covering the imvenzizm., T eveld fosfeiture oF <n
Fetent erpllicaticn or patent, the Camtzacstss shell nezisy the Freesc
Counsel net less then 6) davs before the expizezicn pazizg oo ~y
alllcn Teguizes kv the farelsn Prient Cffize.
. (i%) snverance ragziested pussueint o parasTrzhs (o) (3)(E)
22 (S0 {3 (1L) e this cleuse shell be mrfe by delivezing 4o =

Frlent Counsel duly executed Ingtriments end such cther paress 2s aTe

- e e —w oo o

£ 2 PP
SEETEl Netessiry To vest in the Govermment the entise righz, ticle,
- > - Eanw

n2 InteTest In tihe inventish ts esable the Govermment o oeprly fos
DS pUosecute patent pppilcatisns csvering the inventiss in tiis e
t2e Zorelgm esunity, respectively, or cthervise estatliish its cwmer-

- -—mes -b..--.
wiF €2 the inventicrn.

. Iv) TFso e2ch imvention inm whish the Conmtorotos dnmizislly
e_e2Ts FuTstent €2 (€)(2) (i) ex (2)(2) (31) ef this clause nct ts

Tezzin the rights waived, the Concmectsr shell {nfezm the Frient
Counsel prazpily in writing of the date and i{fentity cf any cn sale,
Fus.-c use, cr puzllic disclosuTe ¢f the inventiecn wkich may constizute

Foscew - e o -
& sTrtitory bar under 35 TSC 12, which was gutierizes v er knmoswh T
Tog CSSniTasicr, or any corntexzlated actich cf thils nesuTe.

(.'.) = @b lagm
Witk Teszest €T any Subiest Invenzisn 4n whish the C:5=-
TIiIIIr retaling title, the Fedasal Govermmesnt shell heve & ncocnex-

coisive, nentransferable, izTevscatle, peid-up license to prectice o=

Ste zrestices f£oT or on behelf cf the Unizes Stetes the Sutles:

Imventisn throsughout the weriid.

(0,1) ﬁ_g—--b{ae gn :ﬁ“l::b‘gn s‘ Sr‘.‘.gpﬁ .Tqv!-‘r ‘-‘E

Toe Conisacior egTses to subnlit corn rezuest pecicdic regcerts
nc zcre Ireguently then ennuelly cn the tiilizaticn ¢f a Sutjes:t
Inventisn oo on effsrts et chiainimg guch uvnilizesien thet are telins
Zede Iy the Contrzzoiss e i2s licensees cr essignees. Such repcots
shell include infozmeticn regesding the siaztus cf develcpment, date cl
£isst cs==eccziel sale cr use, ¢Toss royveltiies recelived by the Coo-
trzotsr, and such cther date aad infsrzeticn es DCE mey resassnaily

veowae g .des

3
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speci’y. The Csontractsr alss agrees t5 provicde additicnal repests as
zay e recuesied by LCE in ccmnecticn with any marsh-Iin proceeding
tnder<aken Lty DCE in sccordance wish paragTazh (c) (3) (viii) eof this
clazse. Ts the extent data er infsrmatien supplied under this para-
g-a:h is considered by the Contractsr, its licenseae cr 2ssignee to ke
poivileged and ceonfidential and is so macked, DCE agrees that, to the
extsnt permitied v 35 TSC 292(c) (%), it will nct disclcse such
inf:rmztizn to pecscns cutside the Govesmzen:c.

(t,ii) —— Fawpnen -~y s deg gy d oS gds amy

Netwithstending any other poovisicn cf this cliuse, the
Csmisaciar agrees that neltier it por any assignee will grant ts any
pesscn the exclusive right to use er sell any Sublest Inventish In the
Trizes States unless such persan acTees thet any products extcolying
the Sutdect Inventicn cr praduced thrsugh the use ¢ :§e Sukjecs

Inventisn will be manufactured substanclially in the Tnlited Staces.

-ee Cs Wap s - - - - Y 1 3 L A& 2 2 3 - @ ap - -
Ecwever, in individual cases, the Teguizesent £or osusi an egTeexent
zz7 e waived by DCE upcn a shewing ky the Contractisr er its assiznee
thz< wepascnakle but unsuccessfil effsr-s have been zzle to granc
lizemses cn sizmilax tezms € petenzial licensees thzs would be 1lkely
ts sanufacture substantially in the Txnited States cr that uncer the

cirsimszanczes dcmes=ic manufachure is net comzmerciallyv feasitle.

(Viii u,--g-ln B:ct.-g
> Taes

e CaniTasisr azTees Lh2- withk resgect to any Surlect Inven-
tiza in which it bas acguires title, ICZ bas the rigit in accorians
wizh the proceduses in 37 CFR 401.6 and any supplexmentel regulztisns
cf ISE to reguire the Coniracisr, 2 essignee cr exclusive licensee cf
2 S:tject Iaventizn t> grant 2 ncnexclusive, pestially exclusive, er
evziusive license in any field c2 use to & resgcnsisie pprlicant e

tolicants, upcn terms that ere seascreble under the cirSumsIiances,
2ns if the Cormiraz:isr, assichee, cr exclusive licensee refises such 2
res:est, DCE has the right t> goanc such 2 license itself iZ DIt
éeszrzines that:

o) Suskz potizn i cesessary zecause the fontrectiT oo
2ssicnee has net =aken, or is nct excected to taxe wizhin 2 reessnzio
tize, effective steps to achleve practical epriicetiszn cf the Sutject
Isvention in such field cf use;

(2) Such ectizsn &
szfety needs wvhich esre neot reascn
2ssicnee, or their licensees;

s necessary to glleviate healch cr
exly satisfied by the Contract:rT,

(3) Such acticn is necessazy to meet Teguiresents feor
utkiic use specified by federzl regulations and such Tsgu-_Telents ile
nct resscrably satisfied by the Contractor, essignee, cr lisensses: c=

‘ , PATENT
REEL: 016116 FRAME: 0107



(4) Such action is necessary because the agreenment reguired by
parazragh (c)(3) (vii) of this clause has not been cbtained or waivel
cr Lecause a licensee of the exclusive right to use or sell any
Sukject Inventicn in the United States is in breach ¢f such ag-eemen:.

(ix) U.S. COMPETITIVENZSS

In the event that Contractcr or any assignee transfers title
in any subject inventicn or patent ¢r patent aprlicaticn based
therecn, or the Contractor cr any assignee is er beccmes, a cczgany cr
an entity which is majerity ecwned cr cocntrolled, directly or
indirectly, kv 2 non U.S. company cr entity, then Contractor cr
assignee as the case may be, at DOZ's request, shall grant subliicenses
under such invention, patent and/or patent applicaticn to U.S. cwned
or csntrclled corpanies identified ts Contractsr or assignee kv DOZ,
under fair and reasonatle terms, and without otligating Contractor,
any assignee or licensee to grant any licenses (other than es provided
for atcve), in the event that Contractor, any assignee or licensee
elects to grant licenses to nen-a2filiated thirzd parties under any
subject inventisn or patent or patent spplication based therecn,
Contrastcr, assignee or licensee as the case may be, will give
preference ¢o U.S. manufacturers who have demenstrated cspablility cf
previding hich cuality products ans services.

(4) Terminations.

(i) Any waiver or retention of rights by the Contrac:ter
unéer paracraphs (b) (2), () (1), er (c)(2) of this clause may be
terzinated at the discretion of the Secretary cr his designes, in
whole or in part, if the reguest for waiver or retention of rights by
the Ceontractor is found to contain false material statements or
nondisclesure cf material facts, and such were specifically relied
upen in reaching the waiver cezermination or the agreement to> the
retentien of ‘rights by the Centracior.,

(ii) any waiver of the rights retained in accordance with
paragrazh (c)(2), as applied to particular inventions, may be
terminated 2t the discreticn cf the Secretary cr his designee, in
whole or in part, if the Contractor fails to ccmply with the
provisions set forth in paragraph (c)(3) and paragraph (d) of this
clause, and such failure is deterained by the Secretary or his
designee t> be material and detrimental to the interests of the United
States and the general public. | '

(iii) Prior to tezzinating any waiver of rights under
paragzaph (c) (4) (1) or (c)(4) (ii) of this clause, the Contractor will
be given written notice of the intention to terminate the waiver cf
righss, the extent of such prcposed termination and the rea2scns
therefor, and a period of 30 days, or such longer period as the

' ' 'PATENT
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SecretaTy cr his designee stall deteszine £5r good cause shown in
writing, to shcw cause why the walver cf rights sheuld nct ke so
terninated.

 (2V) ALl temzimeticns cf walvess of rights under paragTazh
(€) (4] (3i) shall be sutject to the rights grazted in paragrazk (=) (:)
€2 tils clause, and ter=inaticn stall nermally be paztizl in pastuze,
reguizing the Contracisr ¢o grant ponexsiusive er pastially exslusive
licenses t> reszcnsitle epplicants vpen ter=s reassnatle tnder the
clizsuzmstances.

(5) E“g"""vg nﬂ": :: w={v=,e

The walver cf rights in a Sutiect Inventics shall Lte effec-
tive en the fsllowing dates:

(1) For esvence walvers c©f identified imventicns, i.e.,
sventisns conceived pricr to the effective d2te ©f the cIniracst, on
tle effective date cf the contrest even though the advence welver zma2y

kave been recuested afies that daze;
(i sr identified imvenzicns under advance wvalvess, i.e.,
nventlsns csncelved o first actually Teduced ¢35 practice efter the
eZfective date ©f the contTact, cn tie date the inventiss s repcssed

dmm e -l
Py

wiztk the electicn to retain tie vaive2 rights in thet invexticn:

(328) Feor waivess cf identisied imventicns (siher tian unier
an advance walver), on the dzte cf the letter notilying the recues:tcs
tiat tle wziver has Lkeen grantad.

(i) Z" ﬂnc cst prtenst g-—\:gsﬁfgnﬁ.

(2) With reszect tc ezch Sudiec:t Inventicn in wiich the Can-
TT2ctsr elects to reteln demestic rights pussuant to paTegTezh (S)(2)-
(i) ¢ this clacse, the Contracisr skall have a dcaestic petent

Feiicaticn f£iled en the inventior wizhina 6 nonths a2fter sutmissisn cf
toe inventizn éisslssure purstent to peregTezh’ (e) (2) (1) c2 this
Scizse, oo sech longer pesicd ©f tize 25 mey e appToves by the Friant
csunsel for geocd cause shewn in woizing by tte Caontrac:ser. s eask

dentifieZ inventizn, the rights in wkich aze waived ¢z the Contzec-
<2z, the Contractior shall have a dczestic petant aprplisetisn files o
the inventicn within 6 moaths afier the wziver has teccoe eflfectlve.
¥itk resrect to the invention, the Cantractor shell promptly nctily

e Patent Counsel of any decisicn not to file an spplicatior.

: - (2) TFor ezch Sudbject Inventicn cn whick a dcmestic patent
errlication is file2 by the Contractsr, the Cantractsr shell:

(1) Within 2 menths after the filinmg er within 2 menths |
2fter sutnissicn c2 the invesntion disclosuse §2 the petent appliceticn

previcusly Las been filed, celiver to Patent Counsel a €SFY €2 tle
eprlicaticn 2s filed including the filing date and sazizl nu=ter:;

€
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=l) Within 6 penths eftes filing the appliciticn cr wizsia
€ =cnths afier subnitting the iavesticn disclesure 12 the epzlicezion
b2s been filed previcusly, deliver to the Prtent Czunsel 2 dulv
executed anc 2zpooved instrument fully esnfizmatsry of 2ll rizhss ¢o
wiich the Governsent is entitled, and provide DCZ 2n irTevecatle power
t> inspect an2 make esples of the patent applicatisn filed;

L (i2) Provide the Patest Coumsel wish a cozy C€f the pazenc
WiTion 2 montts 2lter 2 patent is issved con the 2pziiczaticrn;

(37) ©Nct less thas 30 days before the expirriicn cf tie
response perisd fsT eny action reguived by the Frtent end Trelezeri
CIlice, nctify the Prient Counsel cf any decisien met $= eomzinme
Foosecutisn ef the prplicaticn and deliver to the Prient Coumsel
executel instrizents granting the Government 2 pcwer €2 gttsrmer: end

. (7; anclude the f2iloving statezent in the secsn2 prrigs
e- & syecilizaiicsn cf the gpplisyticn end any petents issues o 2

Satlecst Inventisn, "The Govermmen: cf the Tnized States ¢f l=esis: ka2

Sighis in this dmvesnticn pussuass €= Cantrec: Ne.

L]

(== Gra=mt Ne. ) awazdled by the U.S. Depart=ent cf Ineszy.

o (3) Witk resgect to each Sutlesct Inventic: in whish the Coo-

sTazior has elected puTsuant ¢ pemegrazh (c) (2) (i) €2 this clause ¢:
| Sty -

{g;-:“ Ce patent righis walved in specified forelsw csunizies, o in
Wooto Toe Contraclor kas chbtained a walver ¢f foreliss righss oo ax
iZentified imventiz=:

. . (2) The Coniczcisr shall file a patesnt ppplicatisn cn the
inventicn in each sreciZied foreigm countsy in aszssriamce Wik erpli-
C2Z.e statutes and regulatiens axd with cne cf the follewing perisde:

” . (A} Eizht ponths focz the daie cf 2iling & sooTe-
oo Unltel States applicaticn, er 42 such ax epplicesisn i moz
Z--e2, six menths Izcz the date the inventicn is suitizies in e
cisclesure pursuent €2 pasegTazh (e) (2) () ef t=is clause;

" n

ot

L]
»

*, oo 2} Siw cocnths Sz the 2te p lictenze is gTantad B
—:e Comalssisner ¢f Prtents and Toadesacks ¢t £ile =he fovelzs pizanc
2rrilcaticn where sush £iling has been prchitited bv secuvizy reascss;
c: - -

}  SucSh lenger pecic? ps pey be eppssved by the
T gscd cause sghewn in writing by the Contcacsi:c:.

. (i) The Contractor skell nctify the Petest Csusmsel prospily
€s each forelsnm eprlicetion filed end upon written raguest shell

Susnish en English vessicn cf the applizatien wizhous pffizicral

ci=sensz<izn.
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(2) The Cornisactcr shell estatiish and paintaln active and
effzz=ive procedures to ensure that Stbiect Inventisns are prezpily

demcifies and tizely éisclosed. Thcse prscedures shall inciude tle
peinzenznce € labcratsry notebceks or eguivalent recssis and any
ceher ressis that ave Tesscnably necessasy o docuzent the consezticn
&5, 5T Tae first actual Teidusctian t: practise cf Sutlect Inwventic:hs,

=2 zessods which skhow thet the procadures for identllving end dis-

tsging the inmventicns ace S:-ilcowed. TUpen Teguest, the Contracils
sh2ll fuonish the Contsecting Cf2izes & descriptish ol these prs-

k3
o - e &L &
cesuses so that bhe zmay evaiuete and detarmine thelr ellectiveness.

(2) The Csntoactss shall Surnish the Frtent Csumsel (Wit
ctiZizastizn by Prient Counsel to the Contreciing CIZise) e 2 Zi:-

gxscoves fomm:

(i) A woizeen Tspsr= conzalindng fuli and cooplete technls:l
imfasmz=izs gomcerming each Sutiect Iavestisn wimhia € Sonths after
concestisn o firgs actuel refuzsisn &2 preotisce whishever coous
Zirss im the cousse ¢f or unfer =his esnTTecT, But in any event prisc
s eny oo osele, publis use otz puslic dlscocsure of sush Lnvenioins

"2%T. T2 the Contsussor.  The Tepcors shell fdentily tThe coniTlt el
imvenzsz and shall ke suffiziently csompiete i technizal cdetall and

sooooTissaly illiustresed by sketsh exr dlpgTan €O cInvey to cle

g2illed in the 2x= ¢z which the imventicn pestiins & clezr unier-

gIzniing cf the natuse, purpcse, cpevroisn, and oo the erment knoWm,
she pnrsizil, chexzizal, kislsgiszl, or electrisil chersseristics SO
The imvenzisn. The repez- should also include any electlicon e firelsh

petent Tighis under pasegmezh () (2)(31) ef this clause anc any
eleczizn cf rights under paragTenst (€) (2} (2) cf thls clause. Ay
Sezuests for goeztes Tights ehell e made within the perisc sec It
imperzgTizh (212 ef This cieuse. Weoen &n invenzish is Tepsrtel
tnder =iis paTazTizh (e) {20 {1, iz shell be gresuzed tc keve Deen Zile

e weres cemre mmee FA\™, \®», s oo
< P gEsre

in The zzones specified in Secstiocn (2 {:) end (2) €2 42 TsSC I:ic

tsless the Conzraszer csmcenss it was not st zede i psscriance wisk
sarzgTEsh ‘il fill ef wnls zlzise.

(i) TUpen Saguess, But =st Scoe Slen EnmteLlY, ::E:i:_
TessToE o 2 DlE-zzpreoved fozm listing Stblest Inmventisns BLS E=-

snetorces pasded sontiining e Froent Righis slyuse ZoTotoet se-iz3

4 - Bead -
=g cerzifying thez:

2) The Csntrecisr's prscedures foo iZentifying end

(
€isslzsing Sukject Iaventions 2s racuived by this paragTesh (&) have
sllicweld thrsughstt the Tepertiing pesisd:

(3) &Ali Suziest Inventisns heve bees S1pslcsec o taEs
tZerze 2re no such inventisns;

'(€) Ail subcsnzTasts esnsaining e Fesent RIghiE S.ause

wvwss e - e wes win arbosend -
-

kave bteen rezcried cr th2t Rz such subcontracts heve been 2WETCES: &
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.. (i} y A f£imal regert cn a LoZ-appooved fora within 3 penih
a-;e:’gzz;; <=SS €2 the contract waosk listing 2ll Subject Inmventicns
a::‘_;;'s:bggnfzacts awarded contalning a Petent Rights clause and
cextifying that:

(%) All Stbject Iavesticns have been disclesed or thas
thece vere nc suzh inventicns: am2

(3) 22) subconiracss czntaining & Fetent Rights cleuse
L2ve Teen repcoted or that nc such subccniTacss have been pwasded,

. _(3i The Contractor shall chzaln patent agTeesents to effectuate
tle rrovisizsns ©f this clause frsz 2l) pessons in its espicy who
FEIIIIT any pest ol the wosk tnder shis contsect exsezs nentechmisal
FeIscnnes, such as clerical explsvees and masuel leboress.

(s The CIntrastoo egTees that the Govermzent =@y duplicate and
lcse Sutiest Inventicon éisclsguves end ell cther Tepsrss and

Ts furnlsted er regulized £ he fusmished puvsuent £ this clause.
=< 2e Conorezzor Is 60 file & Screlzn petent eppiicaticn en e Sutlect
<TVENTIST, TRE FIVerTIent agTees, upsn woitten Teguest, ¢o use its
Test elfzzmz: =

L
LA
" in
m

s LI . 3 e va :
withiclsd publizazisn ¢f sguch imventisn disclesuses
- - 4

LhTio tne eTiraticn of the tize pesisd specified in pavegmazk (d) (1)
€S 3=-S Cc.2uise, it in nc event ghpll the Govermzent e its explcyvees
Ee 1laZle I:ox zny puklicatisn therecss. '

(<

emt leged -

Bl il i

s

. Iibist;e::;:i:ei that cuting the couTse cf the work under tiis
cznzrast, the c::;;actsr cr its ecpicvees may foot tize to time desire
«S Te.exse oI putiish infcrsaticn zegarding scientific er technical
Ceve_czTents Sinctelved cor fiost astually reduced ¢z practice in the
cfffsf-if_fféfffiig?iii_fzaf‘ f='~.z=.5==‘: thae pukiic ﬁis:lfszrf cf_

=Se InoSITECLCh Woll not edvesselv pffest the petent intecests ¢f LIE

T ==& ContrisIeT, petent erpToval for relexse cr publicaticsn shell ke

Secirel ITIx Frtent Counsel priss to any sush Telesse or pudliizazic:o.

(;; Toewdslimicumpg af wdohdbe o ;--.--- A Cubdgme Tacgadlang
St iomr s e o ameiasE am it & .:. HM‘-A

() T=ze Contractor shell f3-fals to the Govermzent, 2t the
Teguest cf the SecreteTy cr kis Zesizmee, 2ll zighis in eny Sutfect
Iovention whish the Contrectsr Zalls o repest €2 Fatent Coumses (With
nmotificzetisn by Fetent Counsel to 4he Contracting Cfficer) wizhin six
pontls 2lter the time the Contoeceas:

iles or ceuses to Le filed 2 United States cr foreism
sn thesecn: €T :

o ii) SuExits the fimzl repert reguized by paragrezhk (e) (2)-
{(=2i) ¢Z this clzuse, whichever is lace-. -

PATENT
REEL: 016116 FRAME: 0112’



(2) Ecwever, the Csnizactss st2ll nct forfelt :-gh‘s in e
Sutiect Inventicn i‘ vwithin the tize specified in (1)(1) e (- )(ii)
cf t-is pazagTezh (c), the Contractes:

(i) Poezazed & written decisicn based upcn 2 :ev‘e" cs the
Tecsrd that the imve ::icﬁ v2s neitter csnceived necr ti’t* actuelly
veiuced to precsice in tie cstsse cf er under the csntract anc
ée:ive-s the s2me t> Frient Coumsel (with actific :i:n by Pezent
Csurmszel to tke ContTasting CIficer); e
(i sntending thet the investicn is nct 2 Sutject Inven-

tion the Canisactisr revertheless discloses the inventich end all {ecc
seszinens ¢35 this cantenticn €2 the Prient Coumsel (With neeisfizezisn
Eyv Fizent Counmsel t:o the Conizasting C2Zicer;: ¢

iil) Estazlishes that the f2lluve t: éisclose €I2 not Tesuss
Soox the ConTrestos's fault e ;:i;e:ce.

3, Pending written essiztzent ¢f the patanc :;:1&::::::; et
Tetents o o2 Sutiest Ismventich dezerzined by She Sesretasy or ko
cesicnes <= e Scrfeized (sush determinesioh t: be 2 fin : dacisica
sndes che Disputes Coause ef this csatszct), S=e Cantracicr shell le
deezes == mcll the Invenzisn and the jatent FF-icaticns eac palent
seriininc thergss in t=ist for the Govermsent. The f:zf i:::

ECe enmmsimeey

Foovisisn ef this pasagzezh (§) stali be in addizicn ¢o and shall nst
scrersede cther rigzhos and rezedies which the Govermzent may heve witlh

Tesrect T: Sutjest Inventichs.

e o e o e weef®

(R) wgmianddam

(1) The Csntrecting CZfiser cr his autherizeZ TesTesentatlve,

imtil the exgirzsisn ©f 3 verss after finel parment n“ég- t-is csn
t: oz, s=Ell hzve Tihe TighT ts t:z:i:c any kocis (:==lu¢‘39 lascretary

netetssis), resscde, fscuzents, and cttes 5";;=:=i=; data ¢ e
-:t:a:::- yhich the CSsntrasiing c::;:;. cr kis g“:h::izef f‘--f“‘-:

ative rezscmzlly aen pertinent to the discovery e ddentillcatach S

S:tiect Invenziinz or zc detarzime ssmplience with she Tegairszents cf

L o’ dd L

¢.1..s cleucse.

(2) .h‘e c----g--‘-- c“‘c‘. ce h-s g'&hcziz ‘ ‘--'s‘.--g:i°]e

wes we @ W Baeey LX X 3 ~--:

t2ll have the righ:t =: ere=ina gll bo2ks (i:::aii:; 1;-:*:.--
- oa ®hh
nectes-zcks), resssis and dscusents cf the ConToesIar Telpiing Tt WS

cmcezticn or fizt astual reduckicn to prectice ¢f inventisns in the

s ----00 L3 R 2 21 J

ge=e field cf tech- cov es the verk under this csntest to ¢IE¢==i=

whether any "u-h i:',"' .‘.ticr.s ase suhj‘-. I'SVG....L-..‘, i‘ the C-..--ac‘:::‘
Teluses cr falls t:o:

(&) Est tligh the pracafumes cf peopgTeph (e (1) €° t=-
claise; c<

(£i) ¥eintelia a"d SSilcw such prsceiires) €T
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(iil) Cszfect cr elininate any material delZiciency in the
proceduses within thizty (30) days after the Contracting CiZicer
netiflies tle Contractisr cf such a deficiency.

(i) Withmpatlddaw * pavmers " cnlicahl eytn g )

(i) 2=y tize telcre final parment cf the 2zcunt cf this con-
tsazt, the Centracting C2Zicer may, 42 he deexs such acticsn warTanted,
witnhcld parzent until a resesve rnst exseeding $50,000 e S pescent cf
the a=cunt ¢f this contract, whickever is less, stall Lave been set
eside 12 in kis cpinicn the Contzac=cr fails t:o:

o (&) Estaziisgh, paintaln and follow effective pricedures for
ifentifying and disclesing Sutject Inventicns pursuant to paspgrezh
(e} (1) cZ t=is clacse; cr

il) Tisclcse any Subiect Inmventicn pursuant €2 paregresh

(e;(2) (i) ¢ T=is clause; ez

(1il) Celiver the interis sepcrts pursuant to pasagoezh
(e, 92) (i) c% t=is clzuse; e

vy Fosvide the inforzasicn regazding subscntsacts pussuant
ts paragTazh (J)(E) cf this clause; eT
) (v) Csnvey to the Goverz=ent in & DCE-2pproved fooo the
S-tie ani‘sr righis cf the Govermment in each Subject Inventic:h as

Tegulirzes v tihis clause.

(2) The reserve cr kalance shzll ke withheld until tke Con-
trzcting CZZicer has detesmined that the Contzector has rec:tiflied
whatever Ceficiencies exist and kas delivered ell reperts, disclc-
sures, anl cther infommaticn reguolized by this clause. :

(3) ZFinal payvment under this esntzect shell net ke zale by the
Coniraciling ClZices kelsse the Contractsr delivess to Patent Cousnsel
Bl @istliszires &2 Suklect Inmventicsns and cther infcormaticn segulsed
Sy (e (2 ;i, =2 skl clause, The finmpl Teport Teguiced by (e 3 (il
€I tils clazuse, eand Frtent Coumsel has isste? 2 petent cleazance
gertifisatiszn to the Contracting CfZices.

(3) The Contrecting C2Zicer mey, in kis dizection, Cecrerse ¢
incresse the gu=s withheld ur €o the pexizsm puthersized pbeve. IS the
Corntzecisr is 2 nmenprofit erzanizesien, the maxizua szocunt that z2y ke
withneld undes this pasagrazh shell not exceed $50,000 or 1 persent cf
the gasunt ef this esnizect, whichever is less. No exount shell ke
withlhel? under this pasagTezh while the azcunt specified by thls
paszgrzzh is being withheld under cther provisions of the csmizace.
The withnelding cZ any 2acunt or sutsesuent paysent thereof shzll nect
Ee constoued 2s & o welver €f any rishss 2ccmuing to- the Gevesmzent
unéer this csnisaex. -

11
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(J) Sukecsrntsacte -

(i) Fer the purpese of this paragraph the term "Centracis:s”
Lezns tle party ewarding a subcontract and the term "Subconiracicr"
zmezns the party Peing awarded a subcontract, regasdless of tier.

(2) The Csntractsr will include the provisicns ©f Attacizent 1
entitled "Patent Rights - Small Business Firms cr NenproZit Crganiz-
atlsns (other than Mal's) (April 1837) attached herets and mede 2 pa=t
kerecs, suitakly medified ts identisy the pasties in all subesntraz:ss,
Tecarloess cf tier, for experimental, develecpzentzl cr resesssh wesk
t> Le perfermed by a szall business firm or & demestic nenprofis
crganizaticsn. In all cther subcsntracts, regasdiess cf tier, f:or
excerizental, develcpzental de=crnsesiticn, or raseassh wezk, the

snTlacicr shall dnclude the Fatant Rights article ¢f 41 CFR §-8.107-
S(2] er 41 CTR £-2.107-6 as appropriate, medified €= identisy the
Farzles. I the event cf & rafusal bv 2 Subcanirecior to acsert this
cozuse, cr i in the cpinizn of the Cantractor this article is imecsn-
$_stent Witk [CI's patent pelicies, the Contzacker:

() Shell prozpily subzit written metice €5 the ContTaching Cfficer
sectong foTih reescns oo the SubcsniTactsr's rafusal and ctler
PeItlilent Inftrmation which zay expedite dispesiticr ef the
ze2ter; andé

(32) snail ret Froceed with the subocntrect withéut the wxicien
euthirizaticn ef the Contracting Officer.

(2) Excert as mey be otherwise provided in this clause, the

Corntracicr shall net, in any subcsntract or by using & subcontzact as

Sns-ceraticn therefor, acguire eny rights in its subecontzactsr's
Sutlect Inventisn for the ContTactis's cwn: use (as distinguisted oo
such righis s may ke reguired sciely to fulfill the ConiTacisr's
csntract cklicaticns to the Gevermment in the pesZosmance of this
gesnerace). ,
feen t3i ALl dnventicn digslzsuzes. raperis, instrents, end ciher
=nLSISEolln reculred €S e Zurnilignel iy the Sutesneraster t: DI,
under the provisicns of @& Frseat Righ=s clause in any subcenirecs
bereunder may, in the discreticn c2 the Contraczing C2ficer, Le
furnished to the Contracisr f3r tmanszissien t= CCE.

(5) Tne Contracteor ghall preo=tly potify the Contracting Cffices
in writing upen the eward of any sutcsntracs conteining 2 Patent
Rights clause by identifying the Subccntzacter, the werk to te pes-
forzes under the subcerirect, and the dates ¢f award, and estimated |
cozpleticn. TUpcn the raguest ¢f the Centracting Officer the Con-
tracisr shall furnish kis 2 espy ef the subcsnzract. '

(§) The Contrecisr shall identify 2ll Subiect Inventicns cf the
Sutcsntractsr ef whick it 2cguires kncwledge in the perZcrzance cf
tals contract and shall notily the Patent Counsel (with nctificaticn

12
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by Fztent Counsel to the Csniraciing Cfiicer) prozptly tpen tle
ddenzificaticn ¢Z the inventicns. ‘

(7) It is undesstscd thas the Gevermpent is 2 thixd party
Eemeficiasy cf aiy subconiract clause granting rights to the Govemn-
ren= in Subject Iave=mticrs, and the Contractor berely essigns to the
Govesmzent all rights that the Cantracior weculd have t2 enfcrse the

ctcsntractor's ciligzticns for the benefit of the Govermzent with
Testect to Subiect Inmventicns. The Contractor shall nct ke cklicased
t> exfcrze the azTeszents cf any Schcsntracior hereuncer relatinc t:s
the ctligaticns cZ the Sttcconizactsr to the Governzent regaziing
Scxiect Iaventicns.

(X) Bzsksround Pstents.

(1) "BackgTsund Patent” means & demestic patent covering ax
isventica er disscvesy whizh is net 2 Subject Inventlicn exc whichk is
cwmed er contrsiled By the Contracisr 2t any time tarsugt The ceIm-
rlezizn cf this csntzacst:

(i) W=izh the Csonssactsr, but net the Govermzens, Las the
Tight t= license t: cthers witheut ctiigation to pay Isya.c.es

tiezezn, and

(ii) I=f-ingexzent cf which camnot reescrne:ly ke avecides tvzeon
t=e practice cf any ssecific process, methed, mechlne, mazuzasiile oI
Coszzeizizn cf =atTer (imsiudinc relatively miner medificaticns
tierec?) whick is 2 sutject cf the research, develcrzent, €I cescn-
stoziicn werk perfsrmed under this contract.

(2) The Czntractsr agTees ts aad dces hersky gTent €2 tle
Govermzent a rovelty-free, ncnexclusive license under any Bazkgreound
Fatent for purscses of pricticing a sabject of tuis esntract by er Iz
t-e Government in reseaccshk, develcpment, and demenstration weozk cnly.

(53) The Coztractsr 2lss agrees that upen written gppiizatic: Ey
22z, it will grint t: rasponsitle pecties for puTposes of prasuicing
s:tiect cf ==is ccnITict monexsiusive licenses undes any BackgTounc

ztent cn tes=ms that ave reeschneble under the circu=stances. 12,
Lcvever, the Conirecior belleves thet axclusive or pactielly exclusive
Tights ave necsgsary to achieve expediticus commessial develcruent cT
s+ilizaticn, then & reguest n2y be made to DOE for DCE agpzeval cf
guckh licensing =y tie Ceontactsr. .

(4) Notwithstanding the foregcing paragmagk (k) (3), the Ci-
tr2z+or shall nct ke ctliczted to license any Backgzound Petent if tle
s=cractor demcrsiretes t:- the satisfaction of the SecTetaTy cr ks
desicnee that:

(1) & cs=pesizive aiterzztive to the subject mattes ?:foeﬂ
bv said Background Patent is camsercially available or reacily 3nTsss
ducible frem cne cr more cther sources; €r
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. (ii) the Contractsr er its licensees are suzplying the
s:t<ect matier ccvered by sald BackgTound Patent in gufficient quan-
tiz7 and 2%t reascnatie prices to satisfy matket needs, or have takex
esfective sters cr within a resscnztle tise are expected to take
effecztive steps to $o stprly the subject matter.

() 2itc-zic Enessv,

(2) No elais fzr pezuniasy avasd cr ccrrpensaticrn uncer tte
provisicns ef the Atszic Enerxzy Act cf 1854, s a=ended, skeall ke
epszeztad ty the Contrecisr or its esplcyees with respect €5 aly
inventizn er disssvery zade cr ccnceived in the coussa cf €T uncers

.
t=:is ccntzact.

(2) Excez:t as ctherwise putherized in writing by the Cesntzactin
C22izer, the Comtzactsr will ektain patent agTeexenits to elfectuale
tae provisizne ef pazegzTezh (3) (1) cf this clause £zS3 all perssns whc
Fecfsz2 any s2-<T cf tie wesk under thls .csnetacsk, exsert nentecinical
perscanel, such as clecical exployees and xanual lakczers.

(:) I-!-‘,.-'¢!b-'—-— s‘ V::;ﬂb‘

cthimc comtained in this Prtent Righkts clzuse shell ke Ceezel T3
give the Govermment any rights wizh resgect to any invention ctzer
than 2 subiest inmventicn excest as set forth in the Falent Rights

clause cf this esmtsazt with respec: to BackgTound Patents anc tle
Facilities license.
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