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QMB Mo. DE51-0027 {rxp. B/A0/2008)

Unitod Stales Palent and Trademark Offico
RECORDATION FORM COVER SHEET
PATENTS ONLY

To thi Director of (he U.%. Patent and Trademark Offico: Please record the attached doguments or the new address(es) balow. N
1. Name of convoying party(ies):

Maloe Vnedrencheskoe Predpriyatie "Interfall”

2. Name and address of receiving party{ics)

Nama: Conturg SA

Inlernal Address:
Adchitipriail namaqz) of conveying parly(ies) altchod? . Yaa Nu Slreet Addrass:

3. Nature of coriveyanco/Execution Date(s):

8TG, Avenua C.F. Ramuz 43, Case Postalz 656
Execution Dale(s) _Degember 7, 2005 and Pecembar 8, 2005 PR '

. CH-1001
[:]Assignment DMergar L_JChangu of Name
[—]Sectlrity Agreamart DJoint Resoarch Agrecmant City:

Lausanng
Guvernmenl Interest Assignment Siata:

DExecutlvo Qvder 8424, Confirmatory Licanse Country: Switzerland Zip: .

¥ [Other . . Additional name(s) & address(es} DYES . Mo
Addendurn to Assignment and License Agmt, allached:
4. Application ar palent humber(s): DThis ducument Is being filed together with a naw application,
A, Patant Application No.(s) B. Patont No.(s)

RE38913

Additional numbers attached? I:Ives No

&. Name and address to whom correspondonce 6. Tatal numbor of applications and 1 | m
concerning documant should bo malled: patents involved: 5
Name: Peter F. Corless 7 8
EDWARDS ANGELL PALMER & DODGE u
LLP 7. Total foe (37 GFR 1.21(h) & 3.41)  § 40.00 1
Internal Address: Atty. Dkt.: 55029(71432) [:I Autherized to be charged by credit eard g
o Gat
Stoot Address: P.0. Box 55874 Autharized to ba eharged to dapesit account :
g
D Enclosed c
D None required (gevernment interast not affocting tille) 8
¢
Cily: Boston 8. Payment Information @
Stisle; MA, Zip: 02205 a. Credit Card Lagt 4 Numbors T
Phone Mumber; {G17) 439-4444 Expiration Date 1]
Fax Number; (617) 438-4170 b. Deposit Account Number 04-1105
Email Addrass: PCuorless@eapdlaw.com Authorized User Namao Peler F. Corless
9, Sighature!
7 : )
/ fﬁfﬁ.’mﬁ’t (. (e Decernber 22, 2005
Slgnalura Date
Christine C. O'Day - 38,256 Total number of pages Including cover | g
Nama of Persan Signing sheer, allachmants, and documents;

—_—
| heratsy eertify thal his correspondenca s baing facsimile transmitlcd to the Patent and Trademark Offise, facsimile no. (571) 273-
0140, on the dale shawn below,

Crtadd: Docomber 22, 2005 Signaluse; (Elisabelh Dunkie)
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ADDENDUM
to
ASSIGNMENT
dufed 27 November 2004
and
LICENSY, AGREEMENT
dated 3 February 2000

L]

THIS ADNENDUM (“Addendum™) to the ASSIGNMENT dated 27 November 2004
("Assignment”) and LICENSE AGREEMENT dated 3 T'ebry ary 2000 with subsequent
amendments and addenda ("License Agrcement”), is made and entered into as of T
December 2005 ("Lfiective Date"), by and between MALOE VYNEDRENCBESKOFE
PREDPRIYATIE "INTERFALL", a corporation havi ng a principal place of business
at 17/6 Zaslonova Street, Kicv, 253099 Ukraine ("Assignor™)

and

CONTURA 8A, a corparation having a principal place of business at ¢/o STG, Avenue
C.F. Ramuz 43, Case Postale 656, C1-1001 Lausanne, Switzerland ("Assignee™).

WHLIREAS, by virtue of an earlicr assignment recorded with the U.S. Patent OFfice a
Reel Q08420/Prame 0825, Assignor (i) was formerly the sole owner of U.S. Patent
5,798,096 granted on 25 August 1998, Canadian Patent 2,195,957 grimted on 2 August
2005 and U.S. Reissne Application No, 09/648,586 filed on 25 Avgust 2000 (hereinaficr
such patents and patent application shall be referred 1o as the "Imellestral Property™);

WIEREAS, Assignor has by virwe of the Assignment of 27 November 2004 assigned
Iis entire right, iitle and inlerest in, 1o and under the Intellecmma] Property to Assignee;

WHEREAS, the Parties now desire to redefine e werms and conditions set forth in the
Assignment and License Apreement regarding the Intelicetus) Property by virtue of this
Addendum;

WIIEREAS, the Parlics acknowledge that this Addendum will supereede and replace the
tering of the Assignment and License Agrecment in cach and every aspect in relation (o
the territory of the United States of Americn and Canada: and

WHERKAS, (he Partics acknowledge that (his Addendum and the License Agreement
are 1otlly unrelated and unconneeted, and that any payment that the Assignes receives
nncler this Addendum [rom a US or Cunadian third party partner shall have no bearing
whatsoever on the rights of the Assienor under the License Agreemeni, For the avoidanee
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of doubl it is specifically acknowledged that the said payments ebtained under (hig
Addendum shall not be included in the caleulation of additional royalty uncler Article 5.2
of the License Agrecment.

NOW, THEREFORF, in consideration of good and valwble consideration, the receipt
and sufficiency of which is herehy acknowledged, Assignor has sold, assigned,
tranaferred and sel over, and by this Addendum does hereby sell, assign, transfer and sol
over, 1o Assignee, its successors, legal representatives and assigns, the entire right, tille
and interest (that may now or herealter be provided by law, whether by (reaty, statute,
cammon law or otherwise) in, 10 and under the Intellectual Properly, and all United States
and Canada patents and United States patent applications (including, withowt limitation,
provisional applications) inchuded in the Intellectval Properly and all patents which may
be pranted on such patent applications, and all additions, divisions, continvations,
continuations-in-part and substitulions of the foregoing, and all reissues, reexaminations,
reewuls and extensions of the forepoing; and all benefits, [rrivileges, causes of aclion
and remedjcs relating 1o any of the foregoing, whether before or hereafter accrued
(including, without limitation, the exclusive right to sue for all past, present and/or fature
inftingements or other violations of any ri ghts in the Intellectual Property, and to seitle
and retain proeeeds from any such action);

AND ASSIGNOR TEREBY authorizes and requests the Commissioner of Patents and
Trademarks of the United Siates and Commissioner of Patents and ‘Ivademarks of Canada
to issue the same to Assignes, its successors, legal representatives and assigns, in

accorgddance with the terms of this instrunent;

IT IS HEREBY ACKNOWILEDGED AND AGREED, that in considerslion of the
assignment of the Intellectual Property Assignee shall pay 10 Assignor an amount of
DKK 10,000,000 according to the schedule set forth below of which the amount
rentioned at item 1) has already been paid and can thus not be reclaimed:

1) Assignee has provided an inilial payment to Assignor in the amount of DKE
2,500,000 upon execution of the Assi gnment;

2)  Assignee agrees to provide a sccond payment o Assignor in the amounl of DEK
2,500,000 upon execution of this Addendum:

3)  Assignee agrees o provide a third payment to Assignor in the amount of DKK
2,500,000 upon exceotion of an agreement hetween Assi anee and a first US third
party pacter for the development and/or commercialization of the Tnicllectual
Mroperty; and ‘

4y Assignee agrees to provide a fourth and [inal payment of DKK 2,500,000 to
Assignor, or any amount outsianding of the aforementioned DKEK 10,000,000, at
the latest upon nelice of approval by the US Food and Diug Administration (FDA)
of a product which is inclusive of the claimed subject malter recited in the
Inlellectual Property;

IT IS HEREBY ACKNOWLEDGED AND AGREED, that the aforementioned
sehedule for payment of the staled DKK 10,000,000 addressed in Seerions 1y through 4)
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above, repluces the milestone payment of the same amount st forth in Article 4.1.3 of the
License Agreciment:

IT 18 FURTHER ACKNOWLEDGED AND AGREED, that Assignee may provide
full payment to Assignor of 1he aforementioned DEK 10,000,000 prior to receipt of FDA
approval as set forth in Section 4) above: and

IT I8 FURTHER ACKNOWILEDGED AND AGRELD, thal in the event that US FDA
approval for the Intellectual Property is not received by January 1, 2007, Assignee shall
have the option ta (i) make ol Payment of the stated milestones o Ass snor; or (i) to re-
assign the Intellectual Property back to Assi gnor withoul the return to Assignee of any
payments macde and without right (o claim any monies for said re~assigninent and without
the payments to Assignor of any payments not already due:

IT IS FURTIIER ACKNOWLEDGED AND AGREED, 1hat Assignee shall pay
Assignor the [ollowing additional consideration in respeet of this Addendum according to
the schedule set forth betow:

5)  Assignee will pay Assignor a royalty of (i) 10% of Assignee's pross receipts from
the Sale of products in the United States of America nod Canada covered by the
Intellectual Property ("Licensed Products”), less the sum of rebates, allowances Jor
return of goods, taxes and dwtics of uny kind and cosis of transporlation and
insurance ("Net Proceeds of Sale") of Licensed Product to digtributors, and of 7.5%
of Net Proceeds of sale of Licensed Product to end users (hospitals, private clinics,
andl doctors) until the expiration of the Intellectual Properly in case Assignee sells
dircetly to end wsers in the United States of America and Canada. The royalty set
forth in this Section 5 shall be paid by Assignee 1o Assignor on a quarterly basis;

6)  Assipnee will pay Assignor an amount corresponding to 15% of all onc-lime
rilestone payments that Assignee may reccive from third party parlners (excepl
such final paymenis set forth in Section 8) unlil expiration of the Intellectual
Propoerty, such amounts to be mads to Assignor within 30 days after Assignee
having received said milestone payments from third party partners;

7)  Assipnee will pay Assignor an amount corresponding o 10% of all running
royallies that Assignee may receive (rom third party partners unlil expiration of the
Intellectual Properly, such amounts to bhe made to Assignor within 30 days aller
Assignee having reeelved said milestone paymaents from third party parlners;

#)  Provided, that Assignee sells, transfers or assi gns the Intelleetual Property to third
party partners, or grant sales rights in the United Staics of America and Canada to
thirg party partners, and provided (hat the payments set forth in Sections 1 through 7
thus ceses, then Assignee will pay Assignor an amonnt corrcaponding to 209 of
any final payment that Assignee may receive from socl thicd party prartners in full
and final consideration for the said sale, transfer or assignment of the Inwellectual
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Property, or for the grant of sales rights in the Uniled States of America and
Canada; and

9y The accumulated paymenls from Assignee Assigrior set forth in Sections N
through 8) of this Addendum shall not excced DKEK 175 million,

Notwithstanding the foregoin &, Lhe Parties expressly agree that alt of Assignor’s payment
obligations provided in Scetions 1) through 8) hercol shall cease if the Intelleeiyal
Property hus expired, is invalidated or otherwise held unenlorceable against other
competing PAAG type products in the United States of Amerjea and Canada. Assignoe
confirms thal to the best of its knowledge no other PAAG product has heen approved for
sale by the US FDA:

%
IT 1S HEREBY ACKNOWLEDGED AND AG REED, that with regard to the United
States of America Assignor represents and warrants that as of the Bffective Date:

I The Intellectual Property is valid and enforceable, according to his knowledge;

2. Assignor (with the exception of Assignee's rights under the Assignment and this
Addendum) is the sole owner of the entire right, lile and interest in the
Tntellectual Properly and has the sole and enfire ri bt to enter tnto this Addendum;

3. There are no administrative or Judicial proceedings contesting the inventorship,
ownership, validity, or enforceability of any element of the Intellectual Properiy;

4. Assignor has communicated to Assignee all information in lis passession or of
whicl he js awarc which could affect the enforceability or validity of the
Inteleciual Property, including but not limited to prior publications or palents,
public use or sale and prior invention or knowledge;

5. To Assignor's knowledge (hete are no present or tentative patent rights of others
that would be indringed by Assignor or Assignee manufacturing producls on the
basis of the Intelleciual Property;

6. Assignor has not granted i prior license or assignment of the Intellectual Property
regarding the territory of the United States to aay third party;

7. Assignor has not entered into an agrecment regarding he use of the Intollectual
Property, any know how, the manufacture, marketing and/or sale of any produc
or other use of the rights regarding tie territory of the United States assigned to
Assignee by virtve of this Addendum:

B, Assignor will indemnily and hold Assignee harmless from and against any and all
loss, cost and/or liability, including, without limitation, reasonable attorncys’ fees
and expenses und court costs sulTered or ineurred by Assignee as the result of any
and wll claims, actions andfor suits brought against Assi gnee arising from breach
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of lhe warrantics ancd Tepresentations in Seations 1) thiough 7Y in this cluuse:

IT IS HERERY ACKNOWLEDGED AND AGREED, that the Assignment and
License Agreement and all other - writicn or ora) - agrecments between thie Parties
concerning the United States of America and Canada are hereby terminated in favor of
this Addendum;

IT IS HEREBY ACKNOWLEDGED AND AGREED, that idosan A/S, a company
duly orgunized under the Jaws of Denmark, shall be (he surery for Assignee and other
legal enlities at the time of cxceution of this Addendum;

I'T 18 FURTHER ACKNOWLEDGID AND AGREED, that this Addendun shall be
governed by and construed in accordance With (he Jaws of the Unitec states of America,
State of New York, withoyt regard to principles of confliets of law. Tor the avoidance of
doubt, the Parlies expressly gree that any dispute that may arise with regard to
inlerpretation, execulion or resolution of the terms and conditions set forth in 1his
Addendum shall be brought in a court, federal or state, within the State of New York, and
' the Parties lereby comsent to personal jurisdiction in any such New York court; and

IN WITNESS WHEREOF, the Parlies heretg have cavged their duly authorized
fepresentatives to execute this Addendum of the Lffective Date.

MALOE VNEDRENCHESKOE PREDPRIYATIE "INTERFALL" ("Assignor")

L o
By: ot \.{ B i

| Name: 4, veg Pav Eeoil
! Title: f) L /
bl gy

-~ . & " /_"/
Witness: Dale: _‘Z)E.C_, g ,'Z‘?’p" ' @é’ﬂﬁ‘ K;ijwum
Wilness: Date: Dz e '??J),m: 5 FBLLLIRIC)] £ oo nonpy %j
3 DL oy (e Lo

CONTURA SA ("Assignee")

Diy: H : '('i’
> rﬂm{-{ﬁﬂ PEYTZ

Nume:

Title: DIRECTon L ' l[ /f_ ! ek
~ ) ! Tt L “

Wilness: Date: Mea, 7,205, Devte B e oo ’ (

Witness: Date: w25, _ ‘?I’ 2 e -m; £ R_EN /-ﬂ‘;-'."az?,u -

IDOSAN A/S

By: ‘:"-'-“’:é:.rﬁ::."."--._\.—r—-—""z ﬁ‘\;';_;_ﬁ_'?“-*“‘*o‘r

Name: Fgreand Pedid Pl anh

Title: DoRAET G,
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