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EXCLUSIVE TECHNOLOGY LICENSE
between
UNIVERSITY OF WASHINGTON
and

WASHINGTON RESEARCH FOUNDATION

THIS LICENSE AGREEMENT effective _ December 15, 199 ‘5 between the

UNIVERSITY OF WASHINGTON ("UW"), a public institution of higher edocation in the State of
Washington, and WASHINGTON RESEARCH FOUNDATION (“WRF"), a not-for-profit corporation
incorporated and existing under the laws of the State of Washington, is as follows:

WHEREAS, UW is the owner, by assignment, of certain technology, generally characterized

as __SSB Demodulator which is covered by cerlain patent and know-how rights of the UW, as

defined below;

WHEREAS, UW desires that the technology be developed and brought te market so that ifs
benefits can be enjoyed by the general public and so that revenue will be generated for the support of
research and of technology transfer at the UW,

WHEREAS, WRF has reviewed the technology and desires a license to the said technology as
contemplated by the Technolegy Administration Agreement between UW and WRE dated January I,
1985 as modified by Amendmént Number One effective July 1, 1988 and by the March 23, 1993 letter
from Alvin Kwiram of the UW to Ronald S. Howell of the WRE substituting exclusive license for
assignment as the mechanism for transferring technologies from the UW to the WRF;

NOW, THEREFORE, in consideration of the obligations expressed herein, the Parties ascribe

to the recitals set forth above and agree as follows:
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RTICLE 1 - DEFINITIONS

1.01  “Inventors,” as used herein, shall refer to the individual(s} who invenied the

Technology which is the subject of this Agreement: __Edwin A, Suominen

1.02  "Technology", as used herein, shall mean all rights now or hereafier owned by UW, by
assignment from the Inventor(s), including, without limitation, all Patent Rights as defined below, and
any related inventions, processes, formulae, and the like, whether 61‘ not patentable, trade secrets,
Proprietary Information or copyrightable material generally relating to:

Tech ID: _03-95-37

Title: 388 Demeodulator

1.03  "Patent Rights", as used herein, shall inciude all of the following intellectnal property

rights:

(a) the United States and foreign patents and/or patent applications now or hereafter filed
covering the Technology and divisionals and continuations of these applications;

1) United States and foreign patents now or hereafter issued covering the Technelogy;

{c) claims of U.S. and foreign applications, including continuations-in-part, and of the
resulting patents, which are directed to subject matter specifically described in the U.S.
and foreign applications described above;

{d) claims of all foreign patent applications, and of the resulting patents, which are directed
to subject matter specifically described in the parent U.S. patent and/or patent
applications listed in {a), (b), or (c) above;

{e) any reissues of the U.S. patents described in (a), (b), or (c) above;

1.04  “Party", as used herein, shall mean UW or WRF and when used in plural, shall mean

UW and WRF.
1.05  "Third Party", as used herein, shall mean corporate entities or individuals other than
WREF or UW.

UW-WRF24.LIC 03-95-37
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1.06  "Proprietary Information”, as used herein, shall mean any information related to the
Technology, énd not generally known to the public including but not limited 1o scientific knowledge,
know~how? processes, inventions, technigues, formulae, products, business operations, market data,
cusiomer requirements, data, plans or other records, or software.

1.07  “Technology Biclogical Materials" , as used herein, shall mean biological materials
produced by or at the direction of the Inventor in connection with the Technology.

1.08  "Commercialization” meang any activity for the purpose of introducing the Technology
to public use and production of revenue by licensing, sale or otherwise.

1.0  "Gross Proceeds" means royalties, fees, sales, rent, damages or any mongey or property
received which arises from making, using or selling any technoelogy covcfed by this Agreement or from
claims against infringers of rights in the technology.

1.10 "Allocable Costs" means expenses incurred by WRE identifiable with a particular item
of technology meluding all of the various patent costs, consﬁlting and professional fees, conunissions
paid to others, travel expenses and identifiable telephone and reproduction costs; it does not include any
portion of general salaries, rent or overhead of WRF.

1.11  "Apgreement Date" means the effective date shown in the first paragraph of this
Apreemert,

ARTICLE 2 - GRANT

2,01 UW hereby grants to WRF, subject to the terms and conditions of this Agreement, an

exclusive worldwide license to practice the Technology., UW further grants WRE the right to

sublicense its rights hereunder to Third Parties on such terms as WRF shall deem fit.

UW-WRI24.L1C 03-95-37
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RTICIE3 - TH PARTY RIGHTS

3.01  This Agreement is expressly subject to such terms and coaditions as may be imposed
on the patenting, licensing, disposition, administration, or royalty distribution of the Technology and
the patent rights thereon as the result of any rights the United States government may have or be
entifled to have in the Technology or Patent Riglﬁs as the result of any contract, grant or other
agreement related 1o the research or other work that resulted in such Technology.

3.02  UW warranis that, except for rights which may belong to the United States government‘
as set Torth above, no Third Party has any interest, right or claim to the Technology except as
described in Appendix A which is attached to this Agreement. Copies of all decuments relating fo the
maiiers described in Appendix A shall be made available by UW to WRF on request.

3.03  UW shall assume all responsibility axj.d obligation to the Inventor(s) of the Technology,

and will hold WRF harmless from any liability therefor,

ARTICLE 4 - PROTECT!

4.01  WREF shall file United States patent applications on l'hé Technology to the exient it may
be patentable and which WRF determines should be patented. WRE shall file corresponding foreign
patent applications thereon, and prosecute the same in good faith, all to the extent that it may in its
discretion determine, In any event WRF shall use reasonable care to maintain any proprietary rights in
the Technology. Subject to the provisions herein, the WRF shall file, prosecute and maintain the
Patent Rights, using covnsel of iis choice. UW shall promptly cooperate with WRF and execute all
documents reasonably requested by WRF or its counsel so as to facilitale actions related to patents,

‘ patent applications, interferences, oppoéitions and like proceedings.
4.02 UW shall pay all legal and other costs incurred prior to the Agreement Date related to

the filing, prosecution and maintenance of Patent Rights.

WSWRIEP24, 110 03-05-37
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4,03 WRF shall pay al! legal and other costs related to the filing, prosecution, maintenance
and reissue of the Patent Rights from the Agreement Date until the termination of this Agreement.

4.04  WRF ghall give written notice to UW not less than sixty (60) days prior to any deadline
for filing any response or taking any other action necessary to maintain them of WRT's intention to
abandon any U.S. patent or patent application, foreign patent, or the Commercialization of the
Technology subject to this Agreement. Unless UW shall, within sixty (60) days after such notice,
require the royalty-free sub-license of these to UW or its nominee, WRF may abandon or take ne

further action on them.

4.05 The WRF shail have no obligation to contest patent interferences, oppositions or similar - -

actions related to the Technology. If WRE elects not to litigate such matters, UW may do so at its own
expense, and WRF agrees 1o provide reasonable cooperation. If WRF clects to litigate such matters,
UW agrees to provide reasonable cooperation and to join as a party to the extent necessary, provided
WRI shall bear al! expenses for such cooperation. Nevertheless, WRF may elect to seitle, choose not
to pursue or abandon ﬁny such action at any time it elects at its sole discretion.
ARTICLE 5 - WRE PEREQRMANCE

5.01  WRE shall attempt to introduce Technology into public use and to secure reasonable
revenue therefrom in such manner as WRF determines. Toward that end WRE shall evaluate the
Technology and its prospects for patertability and commgrcial applidation. WRF shall pay all costs of
the evaluation, patenting, sub-licensing and for administration of the Technology.

ARTICLE 6 - ROYALTIES AND REPORTING

6.01  Gross proceeds received by WRE frgm Technology will be distributed as follows:

reimburse WRE for all allocable costs of the technology producing proceeds, then divide the remainder
.to uw and.to WRYF. The Parties agree that this distribution may be changed at any time by

mutual agreement and such change mgy be retroactive to the Agreement Date.

UW-WRF24.LIC 03-95-37
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6.02  Distribution of all Gross Proceeds received through June 30 and December 31 will be
made as provided above, not later than July 31 and January 31 respectively. Payment to UW shall be
accompanied by a full accounting of the previous six (6) months iransactions related to the Technology.

6.03 WRE will provide UW with semi-annual reports of the status of pending and issued
patents covering the Technology and of sublicneses granted under this Agreement. Unless otherwise
agreed, such reports will be due August 1 for the period January 1 through June 30 and February 1 for
the period July I through December 31 of each year.

RTICLE 7 - BREACH A "ERMI I

7.01  WRF may terminate this Agreement on thirty (30) days notice to the UW.

7.02  Inthe event of WRF's material breach of its duties under this Agreement, UW may
give WRYT sixty (60) days notice of default listing with reasonable particularity tllm breaches asserted
herennder and suggested cures for each. Should reasonable steps to cure said breaches not have been
initiated within said sixty (60) days of said notice, UW may, at its option, terminate this Agreement on
the sixty-first (61) day after notice of breach.

7.03  WRF will be responsible for.all costs relating to the Tec]mology. incurred by WRE
prior to the date of termination but shall have no responsibility for costs incurred aﬁer termination.
Gross Proceeds received prior to termination shall be distributed pursuant to Article 6.01 within thirty
(30) days after termination. |

7.04  Sublicenses shall survive termination of the UW-WRF license. On termination, WRE

“ shall assign all its rights as sublicensor to UW. UW shall assume all of WREF's duties under said

sublicenses from the date of termination.

B
ik
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ARTICLE 8 - ARBITRATION
8.01  Any controversy or claim arising out of or relating to this Agreement or the breach
hereof shall be settled by arbitration, in accordance with the Rules, then obtaining, of the American
Arbitration Association, and judgment upon the award rendered may be entered in a court of the forum
having jurisdiction.

ARTICLE 9 - DEFENSE OR PATENT RIGHTS

.01 In th.e_event of the initiation of any suit by a Third Party against the UW, WRI or its
sublicensees for a Third Party patent infringement involving the manufacture, use, sale, distribufion,
marlketing or other utilization of the Patent Rights, the Party sued shall promptly notify the other Party
in writing. WRT shal] have the first right to defend, or, at its option, to settle such suit at its own
expense. Bxcept in the case of a conflict of interest, UW and the WRF shall assist one anpther and
cooperate in any such litigation at the other's request subject to advance mutual agreement concerning

payment of any expensecs.

ARTICLE 10 - INFRINGEMENT ACTIONS

10.01 In the event that WRF becomes aware of aétual‘ infringement of Patent Rights by a
Third Party, the WRF shall, at its discretion, use diligence to cause infringement to cease by the grant
of a sublicense or other remedy or use diligence in bringing an infringement action against the Third
Party. The WREF reserves the right to identify UW in such suit as owner of the Patent Rights. Unless
necessary to the prosecution of the action, WRF shall not name UW as a co-party in such suit without
an express written request from UW. UW shall provide WRF with such documentation or other
assistance as WRT shall reasonably require to establish its standing to bring an action for patent

infringement.

UW-WRI24. LIC 03-05-37
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ARTICLE 11 - NOTICE

1101 Any notice to be given under this Agreement shall be deemed properly and sufficiently

given if mailed by first class mail, postage prepaid to:

Uw: University of Washington
Office of Technology Transfer
Box 354810
Seaitle, WA 98195

Attention: Director
WRE: ‘Washington Research Foundation
Suite 205
1107 N.E. 45th Street
Seattle, WA 98105
Attention: President

Each Party shall have the right to change the addressing of notice by giving notification thereof to the

other.

UW-WRF24,LIC 03-95-37
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ARTICLE 12 - PRIOR AGREEMENT
Bxcept for the Technology Administration Agreement identified above in the recitals, this Agreement

completely supersedes all previous understandings and obligations between the Parties.

UNIVERSITY OF WASHINGTON

N Q&WX&

Director of Technology Transf%

o LKIGN

WASHINGTON RLSLA;KCH FOUNDA TION

By Wt: A/ T Mw

President

Date: i @w//#///??{
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