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United States Patent and Trademark Office

Home ] Site Index | Search | Guides | Contacts | eBusiness | eBiz alerts | News |
Help

Electronic Patent Assignment System

Confirmation Receipt

Your assignment has been received by the USPTO.
The coversheet of the assignment is displayed below:

| PATENT ASSIGNMENT
Electronic Version v1.1
Stylesheet Version v1.1
SUBMISSION TYPE: NEW ASSIGNMENT
NATURE OF CONVEYANCE: ASSIGNMENT
CONVEYING PARTY DATA
| Name || Execution Date |
[University of Barcelona |lo4/11/2008 |
RECEIVING PARTY DATA
[Name: [PROYECTO DE BIOMEDICINA CIMA, S L.

|Street Address: ”C Etxesakan no. 28, oficina 5, planta baja
|Internal Address: ”Cizur Mayor

|City: ||Navarre
]State/Country: ||SPAIN
[Postal Code:  |[31180

PROPERTY NUMBERS Total: 1

l Property Type ” Number |
Bpplication Number: ” 12090115 |

CORRESPONDENCE DATA

Fax Number: (919)286-8199

Correspondence will be sent via US Mail when the fax attempt is unsuccessful.
Phone: 9192868000

Email: DonnaDonovan@mvalaw.com
Correspondent Name: Moore & VanAllen, PLLC

Address Line 1: P.O. Box 13706
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Address Line 4: Research Triangle Pk, NORTH CAROLINA 27709
ATTORNEY DOCKET

NUMBER: 020884-000047

NAME OF SUBMITTER: Tristan A. Fuierer
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ASSIGNMENT AGREEMENT FOR PATENT APPLICATION NO. PCT/ES2006/000564
ENTITLED COMPOUNDS FOR THE TREATMENT OF AURICULAR FIBRILLATION

In Barcelona on April 11, 2008..

BY AND BETWEEN

For one party,

(1)  The University of Barcelona (hereinafter “UB” and/or the ASSIGNOR), whose address is at Gran Via
de les Corts Catalanes, no. 585 (Barcelona 08007)

Mr. José Maria Palacios acts herein for and on behalf of UB. Mr. Palacios is of legal age and has
National Identification Number 17,828,989-X, acting as the Director of L’AGENCIA DE
VALORITZACIO I COMERCIALITZACIO DEL GRUP UNIVERSITAT DE BARCELONA, being
duly authorized for that purpose by means of the delegation of powers granted by the Dean of the
University of Barcelona on July 10, 2006.

And for the other party:

(2) The company “PROYECTO DE BIOMEDICINA CIIMA, S.L.” (hereinafter “BITA” and/or the
ASSIGNEE), whose address is at Cizur Mayor (Navarre, C. Etxesakan no. 28, oficina 5, planta baja),
incorporated for a perpetual existence by means of a deed executed in Pamplona on June 3, 2003,
authorized by Mr, José Javier Castiella Rodriguez under Notary record number 1,463, registered in the
Companies Registry of Navarre, volume 991, page 156, sheet NA-19995, with Tax Identification
Number B/31/790603.

Mr. Antonio Martin Cantén acts for and on behalf of BITA. Mr. Cantén is of legal age and has
National Identification Number 15,768,039K, whose professional address is referred to above and
acting herein as the General Manager, being duly authorized for that purpose by means of agreement
of the Board of Directors dated February 15, 2008.

Both representatives state that their powers are in force and that they have not been altered,
accordingly acknowledging sufficient legal capacity of both to enter into this agreement and for that
purpose they

DECLARE

1. Whereas UB declares itself to be the legitimate proprietbr of the invention protected by means of the
patent application described in Annex I attached hereto (hereinafter the “Patent”), and that there is no
burden nor limitation whatsoever in relation to such proprietorship that may be in opposition to the
clauses of this agreement. UB further declares that it has paid all fees corresponding to the patent
application up to the date on which this agreement is signed.

- PATENT
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II. Whereas UB is interested in assigning the Patent under the terms and conditions set forth in this
agreement.

II. Whereas BITA is interested in acquiring the Patent as well as the exploitation rights of the same
for the purpose of carrying out its business activity and purpose.

IV. Whereas BITA acts on its own behalf and on behalf of DIGNA Biotech S.L. (hereinafter DIGNA),
within the project referred to as CIMA, the company is dedicated to developing the products resulting
from CIMA in order to market them,

V. Whereas both parties have reached an agreement to formalize their own free wills by means of this
PATENT ASSIGNMENT AGREEMENT, in accordance with the following

CLAUSES
ONE.- OBJECT OF THE AGREEMENT

1.1. The object of this agreement is the assignment by UB to BITA of the rights over the invention
corresponding to international patent application number PCT/ES2006/000564 filed before the World
Intellectual Property Organization on October 10, 2006, entitled “Compounds for the Treatment of
Auricular Fibrillation” and currently owned by the ASSIGNOR, for its worldwide
exploitation, according to the terms and conditions set forth in this agreement.

1.2. Said assignment is carried out free of charges and encumbrances, with all the rights derived from
the invention, including but not limited to the right to file on behalf of BITA the relevant national,
regional and international patents in any country or region and the right to file lawsuits and appeals in
relation to any infringement of the rights derived from such patents.

TWO.- ECONOMIC CONDITIONS

2.1. In consideration of the assignment of the Patent, after the date of this agreement and during the
entire legal lifetime thereof BITA shall pay UB an amount equivalent to twenty-five percent (25%) of
the net earnings that BITA obtains from the license granted to DIGNA in accordance with clause 4.1
below as a result of the exploitation carried out by the latter or by third party sub-licensees of the
Patent object of this agreement. The pacts herein established are understood without prejudice to the
provisions of Section 5.1 below. Net earnings shall be understood for the purpose of this agreement to
be the gross earnings minus the normally acceptable amounts, including discounts, reimbursements,
transport, etc. In no case may the amount deducible exceed 10% of the gross earnings.

The amounts which are paid in accordance with the pacts herein established shall be considered as the
price for the Patent assignment. '

Net earnings shall be understood to be the amount invoiced by BITA in consideration for the
exploitation of the Patent by DIGNA.
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2.2. These amounts must be increased with the corresponding VAT and shall be made to account
number 2013 0500 12 0202637727, belonging to UB.

2.3. The economic consideration that BITA shall pay to UB will be made effective without prejudice
to the retribution that UB must pay the inventors of the Patent in accordance with Article 20.4 of Law
11/1986 of March 20 on Invention Patents and Utility Models.

2.4. No later than the last day of each month of July and January of each calendar year during the
lifetime established in Section 1.2 above, BITA shall submit to UB a financial statement signed by a
legal representative of BITA in which the royalties that must be paid to UB corresponding to the net
earnings of the calendar half-year immediately prior to said date. Said financial statement shall clearly
reflect the information relating to the calculation of the net earnings and royalties due.

2.5. UB shall send the invoice corresponding to the royalties to which it is entitled as soon as it
receives the financial statement referred to above from BITA, and BITA will pay said invoice within
ninety (90) days after the date of issue by UB. Where appropriate, the amounts of the net earnings
shall be converted to Euros at the exchange rate published by the Central European Bank (Euro
Foreign Exchange Reference Rates) corresponding to the last day of the calendar half-year referred to
in the financial statement in question.

2.6. In order to allow UB to exercise appropriate control over the royalties and any other amounts due
as payment for provision of those provided for in the agreement to be signed with DIGNA, BITA shall
maintain, in compliance with the Generally Accepted Accounting Principles, account books which
accurately and clearly reflect all the necessary information for calculating the royalties and other
payments provided for in this agreement.

2.7. UB and its duly authorized representatives shall have the right (one (1) time per year and after
BITA’s fiscal year has been closed out), by means of a fifteen (15) business day prior notice, to
examine such books during normal working hours. The fees derived from UB exercising such right
shall be borne by UB.

2.8. In the event that UB must pay any tax on the royalty payments, said tax shall be withheld by
BITA, if so required by the applicable laws, and deposited before the competent authorities on account
of UB. BITA shall occasionally inform UB of the withholdings made and shall give UB any
information it may reasonably need for the purpose of justifying such withholdings, where
appropriate.

THREE.- OBLIGATIONS OF THE ASSIGNOR

3.1. The ASSIGNOR undertakes to make all technical knowledge it possesses or know-how relating to
the Patent available to the ASSIGNEE regardless of the medium it is in and which are necessary for
the ASSIGNEE to suitably exploit it, in compliance with Article 7 of Law 11/1986, of 20 March, on
Invention Patents and Utility Models.
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3.2. The ASSIGNOR undertakes to collaborate with the ASSIGNEE, providing its experience and
technical knowledge so as to obtain a maximum profit in exploitation of the Patent and to carry out
any other activities necessary for better exploitation of the Patent,

3.3. The ASSIGNOR undertakes to assure the ASSIGNEE the peaceful use and enjoyment of the
Patent for exploitation under the terms set forth in this agreement, as well as to collaborate with the
ASSIGNEE so that it stays within the legitimate ownership of the Patent, stating and assuring that the
ASSIGNOR holds legitimate ownership and possession rights over the know-how and over the
invention corresponding to the Patent, and that in during the prosecution of the Patent it has acted in
good faith, complying with all applicable laws and regulations, particularly in relation to the
designation of and compensation for the inventors.

3.4. The ASSIGNEE does not assure the grant of the Patent by the competent administrative authority,
nor shall it be liable, where appropriate, for any damages that BITA may sustain in the event that the
competent administrative or judicial authority does not grant, either completely or in part, the Patent or
declares it, either completely or in part, to be null and void. Nevertheless, the ASSIGNEE is obliged
and undertakes to provide its collaboration in any actions and proceedings deemed appropriate in the
opinion of the ASSIGNOR for the purpose of defending the Patent against third parties who challenge,
for any reason, the validity, effectiveness or priority of the Patent, and in the event that the competent
administrative or judicial authority does not grant the Patent, either completely or in part, or in the
event that it should declare the Patent, either completely or in part, null and void.

FOUR.- OBLIGATIONS OF THE ASSIGNEE

4.1. For the purpose of carrying out the development and exploitation of the Patent, the ASSIGNEE is
obliged to exclusively license the Patent to DIGNA in accordance with the following conditions:

4.1.1. BITA shall grant DIGNA an exclusive license over the exploitation rights of the
Patent.

4.1.2. The license is granted worldwide,

4.1.3. The license will remain in force during the legal lifetime of the Patent.

4.1.4. DIGNA is authorized to grant sub-licenses.

4.1.5. In consideration for the mentioned license, DIGNA shall pay BITA a forty percent
(40%) royalty of the net earnings received from third parties for exploitation of the Patent
and/or the products which are marketed under protection of the Patent.

4.2. The ASSIGNEE is obliged to pay the royalties established as consideration for assignment of the
Patent according to the provisions set forth in this document.

4.3. The ASSIGNEE undertakes to pay all those amounts as installments established for the
registration and maintenance of the Patent on a worldwide level.
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4.4. The ASSIGNEE is obliged to pay all corresponding fees for exploitation of the Patent, as well as
to pay all the amounts derived from the manufacture and exploitation of the object of the Patent.

4.5. The ASSIGNEE undertakes to carry out any necessary actions to stay within legitimate ownership
of the Patent.

4.6. In the event that the ASSIGNEE is not interested in a Patent and/or patent application in a certain
country, the ASSIGNEE shall notify the ASSIGNOR in writing in 2 minimum period of 3 months.
After this period the patent or patent application identified in writing shall be excluded from this
AGREEMENT.

4.7. The LICENSEE undertakes to inform the ASSIGNOR yearly as to the development of the actions
carried out in relation to this agreement.

FIVE.- LIABILITY

5.1. The Parties expressly agree that UB shall not be liable for damages that BITA may sustain in the
event that the competent administrative or judicial authority does not grant the Patent, either
completely or in part, or in the event that it declares the Patent, either completely or in part, null and
void. Nevertheless, BITA shall stop paying UB any consideration after the date on which the denial or
revocation of the Patent are notified. '

In such case, the parties shall not have the right to any compensation nor will they be obliged to return

the rights derived from this agreement that they have acquired up to the date on which the denial or
revocation of the Patent are notified.

5.2. Save just cause, BITA shall sufficiently and efficiently exploit the Patent through DIGNA in the
legally established time period to prevent the patent from lapsing on the grounds of non-exploitation.

5.3. BITA assumes the commercial risks derived from the exploitation and from the marketing of the
products protected by the Patent.

5.4. BITA neither grants nor assures in relation to sales forecasts any estimation of earnings or any
other concept derived from the profits that may be obtained from exploitation of the Patent.

SIX.- REGISTRATION OF THE PATENT ASSIGNMENT

BITA shall register the Patent assignment described in this agreement in the public registries it deems
appropriate. For that purpose, the Parties undertake, upon a simple request from the other party, to sign
any public or private documents or to carry out any other actions necessary for the purpose of
obtaining the mentioned registrations.

SEVEN.- CONFIDENTIALITY

-5- PATENT
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7.1. Any information received by one of the Parties from the other under this agreement must be
treated by the receiving Party as confidential and, unless otherwise expressly accepted by the other
Party, such information may not be used by the receiving Party for any reasons other than those
expressly set forth in this agreement.

7.2. This confidentiality obligation comprises each Party and their representatives, understanding as
such any employee, manager, agent, consultant, advisor, or any other person linked to such Party. To
prevent information obtained during the investigations object of this agreement from being disclosed,
cach Party undertakes to adopt any measures it considers necessary to preserve the secret, especially in
relation to the investigators or employees that may or should have access thereto. Specifically, the
Parties undertake to introduce in any agreements they enter into with their personnel and/or third
parties, regardless of the nature of said relationship, a confidentiality clause to prevent the aforesaid
disclosure.

7.3. The provisions of this clause shall continue to be in force after the termination of the agreement
for any reason, having no time limit as long as the information continues to be considered confidential
and related to the territorial scope of application of the same which, in terms of the confidentiality
clause, shall have a worldwide extension.

7.4. The confidentiality and non-use obligations set forth in this clause will not apply:

a) to those parts of the information that are part of the public domain, provided that this is not
due to an undue omission or act of the receiving Party,

b) to any information that the receiving Party may prove to have had knowledge of prior to
signing this agreement,

c) such that the receiving Party is prevented from exercising any of the rights acquired through
this agreement.

7.5. The terms and conditions of the agreement shall also remain confidential and both Parties must
refrain from disclosing them to third parties without the prior and express consent of the other Party.

EIGHT.- COMMUNICATIONS

8.1. Both Parties expressly designate as the address for receiving any notices relating to this agreement
the address found in this agreement. Any change to such address must be certifiably communicated.

8.2. Not communicating such change will mean that the notices sent to said address shall be
considered valid.

NINE.- DATA PROTECTION
The Parties state that they are aware of, comply with and expressly submit themselves to the Spanish

and European law on Personal Data Protection, and they both undertake to make appropriate use of the
data of such kind that they obtain as a result of conducting this agreement.
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TEN.- TERMINATION

10.1. This Agreement shall terminate under the general grounds provided in the Civil Code and in the
Code of Commerce, and especially due to the violation of the obligations resulting from this
document.

10.2. In the event that either of the Parties violates the obligations undertaken in this agreement, the
other Party may consider such agreement to be completely cancelled, without giving prior notice or
any compensation of any kind. Communication of such cancellation to the other Party is sufficient
unless the violating Party rectifies the violation to the approval of the other party in the period of 15
' days after the request made to that effect. ‘

10.3. Notwithstanding the provisions of the preceding paragraph, either of the Parties may cancel the
contractual relationship in the event that the other Party violates the obligations corresponding to it
according to the stipulations of this agreement without prejudice to any corresponding compensation
for damages.

ELEVEN.- INTEGRITY OF THE AGREEMENT AND SAFEGUARD CLAUSE

11.1. Each of the stipulations of this agreement must be interpreted separately and independently of
the others. If any of them is invalidated, illegal or unenforceable due to any legal provision or is
declared null and void or ineffective by any court or administrative authority, such invalidity or
ineffectiveness thereof shall not affect the other stipulations, which shall preserve their fully validity
and effectiveness. The Parties to the agreement agree to replace the affected clause or clauses with
another clause or other clauses which have effects that correspond to those sought by the parties in this
agreement.

11.2. This agreement includes all existing commitments between the parties and cancels out and
revokes, where appropriate, any other verbal or written commitments or agreements that are in force at
the date of signing. This agreement may only be amended by means of a written agreement of the
Parties.

TWELVE.- RECORDING ON PUBLIC RECORD AND FEES AND TAXES

12.1. UB undertakes to record this agreement on Public Record upon a simple request of BITA.

12.2. All fees and taxes incurred as a consequence of this agreement as well as, where appropriate, the
execution of its corresponding recording on public record, shall be paid by BITA.

THIRTEEN.- APPLICABLE LAW AND COMPETENT JURISDICTION/ARBITRATION

This is a business contract and shall be subject to Spanish law.
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The parties to the agreement agree that any litigation, disagreement, issue or claim resulting from the
performance or interpretation of this agreement or directly or indirectly related to it shall be settled by
means of arbitration in the Court of Arbitration of the Official Chamber of Commerce and Industry of
Navarre, who shall be entrusted with the task of administering arbitration and appointing the arbiters
in accordance with its Regulations and Bylaws. The parties also hereby expressly state their
commitment to comply with the decision of the arbitrator that is issued and submit themselves to the
exclusive jurisdiction of the Courts of Pamplona.

In witness whereof, the parties sign this agreement in two equal counterparts in the city and on the
date indicated above,

For the ASSIGNOR For the ASSIGNEE

University of Barcelona Proyecto de Biomedicina Cima, S.L.
[Hllegible signature] [Nllegible signature]

MR. JOSE MARIA PALACIOS SANTIBANEZ Mr. Antonio Martin Cant6n

ANNEX I.- COPY OF THE PUBLICATION OF THE INTERNATIONAL PATENT
APPLICATION RELATING TO THE ASSIGNMENT '
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