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NOTICE OF

PENDING ARBITRATION

PLEASE TAKE NOTICE that there is currently pending an ARBITRATION between the named

inventor, John L. DeRosa, and his assignee, J. P. Walsh and J. L. Marmo Enterprises, Inc., to

guiet title to the following patents and applications as found in the attached document, each

naming John L. DeRosa as the sole inventor:

United States Patent 6,880,832 issued April 19, 2005

United States Patent 7,766,586 issued August 3, 2010

United States Non-provisional Patent Application serial number 12/804,609, filed July 26,2010
Information on the ARBITRATION may be obtained from the undersigned at:

Telephone: (202} 659 0100

Facsimile: (202) 659 0105
or, by mail addressed to:

Thomas P. Pavelko

Novak, Druce & Quigg, LLP
300 New Jersey Avenue, NW
Fifth Floor

Washington D.C. 20001

Tz ol

Dated: December 2, 2011 Thomas P. Pavelko, Reg. # 31,689

Novak, Druce & Quigg, LLP

300 New lersey Avenue, NW

Fifth Floor

Washington D.C. 20001

Tel: (202) 659 0100

Fax: {202) 659 0105
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AGREEMENT TO ARBITRATE (SHORT FORM)

LT erprses, /40,

Arbitration is a process by which a third party neutral (Arbitrator) decides the outcome of a case
based on the facts presented and the governing law. In this process, the parties agree as follows:

1.

b

The arbitration will be administered by The McCammon Group (The Group) aceording to
this Agreement to Arbitrate.

Jupce HarRy P AT AL shall serve as the Arbitrator.

The following is a description of the claims to be arbitrated including any damages or relief
sought:
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All administrative matters shall be handled by the Case Manager. No private

communications with the Arbitrator shall be allowed. All communications with the
Arbitrator by any party or by a party’s attorney shall be made at a hearing or in a conference
call with all opposing patties or their attorneys having been given reasonable opportunity to
participate. All such conference calls shall be arranged by the Case Manager. All written
communications with the Arbitrator shall also be made through the Case Manager unless the
Arbitrator or the Case Manager directs otherwise. Copies of all written communications.
shall be sent by a party, or its counsel, to all opposing parties, or their counsel, by the same
means and at the same time as the original communication is sent.

A pre-arbitration conference will be scheduled in advance of the arbitration hearing. This
will be held typically by phone. The Arbitrator will review with the attorneys and/or parties
those matters that need to make the arbitration hearing more streamlined, for example,
procedural and introductory issues, number and identity of witnesses, logistics, etc. No
discovery will be allowed except by the agreement of the parties or by authority of governing
law.

The arbitration hearing shall be commenced and conducted by the Arbitrator. All relevant
evidence shall be admissible subject to the discretion of the Arbitrator. The general order of
these proceedings shall be similar to that used in courts, subject to the discretion of the
Arbitrator. Hearings, as well as all other activities, will be convened privately. The
Arbitrator may proceed with the hearing if a party 1s absent without good cause. The
Arbitrator shall administer an oath to each witness to tell the truth, Continuances may be
granted by the Arbitrator only for good cause as determined by the discretion of the
Arbitrator.

If the parties wish to agree on a “high-low” arrangement, they should complete and execute
the “High-Low” Agreement and return it to The Group. While this exccuted Agreement to
Arbitrate will be provided to the Arbitrator as authority and guidance in conducting the
hearing, the “High-Low” Agreement will not be provided to the Arbitrator. Moreover,
neither the numbers involved in the “high-low” arrangement, nor the existence of a “high-
low” arrangement will be made known to the Arbitrator before the expiration of thirty days

after the Award is made.
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- .8 The Arbitrator’s fees and expenses shall be paid pursuant to agreements reached by the

parties and/or their attorneys. All other expenses, including attorney fees, incurred by the
parties in this arbitration shall be borne by the party incurring such expenses and fees. The
only exceptions to the foregoing are:

9. The actual or potential venue of the dispute will not be a factor in the Arbitrator’s Award
unless all parties, or their counsel, agree otherwise,

10. The Arbitrator shall send to the parties or their counsel by regular mail or facsimile a written
Award within a reasonable time after the conclusion of the hearing. The award shall be based
on the governing law as applied to the facts. The written award of the Arbitrator shall be
binding upon the parties without any right of appeal except for any appeal allowed by
governing law. If the award is not satisfied, judgment may be entered on the award rendered
in this case, and such judgment may be enforced pursuant to processes available under
governing law.

11. All statutes of limitations applicable to the disputes covered by this Agreement to Arbitrate
shall be tolled for purposes of this arbitration no later than the day that the execution of this
Agreement to Arbitrate is completed.

12. The Arbitrator occupies the role of a neutral. The Arbitrator is an independent contractor of
The Group. The Arbitrator and/or The Group (including its independent contractors,
employees, officers, and sharcholders) shall not be liable to the parties for any act or
omission relating to this arbitration. Nor shall the Arbitrator and/or The Group (including its
independent contractors, employees, officers, and shareholders) be subject to subpoena or
other process in any judicial or regulatory proceedings relating to this arbitration.

13. This form must be executed by all disputing parties or their counsel and returned to The
Group prior to the pre-arbitration conference. If the representing attorney, instead of the
party, signs this Agreement to Arbitrate, then such attorney thereby represents that he or she
has the authority to do so. Any changes shall be made in writing and signed or initialed by
each party or the representing attorney.

Joh o Decosa TP Walsh{ T CMARIG Bk e Tove,
Full name of party (please print) Full name of party (please print)
Ujj {QIAM _Ep AHASS HKJ Thoemas ?jfg’w’ﬂw&u

Full n f person signipg (please print) W g (please print
Signafufe Daté Signature Date
Full name of party (please print) Full name of party (please print)

Full name of person signing (please print) Full name of person signing (please print)
Signature Date Signature Date
Full name of party (please print) Full name of party (please print)

Full name of person signing (please print) Full name of person signing (please print)
Signature Date Signature Date
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CONTRACT
This ayrestoent, made thiv day of Uotober 1998, between 1P Walsh & JL. Marme
e, !

Bnterprisns, Toc., & Delaware corporaton kaving ss nffies at 7649 Louy Pine Drive, Springfield,
Virainia 22151 {herminefier refemed to éa sMarmo™) and Joba L. DeBoss, a U8, citizen reciding af
3507 Churehdl) Court, ﬁppcr Marlpors, Margland 20735 (horeivafter eeforred to a5 “Delost”);

WEEREAS, DaR ote has ioventad 2 Rowter Chuck (hevelnafier known a5 the “DeRoss {ahuelc™y
whick {3 described in the U.S, patent application attached mad made w pat of this Conteect ww an
Bxhibsdt thereto; axd |

WHERRAS, Marmo markess amd salls totter chucks and are desirons of selting the DeRosa
Chuek: and

In consideration of e st pomises Mavaln comtpined, the pactids agree ag fullows:

1. - The psient application atfached for the DeRose. Chauek us spptoved by Delose by
gignatare thereto, iv sttnched horsto as & Exchibit and will be filed ag o U.B. Provisional Patent
apwliontion with the wxpense of prepargtion ardd Hling being jncurred and paid by Mamo;

2. "I—hatbakosa doss assign. his invention, insluding immovements therete, and patent
applicadon(s), both domestic and forelgn, fled or to e fled, to Mermo, subject 1 the subsequent
provistons of this Contract and doga faﬂhfar apree 10 sign all dooumenty necpsEiry {0 record sush
pesh Erreents in the ULS, end Cuvads, and 1o asdist iy the preparation of &l spphicationd(s), wud other
documents negessary to pratset the invendon i the US, ond Canads, indhuding all routinuing
applicarions of any type, meluding Improvemeds, and anty telssoes, reemminations, extensons,
ttarfersnces tereod, or other matiers which may come Lelfhre the Patent Offive(d) or the sourts i

sommection with the jovention, Bush assistance by DeRos shall be Horibed to technical doctment

e

Defendant’s Exhibit A
Page |
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prepazation snd sigiustate aad bt to sontibufion of moxies of other assety, All patent rights in all
other ponntriss ave rmserved to DeRoss 1o pursns, or not parsae, 28 he seey it
i Thar Miarrno will undertake tesidug of protorypes mannbhetred by DeRopss, end, to the

extont that fhe prototypes ere cormercially soceptable, or cas be made acccptable through
modifiontion by DéRosa. Marpo will undartake the marketing of the DdRase Chuek under the
following terms atd agreerents: |

a, Muarmo ngrees that DeRoss will have exclisive mannfasmuring rghts for the
DeRoss Chusk, (retzof orily) 914 direetly to Marsao.at & price of Seveniteen Dollats ($17.00) por
sssermbled chuck for quantitiop du ecoss 0f Nive Hadrod Winsty Nine (599) (fur codoes of Mine
Fupdwd Ninety Nitia (399) or less, dw pavties shell agsse of o per unte prios), provided however

b,‘ frgr the frst order to Dekoss for DeRosa Chnele shall bs qot Jess than two
thousand (2,000) ahusks, The parties tgred that Marmo shall pay, in full, for one-half (JA2) of zeid
urérr;r at the time of the plavernent of the opder with ‘ﬁeﬁem and shall pay for the balance of the order
within ity (90) days of the dsiivery of said chncks by DeRaose. Future ordexs will requirs a sigied
Prrchass Order acoompanied by & fifly percant (3%} down payrment. The balance jf:iil be due within
pinety (90) days of receipt of the vompleted arder, The partes farthér agree

2 that should Deltoss not be able to produce sufficlent chucks of apoeptibic
qﬁali“zy to mest the demsuds mf Mazmo, within the rensonstle sobedules established: betwaen the
partes for such deliveties, then e parties Aartior BRIES that

d. Warme i {pte i contract with other manifieniss to make pat or sl of thedr
sequiremnents fi Defons Chocks and Maras Will toen corapensate DeRoba st 3 royslty rate of One
Dioliar ($1.00) per wiit for svery strefit DeRoss Chnok so manufechned, Pustier, the partivs mgmes
thet upon siening of this Cormact, DeRoss will provids angineering drawings and ofher infotmation

Do

Defendant’s Exhibit A
Page 2
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pacessary 1o obtaln quotes frowa uther rmamtactirers 5o 85 W nssure ma voitisgropted supply of DeRosa
Chucks: s it 1o further provided that

B, In the evert that ay manisctrer, maketsr, or seller of xouters ubtaing &
Hoense to manufasturo diresly or through suhsoatractors/vendors an OEM unst for their routers,
Marmo and DeRoss agres to split gy royally (including ey “op front" rayalty or loeusing foe)
vegeived froen such ORM it m&nﬁf&sumr Bighty Ter Cout (B054) to Mmm:u and Twensy Per Cent
(20%) to DeRosa.

. f Maro is not obligated to file eny additionel patent spplivetion(s) oz sedk,
protect, or defend gaeh application(s), or zny pawnis iszning therafrem n the United States and/ox
Canads, if, in fhedr sols business fudgment, such filing, sawicng, protecting or defending would be'
unduly burdensome, expensive, ot unjustified in view of te profite, If wny, gained from sate of the
DeRosa Chucks. T the gvent Mupno xeroisss s tights under #is paragraph, the petent rght
obtainad in{he United States andior Canada hercunder on 1ight in the pending patent spplication(s)
in fhie United Stutes and/or Canada siall revart o Delloga subjest ts payment to Marmo of the saxe
per unit royalty e would be dus to DeRoen under perageaph 3d and Se dbove and subject 1 aty
somteacts to manufseturer ot Hoenses 1 memdaetirer on gulined m the Pme&ing varpgraphs,

g. Deltosa ackpowdedges that Maemo is currently marketing atd selling Walsh
Chackes masafestared, ander Walsh U8, Patent No. 5,096,212 (and cotresponding fureign patents
Mog gppications) and thit fhis Agreemient i 6o way dippinialiss or aﬁfeéts Marmets vigita 1o have
roade, offey for sele, gell, apott or us Walsh ¢Chueks and ot sompensation, remunaration, setofl or
witier dernand may be made by DeRose sonoeteing the Walsh Chugks.
4, Thaie Comgact coniains S complets wmdststanding betwesn the partics snd supercedas
gy pregious orel agresments, disgueaions, piupnsals ot negotiations botween te patties.

e

Defendant’s Exhibit A
Page 3
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5 ‘Thie Contract will be possiderad fo have besn rade in e Commonwealith of Virginia

and shall e governed aceoeding w jts Laws, provided, howaver, st should sy disptte Rrise berween

the parties, each pany sgrooy 1o subgals such dbeputs to winding axbitrafion,
" .

| et T iTiesy TP WaLsH & L. MARMOD ENTMEISE& INC.
Alt Yiness:

%@WI/?/?Y By%&h ,j;i:g;}l«J DJ (,ESEAL)//?/;)/?K'
: 74
&ijjm/yf BvJ L. D%W (RRAL) /é{ /

Defendant’s Exhibit A
Page 4
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PROPOSED JOINT STATEMENT OF ARBITRATION ISSUES

The parties request that the Arbitrator consider the following issues, and then determine
the same, and money damages properly awardable in regard thereto and such other relief as may
be just and proper:

1. That the choice of laws to be applied is established as the Jaws of the Commonwealth
of Virginia, except where expressly preempted by the federal law of patents. On this the parties
agree,

2. That Party John DeRosa is the sole inventor of certain specific router chucks titted in
patent applications and patents as the DeRosa Router Chuck and as the Quick Change Power
Tool Chuck,(also known as the “Muscle Chuck™) the current patent ownership for the United
States and Canada for each of these chucks are in dispute herein. On this the parties agree. {A
chart listing patent application, patent and CIP numbers for each is attached hereto]

3. That on or about the 9" day of November, 1998, the parties entered info a contract
whereby DeRosa, as sole inventor of an invention described in U.S. Provisional Patent
Application No. 60/107,966 and U.S. Non-Provisional Patent Application No. (9/437,243
(“DeRosa Router Chuck™), agreed as consideration for his assignment of his invention, including
mmprovements thereto, would have patent applications prepared and filed at Walsh/Marmo
Enterprises expense and receive testing of prototype chucks. The parties disagree about the
applicability of the assignment 1o any other pateni applications, patents or CIP’s, thus the
ownership quieting title fo the various patent applications and patents, and various
obligations thereof allegedly by virtue of the contract and assignment is for the Arbitrator

to determine.
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4. DeRosa contends that if rescission is granted, the assignment of ownership for the
DeRosa Router Chuck would be voided. Walsh/Marmo Enterpises disagrees and is for the
arbitrator to determine.

5. That Party Walsh/Marmo Enterprises was already the owner, marketer and seller of
router chiucks known as the Walsh Chuck covered by various U.S. and Canadian patents when
the parties entered into the contract which obligations and performance is in dispute as noted
hereander. Omn this the parties agree.

6. That Walsh/Marmo Enterprises would grant DeRosa, inter alia,:

1. exciusive manufacturing rights for the DeRosa Router Chuck sold directly to

Waish/Marmo Enterprises if certain conditions set forth in the coiz.*eract are met;

2. a split of any royalty or licensing fee to OEM manufacturers under the patent;
and

3. a per unit royalty if manufactured by a third party if DeRosa could not, or
would not, manufacture router chucks in accordance with the contract.

On this the parties agree.

7. Declare that the said contract, as modified in writing, is the agreement at issue in this
proceeding. However, any claimed oral modifications must be proven to the satisfaction of
the Arbitrator.

8. That DeRosa contends that U.S. Patent Application No. 12/782,804 was filed by
Walsh/Marmo Enterprises, is falsely attributed to DeRosa, and is substantially the same as
DeRosa’s earlier filed CIP No. 11/074,744 related to U.S. Patent No. 7,766,586, Walsh/Marmo
Enterprises disagrees and thus the ownership thereof, allegedly by virtue of the contract and

assignment, is for the Arbitrator to determine.
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9. WalslyMarmo Enterprises contends that DeRosa failed to assist in the preparation of
U.S. Patent Application No. 12/782,804, as required by the contract, resulting in damages to
Walsh/Marmo and DeRosa disagrees, and denies that he bad any oibligation to provide such
assistance and this is for the Arbitrator to determine.

10. That the filing of U.S, Provisional and U.S. Non-provisional Patent Application Nos.
60/432,638 and 10/347,59] are the applications leading to U.S. Patent No. 6,880,832 and
DeRosa did rot disclose the filing to Walsh/Marmo Enterprises. On this the parties agree. The
parties disagree whether DeRosa had any obligation to advise Walsh/Marmo Enterprises about
such filings and whether Walsh/Matmo Enterprises suffered damages therefrom, including Joss
of right to file for a Canadian Patent, which is for the Arbitrator to determine.

11, That, by the provisions of the contract, as part of the consideration thereunder by
DeRosa to Walsh/Marmo Enterprises, DeRosa assigned the rights to the patent applications for
the DeRosa Router Chuck, resulting in U.S. Patent No. 6,332,619 (although the patent number
was not specifically recited in the coniract or assignment), to Walsh/Marmo Enterprises. On this
the parties agree.

12. Under the contract, Walsh/Marmo Enterprises among other things agreed to market
router chucks covered by the DeRosa Router Chucks patent applications/patent, under certain
terms and conditions set forth in the contract. On this the parties agree.

13. Under the contract, DeRosa contends Walsh/Marmeo Enterprises among other things
granted unto DeRosa the “exclusive manufacturing rights for the DeRosa Router Chuck subject
to the provisions of the contract. Walsh/Marmo Enterprises contends that the said rights apply fo
retrofit only, while DeRosa states that “retrofit” encompasses all manufacturing other that OEM

manufacturers, that the Derosa Router Chuck was never adopted by any manufacturer as an
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OEM product, that all manuofacturing thereof has been “retrofit” manufacturing and that the
parties are bound by the plain language of the contract. This is for the Arbitrator to decide,

14. DeRosa contends that under the contract, Walsh/Marmo Enterprises agreed that on its
first order it would pay one half the purchase price at the time of placing the order and the
balance of the price within 90 days of delivery of the completed order, subject to the provisions
of the contract. On this the parties disagree and is for the Arbifrator to determine.

15. DeRosa contends that under the contract, Walsh/Marmo Enterprises among other
things agreed that on all subsequent orders it would pay ene half the purchase price at the time of
placing the order and the bhalance of the price within 90 days of delivery of the completed order,
subject to the provisions of the contract. On this the parties disagree and is for the Arbitrator
te determine.

16. Under the contract, Party Walsh/Marmo Enterprises among other things agreed that
on orders of 999 chucks or more it would pay to DeRosa the sum of $17.00 per assembled chuck,
subject to the provisions of the contract. Under the contract, for orders of 999 or less, the parties
shall agree on a per unit price, subject to the provisions of the contract, On this the parties
agree,

{7. DeRosa contends that under the contract, Walsh/Marmo Enterprises among other
things promised DeRosa a steady flow of manufacturing business and the timely payment for the
product to the Defendant, subject to the provisions of the coutract. On this the parties disagree
and is for the Arbritator to determine.

18. That Waish/Marmo Enterprises contends it provided supplies (routers, arbors,
machine tools and other equipment) o enable DeRosa to manufacturer chucks and make

engineering drawings and other engineering information and that DeRosa did not provide the

PATENT
REEL: 027316 FRAME: 0316



engineering drawings and other engineering information so as to insure an uninterrupted flow of
supply of chucks and did not return the supplies to Walsh/Marmo Enterprises. DeRosa disagrees
and states that he was not obligated to provide drawings and engineering information to
Walsh/Marmo for use by other retrofit manufacturers in violation of the exclusivity of
manufacturing provisions of the contract. This is for the Arbitrator to determine.

19. That DeRosa contends that Walsh/Marmo Enterprises consistently and substantially
failed to make full and timely payments for its orders for the DeRosa Router Chuck, in
accordance with the contract. Walsh/Marmo Enterprises disagrees and this is for the
Arbitrator to determine.

20. That DeRosa contends that Walsh/Marmo Enterprises consistently and substantially
failed to place orders of the DeRosa Router Chuck of the minimum size, in accordance with the
coptract. Walsh/Marmo Enterprises disagrees and this is for the Arbitrator to determine.

21, That DeRosa contends Walsh/Marmo Enferprises consistently and substantially
failed to provide a steady flow of manufacturing business and the timely payment for the product
to DeRosa, in accordance with the contract. Walsh/Marmo Enterprises disagrees and this is for
the Arbitrator to determine.

22.  That DeRosa contends that Walsh/Marmo Eunterprises failed to abide by its
conlractual and financial obligations under the contract, have denied him the bargained for
benefit of the contract, which may be remedied only by rescission or cancellation of the contract
and the restoration of ownership of the patent and rights in DeRosa’s intellecwgi property, his
invention, the DeRosa Router Chuck. Walsh/Marmo Enterprises disagrees and this is for the
Arbitrator to determine.

23, That DcRosa contends that Walsh/Marmo Enterprises improperly used the
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assignment for the DeRosa Router Chuck Patent to claim rights to another invention of DeRosa,
separately patented, called the Quick Change Power Tool Chuck. Walsh/Marmo Enterprises
disagrees and this is for the Arbitrator to determine,

24. That DeRosa contends that he did not breach the said contract by obtaining patents
and CIP’s for the Quick Change Power Tool Chuck. Walsh/Marmo Enterprises disagrees and
this is for the Arbitrator to determine.

25, That DeRosa contends that Walsh/Marmo Enterprises never paid any sums for the
patent process of the Quick Change Power Tool Chuck, as it would have been obligated to do
under the said contract if it had been a mere improvement of the design of the DeRosa Router
Chuck. WalsivMarmo Enterprises disagrees and this is for the Arbitrator to determine,

26. That DeRosa contends that by improperly filing the assignment for the DeRosa
Router Chuck as an assignment for the Quick Change Power Tool Chuck, Walsh/Marmo
Enterprises has deprived DeRosa of his right to his own intellectval property, been unjustly
enriched and deprived DeRosa of the right to market and profit from the Quick Change Power
Tool Chuck Patents. Walsh/Marmo Enterprises contends that DeRosa made improvements to the
DeRosa router chucks and did not inform Walsh/Marmo Enterprises of said improvements and
the assertion by DeRosz of his claims to the Quick Change Power Tool patents and patent
applications as his scle property deprived Walsh/Marmo Enterprises of its right to assigned
mtellectual property and deprived it of the right to market and profit from the Quick Change
Power Tool Chuck Patent. This is for the Arbitrator to determine,

27. That DeRosa contends that Walsh/Marmo Enterprises is in breach of the said contract
in disputing DeRosa’s title to his new invention the Quick Change Power Tool Chuck, and

thereby interfering with DeRosa's marketing efforts of the products called the Muscle Chuck to
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third party manufacturers of router equipment resulting in damage to DeRosa. Walsh/Marmo
Enterprises disagrees and this is for the Arbitrator to determine.

28. That Walsh/Marmo Enterprises contends that DeRosa is in breach of the said contract
in disputing Walsh/Marmo Enterprises’ title to its assigned invemtion known as the Qruick
Change Power Tool Chuck, and thereby interfering with Waish/Marmo Enterprises marketing
efforts of router chucks, made under the Quick Change Power Tool Chuck patent
applications/patents, to third party manufacturers of router equipment resulting in damage to
Walsh/Marmo Enterprises. DeRosa disagrees and this is for the Arbitrator to determine.

29. Walsh/Marmo Enterprises alleges that DeRosa is in breach of the contract because it
filed civil litigation to enforce the contract. DeRosa disagrees and this is for the Arbitrator to
determine.

30. Walsh/Marmo Enterprises contends that DeRosa is in breach of the agreement for
unreasonably delaying arbitration after being ordered by Judge Hilton's order of May 3, 2010 to
arbitrate, resulting in damages to Walsh/Marmo Enferprises. DeRosa disagrees and is for the
Arbitrator to determine.

31. Each party reserves all defenses against the other’s claim of every nature raised

herein, including statute of limitations, laches, estoppel, unclean hands, fraud, accord and

satisfaction, and either party preventing the other from fulfilling its obligations.
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