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The Secretary of State for the Home Departiment
Asslgnor :

Forensic Sclence Servies Lid.
Assignee

Patent Assignment

Field Fisher Waterhouse 35 Vins Shrest London BEC3N 2AA
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THIS DEED is made this & day of /
BETWEEN:
{1} THE SECRETARY OF STATE FOR THE HOME DEPARTMENT whose
principal office is 8¢ Peel Building, 2 Marsham Street, London SWIP 9DF (the

“Asgignor™); and

{2} FORENSIC SCIENCE SERVICE LTD. (Company Registration No. 3607780}
whose registered office is at 35 Vine Sizect, London BCIH 244 (the “Assignes™).

WHEREAS:

(A}  "The Assignor is the propristor of the Patents {as defined below) and of the Know-How
{as defined below). q

{B) The Assipnor has agreed to assign all right title and interest in the Patents and the
Know-How to the Assignee on the terms of this Assignment.

MOWITIS HEREBY AGREED s follows:
1. Definitions and Imterpretation
1.3 Definitions

In this Agreement the following expressions have the following meanings:

Expression Meoaning

“Fair Value” ’ hag the meaning given to it in Clause 4.4,

“Forensic [se® the prev&n‘tic;n, investigation and detection of
crime;

“Improvements” all subsequent further inventions or patents or

patent appleations or Know-How by way of
improvements to the Patents or the Know-How
that would make any of them cheaper or more
gffective oy in any way easier or more useful or
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“Know-How"

“Option”

“Patenis”

valuable or in any other way make any of them
a preferable article or Process in commerce,

‘all ideas, concepts, schemes, 1nformation,

knowledge, techniques, methodology and
anything else in the nature of know-how;

has the mesning giver to it in Clause 4.1;

the patents and patent applications listed in
Schedule 1 and Schedule 2 and the inventions
described in those patents and patent
applicatinnz, logether with:

(a) the benefit of any patent granted pursuant
1o any of the patent applications;

(b} the right to apply for patent or other
protection in respect of the inventions
described in those patents and patent
applications;

(¢} all rights to eny continuations,
continuations in part, extensions, TEIsFucs
and divisions, and any other patents or
patent applications claiming priority from
any such paient or application or fom
those in {a) or (b) above, fogsther with
stmilar rights which are based on or are
dexived from any of the foregoing;

{d) any supplementary protection cerlificates
or similar rights which are baged on or are
derived from any patents described in (a),
{b) or {¢} above;

{¢) all Know-How relating to any of {a}, ()
or {c) abave; and

(6 the right to sue for past infringements of
any of the above rights and to retain any
damages obtained as a2 result of any such

action;

ot
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“Schedule 2 Patents”

the Patents listed in Scheduile 2.

interpretation

{a}

The expression “full ttle guarantee” in relation to the disposal of any thing
implies the covenants referable to that expression as set out in sections 2 and 3
of the Law of Property (Miscellaneous Provisions) Act 1994, except that the
word “reasonably” shall be deleted from the covenant set out in section 2{1)(b)
of that Act and the covenant set out in section 3(1) of that Act shall not be

. gqualified by the words “other than any charges, encumnbrances or righis which

(b

@

(e}

H

that person does not and could not reasonably be expected to know about™

References to a “party” shall, unless the context otherwise reguires, be a
reference to a party o this Agresment and any permitted successors and
assignees of such party.

References to any provision of amy legislation are to be construed as a
reference o that provision as amended, ve-enacted or extended fom time to
time.

References to Clauses are veferepces to the clauses of this Agreement,
references to Schedules are references to the schedules to this Agreement and
references to paragraphs are taferences to the relevant paragraph of the
Sehedule in which the reference pacurs.

The headings to Clanses, Schedules and to paragraphs of Schedules shall not
affect their imterpretation.

Words importing the singular include the plural end vice versa, words
importing one gender include the other genders and references to persons
include bodies corporate and unincorporated,

Assignment and Further Assurance

Assignment

Subject 1o the temns and conditions of this Assignment, in consideration of the sum of
five thousand Huros (€5,000.00) now paid by the Assignee to the Assignor (receipt of
which is hereby acknowladged) the Assignor assigng with full title guarantee and
tansfers to the Assignee all right, title and inlerest io the Patents.
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3.1

3.2

3.3

3.4
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Further Assurance

The Assignor agrees that it will at all times hereafter at the request and cost of the
Assignee do all such acts and execute all such documents as may reasonably be
necessary or desirable both to secure the vesting in the Assignes of all rights assigned
to it in this Agreement and to assist in the regolution of any yuestion concerning the
Patants.

Authority to Sign

The Assignor confirms that the Assignee is authorised to sign on behalf of the
Asgignor all forms and documents that are required by the velevant patent office to
record this assignment at that patent office in relation to any of the Patents.

Option In respect of Schadule 2 Patents
Scope of Option

The Assignee hereby grants to the Assignor, on and subject to the terms of this Clauss
4, the exclusive 6pti@n {the “Option”) at sny time to take a Hcence solely for the
services of the Crown {which for the avoidance of doubt shall not include any regional
police sutherity from time to time or the National Police Improvement Agency) of any
or afl of the Schedule 2 Patents and their Improvements and Eaow-How, such lcence

being non-exciusive.
Exercise of Option

The Option shall be exercisable at any time by the Assignor giving written notics 10
the Assignee, :

Subsequent Exercise

If the Assignor oxercises the Option in respect of one or more of the Schedule 2
Paients or Improvements or Know-How, the Assignor shall retain the right to sxercise
the Option on a subsequent occasion or occasions in respect of the remainder of the
Patents and Improvements and Know-How.

Compensation

{a} The Assignor shall pay compensation to the Assignee for any exercise of the
Option 1o reflest the Fair Value to the Assignee of the Hcence to the Assignor.
The Assignor and the Assignee shall use all reasonable endeavours to agres the
eompensation payable without delay following the exercise of the Option.
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) For the purposes of this Clause &4, “Fair Value” shall:

& be determined on the bagis of a risk adjusted asseasment of expected
actual cuttumn of net loss (i.e. after taking of costs) that derives directly
from the exercise of the Option and for which the Assignee, making
reagonable endezvours, could not be expested lo mitigate or replace;
and :

v

(1i} exclude sums that are derived from the Crown’s omgoing use 45 a
customer unless such sums have derived from an existing confract
between the parties, ‘

and for the avoidance of doubt, the assessment to be made pursuani to Clause
3.4(b)(i) shall take account of the Assignee’s record at the date the Option i
exercised in successfully exploiting the Patents and their Improvemnents and
Know-Heow.

{c} The parties agree that where the expected Fair Valus of a licence is limited,
there shall be a threshold Hmit of £50,000 to any compensation payment 1o
avoid the cost and expense of undertaking am evaluation process.

{d) The amount of compensation payable shall, if not agreed between the Assignes
and the Assighor with the approval of HM Tressury, be determined at the
request of either party by an independent expert agreed between the parties or,
failing such agreement, appointzd on the application of either party by the
Chairman of the Patent Bar Associaton from time to time,

G For the avoidance of deubt these provisions as t compensation shall be in
addition to the provisions of the Patents Act 1977, and where thers is any
dispute a3 to which provisions shall be applied, the parties agree that the terms
of this Clause 3.4 shall prevail.

4. Jurisdiction

This Agreement is governed by English law and is subject o the jurisdiction of the
English Courts.

IN WITINESS whereof this Agreement was executsd as a Deed by the hands of the parlies ot
their duly authorised attormeys or representatives the day and year first above written.
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SIGNED as a DEED by THE
SECRETARY OF STATE FOR THE
HOME DERARTMENT acting by:

h

SIGNED s 2 DEED by PORENSIC
SCIENCE SERVICE LTD. acting by a
Director gnd the Secretary/two Directors:

v everennditECtor
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