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RATIFICATION OF ASSIGNMENTS

THIS AGREEMENT is made between the Board of Regents of The University of Texas
System, an agency of the State of Texas, having a principal address at 201 West
7" Street, Austin, Texas 78701 (hereinafter “the University’’) and TheraSense Inc.,
a corporation organized and existing under and by virtue of the laws of the State
of California, and having an office and place of business at 1360 South Loop
Road, Alameda, California 94502 (hereinafter “TheraSense™).

WHEREAS the University, Adam Heller, and E. Heller & Company {“EHC”) entered
into an agreement entitled “Assignment of Patent Rights and Technology™ dated
August 1, 1991 which was subsequently amended by two further agreements, a
“First Amendment to the Agreement Entitled ‘Assignment of Patent Rights and
Technology’ entered into August 1, 1991 Between The University of Texas,
Adam Heller, and E. Heller and Company” dated March 19, 1998 and a
“Sponsored Research Agreement No. UTA 98.0296”. Under these Agreements
(hereinafter “the Assignment Agreements”) the University promised to assign to
EHC intellectual property rights in certain inventions discovered by University
Employees, which includes faculty members (including but not limited to Adam
Heller), graduate students, visiting professors, and post-doctoral fellows having a
duty to assign their inventiobs io the University under the Universiiy's Intellectuai
Property Policy; ' S :

WHEREAS in view of the Assignment Agreements, one cr rere University Employee -
(listed in Schedule A, hereinafter “University Employees”) assigned rights to thcir
Inventions (listed in Schedule B) directly to EHC or TheraSense and .ot first to
the University, the University having been obligated at that time to assign the
rights to EHC. In some instances, assignmeni was first made to the University,
which then assigned to EHC either through a patent-specific assignment
document, or via one or more of the Assignment Agreements listed above,

WHEREAS pursuant to Section 15.1 of the Assignment Agreement EHC has assigned
these agreements to TheraSense, with the University’s prior written consent; and

WHEREAS the University, TheraSense and EHC desire to clarify the chain of title of the
Inventions;

NOW THEREFORE:

(1) The University and TheraSense fully ratify the prior assignment of any of the
Inventions listed in Schedule B to EHC or TheraSense by University
Employee inventors as though those assignments had first been made to the
University and subsequently assigned to EHC or TheraSense.
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(2) If any future direct assignment of Inventions to TheraSense Inc. are made by
University Employee inventors rightfully covered by the terms of the
Assignment Agreements or subsequent modifications thereto, the University
agrees that such future direct assignments will be regarded as proper and in
compliance with the established course of dealing between the University and
TheraSense, and that such future direct assignments will not be challenged by
the University on the grounds that the assignment was not first made to the
University.

(3) The University acknowledges and agrees that to the extent any of the
University Employees listed in Schedule A are covered by the University’s
Intellectual Property Policy, that the University will make any and all
payments to the inventors of their share of the royalty income to which they
are or may become entitled as the University would have done or will do as if
the assignments had first been made to the University and then to EHC or
TheraSense rather than directly to EHC or TheraSense. The University makes
known hereby that Prof. Wolfgang Kerner, a coinventor on US Patent
#5.264,104 and on Serial #PCT/US93/02588 and Japan Patent Application
Serial #5520191 as listed on Schedule B, is not a University Employee and is
not subject to the University s Intellectual Property Policy.

(4) The University acknowledges and agrees that the inventions listed in Exhibit
C were coinvented by University Employees in their capacity as consultants to
EHC or to TheraSense, and not in their capacity as University Employees, and
that these inventions are not directly related to the work of the University
employees at the University, and that the coinventions did not inveive the use
of University facilities or resources, and that the University theretore has no
ownership interest in these inventions under the *Iniversity’s Intellectual
Property Policy.
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IN WITNESS WHEREOF, the parties have caused this Ratification of Assignments to be
executed by their duly authorized representatives, effective October 10, 2000.

THE BOARD OF REGENTS OF
THE UNIVERSITY OF TEXAS SYSTEM ‘THERASENSE {NC.

By: /W’téﬂw«/\

Juan ﬁ Sanchez, Ph.D.)

Vice Ptesident for Research Vlce Presxdent Business
Development
APPROVED AS TO FORM: ACKNOWLEDGED> AND

AGREED TO:

By Rt ]\‘Z’ By Nlloy B

Beth Lyrfd Maxwell, PE.D.. Adam Teller

Oftice of General Counsel ' - Sr. Research Engineer, Fii.2\
The University of Texas System
Date: 3 %@!—-«4 ol Date: Nae. \M\ 2 oo
3
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University of Texas Employees

Roger T. Bonnecaze
Charles Campbell
Daren Caruana
Qiang Chen

Ting Chen

Angela C. Freeland
Amihay Freeman
Keith Friedman
George Georgiou
Brian Gregg
Gerhard Hartwich
Adam Heller

Ioanis Katakis
Gregg Kenausts
Thierry de Lumley-Woodyear
Ruben Maidan
Michael Pishko’
Mark Vreeke

Chaim Yaritzky

SCHEDULE A

Status

faculty member
graduate student
graduate student
graduate student
graduate student
graduaie student
visiting professor
graduate student
faculty member
postdoctoral fellow
postdoctoral fellow
faculty member
graduate student
graduate student
graduate student
graduate student
graduate student

_graduate student; postdoctoral fellow:

TheraSeuse employee in 1996
visiting protfessor
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