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ASSIGNEMENT OF PATENT
BETWEEN

Medical Univ
VAT No. ATUS74
- Miiller, Vice-Rek

- for Hesearch,

reinafter referrec

o as the "MUW" gj;:_,; jmgée'.ganea%aléy,,;as' fPax

{all Parties will hereinafter be juintly referred to as the “Parties”)
WHEREAS:
{A} the Parties have entered into common research activitfes that have led to innovative

resalts concerning the treatment of COKLS deficiency {hereinafter referred to as “Invention”™)
potentially patentable or protectahie under the Intellectual Property {1P) systems;

{B} Dr. Elisabetta Cland of UNIBO and Dr. Franco Laccone of MUW are inventors of the
Invention and were employees of UNIBO and MUW at the time the Tovention was matde
{"loventors"y

{1 An US. Provisional Patent Application entitled “TATK-CDKLS FUSION PROTEINS,
COMPQSITIONS, FORMULATIONS, AND THEIR METHODS OF MAKING AND METHODS OF
USING" has been filed on February 28, 2014, with n. 61/946,280, inventors Elisabetta Ciani
and Franco Laccong (hereinafter referred to as "Patent Applivation”) to protect the Tnvention;

{B} it was further agresd upon between the Parties that an assignment agreement should be
negotiated and settied by the Parties concerning the ownership of Patent Application.

THE PARTIES AS HEREINBEFORE DEFINED
AGREE AND STIPULATE AS FOLLOWS:

Art. 1 - Definitions
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Assigned Patents mean the Patent Application together with any patent rights which claim
priority from oy are derived from it or which elabm the same subject matter;

Assigned Patent Expenses means all the expenses incurred directly in the process of
establishing, maintaining and commercialising the Assigned Patents, inchided but not limited
tor legal feas or every sther sum pald to handle or maintain the Assigned Patents, all divisions,
repewals, continuationhs, continuations-in-part, exlensgions, reissues, substituions,
confirmations, registrations, revalidations, and costs such patent attorney's costs, fees for
external advisors and consultants;

Net Revenues means all sums received by UNIBO arising from UNIBO's commercial
exploitation of the Assigned Patents less:

a] Assigned Patent Expenses paid by UNIBO;
by} all sums reimbursed by third parties to UNIBO for Assigned Patent Expenses.

¢} all sums paid by third parties to UNIRO for research activity relatad to the Assigned Patentg
and to the Invention.

The amounts due as Net Revenue are to be repovted to MUW in accordance with clause 5.2,

Confidential Informmation means all sclentific, technical, conunercial and other information
or data {including all oral and visual information or data and all information or data recorded
in writing or in any other medium or by any other method) disclosed by one Party to another
pursuant to this Agresment;

Effsctive Date shall mean the date of the second signature of this Agresinent,

Art. 2 - Assignment

%.% in consideration of the revenue in Art. 5, and subject to the terms and conditions of this
agreement, MUW assigns to UNIBO the full and exclusive benefit of the Assigned Patents,
including the right o recover and take all such proceedings as may he necessary for the
recovery of damnages or sther remedies in respect af all infringements of the Assigned
Patents, whethercommitted before or after the date of this Agreement,

Art. 3 - Dwnership and Management of Intellectnal Property Rights

3.4 Adl rights in and to the Assigned Patenis shall be vested in UNTBQ absolutely and MUW
hereby waives on its own behalf and on behalf of all officers, employess and researchers {past
and present] of the MUW any and all claims they may have in respect of the Assigned Patents.
MUW shall do all acts as shall be necessary to transfer full legal title to the Assigned Patends
{o UNIBO and hersby acknowledges that UNIBO is splely entitled to the Assigned Patents,
UNIBO shall bear all costs arising out of the assignment agreement {e.g. notary costs).

3.2 UNRIBO shall apply for, prosecute and muaintain such Assigned Patents as it believes it is
reasonable to do so, and shall keep MUW informed of all patents granted and the progress of
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all applications relating to Assigned Patents provided that nothing in this Agreement shall
oblige UNIBO to bring any action to enforce the Assigned Patents. Any decisions in relation to
such matter shall be taken in UNIBQ's sole discretion, ‘

3.3 Notwithstanding any other provision of this Agreement, UNIBO will not abandon the
prosecution of the Assigned Patents without fivst providing a written offer to MUW to assign
uch patent rights to MW, If MUW does not accept in writing the offer within 4 weeks of
receipt, UNIBO is entitled without any further notification to implement the intended
abandonment or assignment of such Assigned Patents.

3.4 Notwithstanding the rights granted above, the Parties confirm, acknowledge and agree that
MW retains a royalty-free, non-sxclusive, perpetual, irrevocable license to use the Assigned
Patents for research, sducational and administrative purposes without cost,

Art. 4 -~ Conmunercial Exploitation of the Assigned Patent

4.1 UNIBO shall use reasonable endeavours te carry out the commercial exploitation of the
Assigned Patents, so far as it is reasonably possible to do so in the light of commerdal
considerations and the naturs of the Assigned Patents. MUW acknowledges that the terms of
any such agreement shall be detsrmined I UNIBO's sele discretion, but UNIBQ shall
wherever practicable give MUW reasonable prior notification. of all proposed agrésnients,
transactions and matters relating to such commercial exploitation, Starting from the first vear
of concrete commercial exploitation of Assigned Patents {e.g signature of license agresment),
UNIBO shall, once a year within 30 of April of @ach vear, provide MUW with a written report
summarising the commercialisation- and patent-related events and activities.

Art. § - Bivision of Revenues
5.1 Net Bevenues as above defined shall be shared between MUW and UNIBO as follows:

- MUW: 15% of the Net Revenues

- LINIBO: 8595 of the Net Revenues
5.2 In case that Net Revenues arise, UNIBO, within 30 of April of each year, shall provide
MUW for a report showing the Net Revenuss originated within the previous yvear and the
corresponding amount of Net Revenues due to MUW, After MUW invoices the due amount of
Net Rewenues, UNIBO will pay them according to art. 6.

5.3 In the event that Assigned Patents are exploited as part of a package with other
inteflectual property owned by or licensed to UNIBO such that INIBO receives royalties or
other payments that are not specific to any particular part of the package, the Net Revenus
attributable to Assigned Patents shall be as determined jointly by the Parties,

5.4 UNIBO shalf keep proper baoks and records of account containing all data necessary for
the calculation of Net Revenue and the sums due and payable hereimder. On MUW's request,
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UNIBO will provide MUW with a copy of the invoices showing the amount of the expenzes
and of the incomes originating the Net Hevenues.

5.5 MUW shall have the right from time to time but not more often than once pey calendar
year, upon twenty {20) days prior written notice to UNIBO, to audit UNIBG's books and
records of accounts and all of the documents and other materials in the possession or under
the control of UNIBO with respect to the sulject matter of this agresment. MUW réserves the
vight to confirm any infonnation learned in the vourse of such audit with any third party that
has entered into a license agreement with UNIBO to license any patent fssued to UNIBG
whose claims are supported by the Assigned Patents to verify the accuracy of the UNIBO’s
paymoent of royalties to MUW and compliance with the terms of this agresment. UNIBO shall
preserve and keep available to MUW all such hooks and records, documents, contracts and
othar data (including reports of audits undertaken by the UNIBG of the books and records of
its own Heensses of patents issued to UNIBO whose claims are supported by the Assigned
Batents) with respect theveto for a period of seven (7) yvears after the date of each such
record.

5.6 In the event that any audit of the books and records of UNIBO reveals an eiror in excessof
five percent {5%) to the detriment of MUW, then UNIBO shall bear all the costs of said
examination and pay forthwith all outstanding smounts together with hrderest thereon,
Interest shall be payable on any amounts owed UNIBG to MUW which:are not paid when due,
at the EURIBOKR rate plus 3% per anmum, compounded monthly. The payment of interest shall
not be desmed an alternative to the payment of amounts owing on the due dates, which
payment shall be deemed to be in default,

ATt &6~ Payment

&1 All payments due to MUW ander this Agreement shall be sent by UNIBO in BEuro by means
of transfer to the following bank accaunt:

Bank name: Brste Bank

Bank address: Alserstrasse 23, A-1080 Vienna, Austriz

Account owner: Medizinische Universitit Wien (MUW)

IBAN: AT3620111404108070700

BIC: GIBAATWW

As purpose of use please state: TechiD. 495,14 and SAP acrount number TT10349514

6.2 All payments to MUW under this Agresment shall be made without deduction of Income
or other taxes, charges or duties that may be imposed save insofar as UNIBO is required to
dedust the same to comply with applicable laws.

Art. 7 - Third Party Revenue Sharing

7.4 Al matters relating to providing rewards to inventors of Assigned Patenis
commercialized hereunder shall be the sole responsibility of UNIBO and MUW for their

S
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respective inventars as in premise {B). Each Party shall compensate i¥'s inventor(s} in
accordance with applicable law and its own policy. Such rewards shall be met from the
UNIBO and MUW respective shares of Net Revenue.

7.2 MUW shall furthermaore be solely responsible for any payments to, or revenus sharing
with, any third party which may have contributed to the research which resulted in Assigned
Patents of its funding and such payments or revenue sharing shall be met from the MUW'
share of the Net Revenue remitted to it pursuant to clause 5.

Art, 8§ - Term of the Agreement

8.1 This Agreement shall commence on the Effective Date and shall rontinue until all
Assigned Patents expired vr are abandoned.

8.2 Expiry of this Agreement shall not affect the acerued rights of the Parties arising in any
way out of this Agrsement as at the date of expiry and all provistons which are expressed to
survive this Agreement shall remain i full in force and sffect.

Art, 9 - Termination

9.1 In the event of a material breach of any of the terms and conditions of this Agreement by
one of the Parties hereto, the non-defaulting Party may tetminate this Agreement, without
Himitation of any other right it may have on account of such Failure, upon written notice to the
Party in defandt {"Defaniting Farty"), provided that the Defaulting Party fails to cure such
material breach within sixty {60) days after written notice from the non-defaulting Party
describing the breach and requesting the Defaulting Party to cure.

5.2 In the evant of termination due to UNIBO's fault, the MUW share of 15% shall revert to
MUW and UNIBG will execute an assignment to MUW o fransfer MUW's share of all the
patents granted for the Assigned Patents.

Art 16 - Warranties and Liahility

18.1 MUW represents and warrants to UNIBO that it has the right to enter into this
Agreement and that there are no outstanding assignments, grants, licenses, encumbrances,
obligations or agreements, sither written, oral or implied, inconsistent with this Agreement
including the waivers set outin Article 2 and 3.

102 Save as provided in Article 10.1, no Party gives any representation of warranty in
refation to the subject-matter of this Agreement including the Assigned Patent and no
representation or warranty Is made in relation to the validity of the Assigned Patent nor that
the use of any Assigned Patent will not infringe the rights of any third parties nor as to the
merchantability, satisfactory quality or fitness for any pm‘posgni the Assigned Patent norin
refation to any other matter relating to the Assigned Patent. \g\\
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Art. 11 - Confidentiality

11.1 The Parties shall keep the Confidential Information secret and confidential and shall not
at any time for any reason whatsoever, without the prior written consent of the disclosing
party, disclose the Confidential Information or perniit it to be disclosed to any third party nor
use 1t or permit it 1o be wsed for any purpbse save as permitted under the terms of this
Agrepment. The Parties shall procure that all third parties having access to any of the
Confidential information shall be informed of the secret and confidential nature of the same
and to the extent reasonably practicable be subject to obligations the same as those set out in
this clause. The obligations of confidentiality under this clanse shall not apply to any part-of
the Confidential Information which:

(&) was inthe public domain prior fo the date of its disclosure by the disclosing Party; or

{h) comes into the public domain after the date of its disclosure by the disclosing Party other
than througha breach of confidentiality owed to the receiving Party; or

(&} the receiving Farty can show was known to it prioy to its receipt from the disclosing Party
and was not previously acquired by the receiving Farty from the disclosing Party under an
ohiigation of confidence; or

{d} is disclosed to the receiving Party other than by the disclosing Party and otherwise than
in breach of any obligation of confidentiality or non-use owed to the disclosing Party; or

{¢} the receiving Party may bereqidred by statute oy regulation to disclose {o a governmental
agency {subject to obligations of secrecy wherever possibla); or

{f} was independently developed by the receiving Party without the use of any of the
Confidential Information.

11.2 Upon the termination of this Agreement and in the absence of any further agreement
between the Parties, edch receiving Party shall veturn all written Confidential Information
received hereunder to the disclosing Party withont retaining any copy thereof except one
copy necessary forarchival purposes. The foregoing provisions of confidentiality and non-yse
shall be valid for a period of five (5] years from the date of expiry or termination for whatever
reason of this Agresment

Art. 12 - Use of Names

121 No Parties may use the name of the other Parties to this Agresmment in any way for
advertising or publicity without the sxpress written consent of the sther named Party is
provided.

Art. 13 - Language and Governing Law

133 This Agreement has been executed by Parties in English language.
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13.2 This Agreement shall be governed by and construed in accordance with the law of
Austria

13.3 Every dispufe arising or in any event connecied to the provisions of this Agreement,
including merely by way of example and unst limited to, any dispute in relation to the
existence, validity and interpretation and effectiveness of the said Agreement, will be brought
before the competent Court of Visnna which shall have exclusive furisdiction

Art. 14 - Notices

14.31 Anymotice to be given in relation to the execution of the present Agraement, or related
thereto, must be made using the fllowing contact details:

For UNIBO:

Universita di Bologna - &rea Ricerca e Trasferimento Tecnologico {ARIC)
Knowledge Transfer Office (KTO)

Via Zamboni, 33 - 40126 Belogna {RBO]

Tel. +39 051 20 98833 ; +39 051 2099439

Fax +39 051 20 86190

Mail kto@unibodl: husinessteam@unibeit luracamanzi@unibo it aravaicli@unibo it
For MUW:

Medizinische Universitit Wien

Technologistranster

Spitalgasse 23

1090 Wien

Austria

Tel +43 1 40160025201

Fax, +43 1 40160 925200

Mail to: lechnologictrensfer@meduniwienacat;  helgakroschewski@meduniwien.acat;

142 Any change in the addresses indicated in'the preceding sub-article tust be notified 1o
the other Parties in a thmely manner. Until such change is communicated, notices sent to the
addresses indicated above will be held to'have been validly delivered.

Atk 15 - Assignability

PATENT
REEL: 035744 FRAME: 0496



15.1 Neither Party may assign this Agreement without the written permission of the other
Party.

Art 16 - Survival of Certain Provisions

16,1 Each ofSsctions 1,33, 34, 54-5.6, 6, 10-13, and 1517 shall survive the termination of
this agreement as well as any rights, obligations and duties which by thelr nature extend
beyond the termination of Uis agresment.

Art. 17 - Severability

17.1 Hany provision of this Agreement will be held to be invalid, illegal, or unenforceable in
any respect, the validity, legality and enforceability of the remaining provisions will net in
any way be affected or impaired thereby, provided that the intent of the Parties in entering
into the Agreement is not materially affected therehy

Art 18 - Entive Agreemient

183 This Agreement constibites the entire Agreement between the Parties roncerning the
suhject matter heveof. All prior written agreements respecting the subject matter hereof are
void, No amendment of this Agreement will be binding on the Parties unless mutually agreed
to and executed in writing by each of the Party.

IN WITNESS WHEREOF, the PARTIES have caused this Agresment to be executed by their
duly authorized representatives as of the date first written.
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