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IP ASSIGNMENT
hatween
The Bergguist Tarrington Gompany
and
Henkel 1P & Holding GmbH
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IP ASSIGNMENT
("Agreement’)

helwean

The Bergguist Torrington Company, a company duly organized and existing
under the laws of Minnesota, USA, having its princlpal place of business at 88
Commetcial Bivd # 1, Torrington, CT 06790, USA

- herainafter referred to as “BQT" or "Asslgnor” -

and

Henkel IP & Holding GmbH, @ company duly organized and exlsting under the
laws of Germany, having fts princlpal place of buginess Henkelstralke 67, 40589
Diisseldorf, Gerhany

- herelnafter referred to as “Henkel IP GmbiH" o sAssignee” -

Preamble

This Agresment covers the Inteflectual Property and IP Rights to be assighed from
BQT {o Henkel 1P GmbH. By means of this Agreement cerlaln registered and
unreglstered intellectual Property and |P Righis which were assighed to BQT shall
be assignad to Henkel IP GmbH.

§1
Pefiniflons

“Tachnology” shall mean all techhology owned or uged by BQT.
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“Effective Date” of the transfer and asslgnment of the 1P shall be March 31,
20186,

P or “Intellectual Properly” shall mean ali patents (including the Patents set
forth in Exhiblt 1), utiity patents, reglstered dasigns, applications for any of the
foregolng end the right to apply for any of the foregoing in any part of the world,
copyrights, unreglstered deslgna and any other similar rights sltuated [n any
couniry In the world, Including Know-How, but excluding trademarks, frade names,
business designations and other name related rights.

“p Rights" shall mean intellsctual property rights, Including but not limited to
llcenses or other simiiar tights or clalms.

"Know-How" shall mean khow-how, Inventiong, confidential information, trade and
business seotets, Ideas, work, technolagy {including technology in development),
Innovatlons, creations, concepts, development drawings, research, analysls,
experiments, data, formulas, anhancements, updates, methods, procedures,
processes, process lechnology, speclfications, systems, tachniques, reclpes,
manufacturing régulrements, flow charts, quallty control standards and other
informatlon, for which no registration, record or right as patent, copyright, induatrtal
deslgn of simitar proprietary right has heen obtained or applied. '

"patents® means those patent properties set forth in Exhiblt 1.

§2
Assignment of IP Rights

24 As of the Effective Date, Assignor hereby asslgns, transfers and gells to
Asslgnee for good and valuable conslderation, the recelpt of which Is
hereby acknewledged, any and all [P and 1P Rights (herelnaftor “Asslgned
IP Rights"), Including but not limlted to

() patenis including but not lmited o the Palents set forth in Extibit 1,
which shall olude all petent properfies and eny reissues,
reexamination confirmations, dlvislons, gontinuations, extenslons,
corractiona and renewals Jssulng therefrom, and the right of priority as
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22
2.3

2.4

a1

applopriate thereto under the ferms of the nternational Conventlon for
the Protection of Industrlal Property;

{liy Know-How;
(i) all other Inteliectual Property;

(v} any current or flilure claime of BQT ragarding the transfer of 1P Rights
relating to IP which Assignor may have;

(v} afy clalms vis-3-vis third parties arlsing from the use, exploflation or
violatlon of the Asslgned 1P Rights, In parfloular any compensatlon
clalme for past Infiingement, clelms for injunetlon, clalms for
desfruction, olalms for Information, clalms on account of unjust
anvichment In case of violation of Assigned 1P Rights as well as any
claims detived from a fransfer of use to third pattles; end

(vi) any current or future claims vis-3-vfs third parlles whlch Aseslgnor may
have In relation to the licensing of e Assigned iP Rights, Including In
particular any ourrent and future claims of Asslgnor for llcense fees,
royalties or clalms for Indemnliy.

Asslgnee hereby accepts such assignment of Asslgned IP Rights.

As of the Effactive Date, Asslgnes will be responsible for the costs related
{o the malntenance, prosecufion, defense and all ather future costs of the
Assigned iP Rights,

In the event that It s found that Exhiblt 1 hereto contalns inadvertent errors
of omission or inclualon, Assignor and Assignee agreé that It may be
amended by mutual agreement, the Partios acting in good faith, by the
addition or deletion of patents,

83
Regylstration of Assigned IP Rlghts

Asslgnee Is entlfled 1o apply for the recordal of the change of ownership
andfor the reglstration of the geslgnment of the Asslgned IP Rlghts

PATENT
REEL: 035779 FRAME: 0802




3.2

3.3

34

4.1

4.2

hereunder In lis own naine with the velavant patent office or any pther
authorities where the Assigned [P Rights are reglstersd of where the
respective applications are panding.

Aselgnar shall provide Assignes with such asslstance &s Asslgnee may
require, Including but not limlted 1o executing all such documents, forms
and authorizations as may be required and In the form requlred by
Assignes, to enable Asslgnes to record the change of ownership andfor to
register the assighment of the Assigned [P Rights.

Assignor shall provide the Asslgnee wilh such assistance as the Asslghee
may reasonably require, including bul not limited to execuling &l such
documents, forms and authorlzations as may be requlred, to enable
Assignea to prosecute and maintain the Assigned 1P Rights during the
petlod when the asslgnment and fransfer of the Assigned {P Rights to the
Asélgnea purauant to Sectlon 2 la being registered at the relevant patent

offfces.

Any feas incurred In the registration of the assignment or the recordal of
change of ownership wili be boms by Assignee.

§4
Flles, Provislon of Information

Sublect to Seetion 7 Assignee shall be granted physlcal possession andfor
legal possesslon and/or unrestiicted access to the Asslgned IP Rights as

per the Effective Dale,

To the exfent It Ia requested by Assignee, Asslynor shall provide Asslghea
with all files In lts possession, custody or control regarding Asstgned IP
Rights Including, but not lmited to all fles regarding patents and 2l flles
ragarding Know-How. As of the Effective Date, title to all flles regarding the
Assigned IP Rights Is transfetrad to Asslgnee, and tlile to ali documents to
be receivad or drafted after the Effective Date shall be transfarred to
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Asslgnee upon receipt thereof by the Asslgnor, or upon drafiing of such
docyments.

43  As of the Effective Date and during the period when the asslgnment Is
belng reglsterad andfor racorded at tha relevant patent offices, Assignor
will Instruct fheir patent agents and forelgn correspondents retained by
Asglgnar In connection with the presecution andior maintenance of the
Asslgned IP-Rights that all racords and correspondence with the patent
offloes, Assignor or any patent agent and forelgn correspondents relating fo
fha Assigned IP Rights are to be held In cusiody of Asglgnee and Asslgnes
shall direct the actione to be taken on all such Assigned IP Rights.

44  To the extent that Assignor ls aware that any of the Asslgned IP Rights s

the subject of a dispute or Is being contested, used In an unauthorlzed way,

" Impalred or otherwise endangered or compromised due fo third paty

activity, Assignor shall 80 nolify Assignee in wiiting without undue delay.

Asslgnor furthermore undertakes to Inform Asslgnee of any notification and

any correspondence with the relsvant patent offlce or any other registration

suthorlties. Asslgnor shall deliver coples of such nofifications or
correspondence to Assignes,

§5

Represantations and Warranties

Assignor represents and warrants that it has no present knowledge from which it
can be inferred that (1) any of the Assigned {P Rights are Invalld, () Asslgnor Is not
onlitied to asslgn to Asslgnee the Asslghed IP Rights, (i) the exorclse of the
Assigned IP Rights Infringes rights of third partles, or (Iv} the Asslgned IP Rights
are subject to any lien, security Interest, encumbrance or pledge.
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§6
Rights of Use and Prohihition of Use

841 As of the Effective Date, as between Asslgnor and Assignee, Assignes
shall be fully entitled fo explolt and use the Assligned IP Rights (Including
Know-How) without restrition, As of the Effectlve Date, any and all rights
of benaficlal use regarding the Assigned IP Rights as well the enﬂtlemeﬁt
{o any and all economic benefits existing or arising In connection with the
Assigned IP Rlghts shall vast Ih Asslgnee,

62 As of the Effective Dale, &8s ‘belwsen Assignor and Assignee, Asslgnor
ghall ba prohlbited from using the Aeslgned [P Rights (Including Know-
How) without limitafion. As of the Effective Date, any and all rights of
Asslgnor regarding the use of the Asslgned IP Righis (Including Know-
How) shall celase to exlst, Any and all Know-How asslgned by Assignor 1o
Assignee shall continue fo bb kept sirlctly confidential by the Asslgnor,'
avan after the Effective Date. -

§7
Export Control Laws

The Asslghad |P Rights may be subject to U.8. export controls. The partles agree
thatthe change of ownership of the Asslgned IP Rights will be compllant with U.8.
export controls. The 1.5, export controls applicable to most of the Assigned IP
Rlghts are minimal, so accesk {o those Assigned IP Rights will be avallable to
Assignee and most Henkel personnel worldwide, The U,8. export controls
appllcéble 1o a limited humber of the Asslgned 1P Rights require prior authorlzation
from the U.8. government to be transfarred or ofherwise expored to a forelgn
person elther Inside or outslde of the United States, The currant physical
possession and access (including potentlal access) to the Assigned P Rights and
current export control processes and procedures applicable to the Asslgned P
Rights wiil remaln In force and wiil be administered by the Henkel Corporation
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Global Trade Group located In the Unlied States. Any change In the physical
possession or access or the current export control processes and procedures
must be approved by the Henkel Corporation Global Trade Group,

§8

Miscallanepts

8.4  Should any provision of this Agreement be or hecome wholly or In part
ivalld or unenforceabla, the remaining parts of thls Assignment shall not
be affected, The Invalld or unenforceabla provision shall be replaced by a
valld and enfarceable provision which approximates as closely as posaible
to the economic purpose of the invaild or unenforceable provision,

B2 Any amendments to this Agreement (including this subsection) shall be
Invalld, unless they are made In wrifing,

8.9 All costs and expenses arlsing from this Agreement or from amendments:
theteof and any costs arlsing from the enforcement or preservaetion of
Assignes's rights hereunder shall be bormne by Asslgnee.

8.4  This Agreement, and any disputes arlsing out of or in connection with this
Agreement, shell be governed by and construed in accordance with the
laws of Germany. The UN Conventlon on Gonfracts for the International
Sale of Goads ("CISG?) shall ba excluded. Exclusive place of jurisdiction

ghall be Dilsseldorf, Germany.
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85 This Agreement constitutes the entire agreement between the parties with
respect fo the subject matter harsof. No madificallon, amendments or
supplements to this Agresment shall be effective for any purpose unless In
wilting and signed by each party,

The Bergguist Tortington Gompany Henkel iP & Holding GmbH
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Exhibit 1

List of Patenis
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