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WHEREAS:

(REDACTED)

Said invention being Hkely 1o be protected by inteliectual property, a Evropean patent priciity
application N EP121 66450, L, entitled “Method and appararus for single-pariicle localization
bz:*mo wavelet 'zm';rfv"" ", amd citing as mventor My Jean-Baptiste SIBARITA, was filed on
May 27 “4 20112 ta the name of the UNRS. This patent application and its family are hercinafter
reforred as me “PATENTS” and are deseribed in the Preliminary Article below. The software
WaveTracer has been filed at the Agence pour la Protection des Programmes on Janoary 087
2012 1 is hersinafter referred to as the “SOFTWARE” and s described in the Preliminary
Article below,

-

The Universitd Bordeaux Segalen stated in a madl sent to the ONRS on June 27° R 2012 that it

accopted 1o be co-owner of the PATERNTS,

(REDACTED)

Agcording o the terms of articles 2 and 11 of the déeret n"2013-803, of September '.%.'?d, 2013,
carrying ereation of the UNIVERSITY, the Université Bordeaux Segalen, at@pped existing as
a legal entily as from Janvary 17, 2014, As from this date, the UNIVERSITY substituted iiseld
for the Unjversité Bordeaux 3',, the Université Bordeaux Segalen and the Universite
\iontc\qmﬁn Rordeaux 1V, incleded within this new establishiment. The rights and duties of
the Universitd Bordeaux Scgalen are so automatically transferred to the UMIVERSITY.

it itz reminded that the SATT Agquitaine project bas been afi pted by a decision m»m the Prime
Minister on January 1 91, 2012, 10 the Sinvestisserments davenir” pnbi program. The society
SATT Aguitaane named Aguitaine ficwncs—: transfort, has been created on July 17", 2012, The
SATT Aguitaine has several assignments, and especially the assignment of funding and the
maintenance of mtellectual property mwt& The SATT Aquitas e a {sey manages the hcensing
of the intellectual propesty rights portfolio. To this end, the SATT Aquitaine 1nsures for the
UNIVE 1Y the followsup of the PATENTS and the SGFT ?v,!-‘,Rii

o)
1

Consequently, the present Agreement will ;orma‘xi;” the rales appiica‘jie to the mim
ownership of the PATENTS, the SOFTWARE and the rights and obligations resulting

therefrom.
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NOW THERFEFORE THE PARTIES HEREBY AGREE AS FOLLOWS:
Breliminary Asticle - BEFINITIONS

CONFIDENTIAL INFORMATION, shall mean any confidential or protecied
"M‘bi'n'zaatioﬂ belonging to the PARTIES or 1o one of the PARTIES, in relation to the
ogies witch is {‘1@ object of the PATENTS and the SOFTWARE, whether it be
in Wz:i’r.c,n\ graphic, oral or i any other form.

COUNSELS, shall mean the Intellectual Property Counsel, which has been given the
responsibility of prosecuting all documents for the preparatdon, filing, extension,
defivery and maintenance of the PATENTS, its foreign representatives and if necessary

the company which manages the payment of annwities for the PATENTS.

EFFECTIVE DATE shall mean May 2™ ‘o0z

EXPLOITATION AGREEMENT, shall mean any and all agreements such as, such
st not being exhaustive, Hoense agreements, option © hcsvsw agreements and joint
ssignment agreements for the PATENTS and/or the SOFTWARE, negotia Eed by the
EXPL (}IT%‘-\(F}(;N MANAGER in comnmection with the tasks incumbent upon U
hereundey, regardiess of whether said EXPLOITATION AGRE?&;‘%‘»’?EEN? 19 oat a
negotiation stage or has been signed

EXPLOITATION MANAGER, shall mean the PARTY which has been chosen by the
PARTIES and which has been given the mission to identify and contact potential
partners for the cxrioiwim of the PATENTS and/or the SOFTWARE and 1o take any
action relafed thereto in the name and on behall of the PARTIES

EXPLOITATION REVENUES, shall mean  all  amounts  received  from
EXPLOITATION AGREEMENTS inciuding but not limited o lomp sum payments,
rovalties, milestones and the bke recetved by the BEXPLOITATION MANAGER, on
behait of Jxe PARTIES, regardless of whether these sums are due upon signature of the

EXPLOITATION Ab{{HML TS or at subsequent stages of thetr performance.
EXPLOITATION REVENUES shall not tnclude reve nue\ received in exchange of
cotlaborative research agreement refated to the PATENTS and/or the SOFTWARE and
which are divectly paid o the PARTY(IES) taking paﬁ to said collaborative research
agrecment,

INDUSTRIAL PROPERTY EXPENSKS, shall only include direct costs invoiced by
COUNMSELS  for expenses for the preparation, m ng, extension, dehivery  and
naintenance of the PATENTS. INDUSTRIAL PROPERTY EXPENSES shall also
include direct costs relating 1o the registration of the present joint ownership
INDUSTRIAL PROPERTY EXPENMSES do not mclude any fulure es Rpenses incurred in
actions taken by one or several PARTIES in relation to infringement in defense of the
PATENTS and/or the SOFTWARE and/or any claims of invalidity falling within the
acops of Article 8.

(”,‘z
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PATENTS shall mean:

the Furopean patent priority application N° EP12166450.2, entitled “Methad and
PP s for single-particle localizarion using wavelet analysis™, filed on May 2%,
7 i the naroe of the ONRS and utmc as inventor Mr Jean-Baptisie SIBARITA.
Hoas any and all patents issuing there from, any and all divisions, continnations,
reviewals, contimuations-inepart, reissues, re- ‘examinations, extensions and any and al

M

national or foreign equivalents thereot

PATENT AND SOFTWARE MANAGER, shall mean the PARTY which has been
chosen by the PARTIES and has accepted to be in \,E.dl‘gi; of managing ail actions
relating o the prepavation, filing, extension, delivery and mai wenance of the
BATENTS, in the name and on behalf of the PARTIES,

(REDACTED)

THIRB-PARTY UJ CONTRACTORS, shall mean any and all identified third
partics, nteres the explottation of the PATEMNTS andior the SOFTWARE i

connecton withan EXPLOGITATION AGREEMENT.

Singular terms can be read in the plural and vice versa.

Article 1 - PURPOSE OF THE CONTRACT

¥

iti ownership in tilb PATENTS and in the SOFTWARLE, as we

ol
4

1.1 The UNRS h sreby assigns to the UMNIVERSITY, which accepts, fifty per cent (30%) of
1 as the prionty rght

sulting theretfrom.

1.2 As & NS and the
SOFT ‘« ARE and shall bear all the rights and obligations related fo them. The
hip shali be shared as follows:
- Fifty per cont (50 %) for the ONRYS,

Fifty por cont (50 %) for the UNIVERSITY.

consequence, the PARTIES are joint owners of the PATE

(o
e
{
S
¢
{

.3 By the present Agreement, the PARTIES wish to formalize the rules app"i-cabie o the
joint ownership of the PATENTS, the SOFTWARE :-md the rights and obligations

LS

resulting therefrom,

Article 2 - TERM

The present Agreament shall take retroactive effect on the EFFECTIVE DATE, and shall
rernain in eftect for the whole duration of validity of the last to expive PATENTS and until the
expivy of the SOFTWARE, '=n secordance with the articles Lo 1231 and 11232 of the

French Intellectoal Propenty Code. The present Article applies absent early termination as set
fortl tn Article 10 -of the present Agrecment.

PATENT
REEL: 036124 FRAME: 0787



Page 8 sur 13

Articly 3 - FILING, ISSUANCE AND MAINTENANCE OF THE PATENTS

(REDACTED)
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(REDACTED)

Articie 4 - EXPLOITATION AND USE OF THE PATENTS AND THE SOFTWARE

(REDACTED)
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(REDACTED)
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(REDACTED)
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Article 53 — ACCOUNTING

(REDACTED)

Article § - PATENTS AND SOFTWARE ASSIGRMERT

e 4 e e e N - « PN ~ B TR

(REDACTED)
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(REDACTED)

Article 7 - CONFIDENTIALITY

(REDACTED)
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(REDACTED)

Article 8 - INFRINGEMENT - PATENTS AND SOFTWARE VALIDITY

(REDACTED)

Article 9 - TRANSFER

Notwithatanding Article 6, the present Agreement is personal, non-transferable and non-
assignable.

Article 14 - TERMINATION

(REDACTED)

Article 11 - WAIVER

(REDACTED)
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Article 12 - GOVERNING LAW AND DISPUTES

(REDACTED)

Article 13 - ENTIRE UNBERSTANDING

(REDACTED)

Article 14 - INVALIDITY OF A CLAUSE

(REDACTED)

Article 15 - HEADINGS
B the event of difficulties of interpretation between any of the headings preceding the
clauses and any one of the clauses, the headings shall be ignored.

Articie 16 - REGISTRATION OF THE AGREEMENT

The PATENT MANAGER shall register the present Agreement at the appropriate
Nattonal Patent Otfice of intellectual property for the BATENTS,

The costs of such regiswration will he supporied by the PATENT AND SOFTWARE
MANAGER.
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