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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 1 of 51 PagelD #: 16885

N THE UNITED STATES BISTRICT COURTY
FOR THE DISTRICT OF BELAWARE

53 GRAPHICS CO, LTR,

Plaintif},

Tt ot et ot

Y.

ATI INTERMNATIONAL B8R, snd
ADVANCED MICRO DEVICES, INC,

PUBLIC VERSION

R

Disfendanis,

Karen L. Paseale and James L. Higging, YOUNG CONAWAY STARGATT & TAYLOR LLP,
Wilmington, DE. o

Fohn B, Alison, WINSTON & STRAWN LLPF, Wadingon, DO,
Louis Lo Campbell, WINSTON & STRAWN LLP, San Franuiseo, UA,

Lanra P. Masurovshy and 1. Derek MoeConpuindale, FINNEGAN, HENDERSON, FARABOW, :
GARRETT & DUNNER, LLF, Washington, DC, :

Atlomevs for Plaintift
Fraderick Lo Cottrell, I and Travis 8. Hunter, RICHARDY, LAYTON & FINGER, Wilningion,
Timothy Barber, KING & SPALDING LLP, Charlotte, NC,

Jeffrey I, Mills, R, Willlam Beard, Jr., and Aming 8. Davunam, KING & SPALDING LLP,
Augtin, TX, ' ‘

Astorneys for Defendants,

OFINION

Septémber 26, 2015
“Wilmington, Dalawsrs
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 2 of 51 PagelD #: 16886

AN

Pending bafore the Cowrt v Planatit 83 Graphics, To,, L0 (P lainti i or "836™)
Mestion Tor Pariial Suntrnary Judement on Palent Ownerstup and Iuphed License (DU 2703

3 *

Plainisils Motion to Preclade Certatn Opinions of Defendaniy’

Teehntoa! Expert B

Dol 1Y, Pl DL 265) Defondants AT Technologins ULC AT Canada™), &1L

Internghional BRE (CATI Rarbados™), aod Advanced Micro Devinss, e s (FAMDYS

¥

ng st forth belosy, the Couet will: gramt Mainttils Motion i Partial

For the

Suwmmsry Judgment as it rolates o ownership and express Hoonse hat deny it as ¥t relates o

splied Bognss: deny Plainah tion o Preclude: prant in part and deny in paet Defendanty’

Motion for Sanmpnary Joadgment and o Bxclade lnproper Bxport Tostimony: and gravd

Diofandanis Motion for Leave to File Sus-Renly,
BACKGROUNS

A%

This case invelves four patends descending from U8, Patent N, 50584371 ahe a3l

patent™ ), entitled “System and Method for Pixed-Rate Rlook-Based Imags Comprosaion with

Trferred Pheel Valuw? tst B §, 058,146 (the 146 Patont™), antitled “Fixed-Rate

Block-Hased Inmage Compression with lnfared Pixel Vadues” which dssucd fo 83 3 on Decsmber
ther peoding motions. Detfendants” Motion (o Strke

ny denied by o separate ander that will he gntered today. Last week,

al judgoeent on the plosdings e ek of subiect rontter

oy

e ol (DL 33 ¥EY This latest wotion bl heing
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 3 of 51 PagelD #: 16887

2.200% (DLl eii« 1y ULS. Padent Mo, 083 F7E (e 978 patond™), alse entitied *‘waeivl*'{mc

Bieck-Bassd Image Compression with hdbared Plxel Values,” which fssued 10 83G vo 331311&*}

7 2004 (DL 18, B 33 US. Pateat Na. &, TISALT {the ™ 417 patens™, slso cutitled “Fixnd-
Rate Rlock-Based Image Corpreasion with Tnferced Pived Valoes” which fasued o 836G wu
Augud W 2004 (DL 14, Exe 3y and UK, Patent Ko, 7043, 087 (the WORT priont”), entitled
“Hniage Procossing Svstom,” which issued 10834 cn May 3, 2006 {101 14, Exo 4} {collectivaly,
“the Disputed Faters™)

T At 2000, BN bl and VI ﬁx Ceohuologies, e VIA™) sxevwed an Amended
amd Restated Ivestment Agrsorasnt (ARIAY) reparding the crsation of w jolat ventire whereby
SOICH e would transfiey s "Hraphice Thip Business” to anow anlity, 833G, (DL AT Ex )

\ )

The ARLA defined “hntellectas] Froperty™ ss “patonts . . . snd patont appdivations (ncluding

docketed patent disclosures awaiting fling, relssues, divisiong, continsstions-in-part and
extensions), patent disvlosures awaiting Bling determination, nventions and improvemsnts
therpto” (#d. at 33{2‘%{36{}“}"?3’?8} Seheduds 3, 146D of the ARLA tden dified the *‘i,lia:sm:'iibmed
Intellevtual Property™ that would be transtorred to 583G, e tuding (1) the "431 patent; the mirmi
to sl fonr Disputed Patents, and () two pending petent applications bearing the same name,
(D037, B 4oat N3GOMETRATY)

{in Janoary 3, 2007, SONEChlee (the “Assignor™) and VIA execnted a Joint Venture
Agreamerd (TVA™ stating the parties” agreement to form 53 {the ™ Assignee”™) by executing

the ARIA. (DX 372, Bxo 2 at 30000 TR0EVA3GO0248I5TY In partial fulfillnent of s

X

’/{

ohligstiorn under the IVA, SONIChlpe sxecuted an Assigiment of Patent Applicatons and

Diisclosures (Uthe Jannary 001 Assignment™ (DL 272, By § ot R3GO0GTSEI

e
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 4 of 51 PagelD #: 16888

GOO2461 63663 The January 2001 Assigmnent provides for the sasigament of “the

feventions snd patens applications and discloswees Hated in Schedule T annesed hurate™

the sforesaid Assignor [MINITE ] hay sold, assigned, angd
transferrad, and iw these presents doss hareby aell, assign, snd
fransfer unts said Assignes D33 the full an § exalasive right, titde,
and fterest in and to S aforesaid fnventions and pettent
gmpizs‘a’ax s and disslosures dn the United “»t&im b AR o

Assipnor SO Hue] boreby authorizes Asstanen [R3G], .. z*.{:s
a;t)ph* f(ﬁ’ & mtem ey patonts divectly in #is own name, wpon the

5 nticns, and the Assigaer [ROMICHue] alse assigns

s‘, BRIy vl w‘tt‘ fn

5

85

- unte said Assignos [R3G] and s

3 the mwmma “;m‘f?mm, ’\a«igﬁm

sa the
pm‘ oaee of zm s instrume
{d ol SICONOTRR2Z/BIGRO2AS 165} Avached to the January 2001 Assipnmont I8 s schedule

cotited ¥ A seldoh Hete the "3 1 patont amd fwe pafent apphications bearing the same nawe,

sevngst hondreds ol applications and fssued petents, 4 st RIGOOOTIRIERIGHA261 69 The

pasties further exeounted an “hxtellectoal Froperty Cross Lloonse Agresment™ prrsuant o whick

?

Q3G granted SCNICHEe 3 noveexchgive worldw v fres Beonse 0 &lL00Y Palonds™

including the THipuied Patents — far SRONIChloe Livensed Products”™ sssignable anly with prier

L 8 stcosssor that acyuires @ majord

written sorment o, shsta priov wiitten conse

partys] voling stock or & s entity that sequires all oy substantially all o cithey prety’s sesets™

(L 38R, B Tl RAQUOATONAS-24, B3GR0UTRARTY

Patent and Trademud (fes CPTON. (DL 372, Bx 6 2t §3G00002010-3% Ultimatedy, all the

]

ispited Patents iauad 1o 8

g
Ry
573
“h
5

-~
R
-
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>

Mesmwhile, on March 30, 2001, SONIChlue agresd o acll itg FireGL busineas tp ATE

through an Asset Purchase Agresment, (CAPATHILE 267, By, &) Seotion 2,01 of'the ARA,

auditled “Furchase and &ale of Agguired Assely.” provides;

st fothe o h_dmm of this

% .,iif:.z*

Sed . E use} qm} o the Closing Dhade,
a8 ii, awi«a ir srter, convey @mi deliver o faii and the Purchaser
or cuuss “im sotd, &:Simc‘é ransforred sonvoved ms;i detiversd o

AR

AT and the Purchasors, and AT sl the Purchasers si sli parchase
fronn the Selloy [SONY bim,} DN t‘:af: & io\ﬁw i‘}&k. ai of *‘m 388 :-:ts,

subsidianes 3. }?im::
sis {the agsets o be p.mn *é. ‘}s i 3 ;«i the | }mc
reforred o as the “Acquired Assers™}, ;rc~ud ing and without
Hmitation, the follewing

{1y all vighis g anst toy adl costomer
Lontratis or g wobss m**i .. e TCastomey

Cortrass™y

{11} all the Seller’s {SONICblog} mhr, title
gl ‘a%@*s&i iy, to o] wler the Basiness
Imtelicoad }iupu'ta Hsted in Sestion 3,191 of the

E}m\mmm sohedule;

vy all ié}ir{_}u arty Licenzes pmm‘is or

cenits Ixsusd, pra cplven bv orunier the
thovity of amy mm»mnm sutal Body o porsuand i
S R.waih-biﬂuﬂ t E};’iﬁa are hedd by the Seller
, bluse] and are pead 0 comeetion with the
FioeGL: Bustness and for w:mh Seguired Comsents
have gither boon ablained by the Seller
ISOMIChblus] or such congdition to-closing has baen

R

PATENT
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 6 of 51 PagelD #: 16890

i 4 hr} Parchasers {ealluatively,

T ded Assets, all t
Seller’s §f_i§t*%§&:b§u‘: mw}"ﬁ g el in tem\i on 8

zif},{ssmg m 3, H ard l‘?‘.dtﬁ“ aii other spsets, vights

Pag

u

mtsm: nwd @

'*\1‘ ii *‘i‘mﬁ i\d\mms

1 Assetesha \t}‘ta S ﬁt\ 1\ i{:swigm

‘E
RORIChlue ik

(st AMDOGI T

Section 3,186 of the & APAT  Representations and Wearrantios of the Seller™ provides

that “Seetin 3180 of the Ty

%

ostre Nohedule sets forth g e and complets st of (1 ol

patents and patent applicetiony . . . inclided in the Business Intellectial Property o, . meaderiad 1

the FireGL Business and Seotion 3,1964) further provides that "{i]he Business Intellorial

Property incledes all of the Intellovtoal Property used in the ordinary dav-to~day condoet of the

FireGL Businesy, snd thers are no other Sems of btelleotual Property that ave watenigl o the

ordinary day=tosday conduot of the FireGL Businees™ (Jd at AMDOUB124-25) Section 319}

L35

PATENT
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 7 of 51 PagelD #: 16891

of the Disclosurs Schesdule (CSchedule 31807} Hsts clpht patonis snd potent applicationg, none

B

of which wre the 431 patent or wy of the Disputed }.}s&taut& (1272, By, § gt AMDOODSSR)
Prrsuant (o the APA SONICHue and AT exeonted twa assignment docnments on Marsh
A0, 2000 (DL ITL B 6 DL 372, B 10 s AMDOOSTANY The fust assipoment dovument, 8

\\;‘.

1 ;\r&}v:d@

\ &}‘\}R Sim} Em-eb\» o3} 'i‘a\: Ciasmw ﬁ&?:@:«,._
sax, ransters, con vovs *md wﬁz\: **;k to ﬁﬁ"i :md the

3‘3.:1 e pzzmim&m\ m\m ii”i&‘f ‘%QL@ '{}.L Km} on

, e, wllof the right, title aad interest as e {loaln
Date of %hx, Seiler [NMOINKbhue] in and o the =\\:§mmi Asseta,
other than the Exvluded Assels, including, w ﬁimm 11 a wtation, the
fodfowing oo () all the Seller’s [BONIChlue] 11 titde and
nlerest iy e and vnder bntellsctual Property as w:i s*smﬁ o Bochon
3. 1%a) of the Disclosure Schedule of the Asset Purchase
Agrectnent. .

‘r'sce

(VL 272, Bk B at AMDON2343) The Bill of Sale inchaded 8 “Power of Attorney” provision:
The Seller [RONICER] hershy constitutes aand appoints AT and
the Purchasors, their zuywﬁw survessors and gesigns, the toae and
lawful attorney and attoraeys of the Seller with full power of

mmm‘smn, 0 the nar of AT ov the Purchasees or in the nams
tond of the Seller but on behalf of, for the hevefit sed st the

ense of AT1 or the Parchasers, thedr respoctive saogessors and

ansigng, 1 take any aod all ressonable sction desigoed o vest more
fulby in AT and the Parchasers the Acguired Assels hereby sold
and pesigned o AT and the Purchasegs or 'i‘”‘l’it‘f‘?&‘iﬁ\ isoto beandin
ordey o provide for AT and the Purchasers the banefit use,
criovment and possesston of snch Acqutrad Aseets

(5 ot AMDUORIAS

The second assipunent dovwment i ¢ Potond Assigranent (March 20071 Assigutent™),

by which SONIChlue “horeby assig s} o Assignee all of Aseignor’s [SONIChlue] right, gile

&

PATENT
REEL: 036931 FRAME: 0009



Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 8 of 51 PagelD #: 16892

and inderest in and o™ “ihe patents and patent spplications set forth on Schedele A hevete {the

“Patent™u® (I 272 Bxo 11 gt AMDOORTIR) Schedule A Hets the same aighi patents and

patent applivations Hsted {n Schedale 3,190 of the APAL (I ot AMDIISTIN) Scheduls &

-

shoes nit Hat the "3 patent or any of the Disputed Patesits. (3} On Aungust 10, 3001, AT

P

vegeacted the March 2001 Assignment with the FTO, (0 st F AMDI0E

T 003, SONICHIne Slad R iy ankruptoy, (See B 2720 Ex 14 o S3G00ARIR Y
Subsoruontly, cardudy 16, 2003, 836G Slod a Broof of Claisy o the SONICHus bankraptoy

repsrding cortain disputed issuos arising under the ARIAL {8} Some of these issues had been

ed to Bin dme; srhiteation on. Avpus 22, 300 bya L

R

refo Agreement that had beon sxevuted

i conmeniion with the IVA oo Jeounare 3, 2001, () Among the ofhier sssorted tsaneywas

B3 s “Clatm Based Upon SONIChloe s Fathure to Exeonde an Anended Patent Aspignment

Scheduls, with Accompanying Ueclaration, wd Filing and Recordation Thereot with the

USPTO™ fthe "Olate™) (I8 at B3C00243134-35) According to B33 s Claim,
Eb%e:f: e Behedule 1 fof the Janoery 300 »’-\Wk;‘;‘éﬂ‘lﬁﬂi} fatisd o
meet cortain idemtitfication z‘m;zm‘mzmia et forth by the USPT(
aned the relpted Code of Federal Regulations (ogether, i*}ﬁ S
Pateast Guidelinge™) . .o Sounsel for the IV submutied the Patent

Assigmmentand bs;mmﬂie 1 fo the assigranent dvvision of the
USPTO and reguested that the asstgmeosut of the issusd pa‘tmﬁ 8 b

veoprdet (e, those which could pm;;wiy b identifind by senes
cods . oand the serfal momber . Y. A sigtunent of the
remaining Patent Assets bsted on Schedule 1. .. could not b, cand
m &id? SR ave not been, recorded with the i\si&}?’}_‘{} viwe To recond

:ﬁ‘ia i\ **i 1y ﬁs mzimi 3’3&;3‘;? *\%\imm *1& failed to mtmiit?s sevtan
pator and patent application serial nombers andfor serial codes in
accordance with the US Patent Guidelines and that 2 Schedule 2

B boown attached tothe Amended Assigronend 1 olanty aud

i

PATENT
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 9 of 51 PagelD #: 16893

further identify the vovecorded patents &mﬁ "{"Sﬁé‘lili: appshiomtions that
were widntentionalty owdtted Som Schedule 1 b the dme of the
Patent Assigronent,

()

Thersaftor, oo Movember 14, 2006, SOMNICH e sad 33 reached s settloment {the

SRetiement Agresent™l, whershy MIMNIOblue agreed B

st e commercially reasonable bost offorts o transter within ten
business days aftor the Effective Date to 836G Cloy, or fis designes,
the ntellectust property related o ormsed Inthe § z(mi}sm Chip
Business that cwevently remains in Deltod’s possession, i

reasonably available, and was o be contributed pursuant to the
'e:n‘aﬁ

Arnonded and Rostated Investment Agws:mstvt i%m “*Ez 40N

Tm\miwm% ime' :mzisz §‘n\a sty iss th& mzzmt .i"*e%mr
[SONIChue] subsegueatly zdmufa w8 o looates any Transterred
Intelisctual Proporty that roossins In s possession, Deblor shall
teansfie such property to 838G Tn, or #e designee prompily wpon
such nostion or Dlentification, and Clatomeds shall confiug o
awn gl right, title and interest dn the Transiorred Intellectual
Froperty, whother ornot # hae boon travsforred 1o 83G Qo or iis
designes before or afte the Efvetive Date L 0 Subjesi o the
foregoing, the Parties sgree that Debtor®s R
perforpanee of the following setions with respeot o the

&n‘eé ritaiis‘:«a:wai ?mmzi‘v shall extinguish and »at’s**‘s-“&i

o,

i

s

o

blor's | sations, of whatover kind v natues
with fn\fﬁﬂct m ?&m t:‘&ﬁ%im“ to $3G Co, or sls designes, of iht:
Transforsed Intellectual ?mps?m

& Within ten hustness days after the Bifective
Diate, exeoutivn by Dshtor [SONIblug} of trasfer
docaments refoting to ol patents aud patent
spphications listed on Schedule 1o the Bill of Sale
{ax dedined i the Aroended and Restated
Investrent Agresmenty and patents, trademarks,
viighis, sl other oy Heted in Schiedule
z%{;\}fa‘e o the Anended and Restatesd Tnvestment
Agrecmsut.

20
3.1

PATENT
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Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 10 of 51 PagelD #: 16894

A0 The Rettlemment Agresment was spprovad on Oeteber 31,

2006, (T 267, Bx. 13} On Movembey T4, 2006, MRICHue exevuded the reguested Amended

Axsigr rent Amended Assigrment™ {albeit with an attached *Scheduls 17 instead of

“Sohedule 27, ncluding the sdditionat patent snd appHeation sunthers of the Digpated Patends.

T 272 By 15 a AMDRQIOTRRT

i th@‘mﬁ‘ 31, 3007, $3G informied anindngtry working grovg, the Kluonog Gronp, that
Mithe BTU patent owneeship {ssnes were flnally resobved sarbier s veer,” and “tnjow R3G
Clrapbics, Co,, Lid officially bolds several patonds relsted 1o 33T ncloding the "3, 14,

and HTE petents, (B 372,

SIGOOOVIEST On Ducember 12, 2007, 836 submited sn

I Disclasus Corlificate wy

,.w

the B hronus Group officially disclosing ity ownerstup of these thees

pateas, (O 285 Bxo 33 af R3IC0UURATAY) Qu Depanber 20, 3007 these ewnerslip claims

wore scknowledeed at a Blvonoes Groug mestiog attonde by an AMD representatives {See BLL

ITLEx 12w ¥

I dady 3010, 83G filed & consplaint againgt Applein the Tntermational Trade Convadssion
CTTCT (the “ITC Action™ alleging infringerneut of the Disputed Putends, specifically scousing

Apple products that included AMD praghios provessing walts. {f

I August 2014

after the TTU fssued an it determination apatist Appde in July 2011 (DL 387, Bx 18),

'rf“,s

Drefendunte purposiedly discovered that they had sonuired the Dispated Patonts as part of the

P

5.

FireGL Business in March 2001 vinthe AP "x @‘3 138

CEx1T at 153 see advo DLE 283 at Y 9,
3T O Septermber 6 and 7, 2011, two ATT eviplovess sxvcuted an Adknewledgment of

Asslgrmvent aod Transfor of R sgchin du Patengs aud Paent Apphicationg ¢ Acknowledgnent™

purporting W retrosctively sssign the Disputed Paess from SOMICHIne 19 AT dg of Mareh 30,

PATENT
REEL: 036931 FRAME: 0012



Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 11 of 51 PagelD #: 16895

2001 {0285, By, 35 a1 S3GH02T008004), sm& they subsequently revorded this sssigunent

28

with the PTO U o 33QO0ITO087-81) Then, oun Septentber 15, 2011, D &;mt*% filad s
pdion i intervene o the ITO Action, st mivtion the ITC deded on December 21, 2011 (DL
3&;\ B T et 8RGO 30y (1T Tnvestipation Mo, 337%TA ?%\ﬁ;ﬁ;ﬁ_é{iﬁiﬁ}.@. that “834F hag

extablished title W the asserted patents by vivtus of the Jamuary 3, 2001 agrevment with

Court, seeking 2 dechiration that: (1) the ATT Patents wers transferred to AT when AT aeguinsd

the FireGL Businoss; (1) AT possesses ownership vighes iy the AT Patents; snd () Defendants

I83G] do sot have sny cwnership rights inthe ATT Patents that ave superior to ATV s ownsrship

pights.” (T4 Mo FI86S5, DL T et 738 On Decerober 13, 301, bofors 853G had seveed an

msu&z o a otion B summery Sudgment, Defendunts dismissed thel aotion withoo! prejudics
it to Federal Rule of Civil Prosedure $ 1001 AXD, (4, DL &1

O Deceraber 28, 3011, 836 Hled this action seeking denlaratory fudgment of
ownership of the Disputed Patents under the Delaware Deslanatory E};sx;%gmém Ast, 10Dl O
H301, and futher alloging slander of tle, conversion, and unfile comipetition snder Califorata
faw. (DL 1

LEGAL STAKDARDS

A, Semmary Judgment

Prrsuant fo R;ﬁ 36{ay of the Feders! Rules of Civil Procsdues, “{1The covst shall gram
Suntiary judgment ihe movant shows that there 1 no gonase disputs as o any matenal fast

A%

s the movant 18 entitled 4o Judgment as w meatter of faw™ The moving pacty bears the burdes of
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of 8 penine fasue ol material faot. See Mussnsidta Elee, Indhe. Ca,
srifon that a faet cannot be - o,
alternativaly, is - geninely disputed must be supposted sither by citing o "partioalae patts of

R

matenads i the veord, neluding depositions, documsats, slectronioadly stoved information,

affidavits o declamtions, stipulations Uncluding those made B parposss of g

oy N

¢ amation oalvl

acdimisaiony, denogatony suswets o odher materinds” o by “shosong that the malerinds cited da

i

not extablish the sheence o presess of 8 gonuine dispute, ur th

producs admriesible avidence o suppost the fagt

o with specifio faets

there s 3 gonudng iseue for tial” Mepsneddta, 475 ULEL ot 387 (ndernal quetatinn

wble inferentes in faver of the nommeving oty

v e oy b i v e s Y i e e
b welgh the evidenee” Reever v Sande

s some metaphysioal

N, 8t 380 e wlse Fodpbnil v, U8 Postad Sere 400 FL A S84, 584 (3d Tl 2005 {stating

pary opposing suntnary judement “must present poTe than s have sesertions, copsiusory

whiepations or susploions ® show the exlstones of o genuine aee™ {intomal quotation marks

% &

onuttedt The *‘m@r’ sxntstonce of sone alleged fotnal disputs bebwisn the paaties will not defest

an othetwiss propely supporied modion for sunwary Judgment™ @ ol dispude s ponine

emily whest “the evidencs iy sul

p et reasonalde ury oould vty & verdict frthe nomnsving

ety dadersan . L

1
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godopalile, 0f 1 1R siguificantly probative, smamary ndgment may e granted™ At 34850
{ntersal citations onitted )y see afse Celotex Corpov Catres, ATTURL 317, 332 (1988) {siating
entry of soviary Hdgeent is mandated “agaiost 8 party who fails o make 3 showing sufliciem
1o establish fhe oxistence of an cloment essential to that party™s case, aad orewhich thet party will

bear the burden of proof st tial™). Thuy, the “mers existenes of wasiotith of evidence™ i

suppent of the nonowy efoat @ moton &y sunmary

Ty positios I8 s Boiontt
&d anent; thers mnst be Yevidence onowhich the fuey conld reasosadly Gad” for the norneving

v, ednderson $TTUS, a1 232

B, Moetion to Bxclude

In Danbere v Mosrell Dow Phaems,, Jee, 309 ULE. 579, 397 {1983}, the Suprome Cmut

y:\niamﬁ that Federad Rule of Bvidence 702 creates “s gatekeoping role R the Dirlal] indee™ in
order to Mensple] that an expert’s testhnony bofl resty on 8 relisbls foundation and Ik relevant o
the task ot hand ™ Rude 7O raquires hat expert testimony “help the tder of faot to understand the

N

evidenee or to detenming a faol o issae” Fod, B Civ BLO702(0) Experttestimony Is admissibie
only if “the testimony i based on sufficlent facts or data,” “the testimony 1s e pradugt of
redtable principies sad methods,” and “the sxpert has reliahly spplisd the principles snd methads
to the faots of the case” Padl B Gy, PO

There are three disting requitesonts $or roper expert tostiomny: {13 the expert must be

aualified; () the opinion toust be rellalie; and (33 the expert’s oplaton past velnie to the faets

Sew Eloock v Kmert Corp,y 333 AL T8, 741 (34 Cir 20080

e
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DISCUSSION
8 Sumrmiary Judguunt Motieas

A, S3:"s Maotion for Partial Summary
Judgment an Patent hwaership sad License

1. Patent Cneeship

§30 srgues that # is entitded o sipvmary judgment fhat 36 owns the Dispated Patonts
beoguse the Jonnary I00] Assigrmnent noandbigaoashy gssigned ol righis in the Disputed Patents
from SOMICHue 16 3G, whersss the March 3001 APA wnsmbiguously did not sssign any ng“zik
in these patents to ATL Defondants counter that the Disputed Patente were gof aysigned to 838G
by the Jamusey 2001 Assigoment, and that the March 2001 APA & sesign the tights in the
D \me{i Patents to ATL Defondants comend that even ¥ the Janusey 2001 Assig im_mt did
ansign the vights in the Disputed Patents 1o 83G, ATT is ¢ bona fide purchaser without notee aud,

b, the aessigrovent 3 830G s vodd ax againgt Defendants. Qnogach of

parsuant 10 35 LSRG § 38
these tssuss, the Court apross with 833G,

Agwmatier of law, the nnsmhignous 2001 sprcemends = those hebween SORICHe swd
SHE, on the one hand, and those Setween RUNIUMwe and ATE on the other - demonsirate that
S3G i the owner of the Disputed Patents and that AN i not The Jamuary 2001 Aselpument,
the March 2001 ARA, aud the Bl of Sale sre all poverned by Delawaredow. (L 272, B 2t
SIGOODTOOTHRIGOO246270; TNL 272, Ex. 7 ot AMDDUUOST IV 372, Bx. © gt AMDIDN2346)

Lhoder Delaware law, swnmacy fudgment e be appropriate wheng, s hom the Cowt i aked v

intenet unseniigueus contractnal ugresments. See Riverdend Oy LLC v Green Stone Bag i

PATENT
REEL: 036931 FRAME: 0016



Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 15 of 51 PagelD #: 16899

inder Delaware law, Swihan the langpags

'\;‘

-of @ comiraet . . 3 olear and unsgquivossl a

)

party will be bound by He plain weaning . " Lorillord Toboccs Co v dm Legaey Found,,

SU3 AZA TIE, TAS (Tl 20061 (mrernal quotetion marks amitiedy “A contract i st rendered

snbipuous shmply beonuse the parties do net sgres upon Hs proper construction™  Rione-

B

Fowdene Bavie Chamy, Co v, Am Motoring: Sunes, O 516 A0 1192, 1198 (Dl 19920
3

Drelaware comts “will resd & contract as o owhole and . o will give sach provigion and term effecy,

soax ot o render any part of the contract mess surplusage.™ Osborav

TI59 (Dl 30101 (oternsl guotaiion marks omited), “Specific lauguage fvs sontmet sontroly
over gerieral language, sndwhere specilio and generad provistons conflion, the speotfic provision

Fopsr A
L dne v Conaderg, fro, BRE

god

The "AlP schedule sttaehed £ the Jameey 2001 Assipnoent explisly Hsted the 43

prtent by nunte and number and two pending patent applications by the same name,” thevsby

effectuating v asstgnment of these paiens Som SONIChhue 0 X33
SAGOHAUTERIGARIGHNSIEN) This aaxignment waa conaiztent with Nobedule 31da) ol the

ARLA, which socording 1 the ARTA sety forth the Intedleatuad Propecty Asents whinh are owasd

o

v §3 The, SORNICHue] and which 83 [RORICblee] will Transfer 1o JV B, 83 onide

Closing Date (e " Contribuled ntelicctuad Propeety 7L 3732,

sebvioh Haty the 431 patent by name and twember and two ponding pateat apphivations by the

 Althongh the patent spplications were notalso identiSied by number, Defondants do not
dispute 830G s asseriion thad “there were ondy two US a;*:“zin‘a'{m“w o existence st that Hae™
(DL 37 et 17 (See DI 2RE @ 1) (Dolendants stating that "1 recution history teveals
that 8L l\éi&" e prosecuted the peading * 146 and "8 r:m:. nt sppHontions at the tme the

risputed Patemls wive assigned o ATE

14
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same pame, (DL 27X, By 4 ab BIGOOOTEATE) The parties” intention t tranedr these pateniy to

ctial Property™ (o Include “patent

by

836 e Rurther confiomed by the ARIA s definition of “ltell
spptications {includmy decketed patont disclosurss awsiting Hling, re issues, divisinny

contimations-in-part and exdensions), patont disclosures gwaiting g {iling solenmination,

nventons and inyprovements therste™ (D0 372, B 3 of S3GUBOTTEIR), encomnpussing theraby

ot Just the then-dasued “437 patent but slse any progeay of B S ganerally FilmTee Carp. v

5 - X

wed Beo B3N P2 1568, 1572 Fad Chr, T (1T 1e settled fase thet belween the

thme ol an invention and e ssuance of 1 patont, rights s Wnvention mugy be assigned and

o the sndaing pale 1o the sssignese upon graatof the paest ™ Burtherms

53

ull and sxvhusive tieht, tile, and fmorssiin

the January 200 Assipmond conveved fo 836G Sthe

R3S

anid 1 e gforessid mventions,” mcluding the expressly ihephified 431 putent, and suthonized

S3G w0 apply foy 2 patont ov prients directly e g over e, ppon the sfbresatd nventions”™

(AL 2720 B 5t SICGUITERRARIGHUA4G1Y

41
Y
LEL

for by smphasicing that the hesuey

Diefondants atismpt to resist *Ei G oned
Assigrment refers tooa “Schiedule 17 rather than 3 schedude called “AIL and by pointing to minor

difforonsey between the Jamury 3001 Assignment’s "AL sohedule and S ARIA s Saliedule

B tat snggest thiat the Jannery 3001 Assignment’s “AR sohedule ~ purportedly ceeated in

o \

Jatumy 2{# I aednally predates the ARIA s Schedule 31448, whicl was orented in August

sxignment and §
da dmi sration
seevdy ang. i\:: z:a

ke My “.\Lm § d.\fx.i&i’fﬁi'§ M
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sy alloseed, fssved, snd izsued, appear on “AI schedule, respectively, as pending, allowed, and

81 anin

However, nons of these differsnees iovedve the 431 patent or the two des

sppiioations, alt of which are Hsled io identest form on hoth the AN schedule and 3

oo DL 272, By 4 ot R3G000TRLT

4ET69 Nor du Diefondants point o any evidence that thers s some other ¥

oo what was “iuly” attached © the January 380

that conld have

fendants hive avguably identifed wines dsorgpancies i the re

not domonstiaed & gendpe dispite o marerdad Hiot o8 o whether the Disputed Patents wers

&R

fransforred 10 830 o Javnery 2001, because the recond does not condain evidenor from which s

reasongble Huder of fact could Bagd thar the palents yare sof 5o tromstorred 1o §3G0 Yeurs bofore

K

thix Htigation, N3G submitted fothe FTO the Javnary 2001 Assigument and the same Ml

chiadule produced o diseovery when, on May 7, 2008, S3G reconded the fomead patents properly

wentified by number iy the “AIN schedule. (Compare DL 272, Bx S0t SIGHNTREZS-

EIY

sved by

idy seme vecodation of e save CARY solidule — despite calling 1 “Sohedule I < i the Pepof

af Clain 1t filed 1o the SONIChive banloupioy procssding. T4 oat RAGDOR4 31 34.

35}

&uihmm gl Gi‘s aotion, i doss ot by iteelf es chedule } e ei i, 10
shedule { that s part of ey Tanus wy 2001 daes, however, suppeet this

CHROHIS WL

Drefondants dooaot, e instance, contend that the “Sal ‘*e“rhi’i o B attached to the 200
Kmended Assipmvsg is the sohedule that was sohuadly atiaehed fo the Jantary 2001 Assigronent,
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The 2006 Amended Assdignment and Settlement Agresment alse confivm that the January

OG0T Assignment tansferred the Disputed Patents to 833G, The Seitlomemt Agresment provided

that SONICHlue, the “Diebtor.” would exscute all documeats negesss iyt transter Y

A

intellectual propserty related W or used 1o the Graphics Chip Business that corrently remaing in

oS possession, and was o hg contributed pursuant o the Amended and Restated

investoont Agresment . 5 (UL 267, By 12 ab R3GOO2T ‘::“:‘\‘3} Contrary 1o Detendanis’

suggesh wm the Tonmpusge “onrrently ronmvdns fn Deblor’s possession” does not indipate that 834G

i 2006 Tacked all vight, e, and terest o the I sputed Patents; instead it shows SONICH e

B3

and 83G conBimting that the Trsputed Patents i Yo be conteibuted™ to 833G «s{\,m
{opnsistant with the ARIAY and 9s added assuranse SONICHue sould sayway transfer to 836G

any ather identified intellectual praperty to the extent (if any) such propery still “remains fo
Diehtor's possession™
The Cowt futher disagroes with Defendants” argment that 83 s subseguent statement

2

ter the Khronos Grong that “Injow §33G Geaphivg, T, Lal offictally holds several patents relsted

$0 SITC inclnding the “431, 7148, and "O7R patents (DL 288,
semonstrates that S3G did not previously own these patenty, As an indtial madter, this statement
¥ exivinete svidencs, and the Court hae found the pertinent contrachon! provisions 1o be learand
unambizuous. Iy soy ovent, the statoment o the Krohnes gronp inchded reforence to the 431
palse - g palent Vﬂ’)i\»ﬁ\%:&b clegriy assigned by nivaher 183G (and duly recorded), and which

AT hag not contended was aof cwlicr owned by 83 (ree DL 28 ot &5 Tr st 3 sev also DL

286 {Deendants refoming only o Disputed Patents du their Het of pasuine tasuee of material

17
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%

faet)) By ncluding refevences o the

£
PN

31 patent in s statement, B3 was clearly st stating that
it had osdy feest comie to officially hold the Bsted putents (owluding the 37 patent) “row”
Detondants futher contond tat oven 1 §3G did purchase the Dispoated Patents by vittus
of the Jamuary 2001 Assignownt, Defondants therenfier bocame subsequent purchasers withowt
frefiL basivess from SONICHne tn March 2001, It follows,

YARULBAD, § 261, the wanshy from SOMICHue o R3G s veid ay

Again, the Cowt dlsnpross.

e

: the federal reconding aot fov patent ownership. 1t staves w pertivent part

!::-3
o

; tent
withiin three months o He date or prior &
the date m‘., such »mwg went rhess or movizsge,

VAN B34 arpues thet Reforslunts are not subsequent parchasers without nofice

1o
k7
i
(98]

S
S

suted Pateats in March 2001

porsuant o § 261 beeanse Defonsbants did oot prochase the

Gl

fer, SA v Dol alb Genetios Corp, 284 P 1323, 1329 (Fed, O, 30023 A

REone Prails:

Assigoment that AT rogorded with e Pl August 2001 18

undnbiguons fy g tenns” B hereby gasigns 1o Assignes JATH all of Assignor™s [SONICBue]

i and w7 Mty patends and pedent spplications se fortk an Schedule d

ant uis v the September 2011 Acknowladgment iy s&z‘-mirm amm\

{Si‘s:f «3‘ i V}N“ at }.: 2k ;*?*"’{‘ (“‘:fl £ «-
b dotuments e dispusitive o
y Jae v 83 Oraplios, T,

.e'if(ii’fﬁ*a‘é’i‘f'? %s*zerz'i e
Oet 13, 261

ik
s
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hereto {the Patents™)” (DL 272, Bx. 11 at AMDOOSTOR) (omphasis added) The atteched

Schadule & doos et inchule the Disputed Patents, (8d0 at AMDO0R713Y Delondunts aszentially
concede this potat,
Tnstend, the basls Defeadants Bad i the March 3001 Assigronsat for thear dladn

awnseship of the Disputed Paten!s begtos with the Bill of Sale, which was sxeouted 411 aecord
with the Seotion 200 of the ARA. (L 272, By, 8 AMDOOR343Y B fun, Section 2,01 of the
APA, cntitled "Purchase sad Sale of Acquired Assets,” provides:

the Prrchasors [ATI dhall purclass from the Seller ‘:*S‘CNE{“&E&&}
<ol of the ssseds, propevtivg, goodwill and businsss of every kind
and desoription sad wherever lovated, ownsd by e Reller
ISONI Blue] o its Sebsidiprioy or ssed or hedd for use by the
Keller ISONICBlue] or ity Rubsidiarior in the FlreGl Business,
other than the Bxcluded Assots {the asests Yo be purvhased by ATY
andd the Prrchasors being veferved to g5 the “Acpdnd Assels™y
including and withowt Hontation, the fellowing:

{11 all the Seller®s [SONICue] right, title and
intorest 1o, 1 and under he Business Intellectuadd
sperty Hated i Neotion 3. 1% of the Dhsclosare
Schedule:

fand]

{xid} ecoept for the Bxcladed Asseis, ol the Seller’y
RONICHwe] vight, tde and lotorest on the Closing
Diate in, to and wader 8}l other gssets, Mol and
efaims of every dnd aad nature ssed printended
te b ssed or feld for wee i the operation of the
FireGE Bnslnews.

(L 287, Bx. S at AMBOOITI0-1T) {onvphases added)
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Thefondands” confention iy unevalling, Rohedule 1100y of the APA does ned Includs
of the DHsputed Patents or thelr parsnt, the 431 patent. (DL 272, Bx, § ot AMDO006S
{(“3.1%(a} lst of putetns und patent applivetions™) fostead, Schedule 3,198 lists sight
pending or jasusd patents. (40} Indeed, AFA Section 319, the “inteliscinal Property™ portion of
the *Represemiations snd Warranties of the Seller.” conflone that “Section 23900 of the
Disclosure Schedule sets forth @ trueand complete st of (1) 9l patents andd pstent spplicstions ..

 inehuded in the Business Intellectund Froperty . . . matedalio the FireGL Business” and thy

“Iiihe Business Intelisctual Property fopludes ol of the Intellectuad Property used in the srdinary

Ny

dap-today conduct of the FireSL Businees, and there ane po other ftoms of Putellvoinal
Property thet are maverial vo the ordinary doytodey conduct of the FireGL Ruslhess™ (DL

%

B R 2t AMDOUIT24-25) fonphasis added) Tn this Heht, the ahveree of the Dispaisd

Pateads and the "431 patent from Schedule 31960 mmz*shiggm&si sdablshex that these Deisnts

Ry

ars s “matedial to the ordinary day-to-day conduet of the BireGL Business™ Forthe same
regsong, the ARAs weforenes 1o AT acquiring SONICHue's “ovfier asvors, siphoe and claimy of
evere ind and natnre wsed or inteaded 1o be yred vv hald for wse fn the vperation of the

o

FereGL Brovfness™ (. st AMDOUI 111} doss not travsRor {or oblipate SONIChim o transfer
pratents tod Heled i Sehedule 3 0 ATL
Diespite tos woambigoous, specific laguage indiesting which patents were being
trasiored o AT Hvia the APRA, Defandan o that the Diypnated Patends are, nonstheless,
" Aoquired Assels™ that were acgnired by ATL Thiz wrpntnsst is hased on ARA Seotion 2.01s

use of the terr “inchuling and without! aitation” befiue 8 procesds to B8t the subsategorivs af

“Acquired Assety” being soquired by ATL In the view of Defondants, this iz an opagranded

2
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phrase which requires that “the Busingss Intellectual Fropesty |

Herproed as s non-axhaustive Bst Thevsfors, Defendaniy® &

A

soontinues, the Digputed
Patents fall within Seetion 283 {a) s broader cxlegory of “assels .. owned by the Sallor, L oo
nsed o Beld for vse by the Seller . . fnthe PleeGL Bosivess,” purseand o Subseotion 208, or

within Subseetion 20K s categnry of assely “intended 1o he used or held foruse i the

operation of the PlreGL Businesg™ (Seedd at AMDOIRLTIBIT) The Court disagress,

Defeadants” comention is invoasistent with the basie rule of contrac interprstation that

B SRTN T SR NCe SHVRNUICCINE o SRS U o) ye ik JF S0 e SRR S
: provisions gqualily genemlones. Spe DUF Holdings Iy v

¥

ol 2005 CRpecific anguage to g condenet pondroly over ool anguage, @

speeitio and general provisions condliey, the specific provision srdinarily qualifies the meaning of

e goveral o M) Heen setting aside this fndamental privcipde of convrae! intempraiation,

Dofondants” argumment fails for other reastny ag welll The APAs refevengs o &

he Sellet™ doss not help Defendants” case booause (a8 the Court has conchuded varlier iy thiy

Orpinion) the Dy 20071 Assiguent transforved the Dispuisd Patonts 1o 836G, o by the time

the APA was executed n Mageh 2001 the Disputed Patents were se donger “owned by the
Seller Le, MODTCH e, WD respect 1o the APA s reforenos 0 assets “used,”™ “hald for wes” o
>

“intendded fo be psed™ by SOMICHue in the FireGL Business, Defendants selv on the oplnions of

their expert, Dy Dy, (See UL 367, Bxe 4 (D, Delp’s Bxport Repoey DL 267, 8y 2 (0e

Drely's Bxpert Reply Reportyy But the Court will net coralder this exiringio evidenos beomgs, for

X

reasony slrondy explained, the contract heve is unsmbiguons, See Sow Cham, Coo v, Nowg

s kA58 T App T BUE, 914 (Fed. Cln 20125 ¢"We are not at Bberty

detach ow irerpretive analvsts frow the fourcomers of the contract at e were suggestion that
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one phrase in the conttact, viewsd in dsolation, 18 not readily smenables to Hersd interpretation,

R

[0 the extent thet (o] phease ... 1

reguies Intsrpretaiion, 1t does not ghve oy Hoonss o open

the doty o axtrinsio wvidence . . beoause therest of xection 207 and the agreenent a3 awhole

rovesd that the patents in snit are nod within the scope of [iransiorred ] Prrent Righis ™)

wn LT and e west of the AFA a8 1 owhole reakes olear thet Mincluding sod withom

s.szfem@m“ aof

4,;

s
=
il
o
%
poes
T
s
:'33
Py
e
oo
oot
&

sedd to precede varioy

3, tather than the spectBe dems Ing

v indioated ae Belonging o wy exclusive st.Y The phrase doey st

wldits sugeest i does,

Muroover, unlike in Coopee Sisid. Co, Bae v dmang RefFigerstion, fno, 83 F3d 263,

V

IREOE O, 1995, be

v positionesd to diveothy madify the contents of Submeotion 201 sl —whers one

granumat

el expent to Hnd the Disputed Patents — application of the prnciple of sfusden

understand “inchding sl withony Hnitation™ ax wodis fring ¢ he fust-level catogories

o he constrved to thetr widsst sxtont, but are o be held ag applving ooty to, . tiags of the

-\i X8

savne gensral Biad L s those sperifically {Hsted] ™) (eiting flaed s

3ify Blagte v United Stue
a:famm“‘r::s is 31 s :‘&i‘sm 3 aait\,r than exba
falls 5 , adm S95E & i‘ﬂ
that subps kaw‘ph i 18 z; ok Qdmn bt net lnited @ ol mztse Wi miu mw our gcsmiwwr uzﬁ}
o pead M .z.;rs;m»@sy the wn\zcm\ of subprags 3;}2 sD Qbs wll gs the Bst iteelll Az noted, sugh g
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o, 197 Coscord Steel fno v W tmingion Mool Pracessin ¢ Lo, SO0 WL D02406, &t *Q

.-.;

(Tl Ch Ape 3, J00R CDinterpret the phease, “ncluding withowt Haitetion” o msan the
enmerited componsms fellowiay that phrase wre exaniplos only "y {emphasts added); see alve

Fostv 8t Pawd Travelors fay. Co, 891 F3d 300, 520 {34 O 2012 {explaining that nnde

Penngylvanig aws application of principle of giusden generts, "I i widely sccepted thay

essions sueh Ay Mncheding: but not Umited 107 that precede a spocific Hat of inchaded

ftenes should not be construed in their widest content, but apply only & persons or thitgs of the

sarme genoral Rind o class s those speeifically weantioned hrthe Bt of examples

hor, contraey o Defendants” position, Scolion L0{E) v oot rondered moaningless i
Subsestion 201 s “Business Intellectal Property Hated fo Seelion 3.15(x}) of the Discloswre

Schadule™ I3 interpreted o an sxhastive Hat Seotlon L0 s defindtion of Excluded Assats,

tike the Avgui

b4

: cetegaries of assots casly and squivalents, Avcownts Recervable,

Customer Contracts not effoctively assigned 0 ATT dus o ek of consent, Obsalete Toventory,
Materials Contracts Bated in Seetion 201 {hiv), and the debis of the Seller uuder the APA. {ﬁ;i}.

267, By S AMDUGIIN } The Disputed Patents seod not be Hated L}”‘\i‘k‘t Exolu

arder o be proparly ontiuded fron Subsoction 281 {a X BIY s “Buginess ntellectual Property Heted

10 Section 3.0 of the Dasclosure Sohedule™

Diefeondands’ contention that Seotfon 319%s ropresentations and searmnties have homed out

40 b filee does ot change the Cowr's convluston. To the sxtent Reotion 3,19 wes 3 muterisily

false reprosentaticn sud waimanty, Defendants” rovourse would be against SONICHue rather than

K3 feee T ar ST DL 286 & 23, and, dn any cese, such rocourse 18 w0 fonger available {see

DL 267 B B

o represcattaiions and warantivs of the mm as epnisined
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this Agrecment shall strvivi the Closing Date wati] the second annteessiy of the Closing

e ™) Purthermore, i Defendas are corvect, then thers was e oljentive mssting of the

tas

minds bobween SONK

Thhue g AT with respect to the Disputed Patenty, as the “Conditiony

i

Closing™ were not met {3 at AMDOUSI3-35) (indicating that a conditton to closing is

£y

bt the Do

avonracy of ripwessntaiions wd warrantien, rt % not ot Eherty to rewerite Noction 3,18

for crente o ayrvement whorenone sxsted. See Conpery Phoedy Steel G 348 834 865,

[68 (Dol 1969 (T 1s, of sourse, arivnwtio that 3 oot oy vod, I the guise of copstratng &

cpply an omission tnoits provisions, o 10 ondy when there 8

RN

an amblgnity o provision] .. cthat g court may constous 3t fo deformine the bae meaning ™y

O, SN WE 12T HIST, of Y (Dl Super Aug

o mseting of the minds, there i3 10 enftreeabls oottt in
Delaware ")
&3

Fimally, the Conrt alsoagrees with S3O that ever i the Court were parsitaded by AT on

T - aould

thy dsputed issnes of contract interpretation Pwhioh 3 15 not, then 830 — and ne

be a subsequent o fde arieser for valiny agdoet whom the tansier of the Diaputed Patents

3, pusstant to § 3617 Detindants adoit that st least by 2008

B
o
o
2%

-
=,
o
¥ i
£

ofiained Muelear asatgmment of the Digputed Fatends frons SONIChine™ (T3, 23

undisputed that Defeodias did ot “discovar™ fhate ovensrship olatime wnadl August 201

Lrecord those glais

should have m\ed this 8 . i 3
inciusion of this angranent in it :rc;}i ¢ Tarie i‘«\ : ‘mnceum :zmm ﬁpm i mﬁ grant i 3*‘3& A s’

Motion for Leave o File Sur-Repty and consider Defendan W a argurnents included fherein
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SIGOO2TONET-89Y. Neither the APA por fhe ovidenee to which Defendants point® were
sufRvient 1 gve 336G nodice, prioe to 3008, that the Dispoted Patents had been soldte ATL
White Defendants may be correct that 836 had goteal votive of the sale of the FireGL Businesy

from SONICHae o AT this konoededge doss pot franalate tnto speuific noties of the purported

sale of the Disputed Fotente to ATE

S

"fi‘fiﬁ;&sgf§x Court ennchades that Defendands did not purchase the Disput

‘*i iy ﬁ\}&}(’tal} 3 Y ”5‘}&"\?1‘\

March 2001 sud, therefore; connot avall themestess of the safeguard

B

without-notice pursuiant o § 351 Bven i the Conrt were to Hind that Defoodants had purchased

2

Patends o Mearch 2001, the Cout would further v to Snd that $36 was g

the D
‘subseguent purchaser without notice pursuant to that sume statute.
Aecordingly, for sl the rmasons ghvern above, the Covet will grond Pladotits Modon for

pand Defendants™ laok of vooership

Partial Suwnpary Judgmet with respee

= of the Dieputed Patenis

at RIGOHNTHN6S, 374 ‘N%u\)u&% ?“.“} d»:zex am
g*s‘s v ore el & resaonabie | &utmdw CON s:i mi that Mr. Potashner kuew or shoald
hﬁw Eumsm ma& ti & s)ixpmcé “'z‘isfrm WSS um&. iitsi d im 1€, oF mﬁ t«iezd 0 he wsed in the
Fii’e&ui Bi T '

3

h‘. {;ss"r;}m&ﬁ: *&z S8 WO :%Ed ha yi!-\‘».\'ﬁiﬁie:? See Kotz v Lear Steglen,

E IS (Fed, O July 13

é‘}‘k 1983},
jenment did ot oaosfer ownsrship of the DNsputed Patents
from & : (&ihmwh- it did), then the 2008 Amended Astroment did so. Bither

WAY, Surhiaay *mdgamm for 830 po povnership i warraated,
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8 Eaxpress or Dnphisd Livenss
830 also moves B partied swvmoary fudgat thet Defendants, tr addition o oot owning

the Disputed Patonds, also 80 not have g oxpress or tmplied Heensedoe them. ™ Drofondunts

A

respond that genuine dispuies of material fidt prevent sununary fndgment on the spesof hoth

axpresy and nplied Heenze,

With respect to a expross Hoense, the Court agress with R3¢ fhat sumnnary judgment i

T

spwrapriate. Defendads contend that 1f 836G acquired the Dispuied Patenis in Jonnary 3001 -~ ax

the Court has found 536 did - then 1t follows that ATT ohtsined anexpress Heonse o the

Disputed Patents from SONThR as voguired by the Intellectoa) Property Uross
License Agresment to grant SONIChine a2 nonsoxchusive worldwide Hoense foall "IV Pateng™

for *SUNICH e Liccused Prantngis.” {T01 289, By, 7008 S3GOHNTES-24) Delindants

sontinne by hsisting ted this Hoensewas gssignable by SONIChHne 1o ATL without 83

sonsent hevauss AT was s entity that “acguaive]d] all or subatsotially all of (BITue's]
sosots,” (A et SRGONOTREETY The Court concludes that no reasangble Sotfinder sentd find that

AT obtatned an sxpress Hoeense fe the Disputed Padents, given the unarebiguony condractus!

v

Defendmns” srgvenent Rl brosvse thers s ne svidence of record From which i gould be

Tounsd that Defondants svee noguived “gll ar substiotislly all of [BONIChlne s} ae

an unsnbiguous precondition o obtaining & Hoorss o the Disputed Patents through SONIChins

A theugh Plalntifly’ \ziﬁi ionefor
Diefendants” i mimi Uoonse clalm on

asowell, The Couwtwill addvess both s
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o

5 Defendunts nstvad sesent that, by pperation of the APA

SUNIChIue “wansfirred substantially all of [RONIChue's] romaining sssets related to these
ey 10 AT when wacguired the PireGL Busioess™ (B0 288 &t 38} {tmphasts addedy Bw

w

the unanthiguons precotdition s that ATT have eblained Yali ot substantially all of

!/s

84 Lant reerely that Defondants have obtatned “al or substasiaily il o

SONIChlue

sols related to™ the Digpuled Patents, Slmilarly, Defendants have argued that

ONICHue tansterred substontally alf of ity praphios assers to AT when it soquired the

31} (emphasts added ), Emi againg e non-consensual Hoenss

1w avadlable ondy %o an ontity that sequives off o9 ssﬁﬁﬁmfiﬁa‘{? all of etther party’s avses™ (B

FRYE

70 st SRGANOTEIT) (emphasis added). There {s no evidence that ATT avguired “all o

substarpialiadl of SONICH w's sssprn. Likewise, Defendants’ assertion thad “Tijberg s 0o

evidence that SONICh ue retained aoy vr:mi:m assety alier the FireGL Business” was
transfirred fo AT (DL 286 ot 38) (omphasis added) {oltng DL 290, Bx. 77 st S3CGU0400049)
does not alter the putcomy, becanse, sven if frue, this does not demonstrate et in March 2001
SONIChiue had o {or substantially 1o} sssets, Purther support for the Count’s sonchusion is

of disonvery in thds Ritgation, no expross Hogpss Bas

¢ 16 at 345 T ot 823 Accordingly, the Courtwill grant

PlalntiiPs Motinn for Partial St ary Judppeat with respest s an sxpress Hoenss,

ES

x

Syroquest for summary
Judgment of no dnplied Hoense On thix fevse; the Court concludes that gonuine dispates of

msterial faot precinde & grad of swmaey judgment,

HThore iy no ovidence Bt B3G over consented to SONIChine providing ATE an sxpesss
Beonse o the Disputed Pateats, sod sven Defsndants do not contend theve is such svidence.

9

S
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When 8 patentes selly » patented wlicly, U parts with the right o enfores any patent that

the parties might reasonably have conterplated woald tnterfors with the nee of the prchased

A IERLSS X

device™ Hewloit-Favkard Cp. v, Bopeand-Type Sonoil 8e Oo, Jon, 123 B3 LS, 14588
{Fod, Cle 1997V Thus, an impled Heoose arisss when the prtgates: 1YL gave an affiomative
vt of consent or perrsion fo meke, wse, or sell to thealleged nfrtagern () the allegad

’*'l

infringer relied oo thet statement or onducty amd (31 the sileped inftlnger would, therefire, be

£
%=
5
3.
=,
il‘z-&
»“%
&
b
5
b
i
o
=3y
2
&
3
=
P4

atendes iy allowed to proveed with #s claimn.” Windboad Hlesy

. The existencs of non-nfringing wses of the

Corpow 70, 262 F3d 1383,

products sold by the pateptes proctudes & Rnding of antmplied Hosase, See Bandag oo v &

Beilsar’s Tive Stores D, TS0 F QO3 62428 (Fed, Cir, 1984},

R

There is suffic u.m: svidencs in the record From which a reaseradde faotfinder, taking the

svidence in-the Heht most faverable to Defondants, could find that sach of these reguiraments for

an inmphed Hoonse fe sasfiod, 1t s undisputed that ATT oiained from SONIChlge the FueGL
Businewe and with that business came so affimmative grast of consent to wadee, use, sond sell the
PireGL cproducts. T as the Cowrt has found, ATHAD not obtaln sither ownership oray express

Hoense i the Dispoted Palents, and i s

’lf)
£5s]

sarv (o esctive tng o move of the Disputed
Fatonts I order to madie, use, and soll the FireGU products G tssue o which thers {s 2 ganuing
disprute of material fat), ther i sy rensonably be found that ATT obtained an e Hosnss i
those patents. WRee 1L 286 ot 3241 (sumpnarising recovd svidence) Ciberwine {8 opuld dso
b rogsonably fownd), Defendasts would have velied onthe docaunents sifvctuating the

1

transaction between SONHbine and ATL o expet they could operate the FireGL Business and

.

wonld be matorially prefudiced by, do faot, st botng dble o operade that business. See peserally

PATENT
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MerColl S Corp, v Korners Undingiad, Ine,, 803 F 234 684, 688 (Fed, Ui,

\

wnphed Boomte arizes even from sale of nopepatented squipment used i practive of patentsd

&

myvention when “the oquipment involved o . [has] so non-infringing uses™ and “the

ctreurnstances of the sale s . pladaly ndioate that the grand of 8 Heense should be inforsed’

| FieoGL educts. Defindaots contend that * ke acgiived FireGL products have ne von-

FRXT decompression and S3G has rapsatedly

3

““'t .

represented that performdag §%°

pag

MANT devtmupression s poverad by the patents .« {and hag
taden] the position that graphics processors that pecfornn DITC decompression have no rog-
infhinging uees™ (11 386 ot 39 (uiting DL 369, B 39 at SIGHE3SRE s 912 0l ) Tn
support of this contention, Defendants offer that tutr expert, Dy, Dielp, “compared the anguird

FireGL products with the clavms of the Disputed Patents based on fhe olabm scope sdvocaied by

B30 in the ITC Action, and opined that the FireGL produsts incorporate eavh patent.” (D01 288

At 16 {eiting DL 267, B 4 a0 99 192:20), Bxe 407, DL 267, B 2 et 41.35) The Court

agrees with Defendants that Dr. Delp’s analvsis, In combination with the position 833 has teken

3

awith vespect o whether the Fire3L ipmfiu ote wiringe the Mspoted Patent 2 - plus the lack of

VRAG now argues that it never took a:;:s‘mi*{ ot whether the FirelGL produsts
nge **wszm _“mm@ 1?3 ;mutm ?’:ﬁt’:ﬂﬁ“ (e e Troat 40) However, 1t s unslisputed that in
b \mmmeﬁ the D;xgmimi Patonts, aovusing of
'i*xi‘iiﬁmsz‘i\;rmt !i'pp'?’i: 'v';z\fseit:zéts }m‘i z&xai&sdm Eécimmn% FireGL products {ree TRL 272, Bx 1)
sl thg recond contains ov idence st le ;13 that N3G p*w;m:@v rs‘:mwztaized it
' : { X f ‘3 al

P

A(f’}

el

&

2
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REEL: 036931 FRAME: 0032



Case 1:11-cv-01298-LPS Document 350 Filed 10/21/15 Page 31 of 51 PagelD #: 16915

S

svidence n the resord that thers & non-infringing use of the Fleel3L prod

sreansdhai g

will be neoossary 1o roxelve g

As o repsonahle feotfuder cowld Boad thay 3TCDXT nece casarily indvinges fhe Dhapated

Patendy, # Rellows thet penuine dispuotes spard to whether the Firell produsts

2

o

SENT decnmpression and, therefors, novessarily haveno

< 3

warshased by AT neorporate 83TLY

non-infiinging wes. {Corgrare DL 267, BR 2l T 3,

wite INE 27, B 17 303 and D268, B 14t 30 see adve 11

T oy

< producty acguired by AT as pars of the FireGL Businesy sotually vsed the

whathey “Fire

Dispsted Patents oo fe o diaputed factnal tsene™) dntsenad guotation suarks snd oliation caitted )y

fore, the Cowrt does not conclude as a matter of Tow that thers we nopdnfvinging
uses (which, 1 foad, would preclude a Bndbng of ao oplind Heensel, Accondingly, the Cowt

will demy Plaintiils Motion e Partiad Summaey Judgmen t with respeot to an nayhied besse,

B’ Defendunts’ Mution for Nummary Judgment
1. Plaintiils Stute Law Tort Claimsx
In addition to seeking, in Tount ol the Complai, ¢ Jdechwatory indonent that 830G

+ § i. terdais havans

3

Hoenee to them {andsey

Sefendants have no unplied

2 slander of tile {Towt B, conver i

N

urfdy competition (Couwnt IV (DX D) Detondants sool snonmary Judiment o each of 8337

state lay tort claims on the basie thet $3CG smot prove: (17 Hab

souted Pateuts

ety *niﬁng,e the Digy

Lk
Fosn]
]
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are preonpted by federad patent Tow aud ave barved by Nogpe-Pa

catsation, beinuse Plantt

o
e
&
&
A
27
s
5
M
;’,‘\2
P
&’3
25
i
(/
P
a/'

2ty
=
TG
AA{
b
T
l'-"’

”’:‘5
/
;"‘.1
ﬁf}.b
s
£a
i,
o4

”
peos
&
=
5]

4 Heensses 1o f

.

Dt alleged tortiowy vonduct. Th

prove they have teen inpured by et

% Lisbitity

Drefendants argee that they cannot be fouad Hable on “;&‘n‘iz:} s state law tord claims

bevsuse such claims ape presasted, obeerving that ™ foderal patent law tavs the

Habilitv for p

wtentholder soted 1n bad S5 BMuw

3 overreded v other grovdy, Aidwest Indus, Tio © Kavevan Tratless,

. RAG eoupters thay, based owihe Cowrt s mling on

~a %

Defendags’ motion to danis B3 s state tort law olabms, 8 13 lew of the case that 838 s vausss

£

autt conclides that

oof action sre not subdect 1o Teders! prepmution. (Sre DL 142 2t 45 P The €

exist betwvien foderal potent

Js] L - state dew wovt elaims sve not precmpted. Ko contlivis

boweand anytidng contaimed B K3 s stede laow olaima™) The Cowt agrses with Plaimiil, Sep

.

s most comamondy defined, the Haw of the

-

Apfeoma vy n’ srrig, 60 TES

vase} doctring posits that when » vowet decides uporta vude of baw, that desision should contiue

fo govera th : stages rothe sane case MY

£ Sane IEsuss

fax evidene frowm which & reasonadde frosfnder vould fingd tu

E}tcé’ﬁﬁxc}sm g‘te{i i ;.s:i_;?: th by contonding they own the Disputed Patents, paotioniady ais

i?i}t’ifﬁ:g .-_m'»i"zsnm that the perticent contmetual provisions clearly sud unambiguously »
sot Defendants, the ownerod the Disputed Paents. (See ag, DL 388wt 19 {atting

3

PATENT
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)

Redatedly, Defondants argus that their condust is ahistded Hom ks ability v by apptication of

Nogrr-Bortingron innounity, bevause Defondunte” actinng were underaken 1o coumection with

o

potitinning the governvment, soe frefl Beof Estwe Irvestors, fae v Colunibia Flonees badus.,

o

“infivoately related 07 pefiioning, suek

B, SORTLR. 49, 58 {1999, andlor consist of sotivities

pac

88 “copduet ncidentad to the prosecution of fs] sl Sose v JHE

d 923, 934
{Sth Cir, 3008}, Defendanty contimus by vontending that the Hadber Provers Sand sxeeption
Nogre-Peanington maomoity does not apply beosuae 836G cannot satisfy theop of the five
reguirenunits for appliontion of this fuud exception, namslw

r*}iem‘ 1y degeiva ot at E e
e thet ity hei

SOE AO0E § i is} wa.i rim SO axzd { «} ,m ux‘}* ix) m
panty dee wcci #a o rosult of his reliance on the mdsrapresontation

Nobelpharma AR v Duplasd Inevattons, fre 181 F 34 108, 1065-70

«wr‘
"»':‘
xd
ot
~
s
=3
onst
N
N
oo
P
2
e
%
2,

\_‘ i
gpusetation muarks omitted),

Prefndards” conduct from Hability, Por exarmple, Defondanty” sxeeution snd recordation of the

ving the pabiivof Defendenty” ovwnership
claios do the Disputed Fatenta, st 88 1o “preventtf ] anvone froww voiding & T0s nights througha
subsasspent (ansfer of the patents {withont sotice] uader A3 VKL § 26177 3L 203t My~ a g
noneudicial, nonepetitioning statmnent that fulls putside of the soope of Nosre-Peningion
annnity, Defondanty™ ronduet was ot “potitioning the government” bat was instead “private
commereial qotivity, mo eloment of which tnvolved seeking to procurs the passage or

0

enforomuent of laws” Ldtten s fne v da T aph Do, TV F 788, 807
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{3d Ol 1983} Goternal quotation marks omitted). AT “estonsousty assumes that & mere
freoidens of repulntion ... w damount to 2 reguest for governmental sotion skin to the condust

s

{holding "ATET canuot

1 protected tn Moerr and Pensingron.” I (smphasis iy oxigical)

%

cloak s sctione Iy MosrreFemington Imnnwity sinply becanse 18 rogquired, as 8 rogulated

3

monopoly, ko disclose pubdiely s ratos amd operating provedurss

Pwhen aotion somplatned of

“whasmede e L hoardnoom, ot af {8 goveiument aga

ATT hes adroitied fas i minst)

that, as stated in Koewpe v, Myers, 367 F3d 935, 881 D DC 20043, Vresordation 18 8 puesly

srial aot and dooy not reflent any detoravination as fo e validity of the domument Hled or

g eifot, Hany, on the tile 1o g patent or palert apphioalion™ (4 11 a1 3)

Nor iz Defondan

sorluct Miopidetal™ 40 judivial setivily. Although, ax Delondants

g

v ofand cited in the TRO

e peades

does not render the recordating “tocidental 107 8 judizial acticar and

thersfrs within the soupe of NosirPonsington nmuity. Ualihe the cases in whish extee

58 ¢

W fhsticmd

action, Y hers Defe

fradisial conduet has boen found to be Mincidonal

bad independent significance trrespetive of 18 we in the TTC Action, bistead, asin Rudime
PLO v Bepate Feok,, Sre, 174 FAG 1284, 1307 (ol (G, 18991 {Bnding thal msstings held
batore those discussing govermnent pefifioning were oot prafected becsuse they “hed pothing o

oy with petiioning the government™), and Bve Buspivone Bates

'

18,361 i} “{‘m:tsa 3‘33& ti}{iﬁk‘ ‘\J‘- g
iiigaticon, such a8 me mgaz L *‘iev-;

sk
Tk
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3,

bocause such activity was “distinet fromt . . . subsequent [digation both analyvtically and as a

2

practival matter™), Defendarts’ excontion and recordation of the Acknowledgment took placs
independently of and pne“ to Defendants’ motion to intervene in the ITC Action and, henee, is
not protected by Noerr-Pennington omurity,

Even i Nogrv-FPenanington immunity did apply to the Acknowledgment, 583G has come
forward with sufficient evidence to raise a gonuing dispate of material fact with regard to
Defendants” intend fo deceive, reliance by others on Defendants” ownership Liﬁimsg and iywry fo

.,

Noerr-Pennington immunity. Contrary o Defendants” position, the Supreme Cowt has made
clear that “a plaintiff directly injured by a fraudulent misrepresentation {mavi recover even

thongh it was a third party, and not the plaintiff, who relied oo the defendant’s

misrepresentations.” Bridge v Phoenix Bond & Indemnity Co,, 353 U8, 638 (2008},

Accordingly, the record, taken in the light most favorable to S3G, does not permit the

aw tort claims on

v;;;

Cowrt to grant Defendants summary judgment of no liability on 833 ’s state
the basis of federal provmption or Neers-Pennington tmanunity.
b Cansation sed Damages
Defendants next contend that 833G cannotl prove causation and damages on its siate law

rt claims beeause there 18 5o evidenes o support a finding that Defondants™ ownership claims

1">

proximately caused injury to 83G See generally Univ, of Tex. Sw. Med, Crr., 133 8. CL 2517,

“Defendants also argue that S3G cannot prove causstion because Plaintiffs lost Heensing
revenues are too speculative, The Conrt dissgrees with Defondants on this point. S3G has
mted gvidence that and N33 had discussed royalty rates of per wnit before
faﬂ{s h'mm down (D] 285, Ex, 45 at 94 192 i_}, sl stmilarhy tha
per unit before thelr talks ended (DL "BS, Bx. 45 at §% 33-34, 46; D1 268, Ex, 46 a1 2 294) 3
fact that there is some wnceriainty as to plaintiff®s damage or the fact that the damage i5 very

]
ﬁ
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2824 (2013) ("Causation in fact ~ Le., proof that the defendant’s conduct did in fact cause the

plaintiffs injury — iz a standard requiremnent of any tort claimy”). To meet its burden on these

Fo

elements of its tort claims, 83 points (o licensing revenues i purports to have lost {or no
carned) due to Defondants® alleged tortious conduct, In order to survive summary judgment,
then, the record takeon 1o the light most favorable to 530 must be such as o permit g reasonable

factfinder fo find that potential Heensess ~

knew of Defendants” ownership claims and chose not to enter into loense
agreements with 830 becanse of these olaims. The Court agrees with Defendants that 83G has
fafled o adduce evidence to ostablish the requisite knowledge by any of the potential hicensees
and, therefore, S30G cannet meet it burden on proximate cause. See generally Duffy v, Kemd

Cuty. Lavy ’{'..7&‘.; 2014 118, st LEXIS 16825, at 19 (D, Dell Feb, 11, 2014} (“Plaintiff cannot
show that defendant targeted him by condemmning the property becanse of his dissbility when the
property was condermned prior to defendant’s knowledge that plaintf held any olaim fo the
property.” )

. AMIYs 30(b)6) witness, Chris Kilburn, testified that AMD did not

With respect to

discuss the Disputed Patents with witil a July 2013 emadl, which confirmed tha

subsidiary {131 285,

Ex. 53 at 15} (quoting 3. af AMI21486) 53G7s 30(bX6) witness, Ken Weng, does not dispute

this, instead admitting that he does not know — and in fact never asked — why iscnssions

with 83G ended two vears earhier, in July 2011 (See DL 269, Ex. 46 at 293) Mr, Weng further

admits that his belief that discussions may have ended because| nay have been in

difficult to measure will not preclude a jury from determining its value.” Hemme v, Balfick, 146
A2d 384, 396 (Del. 19538} '

33
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3%

tacussion with AMD™ is his own “speeulation.™ (&} Given this record, there 18 no genuine

dispute of nyaterial fact as to whethe hand kovoewdede of AMIY's purporied disoovery of Bs

ownership claims in Asgust 2011, N roasonable pary vould find the ad such knowledge
at that time,

Nor does the record contain sufficient evidence {o support & Hnding that

ended Heensing discnssions with 834 beonuse of AMIY's ownership claims,

For example, 53 My, Weng admits thal $3¢ stopped pursuing discussions withy

and not the other way amaad, (0, at 386071 Mr. Weng's conclusory festimony
that “[ifhese negotiations also broke down due to the cloud AMIVATI placed on S3(F s title™
(DL 23RS, Ex 45 @0 ¥ 46) 1s insufficient {0 oreate 8 genuine dispute of material oot regarding
whether Defondants proxmmately capsed S3G any lost Heonsing opporiunitics,

Aceordingly, to the extent 536G s stale law tovt olains ave based on lost Heasing
revenoes, the Cowt will grant semmary jpdgment to Defondants on them, due o the haek of
svidenee of causation. However, as S3G also bases 18 stafe kow tort clabims on attomney fees and
easts, ™ the Court §s not convinoed that somary Mdgment for Defondants on Plaintifs state law
tort oladms in their entivety i apperopriate, The parties” twlefing on this point is pot adeguate W

permit the Court 10 make 8 final determination on this dispude &b this time, so further procoedings

{potentially inclading tial) will be reguired.

¥efondands argue mut 83G imm 0 displose any ok

At based on sttorney Baws. (VL 30

at 17} However, S3G c,\g“sh "“ss erveld] the vight 1o serd afroeney foe™ b it Instial
i}mi osures {101 333, BEx. WO Ty, ;s:zgi it phisoted to Da endanty” Reguest for Produstion 113

ssking :fo b aeocwsing m: &%;csms “x foos not based on trrelovanos but as being promgture {DUL
363, Bx. 81 at 16), The Court mncmﬁm that S3¢r did not walve He right 1o seek altorney fes,

36>
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L gt the Cotet reathes this comclusion beoanse the parties sppawy to &
which st ne, although neither side provides an adeguge

hasis for e chotog of . 83G sumply srpues that wader Calitfornia Iaw, altomey fee and vosts

o

we sdequaty damages to sepport slander of ile and conversion dhaims, Seg o8 Sy Hi

Heoneswnesy " dag s fve v Rio Mese Holilinge, L0, 305 Cal App. 4t 998, 1051 (2012}

18 g recerded

aivament, sitorney fees aod ookt nooessary e olear Bile or remove the doubt cast ondt

- sufficient pecuniary damages for porposss of 8 sauss

F WL S63RT

oat

l S

of action for shandey of e (onphasis in origial i ddier v, Tavlae, 3

7

3

Frwan

(D0 Febl 30

seoifie reeeesry o am aveilable remedy for gonversy

oy
R

S

ox wnder the “most signili

X

ot relationsddy lest™ aee

e

o At Grp foe 1SS App s 69, 70 (3¢ Cle, 2005 st that under

Drelaware low atomey thes and ipation costy are net the kind of &

support 8 slander of title action, see Dowitche Rank Nl o O v Daldieder, 2004 Dl

S BT, at FO10 (Dl S, O i do not oplain

o

ek, svenad

e law applies, sttomey § L oosts couid not suppart &

e
2
=
e
$osors
Py
%

copversion slainn Beosuse the Court doss not have the benefit of sdeguate brie

2

chotse of lave fssues or the applivable logal standards, summary judenrent is inspvopsiste on the

slemrenty of cousation v domages vequivsd by Pleintifs state law oy b eient ey

ave hased on aitorney fres and vosts
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3 Plaintiffs Diofenses

Tendanty™ claton v

Defondants noxd seek strumany judgment on 83F ode
rights in the Disputed Paieats (e, ownerdip andéor sxpress/implied Beensed. The Cowt
delsssey sach of B30y alllemative defenses, and Defendants” request for sunnmary fadgment 38
{0 cacky of tham, bedow.

8. Statute of Limitations

Plabtiff contends that Defendany” claims of swnership snd Hocnge are barrsd wy the

statate of mitations. With respeet o ownership, Uefondants argue that Delawars s thrsesveny

{

statite of Hemitations, 10 Dl & 5 8106,V does not spply beosuse Defendanty” olatms e

N
U e

sonsierolaimy saserted av defe

cnsive recounmend claims Hhe the ones Ror reconpment of fax

et

o) with

i,

pverpayvment in Sedl v Unired States IR ULR 247 362

3

Dicfondanis® anslogy. o the Thivd Cirouly, the wse of delfensive recoupimont clatms hevond

taxation sases has been ey confined o analogous suits for monstary reoovery i wihieh &

credit is sought by the defendant, such as bankouptty, reg, eg, Jnre Monongakels 8ve Ldguory

LA

P41 F2d Rt (3 G 1908, sooiad sdournity veoovary, se o, Leey Soheethe

S

(3 Cir, PB4, and rovovery nnder the Comprabionsive Envivonmmdal Response, Componsation,

Sl
!‘

sond Liahitity Act of 1REG soe TS v Kepstone Sandrarion (o, Sue, 885

Fo By 275 MLD Pae

1984Y, ks declargdery judgment cowrerclatm o patent vwnerstap Warsae

s governed by Delasvare o, (D372, B Tt
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¢ Works, fno. v dthing, 383 B 2d 270,

A7E72 (Fla 1991} Omaking distinetion bebwoon enunterelatng seeking delivery of propuorty sather

A

than monstary reooupment)
Farther, Defendants “cannot engage b s subiorfige o charpotsrize a Slaim as fodelonse Wy

order to avoid & temporal bar,” and they “oaonot veeape the concluston that fthey are] the

wtiwbed the equiifbeivm between the partios” by firt

s then prosaptdy shaedoning) el Ootober 2011 declaratory judgment st {CAL Now
sangs 3REE 3d i&}:ﬁ*}‘\ IS (B {*ii}

sthon for Sunmn v Jedgment with veg ‘m?l.

o

statite of Rmblations dofonss At tnal, 830 may be ahie by prove that Defendants’

chain o an

pdied Hcenae tn the Digputed Patents s barred by the applivable statute of

Hitations.

B Laches

Plaintiif cortonds that Defendants” vlaims of swnership and Hocoseare barved by the

g\\m‘i&*\k\ doctrine of lckies ™ Doy svens thet 834G sansed sesert 8 ‘im}*s:

s

8 ﬁtl‘ chse hevauss

S3C canpot show that sach Defendant had knowledge of its s claims and wevessmably

dedayed bringing thoss claimy, resalting o preiudion o 83067 The ot disugrees with

{ «,zm-(:;

}}{?S’t f ?i zz)-‘

deferee 18 barved hecanse Detendin®
e rpeoupmsnt i, For e soe reasons

olendsnts st ag
owiersiip sounterclims 5
cxplained v the provious sse
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“A fillog after the expirstion of the snslogons Hmitations p&:‘md s presumptively an
myeazonable delay for purposes of lavhse™ Lever v Beowastone daser Momt, LR, 76 A3d 78,
F08 (Dl 2013 ) Addemns v Jankonchas, 433 ARd 148, 1537 (Dl 1982} While the Hinliations of

achons applicable in @ cowrt of law are not controlling In pguity; absent nousual sircwostances,

the analagous stefute of Hettions will be glven groat welght in deciding whether the plaiatts

slaim da barred by laches™ & darrow Fovmndas, faco v Nutrition Now, Ine, 2 P33 R28, 8358

Oth Cir, 3003 C“While Inches snad the stadute of Hoviatons gre disting defonses, 8 laches
determination is made with reference 1o the Hnvtaiions peried for the analogous aoticn at lew ™).
The thme frame for g laehes detorndnation begie to vu whee “evidence of {the alloged wrong] 8

dizeovered or could have heen dizcovered had ressonahle diligence besn exnarcised, for whelever

is notice calling for Ingquiry i notice of everyihing to wivch such inguiry might have led™ {48

)4.‘"
L%
£,
RS
i
frey
"
e
¥
Fa,
s
Koy
o
o3

# Mobils Sy, Bue, 677 AQd 497, 503 7 (Dell 1S (lntomsd

uotation marks onitted); Elime s Hallmark Cards, Joe, 235 F3d 1030, 1036 {9th Cir. 2000
Y : & ‘ ;

B

Ay delay is 1o be measuesd frov the tiose thay the plaiaif koew or should have loswn

sheut the potential olsim af issue.”)
The Court aeress with $34G that the recond containg sufficient ovidonce frowm whivh &

veasonable faet fader conld Bad that Defondents bad notice of $3G7s swnership claims at lsast
by Decaraber 20, 2007, whaw the Khwonos Group, including AMD, scknowlsdged 830
ownerahip clamos {see UL 272, By 12 B3G00026584), which 533G bad discloset to the Khronos

Uroups by ematl ve October 31, 2007 (e id at B3GHINES3), and fhrough an 1P Disclones

83 The last of the

}-‘;w oulid have had to have fled suit by Docember 20, 2010 L 3
avold *shm& tmmd h\ ‘ﬁm fute of Hmutahions

o
Lol
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Digputed Paterds issued on May 8, 3008 (L 14, By, 4), and Defendants” ownership slaims we
THased on contractpal provisions and roducts of which Defendants were sware since March
2001, Thus, ibwonld be ressonable for & fact finder to infor from this record fad it was
unvemsonable for Defendants to delay Investig

sting their own potentisd ownership olatms wntdl

they wishad 10 brtervene in the ITU Action spaivnst Appls.

Conet will deny Pefondants” Motion for Sumeary Jrigment with regard

foferse, Al el 83G may he ahle to prove thet Defsndants’ olalm toan

wnphsd Boense 1o the Tesputed Patents is barred b ihﬁz sgnitihle doctring of laches,

£ Estoppsel
Platnti contends that Dofondants” elatng of ewnersldy and Hoonse are hm'e’:i by

souitable sstoppel. Defendants contend that N33 cannot show that $3G ressonnbly relied ou

Defendants’ condugt, 2 slement of 830 equitable setoppel defonse under Delawars law, See

Greaddme Credit Corpl v Wilmington Hows duth,, Q8O F, Bupp. 13

P9y

L 1380 Del, 1988 M

yo

Delaveare; pguitable estopped arizes gainst o party when that party by his conduct Intentionally o

unintentionally leads anvther, in relianes vpon that sonduet, to change position (o his detriment .

il oltahions oratled see Swinkn Grp., faeov Seeed, 10K Call Rpdr. 3d 651, 660
{Cal. O Apy. 2010) requiving relisnee for sguitable estoppel definss),
S30 does not angue that # ralied on Defandants” conduct, Tndeed, the sovond s olear that

%

NI has digputed Pefendants” ovwncrsldp clatms Hom the momend Detendmis songht o
intervene i the ITC Achon based on those claims. (See DL 267, Bx. 221 While 830 points to

Draferdants’ sxecution of the 2011 Acknowledgrient as svidence of Defendanis” bad faith

eonduet, 830 sdoes not polat fo any wvidence that 3G relied onthe 201 1 Ackeeswledpment,

£
S
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surt will grant Defe Motton for Summary Sudgmant witd

e

extoppel detense
R Frawd
Platntdf pontends that Defeadants clelms of ownseship and Hoense are batrad by fraud.

Defendonts grgus that suromary judgroent is appropriste on Plaintiifs defonse hocause 830G

exnnot show thet (1) Defendants knowingly inended to induce 336 to sot onoa Hraudalem

niation, and (2} B30 relied on auy such misrepressiiation. The Cowrt disagress with

o and m FRLG

o sllopedly seif denling nature of the Acknowlsdgment,

pe=y

Genuine disputes of materid faot remain as to whether Defbndants will be abie 1o rebuot this

osanption. The 2011 Acknowls

SOMICH e snd AT pursuant s AT

)-,,4
(

s parporied understanding 1

was granted B 1t G its parchase of the Firel business, (DU 372, B 10 gt AMDON

aoe wden UL 2T, Bx T6an 1884 However, undey Dolawsre lows powers of sttorasy avg

“more siniot

seonstrued than ondinary contracts,” sep Realty Growth b aw Lo

3o and Yiithe ereation of & power of atorpey uposss the

attornev-inediet™ Schook v Nash, 732

KIS I By
Aseiidenling

making the transfer voidable in eguity i the sttoraey sanaet show the Bamess of the trapsastion.

Sew Lcleman v Nowhora, 348 A3 433, 828 {Del. Ch 20078 B re Grodnar, 23R Del Che
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ndanis did ot stienept o discuss the

Additivnally, the evidence that Def

Acknpwlodgment with SONICHue's trustee (see DN 28, By 16 50 191-93, 205, Tr. at 7930}

gould pive rise tog roasonable wisrence that Deferddants’ conduet “devigtely] from the behavioe

one wonld expest nan armsdength deal” G Frops., LI v durise Capired Corp, 3R &S

P

106, 1214 (el 2012), Morsover, the Cowt's conclusion today that the comteactual provision

. O I

at tssue cleardy and tnambiguensdy establish thiat 830, wod ot ATL own the Disputed Natents,
fgther supports S3G T claimy ol fraud,

Avcordingly, the Court witl dey Defondants’ Muotion for Sunnary Judgment with vegard

b Pladnsifs fraud defonse. At wial, $3¢ may he sble o prove that Defendants’ elaim o an
implizd Heense to the Disputed Paiergs e barrst by Sawd,
& Uncleap Handg

.

Plaintitf comends that Delendants” claims of ownerdip sud Hoenss ace barved by

Defendants” nnclean handss Defondat sgass that 833G cannot prove s nonless hands defense

uux

dus 1o the absence of evidense thet Defondants “oond]ed] {their] conse of sation upm sy

3 Y.

wmunorsl or el sty ﬁim Bl fve v F >{e’ ol Tel Worders of P, D3O PA 878, BRE (B4
b3 i i€ :

Cir, 1984 (uternal quetation marks cmited) ™

3

I support of s position, Defondants instst that execution o the 2011 Adkuowledgmeant

caret be the “lnoverst or ilegs! sot” on which Plaintif may rely bersuse Defendants”

3T
prevadl ¢ ean hands Sar‘m&
fath on the pat of the gismin‘*“; ¥, . T‘tﬁ §ms§ lﬁi?i {i}mﬁ e, 1085
z“ia spplving the s;is;\m;m‘,g m }m wa vmm w: mt \‘i aﬁ mﬁ g:z.‘u.«imtzxm Bands any duty, bt ﬁm‘, h

*‘hs?m m me

43
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“wnership clalms e not founded o the Ac tnowlodgment.” (01 301 m 21 Wb, Dehuadants
have sduitied tha they sxeouted the 2011 Acknowledgment for the parpose of seserbing

geengrship in the T Action, snd Defondaniy sought i ssser] thety pwpership cladms in s

Tt N’ﬁ

?-M

-atter the ITC found those olaves to be hassless and syplatned 3 couk! not comact

3 286 8t Oy {oating UL 207, Bx 24w S3G003389T0-T1 €A, Mo, 11965

Aceordingly, the Cowet will deny Defendanty” Metion for Swmmary Sudgment with vegard
o Plaintifls uncloan hands defonse. Al trial, S3G may beable to prove that Defondaniy” olaim

nad

o an implied Hoense tothe Disputed Paients s barmed by Defendants’ unelean hands

£ Walver and Abandenment
Plainif contends that Defindams’ cladms of ownership and Heense have been waived

Ry

and shondoned. Defendants arpne that 833G cannot prevail on these defonses beonuse
“Defondants did not disvover AT s claim to the Dispied Pateonts il August 3 ML 2

374, and esver amd mméonmx b vepdve the yatentionsd *‘%Em{,mi hmont o ahandotment of s

keown right. Seeodrvowoed Indem. O v Hoetford Fire Bax Co, T F Supp. 3d 836, §55

§ 5

Del, 2011y Westpors Ins Corpowe N Call Religd 3018 108, Diss LEXIS 173676 (NI Call Do,
16, 2014y 836G does not dispete that 8 “has no proof that Defendonds Tntentionally relingquished
ar abandoned ¢ koown ght” (1 263 o1 37)
Accordingly, the Cowt will prant Defendants” Motion for Samary Judgsment with

regard to Mlatotd s walver sad sbandonmsnt deferse.
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&

£. SQther Egﬁi?&i}iié Drefonses™

eRpUIel 1
discovery requests what ‘other eqguitable definses” it assens and has notshown aay steh defonss

bas & discernible logal basts or oy faete (o suppeet ftherl™ (0L 363 at 38) (oillne DL AT & 12

Accerdingly, the Cowrt will grant Defendaniy” Muotion for Rummary Jodgment with regavd o

S

iy unspeci fed Sother equitatde defonses.”
B Dashess Motions

A, Plaintiffs Motion te Prechude Certain Opinions of
Drefendante” Tochniond Expert Edward 1 Delp, 1, PRD

S3G aoves 1o sxelude D Delp’s entive Export Beport ad Bxpert Reply Report

senstends that, pursuant to Pederal Rules of BEvidence 403 and 703, T, Balyy's report & ivglovant
for the contract interprotation Issues that see disposiive of the ownership aad implied Hoense
ot inthin cage,

The Court will exelude sny pations of Dy, Delp's report that ave divectad solely to
whether the varions contractual proviions at tssue in this case satalilish that 3G or Defendants

o

soo sy s matter of lase

owss the Thspuded Patents. The Court hus rosolved thisd
However, nther portions of Drc Delps repost ave relevant to e fazue of whether

Drefonduns olinined an impdisd Heones o the Disputed Patonts, which 8 2 matter that will

reguing bial o resolve. (Sec e g DL T TRTTO N SIS, IS D 267 Be Y

T3, 118206, Bya 447y Thus, the Clourt will net graot the entirsty of the relief sought by Plasitt
S30G futher moves to exclude T, Dolp s opinions that rely on testing the FueQGL
products using the BN Roftware Rriver becanse thds software did not gxist watll April 200 {vee

o
w5y
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PRLO2683, Bx Rt Y 108, 170, wh 1;,21 is more thaw 8 year afier Defendants purport to have
souteod & Hornge o the Disputed Patents. Inthe Court’s view, this teing dogs wtv‘o sider D
@dt‘& apintons basest oo the 2088 Software Dedver sither terslevant o tnbelpfid to the trier of
Tt Instead, D Delp’s tosting using the 2088 Soffware Driver fswobative ol whether the
FireG, products support 83TC fexture compression or decomprassion.  Plainiiffs arguments
regarding Hning go to e weighd, rathee than the admissitility, of these opinions.

$3C aliematively moves i sirke D Deip’s opnions srising fom wsting asing the 3088
Software Dirtver, purstaant 1o Fedeod Bule of Civil Provedues 370 or Federal Rule of Bvidenos |

403, heosuse Defondangs withheld the 2088 Rofvwears Dviver vapil afisr faot discovery closed

P

despite dentifving 13 other software deivers i thelr interropatory responses (DL 268 By S at
2425}, alb of widch Do Dol did s sctually sely oo {soe Tl 266 at €} {oiting DL 268, Bx, B

s

Digfondants contond that they “did set need 1o 1dentify the 2088 Softwers Driverdn ...

sierrogaiory responses botanse tat driver & not new and ever was & "aotuel basts” foy
clatning the segnived products “support 83T tegture compression o decompression™ bt

rather, that "D Delp used the 2088 Soltware Diviver s 3 comporent of the somnpuier el systeny
be sexeniblad fo analyze the hardivare ofihe FlreGL products AT] sequired™ (DL 388 at 47)
{citing DL 267, Bx. 2 at% 30

The Court need sot decids whather Defendins” disclosure of the 2088 Suftware Drtver

oh first oocirred when Defondants’ tmely served Delp’s expert teport} was untimely

Decaiss, sven T was, Defondanig™ faihurg ooy not, underthe slrpuntsténges, warrant exelision

3

of Dr. Deip’s opintons bised on the 2088 Software Driver. See fare Paoll RE Yord POR Livig,

L W%
IEF 3

s

17, 791 (30 Cle 19940, A9 830 recoguives, (s evidence bws o “high degres of
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“gnd is srgushly Ynow the showease of AMIY 5. mplied Beonse deforse” (DL
266 at ¥ The Cowrt should not lghtly stetke sweh evidense. Flabaif s sxpert has responded By
By, Deip's testing gvidence oy s owy rebuitad report. {(See DL 287, Ex 3 Any prejudies

Platotiff bas suffered -~ for lnstance, Som its decision oot o pursus cortain third-party discovery

feve DUL 289 &t 227~ can be vured (without Saupting the January 2016 wiab date) by reredies
fese drastie than siviking D, Delp’s report™ There is vo evidence of Defendants scting in bad

faith orwillfd vielstion of g Cowt ordey,

Accordingly, 836 Motlon to Prechads will be granted in part and denied in part.

B Defendants’ Metion to Exclude Mr, Plachne's Testimany
ey

Defendants move to exchude the estimony of Plaintifs expert, My Machao, regavding:

{1} the 2050 Sofwars Driver, (3) comparison of IBM products o later AMD moducts,

EN

3} SONICblue's zmri\aemw prosentations, and {43 the torms of the APAL

;u-,a

{

Diefendants wrgue that Mr Plachng™s Raply Repott concering the 2056 Softwars Dielver

that i is uottmely sepest opiaion that fails to rebut D Dalp's Expmﬁiq\wi The Cowrt
ssgrees. A N3G emphasizes, “Lrelendants” enltre theory of cwnership and tmplied Upease
vesis ppon thedr assertion that *{aome or all of the produets that AT scgabred o the Fue(GL
Rusiness stppot oy were intended o support 8370 texture comprassion or decompresaion.™

&

(T3, 284 2 36) {ouoting DU 18aty

21y Mr Plachno appropriately vsed the 2056 Rofbware

Dirtver fo respond to D Delp’s opinious abawgt the fimetivnality of the FireGL products because

SRy separate ovder, the parties will be divectsd to mect and confer and sveif they can

sgres on what additional discovery (fact and/or expert) misy need fo poonr a8 2 resuli of the
Coprt’s deciston,
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towas the sofveare driver svallalde when AT acquired the FireGL Business.™ This analvsis i
selevant 1o the question of whether the Disputed Patents were uved, held for use, or tntended to
be used by the FireGL Business and, therefore, Iy relovant to Defindasts’ implicd Heense claim
{which romatns part of Sus case poing Rewaed) (Sep DL 3RS, Bx, 47 00 122,125 Forther the
Clowrt agress with B30 that 3 was not regquised by the Scheduling Order (DL 210w offer Me.

Plachno’s opinions concerning the 2050 Softwars Driver in anppening report — gven M

e
SER

Plachne had slivady conducted s analyeis ot that He CEx AT R 13N - bepause #

.} \

has always besn 3G s position that contract interpretation issoey ave dispositive of e claims in
thiis vase, wnd Defendants by the bardey of proofon thatr vwnownership and tmplied hesnse
claima, Mr. Plachng’s opinions based on the 2056 Software Driver were sufficiently responsive
o Ur. Delp's opinions oe the fuectionality of the PieGL produchy, Actoedingly, the Courtwill

dony Defendants” Motion to Bxelude with regaed v Mr, Plachns's testimony concerning the

Drefendants next seek to exchivde ay frrelovant, unrelinbie, and mntimely My, Plachno™s

spiwions compacing the FiroGL products 1o AMD chips recently supphed w Apple. The Cougt

\

agrses with 30 that these oplrions ars relevant 1o Detadants’ claim of implied Bosnse because

“un inplied Bosnse arising from sale of 8 component o be used In# petontid combination

~

exierds only Borthe Bfe of the pomponent whose sale and prechase oreated the Rease”

< g

v Medten Mo Boulp. frovvations, Jno, TOF I RT2 8T8 Fad, G 1

Carborwdum Ua,

Contrary to Defondamts” assertion thit they “claim only that ATY sequired & Hoense when
Hlndesd, it m.\i afe o 056 Sofbware Driver in thely respons
i 3
Fat &‘} £

L 1 the fetual bszs. for Defen mimw ai mg_&m},ﬁ,
thiat* “Islome o all of the p}fmd NS iimt & ?? as:qmr*dm the Fue@d SRS Sy
Xiure compression or decompression” ;}:ﬁ § Haty

%

ntended wo support 8ATCE

EZEI}.\
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agguired the PaeGL B 3 20017 ’i} L3071 58 24y, Defendunts’ requested relisf fnchudss

deckratory judgment that they presenl continne to have an implied Hespseto the Deputed

Patents (0L Mt § 183 The seope of sy implied Heense iy g relovat ingudry. The Comtalso

N

agreey with $30 that Mr. Plachne's apinions pomparing the Fire

L pradoets o oaadern AMD

wahie based on dux ‘fﬁ.&‘&&i}@d chsarvations 4 au expert, sven i they anly

chipes ave sufBicientiy

involved 3 "oursory soview” (Tl 269, B 52 al 44y Lastly, Mr. Plachno's opusions ave propsy

-

rebuttal to Dr Delp’s opladons offtred tn suppest ofs fnding of su imphied Hoense

Avoordingly, the Court will deny Defendsnis” Motion to B

chade with regard 1o Mr, Plachuo’s

opinions comparing FireGL Produsts i meodern day produats.

>y gpnions N staterments v n marketing
sresentation to the effect that FireGL 2 and 3 products vontain 8370 texture decompragsion ave
inaccurate, {(Jd at Y4041} The Court agrees with 83G tha Mr. Plachan's opinions are tot
fegal conclusions oF mnwmr faci-finding, but, instosd, wre proper rs%li:;uﬁai 1o D Delp's reliznge
on the presentation sud dre based on his pwar obsers wofthe document ag well se e

techmical background, Avcordingly, the Court wi il deny Deforlants” Motion fo Exelude with

ropard to M, Plachue’s opinfons convenimg marketing presontation statements,

Firally, Detondants seek o sxchude Mr. Plachno™s tostinony @8 & swhat assets AT

segutred trpugh the APA beeause My Plachao i not an expet on sentvact interprolation nevey

wvent voad the APAL (See D01 287, B 3t 128) The Cowt agrees with Defendy

A

dopordingly, the Cougt will grant Defiadants” Motion o Exchads with regard o M Plachno's

J').

opinions concaning the e of the ARAL

48
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CONCLUSHON

Axt appropriate Crder followws,
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