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DECLARATION OF TIM CREAN

I, Tim Crean, declare as follows:
1. Fam VP, Chief Patent Counsel at NIBE, Tue. My statements in this declaration

are based upon my personal knowledge, information known to NIKE, and/or documsonts

maintgined by NIKE 1n the ordinary course of business. It called upon to do so, T oould and
would competently testify to the facts contained herein.
2. In accordance with Section 323.01{c) of the Manual of Patent Examinivg

Procedwre (“MPEP™), | submit this declaration to correct the assignment records for UK, Patent
Nos, 84590209, 8 522,577, 8,595 878; 8,621 ,881; 8,745,654, 8,839 ,532; 5,060,570 (collectively,
the “WIKE Patents™) and US. Patend Application Nos, 13/048,540; 13/891,842; 13/781,535;
13/942 365, 14028331, 14035462, 14/066,734; | 14/091 367, 14/198,620; 14/198,625;

147198 644; 14/198,679; 14/503 433, 14/503 4%

Lﬁ

{collectively, the “NIKE Patent Applications™)
in view of an erroneous and legally meffective assignment that Bruee Huffa and Fabdesigns, Tas.
wproperly recorded against the NIKE Patents and the NIKE Patent Applications.
3. Purswant to MPEP § 323.01(c), NIKE sobnuts the following © the Assignment
Services Division conewrrently hevewith:
(&} A completed cover sheet identifying the NIKE Patents and the
NIKE Fatent Applications against  which Mﬁ Hufla and
Fabdesigrs  imoproperly recorded their erropeous and legally
inetfoctive assignment;
(By  This declaration (1} identifving NIKE, Ine. as the correct owner of

the NIKE Patents and the NIKE Patent Applications, (2} stating
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that the assignment Mr, Huffa and Fabdesigns improperly recorded
ggainst the NIKE Patents and the NIKE Patet Applications
contains erroneons information and is legally neffective, and (3)
providing that the erroneous and legelly meffective assignment Mr,
Huffa and Fabdesigns improperly recorded against the NIKE
Patents and the NIKE Patent Applications is at reel and frame
number 35537-000; and

() The required fee pursnant to 37 CFR 341 for the correction of the
assignment records for the NIKE Patents and the NIKE Patent
Apphcations,

4. Purspant to MPEP § 323.01(c), I set forth in thus declaration a summary of the
true chain of fille to make it clear that the chain of title for t};a NIKE Patents and the NIKE
Patent Applications should not be considered altered by the erroneous and legally neffoctive
assipnment that Mr. Huffa and Fabdesigns improperly recorded, and that WIKE has been, and
continues te be, the sole and exclusive owper of the NIKE Patents, the NIKE Patent
Applications, and all nventions disclosed therein.

5. On or shout March 19, 2008, Fabdesigns and NIKE entered imto a Services
Agreement, effective March &, 200, under which Fabdesigns agreed to provide services to
NIKE, The Services Agrsement called for Fabdesigns to designale one or more Technictans to
poriorm services umder the Bervices Agreernent. The Technicians were required to exsoule 2
Technicign Agreament, the terms of which are incorporsted inte and made a part of the Services
Agreement. On or shout March 19, 2008, Bruce Huffa of Fabdesigns executed and delivered 1o

3
L
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NIKF a Technician Agreement. Ihave attached as Exhibit 1 1o this declaration a redacted copy
of the Services Agresment, the Technician Agresment, and an amendment thereto {collectively,
the “Agreement™). The Agroement provided that ifs torm started on March 8, 2008, and cxpired

on May 31, 2012, unless terminated earhier by the parties,

&. In the Agreement, Mr, Huffs provided NIXE a pressnt and brrevocable
assignment of all right, title, and interest in and o the Totellectnal Property he conceived,

gensrated, created, developed, or reduced 1o practice, either slone or jointly with others, while
performing services for NIXE, For exanople, Section 3.2 of the Technician Agreoment states:

I oonderstand that in connection with performing  Services, I may
individoally or jointly create, design or develop Intellectual Propenty. £
hevehy fevevocably assign, and agvee v assign, o NIKE, all of my vight,
title, and interest in and to the Intellectual Property, {(and in the case of
copyrights, T grant and agree to grant, a fully paid up, perpetaal, world-
wide, transferable, unrestricted, exclusive lcense to use such Inteflectual
Property), whether now existing or herelnaficr developed, to the extent
cenceived, ponerated, creqied, developed, or veduced o practice by me,
cither alone or jolnily with others, while pevforming the Services,
fogether with oll vights to secure registrations, renewals, issues, reissues
and sxtensions of the vighis thereio provided. To the exient that this
transfer of owoerslup 18 not effective, 1 grand to KIKE a fully paid up,
perpetual, world-wide, transferable, naresiricted, exclusive Heense 1o use
such IntcHectual Property. Upen NIEE's reguest, I will execute and
deliver to NIKE all documents necessary fo perfect NIKE’s vight, title
and interest in and to such Intcllectual Fropersy, both domestically and
abroad, including gl appreprinte documents for applying for, oblaining
and mainidning domestic and forelgn copyrights, tademarks aad
patents, aud @l proper assignments therefore, af the expense of NIKE,
but witheut additional consideration. 1 hereby irrevocably desimate and
appotnt NIKE and is doly authorized agenis as my attorsey-in~facd, fo act
for an m it behalf to execute and file those documents WHRIKE iz unable,
after reasonable effort; to secure my assistance for any reason.

(emphasis added.)

7. After excouting the Agreoment, Mr, Huffa performed services for NIKE betweecn
3
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2608 and at least 2011 Mr. Huffa had accesy to NIKE Intellectual Property, know-how, trade
secrets, and other proprietary nformation during thet time, In addition, while performing
sorvices for NIKE, Mr. Hoffa conceived, generated, oreatod, developed, andfor reduced to
practice, cither alome or jointly with others, Tatelleciual Property, tncluding ab least know-how,
trade secrets, proprietary information, and inventions disclosed in the NIKE Patents and the
NIKE Patent Applications. Pursuant to the Agreement, NIKE owns, has owned, and continues to
own, all right, title, and interest in and to that Intellectual Property, moluding the inventions
disclosed in the NIKE Patents and the NIKE Patent Applications.

K. Mr, Huffa executed and delivered to NIKE documents to perfect NIKE's vight,
title, and interest in and to the NIKE Patents and NIKE Patent Applications listed in the table
below, ncluding formal assipnment docuuments, NIKE recorded the assigmnsnt documents with

the Assigonment Rervices Dhvigion of the 118, Patent Office.

NIKE Patents and
NIKE Patent Applications
{(Grouped by Related
}?’atmN‘Appkiwtiam)

Reel ! Frame No. for the Huffa
Assignments that Correspoend to Kack
Group of Related Patenis/Applications

§,490,299; 8,745,896, 24860-901 and 28828-372
13/591,942; :m& 14/198,620
8,322,877, 13/942.365; 26350-26
14/50 3.433; gnd 14/503 488
R,5Q5,878; 14/ )'\, 4 and 14/198,628 25108-928
8,621,891 13/781,525, and 14/091,367 J0606-928
8,839 332 and 1»-’% 198,679 36349-402 and 38919-816
.000,570: 13048544 and 14/198,644 26350-287
Q. In late 2013, however, My, Hoffa and Fabdesigns refused to excowte and deliver o

WIKE the inventor oaths, declarations, and formal assignment docuvents for certein pstent

1 <
Mr. Huffa is no longer named as an inventor on this applcation.
4
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applications, including at least NIKE Patent Applications Nos., 14/026,331 and 14/035,462, This
refusal o no way changes, impacts, or alters NIKE s sole and exclusive swnership of all of the
NIKE Patents, the NIKE Patent Applications, aud the tnventions disclosed therein.

6. On Aprd 29, 2015, Mr. Huffa executed sn assignroent purporting to assign
Yeertain mights and ifnterests™ in the NIKE Patents and the NIKE Patent Applications to
Fabdesigns {the “lnvalid Assignment™)  The Invalid Assigoment is ervounsous and legally
ineffective — i fact it was void feare the start — at least because Mr. Huffa did not owa any right,

title, or interest in or to the inventions disclosed in the NIKE Patents or the NIKE Patent

Applications when he purpotted to assign “certain vights and interests™ o Fabdesigns. My, Huffa

had no right, title, or wterast i or to the inventions disclosed in the NIKE Patents or the NIKE

Patent Applicstions on April 29, 2015, for al least the reason he had already assigned all of his
right, title, and misrest in and to those invertions to NIKE over scven vears sarlier in 2008,

11, Onp Apnl 30, 2015, Fabdesigns improperly reeonded the Tuvalid Assignment with
the Asstgnment Services Divigion of the 1.8, Patent Office at resl and frame munber 33537-800,
Mr. Huatlh also submitted twa declarations allegedly in support of the Tuvalid Assignment, which
are also at reel and frame number 35537-900. The declarations are factually inaccurate and

5

legally ineffective.  They in vo way change, mmpsct, or alter NIKE’s sole and exclusive

ownership of the NIKE Pafents, the NIKE Patent Applications, and the fnventions disclosed

therein,

13 In sum the fovalid Assignment and supporting declarations that Mr. Hulla and
Fabrdesigus imuproperly recorded against the NIKE Patents and the NIKE Patent Applications are

srronecns and legally ineffoctive. NIKE hay been, and continues o be, the sole and exclusive

L
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DI

owner of all right, title, and interest in and to the NIKE Patents, the NIKE Patent Applications,
amid the inventions disclosed therein,

13, 1 declare under penalty of perpury that the foregoing is true and correct; and
further that I made the foregoing statementy with the knowledge that willfud false statements are

punishable by fine or inprisonment, or both, under Section 1001 of Title IR of the United States

Code and that such willful false stalements may jeopardize the validity of the NIKE Patends and

the NIKE Patent Applications.

Thm Crean
YE, Chiel Patent Coonsel at NTKE, hee.
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