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INSTRUMENT OF WAIVER
{Domestic and Foreipn Rights)

PETITIONER; Woodward Inc.

WAIVER NUMBER: GRC-W-5003

CONTRACT NUMBEER- NNCLICAC

CONTRACT TITLE: Low-Emizsions Combusior Concepts and
Associated Fuel Control Vilves

NASA CASE NUMBER: LEW.19208:1

TITLE OF INVENTION: Uas Turbine Enging Flow Regulating

INNOVATOR(S): Fei Philip Lee, Hukam Chund Mongis, Kathlesn

Tacing, Dantel Bulzan, Chi-Ming Lee

WHEREAS, the above-identified invention was made in the performance of wark
under the shove identified contract, and is subject 1o section 20135 of the National
Aeronautios and Space At (S1US.C Chapter 201, hereinafier referred to as “the Act™;

WHEREAS, the sbove-identified contract contains a property rights in inventions
clauge which provides that any invention made in the performance of work under sach
contract shall be presumed to huve been mads in the manner specified in paragraphs (A}
or {B} of section 20135(b)¥ 1) of the Act; and

WHEREAS, the petitioner (hereinafier referced to as the "waiver recipient™) has
filed 2 Petition for Waiver of Rights of the United Btatex for said invention in
conformance with the National Acronautics and Space Admimstration (NASA) Patent
Waiver Regulations 14 CFR Part 1245, Subpart i, and more specifically, under sestion
1245108, Waiver Afier Reporting Inventions; and section 1245.106, Waiver of Foreign
Rights; and

WHEREAS, the Administrator of MASA has determined that the interests of the
United States of America will be served by this Waiver;

NOW THEREFORE, subject ta the acceptance of the Conditions of Reservations
hereinafier specified
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WAIVER

1. The Administrator waives the property rights of the United States Government
to the said invention in the United States of America, and in § foreign country(s) {sec
Addendum), and hereby conveys to the waiver recipient the entire nght, title, and interest
it and to said invention subject, however, 1o the Conditions and Reservations set forth
below,

CONDITIONS

2. This watver is granted pursuant to the provisions of the NASA Patent Waiver
Regulations and is subject to the conditions preseribed therein and as specifically
provided below:

(#) The waiver shall extend to the daimed invention of any division or
continuation of the patent application filed on the reported invention provided the claims
of the subsequent application do not substentisily change the seope of the reported
invention.

(b} The waiver of rights granted herein shall be voidable at the option of the
Adonnistrator, unless the waiver recipient;

{1) With respect to domestic rights, files or causes an application for 1.5,

Letters Patent 1o be filed within 1 year from the granting by the Administrator of this
waiver disclosing and claiming the invention, and including within the first paragraph of
the specification following the abstract, the statement:

The invention described hercin was mads in the performance of
work under NASA Contract NNCHICATTC and is subjest to the
provisions of section 20135 of the National Asronastics and Space
Act (S1US.C. § 20135

(2} With respeet to foreign rights, files or cavses to be filed a patent
application in such countries identified in Paragraph 1, above, within 10 months from the
date that a vorresponding U.8. patent application has heen filed, or 6 months fom the
date a license is granted by the Commissioner of Patents and Trademarks to file foreign
patent spplications where such filing has been prohibited hy a Seerecy Order, or such
longer periods as may be expressly approved by NASA,
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{3) Fumnishes to the Chairperson of the NASA Inventions and
Contributions Board or to the patent representative designated in the contract & copy uf
such application including the fling date, serial mumber, and title of the waived
invention, and upon sequest a copy of any domestic vr fores g patent application
meluding un English version if filed in a language other than English, and a copy of the
patent or the patent number and issus date.

{4} Delivers to the Chairperson 3 duly exsouted and approved instrument,
prepased by the Government, fully confirming of all the rights domestic and forei £ to
which the Government is entitied putsuant to the Reservations, speaified below,

{5) With respect to any country in which the waiver recipient decides not
ta continue prosecution of auy application, to pay mauintenance feos on, or defend in
recxamination or opposition proceedings on « patent on 3 waived invention, the waiver
recipient shall notify the patent representative within sufficient time for NASA fo
continue prozecution, pay the maintenance fee or defend the recxamination or opposition,
and upon writlen request, convey title to NASA and execute all papers necessary for
NASA to proceed with the appropriate action.

{6} During the term of the patent, the petifiongr files a wtilization fepon
with the Chalrperson, upon NARA's written request, not more ofien than annually seiting
forth in detail the steps taken by the waiver resipient or its licensees or assigns reparding
the progress, development, application, and commercial wee being made and that is
wntended t b made of the waived invention,

{7} Notifses the Chairperson prior to sny transfer of prineipal rights in
such mvention 1o any party and identifies such party by name and sddress,

{8) Grants any license which the Administrator may requirs pursuant to
the RESERVATIONS specified below.

RESERVATIONS

3. {8} License to the Government. The waiver of domestic and/or forei gn rights
granted herein shall be subject to the reservation of an irrevocabls, nonexclusive,
nontransferable, royalty-free licenss for the practive of the invention throughout the
world by or on behalf of the United States Government or any ageney thereof, or sy
foreign govermmnent parsuant to any sxisting or future treaty or agreement with the United
States.

{b) Marchin rights. With respect to the invention, NASA has the right in
accordance with 14 CFR § 1245117 to require the waiver recipient, an assignee or
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exclusive licensee of the invention to grant nonexsdusive, partislly exclusive, or
exclusive Hoense in any field of use to a responsible applicant or applicants, upon terms
that are reasonable under the civcumstances, and if the waiver recipient, assignee, or
sxelusive bicensee refuses such a request, NASA has the right 1o grant such & license
itself i NASA determines that

(1) Such achion is necessary because the waiver recipient or assignes has
not taken, or is not expected 1o take within 2 reasonable time, effective sieps to achieve
practical application of the invention in such field of use;

{2} Such sction is nevessary to slieviate health ar safety needs which ars
not reasonably satisfied by the waiver recipient, assipnes, or their licerisces;

(3) Such action is necsssary to meet requiraments for poblic use spenified
by Federal regulations and sueh requirements are not reasonably satisfied b ¥ e warver
reciplent, assignee, or their losnsess; o

{4) Suchaction i necessary becsuse the agreement required by paragraph
{c} below, has not been obtained or waived oy because a license of the exelusive right to
ustor scll the invention in the United States is in breach of such sgreement,

{6} Praference for United States Industry. With respect to auy partisular
invention, the waiver recipient agroes that neither it o any assignee will grant to any
prrson the exclusive right fo use or sell such invention in the United States uniess that
person agrees that any products embodying the invention or produced through the use of
the invention will be manufastured substantially in the United States. However, in
individual ceses, the requirement for such an agreement may be waived by NASA upsn 8
showing by the waiver recipient or ilg assignee that ressonable but unsuccessful efforts
have been made to grant licenses on similar tenms to potential licensees that wonld be
likely 1o masufacture substantially in the United States or that under the circumstances
domeste manufacture is not commercially feasibile.

{d) Additional reservations: Notwithstanding any other provision in this
Instrumnent of Waiver, if a Government employee is a co-inventor on an invention
covered by this Instrument of Waiver, or if the Government obtains swaership rights
Bom a third-party inventor or owaer on & covered invention, then the waiver recipient
and the United States Government shall be co-owners of the imvention. As COWhHOLS,
both parties agree to nugotiate in good faith with yespect 1 (13 the cost of obtaining and
maintiining any patents, (2) the exploitation of the invention (including the possibility of
providing exslusive sights to the waiver recipient), and (3) the sharing of sny Heensing
revenus, Nevertheless, i both parties fail to agree, then cach co-owner may act separatel ¥
to the extens penmitted by law.
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EXEQUTION

4, This watver of rights shall be valid only afier the appended Acceptance and
Agresmant has been duly executed by the waiver recipient and an executed copy
promptly returned to the Chairperson, Inventions and Contributions Board, National
Aeronautics and Space Admindstration, Washington, DC 20546,

Signied at Washington, DC this 2%th day of June, 2015,
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Sumara M. Thompson-King
Gengral Connsel

PATENT
REEL: 040070 FRAME: 0059



L
et
i
i
3
fove;
s
5%
i
e
&
e
7z,
£
Yl
o3
i
Lout
ol
i
g 0o
oy
£

Erom 207 288 434} 4g¢

ACCEPTANCE AND AGREEMENT

The waiver recipient agrees that the invention identified above was made under the
abuve-identified contract in the performance of work under said contract by a person or
persens deseribed in paragraphs (A} or (B) of Section 20135001} of the Act and under
the conditions therzin described.

The waver recipient further aprees that inthe event it agiuxowit,dgex that the
conditions upon which this waiver s based have not been satiafied, or in the event the
Administrator voids this waiver whers conditions of paragraph 2 sbove have not been
met, it will deliver to the Administrator the property mg}ns watved sbove, including the
wstrament of waiver, upow request, and an instrument of assigiment for any patent
application or any patent which may have been filed therenn, and that failing to deliver 1o
the Administrator such duly executed sssigrument, the Administrator may prepare a
decision yoiding the waiver of rights which shall operate to restore title to the United
States to sad invention, Such deciston shall be conclusive evidence as 1o the title of the
United States to said mvention and that the Comunissioner of the Patent and Trademark
Office shall be authorized upon the fling of said deciston to reoprd the title to said
tnvention, patent application or patent, as applicable, in the name of the United States.

The waiver recipiont acoepts this waiver subjeet to ail the lerms and conditions set
forth herein and has caused this instrument to be executed and attested by its duly
authorized ropresentative(s) this _§ Hiiday of roember 2085 with the fatent to
be legally bowsd thereby.
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ADDENDUM TO INSTRUMENT OF WAIVER

GRC-W-5003

5 FOREIGN COUNTRY ()

Ching, Japan, United Kingdom, France, Germany

PATENT
RECORDED: 09/19/2016 REEL: 040070 FRAME: 0061



