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UNSW NewSouth

b Innovations

Intellectual Property Assignment Deed (External)

DATE

PARTIES

NewSouth Innovations Pty Limited ABN 25 000 263 025 (NSi)

Rupert Myers Building, Gate 14 Barker Street, UNSW, Sydney, NSW 2052,
Australia

Chief Executive Officer

+61 2 93856505

+61 2 9385 6502

contracts. management@unsw.edu.ay

Contact:
Phane:
Fax:
Email:

Nanyang Technological University (NTU)
50 Nanyang Avenue,
Singapore 639798

Michel Birnbaum
+85 6 592 7572
+65 6 792 1737

Contact:
Phone:
Fax:

ENTIRE DEED

This deed consists of the General Terms, these Details and any annexures or
schedules to this deed.

INTELLECTUAL
PROPERTY
RIGHTS (IPR)

Intellectual
Property
Notification
Date

Project name Tech ID

DETAILS OF
INTELLECTUAL
PROPERYY
RIGHTS

NO regulation of biofilms (EBCRC). 7 Oct 2012

National Granted 20062518
Phase 61

Australia

Methods and
Compositions for
Regulating Biofilm
Development

National Granted 187808

Phase

Method for promoting israel
dispersal of a microbial
biofilm and a use of at
least one nitric oxide
generating or releasing
agent, together with a
suitable carrier, for the
manufacture of a
composition for
promoting dispersal of
a microbial biofitm

National Granted 137915

Phase

Methods and
Compositions for

Singapore
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Regulating Biofiim

Development

Methods and United States | National Granted 8425945
Compositions for Phase

Regulating Biofilm

Development

Methods and Europe National Validated 1899461
Compositions for Phase

Regulating Biofilm

Development

Methods and Europe Divisional Allowed 11156424
Compasitions for A
Regulating Biofilm

Development

Methods and Germany Nationat Granted 60200605
Compositions for Phase 0558.2
Regulating Biofilm

Development

Methods and Denmark National Granted 1899451
Compositions for Phase

Regulating Biofilm

Deavelopment

Methods and France National Granted 1899451
Compositions for Phase

Regulating Biofilm

Development

Methods and United Nationat Granted 1898451
Compositions for Kingdom Phase

Regulating Biofilm

Development

Methods and freland National Granted 1899451
Compositions for Phase

Regulating Biofilm

Development

Methods and Netherlands | National Granted 1898451
Compositians for Phase

Regulating Biofilm

Development

Methods and Sweden National Granted 1899451
Compositions for Phase

Regulating Biofilm

Development

(8) Any patents or patent applications which are based on the invention and
any patents or patent applications which claim priority from, or are
divided from, or are continuations of any such patents or patent
applications.

{b) Krow-how means all unpatented technical and other information not in
the public domain including inventions, discoveries, concepts, data,
formulae, ideas, specifications, procedures and resuits for experiments
and tests, experimentation and testing, and results of research and
development, including laboratory records, clinical frial data, case
reports, data analysis and summaries, and information in submissions to
and information from ethics committees and regulatory bodies, relating
to the inventions the subject of the patents.

SPECIAL Not used
CONDITIONS
PATENT ~unsi
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MANAGEMENT being Application Expenises incurred NSiin the period of 01 Nov 2016 t0 8
CosTS August 2017
BACKGROUND

(ay NSi owns the Intellectual Property rights in the technology known as "NO
regutation of Biofilms” and has the right to assign the IRP,

(b) NSi assigns its interest in the Invention IP to NTU and agrees to do all things
necessary to enable NTU to Commercialise the Invention IP and to

undertake certain other obligations, in return for the Revenue Share, on the
terms and conditions set cut in this deed.

(c) NTU accepts the assignment of the Invention IP and agrees fo undertake

Commerciglisation activities in relation fo the Invention 1P, on the terms and
conditions set out in this deed.

Signed by the authorised representative of /
NewSouth Innovations Pty Limited ABN

Warwick Dason
25 000 263 025 in the presence of yd

Director, Knowiedg b Exchange
W Sydine

Warwzck Dawson
A ’ s F RN

Signature of withess

Sugnature df authf)/ised representatxv

\\\\\\\\\\\\ %
L«MM o o
3 ’ A \\\\\\\\\\\\ s N
SV ey ,’: o g CAC P‘PWSQ)\I \\\\‘ \\\\& A
Name of withess Name of authorieed representativel ~ & ‘\\\\ { RN
‘ =¥ &) N \§ H
27bie 1 el A\ k=S
Date Date Nt ¢
\\\\\\\\\\‘\\\“\“M“\,\“«
Signed for and on behaif of UNSW Australia  Signed for and on behalf of Nanyang
ABN 87195 873 179 e Technologital University

-~

Signature of /&*ﬂ;chorised Person Signature
Print Name Anneite MclLaren PintName  py, Lim Jut vation)
Acting Director Shief Execuuve Oﬁsr:aqr g‘ggemm }
Fosion ReSEEICTSTaTegy and Partnershig@ositon a
UNEW Sydnay
Date L0 i ves 31 Date

The signatory warrants that they are authorised  The signatory warrants that they are authorised to
to execute this deed on hehalf of LINSW execute this deed on behalf of Nanyang
Australia. Technological University
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GENERAL TERMS

1 DEFINITIONS and INTERPRETATION
1.1 Definitions

In this Deed, unless the context otherwise requires:

Application Expenses means the costs and expenses (including legal and cther professional
fees. Goods and Services Tax and stamp duties) incurred by NSi prior to the date of this
Agreement, as set out in Annexure A in relation to the preparation, filing, prosecution, and
mainienance of the Patent Applications stated in the Details.

Commercialisation means any commercialisation, conmercial or commercially directed use,
application, activity or other commercial exploitation of the Invention IP, such as:

(a) eniering into any agreement or understanding. including-any joint venture or strategic
alliance, for the sale, transfer, assignment, hire, licensing or sub-licensing of all or any part of
the Invention; or

(b) the manufacture of any products using or ernbodying the invention for sale or marketing;
And “Commercialise” will be similarly construed. LRI wnx.caa\omkw

For the avoidance of doubt, the use of the Invention 1P or Patent Applications for collaborative
research projects with third parties is not regarded as a Commercialisation of the invention {P.

Expenses means all costs and expenses (including legal and other professional fees, Goods
and Services Tax and stamp duties) incurred by NTU in relation to the preparation, filing,
prosecution and maintenance of Patent Rights in respect of the Invention 1P and in respect of
any Commercialisation of the invention 1P after the date of this Agreement

Exploit or Exploitation means:
(a) generally to develop, manufacture, use and market;

(b) in refation to PRs, the exercise of the rights exclusively granted to the holder of such
IPRs by the laws of the jurisdiction in which the IPRs subsist;

) in relation to a product, kit, apparatus, substance, documeniation or information
resource {or any part of such materials), to develop, make, distribute, market, sell, hire
out, lease, supply, or otherwise dispose of if, and

() in relation to a method or process, to use the method or process or 1o develop, make,
distribute, market, seli, hire out, lease, supply, or otherwise dispose of a produdt, kit or
apparatus the use of which is proposed or intended to involve the exercise of the
method or process.

Intellectual Property means statutory and other proprietary rights in respect of copyright and
neighbouring rights, alf rights in relation to inventions, patents; plant varieties, registered and
unregistered trade marks, registered and unregistered designs, circuit layouts and rights to
reguire information to be kept confidential, and all other rights as defined by Article 2 of the
Convention establishing the World Intellectual Property Qrganization of July 1967, and all
rights te apply for any of the above, but does not include moral rights that are not {ransferable.

fnvention P means the {PRs set out in the Details.

20716-0038 Assignment Deed Out
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Net Revenue means the Revenue less (i) reimbursement of Application Expenses, pursuant
to Clause 2.3(a), and less (il) Expenses, pursuant to Clause 2.3(b) below.

Ratent Applications means the patent applications filed in respect of the Invention IP as
stated in the Detalls.

Patent Rights means the Patent Applications, and any and all patents (including extensions
thereof) of any country issuing from any of the aloresaid patent applications, or any part
thereof.

Revenue means the gross consideration receivaed by NTU in connection with or arising from
or pursuant to any Commercialisation of the Invention 1P,

UNSW means the University of New South Wales (ABN 57 195 873 179).

1.2 Interpretation
In this Deed:
() headings are for convenience only and “including” is not a word of limitation; and
(s) a reference to any party in this Deed includes the party’s successors and permitted
assigns.
ASSIGNMENT o
241 Assignment
Subject to clause 2.3, NSi hereby assigns to NTU, and NTU accepts NSi's entire right, title
and interest {whether fegally or beneticially ownad) in the invention IP, existing at, and with
affect from, the date of this Deed.
2.2 Consideration
In consideration of the Assignment made in clause 2.1, NTU must pay to NSi the Patent
Management Costs and the Revenue Share.
23 Revenue Share
2.4 NS&i's and UNSW’s continuing rights

The Parties acknowledge and agree that the assignments in clause 2.1 are subject to a grant
by NTU of & non-exclusive, petpetual, royalty-free, irrevocable, worldwide licence to NSi, with
a limited right to sub-licence to UNSW (but with no right for UNSW to sub-licence), to use the
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Invention IP for education and non-commercial research purposes. For the avoidance of
doubt, NSi must not grant any sub-licences, or rights to use the Invention IP to any third party,
apart from UNSW, without the prior written consent of NTU.

2.5 Assistance

NSi must, on NTU reasonable reguest and at NTU cost, provide NTU with reasonable

assistance, including access 1o records and execution of documents, required to give full

effect to the assignments in clause 2.1. NTU wilf bear all costs associated with the
assignment of ownership of the invention IP, including but not limited to all costs associated
with recording of ownership of the Invention P upon any register of patents that is incurred on
and after the date of assignment.

WARRANTIES

3.1 NSi warranties

NSi warrants as at the date of execution of this Deed that:

(a) it has the power and authority to enter into and perform its obligations under this Deed
and that the execution of this Deed by it has been duly and validly authorised by all
necessary corporate action;

(b its obligations under this Deed are valid and binding and enforceable against it in
accordance with their terms;

{©) this Deed and its performance do nct contravene its constituent documents or any
law, or any of its obligations or undertakings by which it is bound, or cause a limitation
on its powers of its corporate officers to be exceeded;

{ch) to the best of its knowledge and belief it owns its interest in the Invention 1P, which is
held without mortgage or charge;

{e) to the best of its knowledge and belief it has not granted o any person any licence to
the Invention 1P which may conflict with the rights granted under this Deed,;

) to the best of its krnowledge and belief it is not aware of any matter (other than matters
disclosad to NTU prior to the date of execution of this Deed, or otherwise to which
NTU has knowledge or reasonably ought to have knowledge thereol) that would be or
is likely to render any of the invention IP invalid;

(9) io the best of its knowledge and belief no rights of third parties (other than rights
disclosed to NTU prior to the date of execution of this Deed, of otherwise to which
NTU has knowledge or reasonably ought to have knowledge thereof) would be or are
likely to be infringed as a consequence of the rights granted under this Deed.

{h) without fimitation of the foregoing warranties it is in possession of duly signed and
enforceable assignments of the Invention IP in favour of NSi or UNSW.

3.2 NTU warranties

NTU warrants, as at the date of execution of this Deed, and it is a condition of this Deed that:

(a) it has the power and authority to enter into and perform its obligations under this Deed
and that the execution of this Deed by it has been duly and validly authorised by all
necessary corporate action;

{b) its obfigations under this Deed are valid and binding and enforceable against it in
accordance with their terms;

(©) this Deed and its performance do not contravene its constituent. documents or any
law, or any of its obiigations or undertakings by which it is bound, or cause a limitation
on its powers of its corporate officers to be exceeded;

{cl) it has made its own assessment of the Invention {P;
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33

(&) it has exercised its independent skill and judgment and has carried out its own
investigations in its decision to enter into this Deed;

(f) it has not relied on any advice, promise or representation made by NSi or UNSW
which has not been expressly included in this Deed; and
{g) it has obtained, or where required in the fulire will obtain, all authorisations,

registrations, approvals or permits required by any governmental body or under any
government legislation in any relevant jurisdiction in connection with NTU entry into
and petformance of this Deed.

Exclusion of warranties
NTU acknowledges and agrees that:
(&) except for such warranties on the part of NSi as are expressily set out in this Deed

there are no other warranties binding upon NSi or between NSi and NTU;

(b) NSi hag not made, nor has any person on behalf of NSi made any term, warranty,
undertaking. or understanding whatsoever that is not expressly set aut in this Deed,;

(<) no representation or promise of any description, not expressly included in this Deed,
was made before this Dead was entered into; and

() NSi has not made and does not make any warranty or representation whatsoever as
1o

i, the safety of the Invention IP ar of any products derived from such;
ii. the Exploitation of the Invention IP;
iii. the marketability of the Invention IP;

iv. the profits or revenues that may result from the Exploitation of the Invention
iP;

V. the Exploitation prospects or success of any part of the Invention IP; and

vi, the Exploitation of the Invention IP being lawful or not requiring consent or

approval by a third party (including regulatory approval) but without limiting
NSi warranties in clause 3.1.

4.2

4.3

ACKNOWLEDGEMENTS
Release

To the full extent permitied by law, NSi will not be liable to NTU for any special, incidental,
indirect or consequential loss or damages, loss of profits, loss of data, loss of business
opportunity or liabilities in respect of third parties which may be suffered or incurred or which
may arise diractly or indirectly out of or in connection with this Deed, however caused, under
any theory of liability, whether based on breach of contract, breach of statute, tort {including
any negligent act or omission) or otherwise, and whether or not the Party has been advised of
the possibility of such loss or damage.

Acknowledgement

NTU acknowledges and agrees that to the extent permitted by law, NSi and UNSW do not
provide any warranties or assurances, except for such warranties as expressly set out in
clause 3 and NSi and UNSW do not otherwise accept any Rability, however arising, with
respect to the Invention 1P or its exploitation except to the extent such loss, damage or
expense arose from breach of this Deed including a breach of warranty under clause 3 or
breach of this Deed arising from use by UNSW in accordance with clause 2.3,

Indemnity

NTU indemnifies NGi, UNSW, and their officers, employees, contractors and agents (those
indamnified) against all loss, damage and expense (including legal expense) suffered or
incurred by those indemnified or any of them as a resuit of a third party action or claim,
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whether under contract, tort (including negligence), statute, in equity or otherwise, atising out
of or in connection with the use, Commercialisation or exploitation of the Invention IP on of
after the date of this Deed, except 1o the extent such loss, damage or expense arose from use
by UNSW in accordance with clause 2.3, or breach of this Deed including a breach of warranty
under clause 3. The liability of NTU under this clause 4.3 shall be capped at the greater of
Singapore Dollars One million (S§ 1,000,000.00) or NTU's share of the revenue.

5.1

5.2

5.3

5.4

5.5

5.6

57

GENERAL

Terms and antire agreement

This Deed consists of these General Terms, the Schedule and any annexures or schedules
expressly incorporated and constitutes the entire agreement of the Parties about its subject
matter and supersedes all previous agreements, understandings and negotiations on that
subject matter.

Inconsistency

If there is an inconsistency between a provision of the Schedule, the General Terms, a
schedule or an annexure then the first-mentioned terms prevail.

Requirements for valid legal notice

Any natice or other formal communication having legal effect under this Deed must be:

{a) in writing signed by an authorised representative of the sender;

(h) must be marked to the attention of the recipient’s Contact and be delivered to the recipient
by hand, pre-paid post or fax at the address or number shown in the Schedule (or as last
notified); and

{¢; will be effective once received.

No agency or partnership

Nothing contained or implied in this Deed is intended to create a parinership between the

Parties or, except as otherwise provided in this Deed, establish any of the Parties as an agent

ot representative of another Party. Except as otherwise provided in this Deed, no Party has

any authority to bind another Party, or to act for, or to incur any obligation or assume any
responsipility on behali of, another Party in any way.

Variation and waiver

A provision of this Deed or a right created under it, may not be waived or varied except in

writing, signed by the Party or Parties to be bound. A failure or delay in exercise of a right

arising from a breach of this Deed does not constitute a waiver of that right.

Remedies cumulative

Unless otherwise stated, the rights, powers and remedies provided in this Deed are in addition

to and not exclusive of the rights, powers and remedies given by law independently of this

Deed.

Severability

If the whole or any part of a provision of this Deed is void, unenforceable or lllegal in a

jurisdiction in which this Deed is performed it is severed for that jurisdiction. The remainder of

this Deed has full force and effect and the validity or enforceability of that provision in any
other jurisdiction is not affected. This clause has no effect if the severance alters the basic
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6.8

5.9

5.10

nature of this Dead or is contrary to ptiblic policy. In that event, the Parties agree to use their
raspective reasonable efiorts to negotiate a substitute, valid and enforceable provision which
most nearly effects the Parties” commercial intent in entering into this Deed.

Counterparis

This Deed may be executad in counterparts. All counterparts when taken together are to be
taken to constitute one instrument.

Construction

No rule of construction applies to the disadvantage of a Party because that Parly was
rasponsible for the preparation of, or seaks to raly on, this agreement or any part of it.

Dispute Resolution

5.10.1 In the event of any difference or dispute arising between the Parties relating to the
validity, interpretation, construction or performance of this Agreement, the Parties will use their
best endeavours to settle amicably such difference or dispute by consultation and negotiation.

5.10.2 If such efforts taken under clause 5.10.1 above fail, then the Parties will refer the
matter to mediation in accordance with the rules and procedures of the Singapore Mediation
Centre.

5.10.3 |, and to the extent that, any dispute has not been settled pursuant to clause 5.10.1
and 5.10.2 above, then the dispute will be referred to and finally resolved by arbitration in
Singapore in accordance with the Arbitration Rules of the Singapore International Arbitration
Centre for the time being in force, which rules are deemed to be incorporated by reference to
this clause 5.10. The language of the arbitration will be English. Any award made hereunder
will be final and binding upon the Parties hersto and judgment on such award may he entered
inta any court or tribunal having jurisdiction thereof.

5.10.4 The institution of any arbitration hereunder will not prevent NTU from applying for and
obtaining from a court a temporary restraining order and/or prefiminary injunclive relief
pending the outcome of the arbitration.

6.1

6.2

Governing law

This Deed is governed by the laws of New South Wales and the parties submit to the non-
exclusive jurisdiction of the courts of that State. Serving documents

Without preventing any other method of service, any document in an action may be served on
a Party by being delivered or left at that Party's address provided in page 1 of this agreement.
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ANNEXURE A

‘nvention Lt se o Patent costs - |-Patent costs TOTAL
incurred up by incurred by NSi '
NSi till from 1 Nov 2015
31 Oct 2015 “until date of
- G o sl el ool execution of
it e o S s deed Sl
Invention Title: AN | o | A oo

Methods and compositions for
regulating biofilm development

(UNSW Ref: 12_2707)

ANNEXURE B

NSI PAYMENT OPTIONS
1. DIRECT BANK TRANSFER:

Piease forward payment to the following bank account ensuring you quate Order No, for example:

nsigccounts@nainnovations.com.au as remitiance advicea.

BSB: 012-390 Account: 837368456
Bank name: ANZ Branch: Randwick NSW 2031
SWIFT: ANZBAUSBMXXX Reference: G

DATE PAID: / /

2. OR CREDIT CARD - Credit card orders will take up to 5 working days o process
{N.B. Cradit card payments may incur an additional 2% fee.)

Card type:Visa Mastercard Cardnumber:

Expiry date: / Cardholder name;

Cardholder signature:

Please do not hesitate to contact our team at goniractssiatager@nsinniovations com.ay if you
raquire anything further.
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