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Attorney Docket No.: SPHS-0104-P01 Page 1 of 4
Serial No.: 15/667.847 Combined Declaration and Assignment
Filing Date: August 3, 2017

United States Patent Application
COMBINED DECLARATION AND ASSIGNMENT

Title of Invention:
MITIGATION OF RETURN-ORIENTED PROGRAMMING ATTACKS

DECLARATION
As a below named and undersigned inventor, I hereby declare that:

(a) This declaration is directed to United States application or PCT international
application number 15/667,847 filed on August 3, 2017.

(b) The above-identified application was made or authorized to be made by me.

(c) I believe that I am the original inventor or an original joint inventor of a claimed
invention in the application.

I have reviewed and understand the contents of the application, including the claims, and
I acknowledge the duty to disclose all information which is material to the patentability of this
application as defined in 37 C.F.R. § 1.56 (attached hereto).
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Attorney Docket No.: SPHS-0104-P01 Page 2 of 4
Serial No.: 15/667.847 Combined Declaration and Assignment
Filing Date: August 3, 2017

ASSIGNMENT

WHEREAS, the undersigned inventor (“Inventor”) has developed certain inventions
(“Inventions”) described in the above U.S. patent application, and has full right to convey his or
her entire interest, both legal and equitable, in and to said Inventions free from all prior
assignments, agreements, licenses, mortgages, security interests, or other encumbrances
whatsoever; and

WHEREAS, Sophos Limited (“ASSIGNEE”), an entity organized and existing under the
laws of the United Kingdom, and having a place of business at The Pentagon, Abingdon Science
Park, Abingdon, United Kingdom, OX14 3YP, is desirous of acquiring the entire right, title, and
interest in and to the Inventions and any and all patents to be obtained therefore;

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency of
which are hereby acknowledged by the Inventor, the Inventor hereby sells, assigns and transfers
unto the ASSIGNEE, its successors and assigns, his or her entire right, title and interest in and to
the Inventions as described in the above application and all applications resulting therefrom,
including any and all conversions, divisions, continuations, continuations-in-part, substitute
applications, and reissues or extensions thereof; and all resulting patents in any jurisdiction
worldwide; along with all rights of priority and rights to sue for past infringement;

AND the Inventor hereby authorizes and requests the issuing authority to issue any and
all patents issuing from any of the forgoing to the ASSIGNEE or its successors and assigns;

AND the Inventor agrees that ASSIGNEE’s counsel, Strategic Patents, P.C. having
Patent Office Customer Number 138064, shall hereinafter act on behalf of the ASSIGNEE with
respect to the Inventions;

AND the Inventor further agrees, without any further payment or compensation by the
ASSIGNEE or its successors and assigns, to communicate to the ASSIGNEE, its representatives
or agents or its successors and assigns, any facts relating to the Inventions including evidence for
interference purposes or for other legal proceedings whenever requested; to testify in any
interference or other legal proceedings, whenever requested; to execute and deliver, on request,
all lawful papers required to make any of the foregoing provisions effective; and to generally do
everything possible to aid the ASSIGNEE, its successors or assigns and nominees to secure,
obtain and enforce proper patent protection for the Inventions in this or any foreign country.

The Inventor hereby authorizes the attorneys and agents associated with Patent Office
Customer Number 138064 to insert hereon any further information necessary or desirable for
recordation of this document.

PATENT
REEL: 045121 FRAME: 0135



Aboegy Docket N SPHE-Q (4001

Poge dof 4
Combitied Deckiratioe and As

 Laccept and ggres to the tommg ©

3.
- punishable ander I8 UB.C, 10
i both,

1 hereby acknowledes tha

| Fall Legal Name of inventors Bk Lomar
| Residence: Hengelo, Netherlands

iy
D Signature

i,

e

7

imad

PATENT
REEL: 045121 FRAME: 0136



Attorney Docket No.: SPHS-0104-P01 Page 4 of 4
Serial No.: 15/667.847 Combined Declaration and Assignment
Filing Date: August 3, 2017

§ 1.56 Duty to disclose information material to patentability.

(@) A patent by its very nature is affected with a public interest. The public interest is best served, and the
most effective patent examination occurs when, at the time an application is being examined, the Office is aware of
and evaluates the teachings of all information material to patentability. Each individual associated with the filing and
prosecution of a patent application has a duty of candor and good faith in dealing with the Office, which includes a
duty to disclose to the Office all information known to that individual to be material to patentability as defined in
this section. The duty to disclose information exists with respect to each pending claim until the claim is cancelled
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of
a claim that is cancelled or withdrawn from consideration need not be submitted if the information is not material to
the patentability of any claim remaining under consideration in the application. There is no duty to submit
information which is not material to the patentability of any existing claim. The duty to disclose all information
known to be material to patentability is deemed to be satisfied if all information known to be material to
patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner
prescribed by §§ 1.97(b)-(d) and 1.98. However, no patent will be granted on an application in connection with
which fraud on the Office was practiced or attempted or the duty of disclosure was violated through bad faith or
intentional misconduct. The Office encourages applicants to carefully examine:

(1) Prior art cited in search reports of a foreign patent office in a counterpart application, and

(2) The closest information over which individuals associated with the filing or prosecution of a
patent application believe any pending claim patentably defines, to make sure that any material
information contained therein is disclosed to the Office.

(b) Under this section, information is material to patentability when it is not cumulative to information
already of record or being made of record in the application, and

(1) Ttestablishes, by itself or in combination with other information, a prima facie case of
unpatentability of a claim; or

(2) Tt refutes, or is inconsistent with, a position the applicant takes in:
(1) Opposing an argument of unpatentability relied on by the Office, or
(ii) Asserting an argument of patentability.

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is
unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim its
broadest reasonable construction consistent with the specification, and before any consideration is given to evidence
which may be submitted in an attempt to establish a contrary conclusion of patentability.

©) Individuals associated with the filing or prosecution of a patent application within the meaning of this
section are:
(1) Each inventor named in the application;
(2) Each attorney or agent who prepares or prosecutes the application; and
(3) Every other person who is substantively involved in the preparation or prosecution of the
application and who is associated with the inventor, the applicant, an assignee, or anyone to whom
there is an obligation to assign the application.

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing
information to the attorney, agent, or inventor.

©) In any continuation-in-part application, the duty under this section includes the duty to disclose to the
Office all information known to the person to be material to patentability, as defined in paragraph (b) of this section,
which became available between the filing date of the prior application and the national or PCT international filing
date of the continuation-in-part application.
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Attorney Docket No.: SPHS-0104-P01 Page 1 of 4
Serial No.: 15/667.847 Combined Declaration and Assignment
Filing Date: August 3, 2017

United States Patent Application
COMBINED DECLARATION AND ASSIGNMENT

Title of Invention:
MITIGATION OF RETURN-ORIENTED PROGRAMMING ATTACKS

DECLARATION
As a below named and undersigned inventor, I hereby declare that:

(a) This declaration is directed to United States application or PCT international
application number 15/667,847 filed on August 3, 2017.

(b) The above-identified application was made or authorized to be made by me.

(c) I believe that I am the original inventor or an original joint inventor of a claimed
invention in the application.

I have reviewed and understand the contents of the application, including the claims, and
I acknowledge the duty to disclose all information which is material to the patentability of this
application as defined in 37 C.F.R. § 1.56 (attached hereto).
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Attorney Docket No.: SPHS-0104-P01 Page 2 of 4
Serial No.: 15/667.847 Combined Declaration and Assignment
Filing Date: August 3, 2017

ASSIGNMENT

WHEREAS, the undersigned inventor (“Inventor”) has developed certain inventions
(“Inventions”) described in the above U.S. patent application, and has full right to convey his or
her entire interest, both legal and equitable, in and to said Inventions free from all prior
assignments, agreements, licenses, mortgages, security interests, or other encumbrances
whatsoever; and

WHEREAS, Sophos Limited (“ASSIGNEE”), an entity organized and existing under the
laws of the United Kingdom, and having a place of business at The Pentagon, Abingdon Science
Park, Abingdon, United Kingdom, OX14 3YP, is desirous of acquiring the entire right, title, and
interest in and to the Inventions and any and all patents to be obtained therefore;

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency of
which are hereby acknowledged by the Inventor, the Inventor hereby sells, assigns and transfers
unto the ASSIGNEE, its successors and assigns, his or her entire right, title and interest in and to
the Inventions as described in the above application and all applications resulting therefrom,
including any and all conversions, divisions, continuations, continuations-in-part, substitute
applications, and reissues or extensions thereof; and all resulting patents in any jurisdiction
worldwide; along with all rights of priority and rights to sue for past infringement;

AND the Inventor hereby authorizes and requests the issuing authority to issue any and
all patents issuing from any of the forgoing to the ASSIGNEE or its successors and assigns;

AND the Inventor agrees that ASSIGNEE’s counsel, Strategic Patents, P.C. having
Patent Office Customer Number 138064, shall hereinafter act on behalf of the ASSIGNEE with
respect to the Inventions;

AND the Inventor further agrees, without any further payment or compensation by the
ASSIGNEE or its successors and assigns, to communicate to the ASSIGNEE, its representatives
or agents or its successors and assigns, any facts relating to the Inventions including evidence for
interference purposes or for other legal proceedings whenever requested; to testify in any
interference or other legal proceedings, whenever requested; to execute and deliver, on request,
all lawful papers required to make any of the foregoing provisions effective; and to generally do
everything possible to aid the ASSIGNEE, its successors or assigns and nominees to secure,
obtain and enforce proper patent protection for the Inventions in this or any foreign country.

The Inventor hereby authorizes the attorneys and agents associated with Patent Office
Customer Number 138064 to insert hereon any further information necessary or desirable for
recordation of this document.
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Attorney Docket No.: SPHS-0104-P01 Page 4 of 4
Serial No.: 15/667.847 Combined Declaration and Assignment
Filing Date: August 3, 2017

§ 1.56 Duty to disclose information material to patentability.

(@) A patent by its very nature is affected with a public interest. The public interest is best served, and the
most effective patent examination occurs when, at the time an application is being examined, the Office is aware of
and evaluates the teachings of all information material to patentability. Each individual associated with the filing and
prosecution of a patent application has a duty of candor and good faith in dealing with the Office, which includes a
duty to disclose to the Office all information known to that individual to be material to patentability as defined in
this section. The duty to disclose information exists with respect to each pending claim until the claim is cancelled
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of
a claim that is cancelled or withdrawn from consideration need not be submitted if the information is not material to
the patentability of any claim remaining under consideration in the application. There is no duty to submit
information which is not material to the patentability of any existing claim. The duty to disclose all information
known to be material to patentability is deemed to be satisfied if all information known to be material to
patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner
prescribed by §§ 1.97(b)-(d) and 1.98. However, no patent will be granted on an application in connection with
which fraud on the Office was practiced or attempted or the duty of disclosure was violated through bad faith or
intentional misconduct. The Office encourages applicants to carefully examine:

(1) Prior art cited in search reports of a foreign patent office in a counterpart application, and

(2) The closest information over which individuals associated with the filing or prosecution of a
patent application believe any pending claim patentably defines, to make sure that any material
information contained therein is disclosed to the Office.

(b) Under this section, information is material to patentability when it is not cumulative to information
already of record or being made of record in the application, and

(1) Ttestablishes, by itself or in combination with other information, a prima facie case of
unpatentability of a claim; or

(2) Tt refutes, or is inconsistent with, a position the applicant takes in:
(1) Opposing an argument of unpatentability relied on by the Office, or
(ii) Asserting an argument of patentability.

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is
unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim its
broadest reasonable construction consistent with the specification, and before any consideration is given to evidence
which may be submitted in an attempt to establish a contrary conclusion of patentability.

©) Individuals associated with the filing or prosecution of a patent application within the meaning of this
section are:
(1) Each inventor named in the application;
(2) Each attorney or agent who prepares or prosecutes the application; and
(3) Every other person who is substantively involved in the preparation or prosecution of the
application and who is associated with the inventor, the applicant, an assignee, or anyone to whom
there is an obligation to assign the application.

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing
information to the attorney, agent, or inventor.

©) In any continuation-in-part application, the duty under this section includes the duty to disclose to the
Office all information known to the person to be material to patentability, as defined in paragraph (b) of this section,
which became available between the filing date of the prior application and the national or PCT international filing
date of the continuation-in-part application.
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Attomay Bockel No. SPHS-GI040 Page 1 of 4
Serigh Mo 13/667,847 Combined Decloration and Assignment
Fillng Dates August 3, 2017

United States Patent Application
COMBINED DECLARATION AND ASSIGNMENT

Title of Invention:
MUTICATION OF BETURN-ORIENTED PROGRAMMING ATTACKS

DECLARATION
Asa below named and andersigned tnvestor, T bereby declare that,

fay This declaration 13 directed to United States application or POT intéruational
application number 15/667,847 filed on Augest 3, 2017

(b} The above-identitied application was made or authorized to be made by me,

{0} I beliove that | am the original joventor or an original joint fnventor of a clalmed
fnvention in the application,

Uhave reviewed and understand the contents of the application, including the clatms, and

Lacknowledge the duty 1o disclose all information which is matecial to the patentability of this
application aa defined in 37 CE.R. § 1.56 {attuched hereta),
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Atltemey Dogkel Noo SPHS04-PE Page 2 o4
Sertal Now 15667847 Corahined Declaration and Assigament
Filing Dater Aggost 3, 2017

ASSIGNMENT

WHEREAS, the undersigned inventor (“Inventor™) has developed certabin fnventions
Inventions™) deseribed in the above LLS, patcni g )pimatmn and has full vight to convey hiz or
her entire interest;, both legal and equttable, i and to said Inventions froe fromeall prise
assigamends, agrserueats, hb(.x.._bm, marigagss, security interests, or other encumbranges
whatsoever; and

WHEREAS, Sophos Limited (“ASSIGNEE"), an entity organized snd existing underthe
faws of the United KRingdony, and having ¢ place of business at The Pentagon, Abingdon Science
Park, Abingdon, United Kingdom, OX 14 3YP, is desirous of acquiting the entire right, title, and
tnterest io and to the Taventions and any and ali patents to be obtained therefore;

NOW, THEREFORE, for good and valuable consideration, the receiptand sulficiency of
which are heteby acknowledged by the Inventor, the Toventor hereby sells, assigng amd transtors
i {he ASSIGNER, its successors and assigns, his or herentive vight, ttle snd nterest 1o aud to
the Inventions as deseribed i the above application and all applications resulting tinm‘ {011 8
.mcaxd ing any and all conversions, divisions, continuations, continuations-in-part, substitute
applications; and reigsyes oy extensions thereof, and all resulting patents in any jurisdiction
worldwide; alongawith all rights of priovity-and rvights o sue forpust infringament

AND the Inventor hereby anthorizes and requests the issuing authority To ssus aiy and
all patents issuing from any of the forgoing to the ASSIGNEE ¢ its successors. and.assigns;

AND the Invenior sgrees that ASBIGNEE s counsel, Strategic Patents, P.C, having
Patent Office Customer Nusnber 138064, shall hereimatter ot on behalf of the ASSIGNEE with
reapect to the Inventions;

AN the Toventor further agrees, without any further paynent or compensation by the
ASSIGNEE or its suceassors and assigng, to compuminate to the ASSIGNEE, its cepresentatives
or agenis or its successors ansd sssigne, any facts refating o the Inventions including evidence for
interforence purposes or for other fegal proceedings whensver requested; to testify m any
interference or dther iega.i procecdings, whensver requested; to execute and deliver, on request,
all tawlul papers ru;u et to make any of the foregoing pravisions effective; and 1o ¢ enemiiv do
gverything possible to aid the ASSIGNEE, its successors or assigns and nomines to sseure,
abtain and enforce proper patent protection forthe Inventions i this of oy foreign countrg,

The Inventor heteby authorizes the atiorneys and agents sgsoctated with Patest Oftice
Costoreer Number 138064 to insed hereon any further information necessary or desivable for
weonrdation of this document.
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Attoraey Docket Mo, SPHS-0104-P01 Page Jofd
Sexial Wo.w 15H67,847 Combined Declaration sud Assignment
Filing Date; August 3, 2017
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Attoraey Docket Noos SPHE-0104-P01L Page 4 of 4
Serial No. 1607847 Corbited Declaration and Assigumnent
Biting Dater Augas 3, 2017

§ 656 Duty t:disclyseiformation matedal & patentabiity,

{3} A patent by tts very nature i uffected with u public tnferest, The public interest 1s best served, snd the
most effective patent exaraination eoonrs when, st the fme an application is belng examined, the Office Tsaware of
and evaluates the feachings of il information material to pateniability. Bach indi'vidwimﬁoumd wittethe Bling aad
prossontion of a patent applicaiion has & duty of vandar aud good il to deabing vwath e Office, which includes 5
Suty fedisclose o the Gifles ¢} tnformation kaows to that individoal to be mategal o uszdhﬂw as-defined in n
this seetion. The duty 1o disclose fnfosmation sxists with respect & each pending claim unt:} the chtm 13 canpelisg
or withdeawd front consideration, or the spplication beenines abandosned. Information wmaterial to the patentabi my i
4 olaim that fs canselled or withdrasn from cousiderafion need a0t be sphaitted i the info 1on 15 net material to
the patentability of any clatm remaining tnder Sonsideration in the spplication. There t to duly o submit
tnfopuationwhich s tmt miaterinh o the patensability of any existing olaiw. Theduty to diselnse alt mformstion
fenown o be matetinl to pateptability Is deemed (o be satisfied 1l informstion kaowt o b matertal to
patentability of any clainm tssued b g pateat was cited by the Office of submitted o the Uffice iy the mamer
preseribed by 8§ LOT{bdyand LS. Howaver, no patent wali be granted on an application in connestion with
which fraad on the Office was gracticed or sttempted or the duty of disclosure was violaied through bad faith or
intentional misconduct. The Qffice encournpes apphcants tocarslully sxamine:

b

(11 Pooratced msearch feports of a forvelgn pitentoffice In a connterpart applicetion, and

{2y The closest 'rfurmaucm aver which individuals sssociaied with the Rling or prodecution ofa
gtmwta; piiva tioation betieverany pernimv clatm patentably-defines, to make suve thatany material
taformation contained therein te disclosed tothe Gifice.

by Linder iy section, nformation s materiat UJp&LC atability ¥when ® is notownulative fo Information
alveady of vecord oy being made o record ia theapplication, aad

{13y Trestablishes, by selfor in combination with other inthemation, g prime facle cane of
unpateniability of g clalm; or

(23 Wreftes, o is inconsisient with, a posii
(Y Opposing an srcmenrol wnpatentab
{11} Asserting an srgumantof patentability,

30, te applicant ahes g
vetted.ou birthe Oifice, or

A prima fhcz‘p case v‘)*‘ anpatintabl htv is eqmbixs}‘ e w h n the 14"‘01‘:}'-.&tim cmn;}e} aconchusion that s claim i

T g each tein in the olaim it
broad&at veas anabie avonstmumm cc»meatun W xth th: ch;tK‘a‘,msm and before any conskieration 1y given to wzdance
swiich may besabanitad w an attemipt 1o establisl 3 coutrary cotchusion of patentability,

{¢i fndividuals ssazociated wath the filing or prosecution offa patent application within the meaniig ofihiy
section ares
{13 Each nventor samed i the applieatag
{2} Hach attoruey oy agend who prepares wr prosecutes the application; and
(3} Every othee pesson who i substantively involved in the prey matmn or px osecution of tie
appleation and who i assoctated with the fnventar, the applicant, an assignee, or angyone i whom
there (s ag obligation to dssign the application,

{3 Individuals nther than the alteraey, agent orinventor may comply with this secifon by disclosing
fonnation to the atioxney, dgentor venior.

e} {n sy continuationstn-partapplication, the Quty wader this section includes theduty o disclose o the
Office all infonmation loewn Yo the person o be material to patentability, 43 defined i pagapranh (b of this seetion,
which became avallable between the filtng dateof the prioy applicaton and the sational or BCT intemational filing
date of the costinnationsin-pari applcation.
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Attorney Pockel No.: SPHS-0104-P01 Page of4
Serial No.: 15/667.847 Combined Declaration and Assigninent
Filing Date: Avgust 3, 2017

United States Patent Application
COMBINED DECLARATION AND ASSIGNMENT

Title of Invention:
MITIGATION OF RETURN-ORIENTED PROGRAMMING ATTACKS

DECLARATION
As a below named and undersigned inventor, T hereby declare that:

{2} This declaration is directed to United States application or PCT international
apphcation number 15/667 847 filed on August 3, 2017,

{b} The above-identified application was made or authorized 1o be made by me,

{e} I believe that L e the original inventor or an original jolot fnventor of s claimed
wivention in the application,

! have reviewed and understand the contents of the application, including the claims, and
[ acknowledge the duty to disclose all information which is material to the patentability of this
apphication as defined W 37 C.F.R. § 1.56 {attached hereto).
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Attorney Docket No.: SPHS-(104-P01 Page 2 of 4
Serial No.. 15/667,847 Combined Declaration and Assignment
Filing Date: August 3, 2017

ASSIGNMENT

WHEREAS, the undersigned inventor (“Inventor”) has developed certain inventions
{(“Tnventions”™) described in the above U.8. patent application, and has full right to convey his or
her entire interest, both legal and equitable, in and to said Inventions free from all prior
assignments, agreements, licenses, mortgages, security interests, or other encumbrances
whatsoever; and

WHEREAS, Sophos Limited (“ASSIGNEE?), an entity organized and existing under the
faws of the United Kingdom, and having a place of business at The Pentagon, Abingdon Science
Park, Abingdon, United Kingdom, OX14 3YP, is desirous of acquiring the entire right, title, and
interest in and to the Inventions and any and all patents to be obtained therefore:

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency of
which are hereby acknowledged by the Inventor, the Inventor hereby sells, assigns and transfers
unto the ASSIGNEE, its successors and assigns, his or her entire right, title and interest in and to
the Inventions as described in the above application and all applications resulting therefrom,
including any and all conversions, divisions, continuations, continuations-in-part, substitute
applications, and reissues or extensions thereof, and all resulting patents in any jurisdiction
worldwide; along with all rights of priority and rights to sue for past infringement;

AND the Inventor hereby authorizes and requests the issuing authority to issue any and
all patents issuing from any of the forgoing to the ASSIGNEE or its successors and assigns;

AND the Inventor agrees that ASSIGNEE’s counsel, Strategic Patents. P.C. having
Patent Office Customer Number 138064, shall hereinafter act on behalf of the ASSIGNEE with
respect to the Inventions;

AND the Inventor further agrees, without any further payment or compensation by the
ASSIGNEE or its successors and assigns, to communicate to the ASSIGNEE, its representatives
or agents or its suceessors and assigns, any facts relating to the Inventions including evidence for
interference purposes or for other fegal proceedings whenever requested; to testify in any
interference or other legal proceedings, whenever requested; to execuie and deliver, on request,
all lawful papers required to make any of the foregoing provisions effective; and to generally do
everything possible to aid the ASSIGNEE, its successors or assigns and nominees to secure,
obtain and enforce proper patent protection for the Inventions in this or any foreign country.

The Inventor hereby authorizes the attorneys and agents associated with Patent Office
Customer Number 138064 to insert hereon any further information necessary or desirable for
recordation of this document.
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I hereby acknowledge that any willfud false statement made in the DECLARATION above is
. punishable under 18 U.8.C. 1001 by fine or imprisonment of not more than five (5) years, or
both.

- Full Legal Name of inventor: Kenneth D. Ray
Residence: Seattle, WA L

d

| Signatard | oon
Beenmeth I3 Ray
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§ 1.56 Duty to disclose information material to patentability.

(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the
most effective patent examination occurs when, at the time an application is being examined, the Qffiee is aware of
and evaluates the teachings of all information material to patentability. Each individual associated with the filing and
prosceution of a patent application has a duty of candor and good faith in deating with the Office, which includes a
duty to disclose to the Office all information known to that individual to be material to patentability as defined in
this section. The duty to disclose information exists with respect to vach pending claim until the claim is cancelled
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of
a claim that is cancelled or withdrawn from consideration need not be submitted if the information is not material to
the patentability of any claim remaining under consideration in the application. There is no duty 1o submit
information which is not material to the patentability of any existing claim. The duty to disclose all information
known to be material to patentability is deemed to be satisfied if all information known to be material to
patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner
prescribed by §§ 1.97(b)~(d) and 1.98. However, no patent will be granted on an application in connection with
which fraud on the Office was practiced or attempted or the duty of disclosure was violated through bad faith or
intentional misconduct. The Office encourages applicants to carefully examine:

(1)} Prior art cited in search reports of a foreign patent office in a counterpart application, and

(2} The closest information over which individuals associated with the filing or prosecution ofa
patent application believe any pending claim patentably defines, to make sure that any material
inforination contained therein is disclosed to the Office.

{b} Under this section, information is material to patentability when it is not cumulative to information
already of record or being made of record in the application, and

(1) It establishes, by itself or in combination with other information. a prima facie case of
unpatentability of a claioy; or

() It refutes, or is inconsistent with, a position the applicant takes in:
(i) Opposing an argument of unpatentability relied on by the Office, or
(ii) Asserting an argument of patentability.

A prima Jacie case of unpatentability is established when the information compels a conclusion that a elaim is
unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim its
broadest reasonable construction consistent with the specification, and before any consideration is given to evidence
which may be submitted in an atfempt to establish a contrary conelusion of patentability.

() Individuals associated with the filing or prosecution of a patent application within the meaning of this
section are:
{1} Each inventor named in the application;
(2} Each aitomey or agent who prepares or prosecutes the application; and
3) Every other person who is substantively involved in the preparation or prosecution of the
application and who is associated with the mventor, the applicant, an assignee, or anyone {o whom
there is an obligation to assign the application.

() Individuals other than the attorney, agent or inventor may comply with this section by disclosing
information to the attorney, agent, or inventor,

(&) In any continuationsin-part application, the duty under this section includes the duty to disclose to the
Office all information known to the persen to be material to patentability, as defined in paragraph (b) of this section,
which became available between the filing date of the prior application and the national or PCT international filing
date of the contingation-in-part apphication.
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