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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
14/910,681 02/05/2016 Zhaogiang Wang 0996.0002C 4497
27896 7590 05/01/2019 | A AMINGR |
EDELL, SHAPIRO & FINNAN, LLC
9801 Washingtonian Blvd. LIU, SHUYLS
Suite 750
Gaithersburg, MD 20878 | akronm | eapsRNUMBER |
1774
| NOTIFICATION DATE | DELIVERY MODE |
05/01/2019 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

epatent@usiplaw.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Application of

Wang et al.

Application No. 14/910,681 :

Filed: 5 Feb 2016 : DECISION ON PETITION
For: CENTRIFUGE AND METHOD FOR

CENTRIFUGING A REACTION VESSEL
UNIT

This is in response to the petition under 37 CFR 1.46(b)(2) filed March 12, 2019.

For patent applications filed on or after September 16, 2012, 35 U.S.C. 118 recognizes three
types of entities other than an inventor who may apply for a patent: an assignee, an obligated
assignee-entity to which the inventor is under an obligation to assign, or the entity who otherwise
shows sufficient proprietary interest in the matter.

Applicant states the present petition is being filed to demonstrate that Yantai AusBio
Laboratories Co., Ltd. has sufficient proprietary interest in the present application.

37 CFR 1.46(b)(2) states:

If the applicant is a person who otherwise shows sufficient proprietary interest in the
matter, such applicant must submit a petition including:

(i) The fee set forth in § 1.17(g);

(i1) A showing that such person has sufficient proprietary interest in the matter; and

(ii1) A statement that making the application for patent by a person who otherwise shows
sufficient proprietary interest in the matter on behalf of and as agent for the inventor is
appropriate to preserve the rights of the parties.

Office guidance on establishing a proprietary interest is as follows:

A discussion of the evidence necessary for a showing that a person has sufficient
proprietary interest in the matter is set forth in MPEP § 409.03(f).

See Changes To Implement the Inventor’s Oath or Declaration Provisions of the Leahy-Smith
America Invents Act, 77 Fed. Reg. 48776 (August 14, 2012).
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Application No. 14/910,681 Page 2

MPEP § 409.05 states, in pertinent part:

A proprietary interest obtained other than by assignment or agreement to assign may be
demonstrated by an appropriate legal memorandum to the effect that a court of competent
jurisdiction (federal, state, or foreign) would by the weight of authority in that
jurisdiction award title of the invention to the 37 CFR 1.46 applicant. The facts in
support of any conclusion that a court would award title to the 37 CFR 1.46 applicant
should be made of record by way of an affidavit or declaration of the person having
firsthand knowledge of same. The legal memorandum should be prepared and signed by
an attorney at law familiar with the law of the jurisdiction involved. A copy (in the
English language) of a statute (if other than the United States statute) or a court decision
(if other than a reported decision of a federal court or a decision reported in the United
States Patents Quarterly) relied on to demonstrate a proprietary interest should be made
of record.

The present petition is accompanied by a legal memorandum prepared by Daniel Hoppe attesting
that a court of competent jurisdiction in Germany would award title of the invention to Yantai
AusBio Laboratories Co., Ltd.. Additionally, applicant submitted the fee set forth in § 1.17(g)
and a statement that making the application for patent by Yantai AusBio Laboratories Co., Ltd.
on behalf of and as agent for the inventors is appropriate to preserve the rights of the parties.

In view of the above, the petition is GRANTED.
The application is being forwarded to the Office of Data Management.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3211.

/Christina Tartera Donnell/
Christina Tartera Donnell

Attorney Advisor
Office of Petitions
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appl. No. . 14/910,681

First Named Inventor ; Zhaoqgiang Wang

Confirmation No. ; 4497

Filed : February 5, 2016

TC/AU : 1774

Examiner ; Shuyi S. Liu

Docket No. ; 0996.0002C

Customer No. : 27896

Title : CENTRIFUGE AND METHOD FOR CENTRIFUGING
A REACTION VESSEL UNIT

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION PURSUANT TO 37 C.F.R. § 1.46(B)(2)

Pursuant to 37 C.FR. § 1.46(b)(2), Yantai AusBio Laboratories Co., Ltd. ("Petitioner")
hereby petitions to proceed as the applicant in the United States National Stage of PCT Application
No. PCT/EP2014/066947 (designated Serial No. 14/910,681).

1. Introduction

Asindicated in 37 C.F R. § 1.46(b)(2), a petition seeking to proceed as the applicant in an
application by an entity showing sufficient proprietary interest in the matter must include:
(1) The fee set forth in [37 C.F.R.] § 1.17(g);
(i) A showing that such person has sufficient proprietary
interest in the matter; and
(ii1) A statement that making the application for patent by a
person who otherwise shows sufficient proprietary interest in the

matter on behalf of and as agent for the inventor is appropriate to
preserve the rights of the parties.

37 CFR. §1.46(b)(2).

Accordingly, submitted concurrently herewith is the petition fee pursuant to 37 C.F.R.
§ 1.17(g), and Petitioner states that making the application for patent by Petitioner on behalf of
and as agent for the inventors is appropriate to preserve the rights of the parties. Furthermore, as

shown through the discussion below and in the accompanying Legal Opinion Concerning the
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Assignment of Inventor's Rights prepared by Daniel Hoppe ("Legal Memorandum") and
accompanying Exhibits 1-40, Petitioner has sufficient proprietary interest in the matter.
Specifically, Petitioner will show that a court of competent jurisdiction would, by the weight of
authority in that jurisdiction, award title to the invention underlying the application to Petitioner.
See, e.g., MPEP § 409.05 ("A proprietary interest obtained other than by assignment or agreement
to assign may be demonstrated by an appropriate legal memorandum to the effect that a court of
competent jurisdiction (federal, state, or foreign) would by the weight of authority in that

jurisdiction award title of the invention to the 37 CFR 1.46 applicant.").

II. Factual Backeround

On August 6, 2013, AusBio R&D Europe GmbH's (“AusBio Europe”) patent attorney Mr.
Bernhard Ganahl filed European Patent Application No. 13179437 ("European Application"), in
the name of AusBio Europe and Petitioner. Legal Memorandum at 5. The inventors named for the
European Application are Mr. Zhaogiang Wang, Dr. Wolfgang Mann and Dr. Wolfgang
Heimberg.

On August 6, 2014, International Application No. PCT/EP2014/066947 (“PCT
Application™) was also filed in the name of AusBio Europe and Petitioner, and which claims

priority to the European Application. Legal Memorandum at 5.

On January 16, 2015, AusBio Europe assigned its full rights and title in the PCT
Application to AusBio Yantai. Exhibit 15; Exhibit 41; see also Legal Memorandum at 6.

On February 5, 2016, the PCT Application entered the national stage in the United States
and was issued serial number 14/910,681 ("U.S. National Stage of the PCT Application"). Exhibit
42at1, 4.

On March 5, 2016, inventor Zhaogiang Wang executed a Declaration for the U.S. National
Stage of the PCT Application. Exhibit 43.

On September 12, 2016, Mr. Wang assigned his entire rights and title in the PCT
Application, the U.S. National Stage of the PCT Application, and any divisionals, renewals and

continuations therefrom to Petitioner. Exhibit 16; Exhibit 44.
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To date, inventors Dr. Mann and Dr. Heimberg have refused to execute Declarations.

Exhibits 45 and 46.

As explained in the Legal Memorandum, a court of competent jurisdiction in Germany, the
relevant authority (Legal Memorandum at 7-10), would award to AusBio Europe the rights of
inventors Dr. Mann and Dr. Heimberg in the PCT Application, and consequently the rights to the
U.S. National Stage of the PCT Application (Legal Memorandum, passim).

II1. Discussion

As indicated above, Petitioner submits the current petition in order to proceed as the
applicant in the U.S. National Stage of the PCT Application as the entity having sufficient
proprietary interest in the matter to serve as agent for the inventors to preserve the rights of the
parties. Through the following discussion, Petitioner will show that a court of competent
jurisdiction in Germany would award title in the PCT Application to AusBio Europe based upon
the facts and law as discussed in the Legal Memorandum submitted currently herewith. Petitioner
will further show that AusBio Europe has assigned its full rights and title in the PCT Application
to Petitioner. Finally, Applicant will show that Petitioner has full rights and title in the U.S.
National Stage of the PCT Application. Because the full rights and title in the U.S. National Stage
of the PCT Application resides with Petitioner, Petitioner has sufficient proprietary interest in the

matter to proceed as the applicant in the U.S. National Stage of the PCT Application.

First, as an initial matter, Mr. Wang assigned his entire right, title and interest in the PCT
Application, the U.S. National Stage of the PCT Application, and any divisionals, renewals and
continuations therefrom to Petitioner. Exhibit 16; Exhibit 44. Accordingly, Petitioner is the
assignee of Mr. Wang's full rights and title in the PCT Application and the U.S. National Stage of
the PCT Application.

Second, as discussed in the Legal Memorandum, a German court would award to AusBio
Europe the full rights and title of Drs. Heimberg and Mann to the invention underlying the PCT
Application. Legal Memorandum, passim; see also MPEP § 409.05 ("A proprietary interest
obtained other than by assignment or agreement to assign may be demonstrated by an appropriate
legal memorandum to the effect that a court of competent jurisdiction (federal, state, or foreign)

would by the weight of authority in that jurisdiction award title of the invention to the 37 CFR
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1.46 applicant.")(emphasis added). As discussed in the Legal Memorandum, the assignment of
the full rights and title of Drs. Heimberg and Mann in the underlying invention also includes the
assignment of the rights and title in the PCT Application to AusBio Europe, including the U.S.
National Stage of the PCT Application. See, e.g., Legal Memorandum at 16 ("[A] German court
would hold that Dr Mann had an obligation to assign his rights to AusBio Europe."); id. at 22
("[A]gainst the background of HTT’s obligation to assign the rights to the invention to AusBio
Europe, a German court will hold that Dr Heimberg’s behaviour subsequent to making the
invention resulted in an assignment of the rights to the invention to HTI, empowering HTT to pass
the rights on to AusBio Europe."). Accordingly, AusBio Europe was assigned the full rights and
title of Drs. Heimberg and Mann in the PCT Application.

Third, AusBio Europe has assigned its full rights and title to the PCT Application to
Petitioner. Exhibit 15; Exhibits 41; see also Legal Memorandum at 23 ("A competent German
court will hold that AusBio Europe has assigned its rights to the invention underlying the PCT
Application to AusBio Yantai by virtue of the Declaration of Assignment.").

Accordingly, Petitioner has the full rights and title to the PCT Application as follows, as

the rights of all three inventors have been assigned to Petitioner. Specifically:

1. Mr. Wang assigned his full rights and title in the PCT
Application directly to Petitioner via written assignment.
Exhibit 16; Exhibit 44.

2. A court of competent jurisdiction in Germany would grant
AusBio Europe Dr. Mann's full rights and title in the PCT
Application. Legal Memorandum, passim. AusBio Europe, in
turn, assigned its full rights and title in the PCT Application to
Petitioner. Exhibit 15; Exhibit 41.

3. A court of competent jurisdiction in Germany would grant
AusBio Europe Dr. Heimberg's full rights and title in the PCT
Application. Legal Memorandum, passim. AusBio Europe, in
turn, assigned its full rights and title in the PCT Application to
Petitioner. Exhibit 15; Exhibit 41.

Accordingly, Petitioner holds the full and undivided rights and title in the PCT Application.

4
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For completeness, Petitioner notes that the full rights and title to the PCT Application held
by Petitioner include the full rights and title to the U.S. National Stage of the PCT Application.
Specifically, the international stage and the national stage of an international application are just
that, two stages of examination of the same international application. See, e.g., 35 U.S.C. § 372
("All questions of substance and, within the scope of the requirements of the treaty and

Regulations, procedure in an international application designating the United States shall be

determined as in the case of national applications regularly filed in the Patent and Trademark
Office.") (emphasis added); 35 U.S.C. § 375 ("A patent may be issued by the Director based on

an_international application designating the United States, in accordance with the provisions

of this title. Such patent shall have the force and effect of a patent issued on a national application
filed under the provisions of chapter 11.")(emphasis added); see also, e.g., Zachariah v.
Commissioner of Patents and Trademarks, 243 F.3d 555 (Fed. Cir. 2000) ("The PCT process
consists of an international and a national stage. During the international stage, the World

Intellectual Property Organization (WIPO) preliminarily processes the application under the

terms of the PCT. During the national stage, the applicant designates member countries in which
the applicant desires patent protection. Thereafter, the patent office of each designated country

processes the application under its own patent laws.")(emphasis added); see also, e.g., MPEP

§ 1801 ("In the same manner, the PCT enables foreign applicants to file a PCT international

application, designating the United States of America, in their home language in their home patent

office and have the application acknowledged as a regular U.S. national filing. The PCT also

provides for the establishment of an international search report and written opinion at 16 months
from the priority date and publication of the international application after 18 months from the
priority date. Upon payment of national fees and the furnishing of any required translation, usually
30 months after the filing of any priority application for the invention, or the international filing

date if no priority is claimed, the application will be subjected to national procedures for granting

of patents in each of the designated countries.")(emphasis added). Accordingly, the U.S. National
Stage of the PCT Application is simply an examination of the PCT Application, an application in
which Petitioner has the full rights and title.

In light of the above, Petitioner respectfully submits that Petitioner has the full rights and
title to the U.S. National Stage of PCT Application No. PCT/EP2014/066947 (designated Serial
No. 14/910,681), and therefore, Petitioner has sufficient proprietary rights in the matter to proceed

5
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as the applicant in the U.S. National Stage of PCT Application No. PCT/EP2014/066947
(designated Serial No. 14/910,681).

IV. Conclusion and Action Requested

Applicant respectfully submits that the present petition, including the Legal Memorandum,
has made "A showing that [Petitioner] has sufficient proprietary interest in the matter" of the U.S.
National Stage of the PCT Application. As noted above, submitted concurrently herewith is the
petition fee pursuant to 37 C.F.R. § 1.17(g). Finally, Petitioner states that making the U.S.
National Stage of the PCT Application for patent by Petitioner, an entity who shows sufficient
proprietary interest in the matter, on behalf of and as agent for the inventors is appropriate to
preserve the rights of the parties. Therefore, Petitioner respectfully submits that the present
petition meets the requirements under 37 C.FR. § 1.46(b)(2), and Petitioner requests that the
Office grant Petitioner the right to proceed in the U.S. National Stage of the PCT Application as
the applicant.

Applicant hereby petitions for any extension of time that may be necessary to maintain the
pendency of this application. The Commissioner is hereby authorized to charge payment of any
additional fees required for the above-identified application or credit any overpayment to Deposit

Account No. 05-0460.

Dated: March 12, 2019 Respectfully submitted by:
EDELL, SHAPIRO & FINNAN, LLC /Jason M. Shapiro/
CUSTOMER NoO. 27896 Jason M. Shapiro
9801 Washingtonian Blvd., Suite 750 Reg. No. 35354

Gaithersburg, MD 20878
(301) 424-3640
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Date: 6 March 2019
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The author used to work as a judge in the Administrative Court in
Leipzig/Germany and as a public prosecutor in the public prosecutor’s office
in Leipzig/Germany. He is a partner of Preu Bohlig & Partner, one of the
leading intellectual property law firms in Germany. He advises and represents
clients from Germany and abroad in the field of intellectual property law, in
particular in questions of patent and utility model law, employee invention law
and the protection of trade secrets.

The author has particular experience in the field of patent law and employee
inventions. Among many others, he has been lecturing International Law and
Intellectual Property Law at the Northern Institute of Technology
Management (NIT) in Hamburg/Germany. Moreover, he has been lecturing
Patent Law at the University of Applied Science in Merseburg/Germany and
has been engaged for lecturing patent law at the Bucerius Law School in
Hamburg/Germany. He has been publishing in this field on a regular basis.

His publications include:
- Co-author:

¢ Boemke/Kursawe, “Arbeitnehmererfindungsgesetz” (Act on
employee inventions; sect. 13 to 16 and international application
of the act); one of the leading legal commentaries on the German
Employee Invention Act;

o Petillion, “The Enforcement of Intellectual Property Rights in the

EU Member States”, German national part.
- Author:

o 2015: “IP Assignments in International Employment Agreements”,

e since 2013: “The Patent and Utility Model Case Law ofthe German
Lower Courts”, annual report published in the leading German IP
magazine GRUR-RR including cases of patent and utility law,
employee inventions law and procedural law;

e 2015: “Patent infringement in Germany” - A Guide to Litigating

Patents in Germany.
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e 2015 to 2017 FCBA Monthly Newsletter concerning the Unified
Patent Court;
o several dozens other articles in leading legal magazines.

Yantai AusBio Laboratories Co. Ltd. (hereafter: ,AusBio Yantai“) is a
China based innovative company with its headquarter in No. 2
Huashan Road, Yeda, Yantai 264006, China. For more than 25 years,
AusBio Yantai has been active on the market for diagnosis and
analyses devices. AusBio Yantai offers its products mostly in China.
The customers of AusBio Yantai include blood centres, hospitals and
forensic laboratories. One of AusBio Yantai's products is the
“AusWasher’, which is the commercial version of the invention
disclosed in the international patent application PCT/EP2014/066947
(hereafter: “invention at issue” and “PCT Application,” respectively).
Managing director of AusBio Yantaiis Mr Zhaogiang Wang (also called

“‘Johnson Wang”).

AusBio R&D Europe GmbH (hereafter. “AusBio Europe”) was a
subsidiary of AusBio Yantai in Germany, in particular for the purpose
of developing and marketing medicinal diagnostic products in
Germany/Europe. AusBio Europe’s Articles of Association, attached
as Exhibit 1.

AusBio Europe was founded in 2012 and dissolved on February 5,
2015. Excerpt of AusBio Europe from the company register, attached
as Exhibit 2.
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Effective 1 April 2013, Dr Wolfgang Mann became managing director
of AusBio Europe Excerpt of AusBio Europe from the company

register, Exhibit 2.

Notwithstanding the dissolution of AusBio Europe in February 2015,
Dr Mann held his position until his employment agreement was

terminated formally as of 30 June 2015.

HTI bio-x GmbH (hereafter: ,HTI*) is a German company, which is
located in Ebersberg. It has been providing engineering services and
solutions for laboratory and production automation for more than 20
years. HTI entered into an Agreement about the Cooperation of
various Development Projects with AusBio Europe dated March 15,
2013 (hereafter: Development Agreement). According to the
Development Agreement, HTI was obliged to conduct certain
development work resulting in the invention at issue. Agreement about
the Cooperation of various Development Projects dated March 15,
2013, attached as Exhibit 3. The Development Agreement was signed
by Dr Heimberg for HTI and by Dr Mann for AusBio Europe.

HTI issued invoices for the development work to AusBio Europe in the
amount of approximately EUR 671,605.00 and for technical services
and support in the amount of approximately EUR 155,374.00.
Declaration of Zhaogiang Wang dated 27 February 2019, attached as
Exhibit 4. HTI’s invoices were fully paid. Declaration of Zhaogiang
Wang dated 27 February 2019, Exhibit 4.
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BlueCatBio GmbH (hereafter: ,BlueCatBio*) is a German based limited
liability company. AusBio Europe has entered into a license agreement
with BlueCatBio concerning the invention at issue and the PCT
Application. License Agreement dated 3 October 2014, attached as
Exhibit 5.
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Dr Wolfgang Mann (hereafter. “Dr Mann”) was the director/CEO of
AusBio Europe. He is named as one of the three co-inventors of the

invention at issue.

Dr Wolfgang Heimberg (hereafter: “Dr Heimberg”) is the director/CEO
of HTI. He is named as one of the three co-inventors of the invention
at issue. He has owned 64% of HTI's shares. List of owners of HT/
dated 12 July 2002, attached as Exhibit 6; list of owners of HTI dated
14 June 2013, attached as Exhibit 7.

o r 7 o c VAT
NV WY ShaamsSiang Aloneg
[SUHS] WU ANaQGIang vWwang

Mr Zhaogiang Wang is the director/CEQO of AusBio Yantai. He is also

one of the three co-inventors of the invention at issue.

The invention at issue was made as a result of the development work
conducted in the course of the Development Agreement concluded by AusBio

Europe and HTI.

On 6 August 2013, AusBio Europe’s patent attorney Mr Bernhard Ganahl
working for Patronus IP, Neumarkter Street 18, 81673 Munich, filed the
European Patent Application no. 13179437 (hereafter: European
Application). On 6 August 2014, Mr Ganahl filed the PCT Application, which
claims the priority of the European Application. The European Patent
Application and the PCT Application were filed in the name of AusBio Europe

and AusBio Yantai.

Mr Ganahl was hired by Dr Mann in his capacity as the CEO of AusBio
Europe. This is evidenced by an email dated 19 June 2013 of Dr Mann,
signed by Dr Mann expressly as “CEO” and carrying the AusBio Europe

signature. Email dated 19 June 2013, attached as Exhibit 8.
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Dr Heimberg assisted in the drafting process. In particular, the drawings
required for both patent applications were provided to Mr Ganahl by Dr
Heimberg or, on his behalf, by employees of HTI. Emails from Dr. Heimberg
and employees of HTI to Patronus dated 31 July 2013, attached as Exhibit 9,
11 September 2014, attached as Exhibit 10, 16 September 2014, attached
as Exhibit 11, 18 September 2014, attached as Exhibit 12, 7 October 2014,
attached as Exhibit 13 and 16 October 2014, attached as Exhibit 14.

The drawings used with the PCT Application were provided subsequent to
filing the PCT Application. Dr Mann also assisted the drafting and filing of

both patent applications.

On 3 October 2014, Dr Mann in his capacity as the CEO of AusBio Europe
entered into the License Agreement concerning the PCT Application with
BlueCatBio. According to the License Agreement, AusBio Europe was
supposed to grant BlueCatBio a non-exclusive license under the PCT
Application. Under the License Agreement, AusBio Europe retained
ownership of the invention and the right to obtain patents throughout the
world. License Agreement dated 3 October 2014, Exhibit 5.

AusBio Europe assigned to AusBio Yantai its rights pertaining to the PCT
Application at issue by way of an Assignment Declaration on 16/17 January
2015 (hereafter: “Declaration of Assignment”). Declaration of Assignment
dated 16/17 January 2015, attached as Exhibit 15.

Mr Wang assigned to AusBio Yantai his rights pertaining to the United States
national stage patent application filed on 5 February 2016 and assigned
Serial No. 14/910,681 which claims the priority of the European Application
(hereafter: “US Application”). Assignment dated 12 September 2016,
attached as Exhibit 16.
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This memorandum addresses the questions as to whether and how AusBio
Yantai has become the sole owner of the entire right and interest in and to
the invention at issue underlying the PCT Application, and consequently the

owner of the PCT Application itself and the corresponding US Application.

The following is based on the assumption that the invention was made by
three individuals, namely Dr Mann, Dr Heimberg and Mr Wang. The
memorandum will therefore focus on the assignment of those individuals’
inventor’s rights to their respective companies and ultimately, in the instances
of Dr Mann and Dr Heimberg, to AusBio Yantai.

As far as Dr Mann’s and Dr Heimberg's contribution is concerned, the
ownership of the invention at issue must be assessed under German law. As
explained in detail below, the application of German law follows from the
Regulation (EC) No 593/2008 of the European Parliament and of the Council
of 17 June 2008 on the law applicable to contractual obligations (hereafter:
“‘Rome | Regulation™). According to Article 1 Rome | Regulation, the Rome |
Regulation shall apply, in situations involving a conflict of laws, to contractual
obligations in civil and commercial matters. Rome | Regulation, attached as
Exhibit 17.

In detail;

The ownership of the invention at issue is determined by the contractual
obligations of (i) Dr Mann vis-a-vis AusBio Europe, (ii) Dr Heimberg vis-a-vis
HTI, (iii) AusBio Europe vis-a-vis HTI and (iv) AusBio Europe vis-a-vis AusBio
Yantai. (v) Additionally, the assignment of ownership rights in the PCT
Application between AusBio Europe vis-a-vis AusBio Yantai must be

assessed under the law of the country where protection is sought.
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The employment agreement between Dr Mann and AusBio Europe
does not contain a provision concerning the applicable law. In the
absence of a choice of law clause, according to Art. 4 and Art. 8(2) of
the Rome | Regulation, an employment contract shall be governed by
the law of the country in which or, failing that, from which the employee
habitually carries out his work in performance of the contract. The
country where the work is habitually carried out shall not be deemed
to have changed if the employee is temporarily employed in another
country. This rule is applicable to ordinary employees as well as CEOs
of limited liability companies who perform their duties under the
direction and subject to the supervision of another body of that
company, receives remuneration in return for the performance of his
duties and does not himself own any shares in the company. ECJ
judgment dated 9 July 2015, C-229/14, Ender Balkaya v Kiesel
Abbruch- und Recycling Technik GmbH, attached as Exhibit 18. If the
CEO does him- or herself own shares in the company, the applicable
law follows from Art. 4(1)(b) Rome | Regulation, according to which a
contract for the provision of services shall be governed by the law of
the country where the service provider has his habitual residence.

In the case of Dr Mann both approaches result in the applicability of
German law on his employment relationship to AusBio Europe. Either,
Dr Mann must be considered an employee within the meaning of Art.
8(2) Rome | Regulation. In that event, German law is applicable as Dr
Mann habitually carried out his work in performance of the contract in
Germany. Or, if he must be treated as a non-employee, the
applicability of German law results from the fact that Dr Mann, who

provided the services, had his habitual residence in Germany.

The applicability of German law extends to the ownership in work

results.
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The employment agreement between Dr Heimberg and HTI has not
been made available. However, both Dr Heimberg and HTI resided in
Germany at the time of the invention and there is no indication that the
employment agreement contained a connecting factor to a country
other than Germany. According to Art. 1(1) of the Rome | Regulation,
the Rome | Regulation is applicable only in situations involving a
conflict of laws. In the case at hand, as concerns the relationship of Dr
Heimberg and HTI, no such conflict of laws exists. Therefore, a
competent German court would apply German law to all questions of

Dr Heimberg's and HTI’'s employment relationship.

il LT
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The relationship of AusBio Europe and HTI according to the
Development Agreement is governed by German law, too. The
Development Agreement does not contain any connecting factor to a
country other than Germany. As pointed out before, according to Art.
1(1) of the Rome | Regulation, the Rome | Regulation is applicable
only in situations involving a conflict of laws. In the case at hand, as
concerns the relationship of AusBio Europe and HTI, no such conflict

of laws exists.

As far as the Declaration of Assignment brings into existence certain
rights and obligations of the contractual parties AusBio Europe and
AusBio Yantai, German law is applicable. According to Art. 4(2)
Rome | Regulation, where a contractis not covered by Art. 4(1) Rome |
Regulation or where the elements of the contract would be covered by
more than one of points (a) to (h) of Art. 4(1) Rome | Regulation, the
contract shall be governed by the law of the country where the party
required to effect the characteristic performance of the contract has its
habitual residence. In case of agreements to assign intellectual

property rights, the characteristic performance o[éggl Q%ao?ta}msdmﬁ
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assignment. Therefore, the assignor's habitual residence is decisive.
In the case at hand, the habitual residence of AusBio Europe is its

registered office, which is in Germany.

However, as far as the performance and the validity of the assignment
of the US national part of the PCT applications listed in the Declaration
of Assignment is concerned, US law is applicable. The validity of the
assignment under US law is essentially outside the scope of this
memorandum. It is the author's understanding that the validity of the
assignment under US law is being addressed in more detail in the

Petition being submitted concurrently herewith.

According to German law, the right to an invention comes into existence as
a result of the process of creating the invention. This act of creating the
invention is attributed to one or several individuals, i.e. a single inventor or a
plurality of inventors. Kraer/Ann Patentrecht [Patent Law], 7ted. (2016),
§ 19 mn. 7, attached as Exhibit 19. Under German law, the rights to an
invention cannot come into existence for a legal entity, as for instance a
limited liability company, directly. Kraer/Ann Patentrecht [Patent Law],
7hed. (2016), § 19 mn. 10, Exhibit 19. Thus, the basic rule under German
law is very similar to US law: An inventor initially owns the invention and the
associated rights to it by virtue of the act of creation i.e. as a matter of an
inventors natural right. Hoppe-Jénisch, IP Assignment Clauses in
International Employment Contracts, (2015), page 3, attached as Exhibit 20.

Legal entities can become the owner of inventor's rights in a derivative

manner.

In an employment context, special rules apply. German law does not share
US patent law’s concept of shop rights or hired-to-invent. Pursuant to
Sect. 4(2) of the German Act on Employees’ Inventions, all inventions which

either result from the employee performing his or her duties or are

significantly dependent on the company’'s experiepggaoieWRiishdars
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considered employment-related inventions. Employers are entitled to claim
the assignment of these rights to them, and thus acquire the right to the
invention. Hoppe-Jénisch, [P Assignment Clauses in International
Employment Contracts, (2015), page 4, Exhibit 20.

QOutside an employment context, legal entities can become the owner of an
invention by way of contractual agreements, i.e. assignment, or legal

succession.

In the case at hand, Dr Mann was — by the standards of German employment
law — not employed as an employee, but as a director/CEO of AusBio Europe.
The employment agreement concluded with Dr Mann does not contain any
reference to employment-related provisions of German law, e.g. the law on
employee inventions. Therefore, Dr Mann’s position cannot be derived from
German employee invention law. However, Dr Mann has validly assigned his

right in the invention to AusBio Europe.

A competent German court will come to the conclusion that Dr Mann assigned
his share in the invention to AusBio Europe by conduct implying an intent, in

particular by way of

- his behaviour subsequent to making the invention, in particular his

collaboration in the drafting of the patent application;

- his emails to the patent attorney Mr Ganahl dated 6 August 2013
and 7 August 2014, according to which AusBio Europe pays the
cost incurred for drafting and filing the European Application and
AusBio Yantai shall receive the invoice for drafting and filing the
PCT Application.

A competent German court will further take into account that

- Dr Mann was under a contractual obligation to assign the rights to

the invention to AusBio Europe, and
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- that Dr Mann has subsequently confirmed the assignment of his

rights to AusBio Europe.

In detail:

Dr Mann has repeatedly shown his intent to assign his rights to the
invention to AusBio Europe. A German court will consider this
behaviour as an implied assignment of Dr Mann’s right to the invention

to AusBio Europe.

Recently, German courts have defined a very low threshold for
assuming an implied assignment of rights in intellectual property. For
example, the Federal Court of Justice has held that the priority right
concerning a first patent application can be assigned by conduct
implying an intent if the owner (merely) informs another employee in
the patent department of his employer of the application number of the
first patent application. FCJ, judgment dated 4 September 2018, X ZR
14/17 mn. 71, attached as Exhibit 21. According to the Federal Court
of Justice, the employer may interpret such information as a
contractual offer to assign the priority right to the patent application at
issue. Loc. cit. The Federal Court of Justice held that the inventor may
be generally considered to intend providing any support necessary
and owed to his or her employer in order to assist in obtaining the

patent. Loc. cit.

In view of this approach of the German courts to an implied assignment
of rights, and against the background of Dr Mann’s obligation to assign
his rights to the invention to AusBio Europe, a German court will hold
that Dr Mann’s behaviour subsequent to making the invention resulted

in an assignment of the rights to the invention, namely:

- his course of conduct in connection with the drafting of the patent

application, in particular as exemplified by the following emails:
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o email dated 19 June 2013 to Mr Ganahl announcing the
intention to file a patent application for “Sample Carrier

Centrifuge”;

o email dated 29 July 2013 to Dr Heimberg and Mr Ganahl

concerning details of the invention;

o email dated 30 June 2014 to Mr Ganahl according to which
AusBio Europe wants to follow Mr Ganahl’s

recommendation of a PCT application;

o email dated 1 August 2014 to Mr Ganahl setting out that Mr
Wang is reviewing the patents and consequently a decision

can be expected about the content of the PCT application;

o email dated 7 August 2014 confirming the receipt of Mr
Ganahl's secretary’s email according to which the PCT
Application was filed in the name of AusBio Europe and
AusBio Yantai on August 6, 2014.

- his emails to the patent attorney Mr Ganahl dated 6 August 2013
and 7 August 2014, according to which AusBio Europe pays the
cost incurred for drafting and filing the European Application and
AusBio Yantai pays the cost incurred for drafting and filing the PCT
Application.

Emails dated 19 June 2013, attached as Exhibit 22, 29 July 2013,
attached as Exhibit 23, 30 June 2014, attached as Exhibit 24, 1 August
2014, attached as Exhibit 25, 7 August 2014, attached as Exhibit 26,
6 August 2014, attached as Exhibit 27, and 7 August 2014, attached
as Exhibit 28.

A competent German court will also take into account that the
European and the PCT Application were filed in the name of AusBio
Europe and AusBio Yantai, in particular as the filing in the names of
AusBio Europe and AusBio Yantai was initiated by Dr Mann.
Declaration of Bernhard Ganahl dated 25 February 2019, attached as
Exhibit 29; PCT Request, attached as Exhibit 30; EP application

request, attached as Exhibit 31.
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In his capacity as the CEO of AusBio Europe, Dr Mann was not
covered by the rules on employee inventions of the German Employee
Invention Act, which would have given AusBio Europe the right to claim

the invention as an employer.

However, a director's contract of employment may impose an
obligation on him to assign his invention to the company, either in the
sense of a complete assignment of rights or in the sense of granting a
non-exclusive or exclusive licence. Ddsseldorf Higher Regional Court,
Jjudgement dated 28 February 2015, -2 U 39/12 mn. 67, attached as
Exhibit 32. If the director's employment agreement — as is the case
here — does not contain any express provisions to the director's
obligation to offer the invention to the company, the hypothetical intent
of the parties to the employment agreement must be established. Loc.
cit. This must be done in accordance with the principles of the

completive interpretation of the contract. Loc. cit.

In this respect, the entire circumstances of the case must be taken into
account. The following aspects speak in favour of the director's

obligation to assign his invention:

First, a German court will tend to assume an obligation on the part of
the director to assign the rights to the invention if, according to his
employment agreement, he is appointed, at least inter alia, for the
purpose of making and/or managing technical development in the
company. Ddsseldorf Higher Regional Court, judgement dated 28
February 2015, 1-2U 39/12 mn. 67, Exhibit 32

In the case at hand, Dr Mann’s duties according to § 1(1) of his
employment agreement extended to running all operations of AusBio
Europe. Employment Agreement dated March 2013, attached as
Exhibit 33.
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According to § 2(1) of AusBio’s Articles of Association, this included
the development and the trade of medicinal diagnostic products.
Therefore, a German court will conclude that it was within Dr Mann’s
duties of work to make and care for inventions in the field of medicinal
diagnostic products. The invention at issue falls into this category
because it is directed to a centrifuge that can be used to clean a
reaction vessel unit, such as a microtiter plate, as well as for numerous
kinds of assays such as blood typing by means of microtiter plates,

cellular assays, assays comprising magnetic beads, or PCRs, etc.

Second, the court will take into account that the invention is
predominantly based on the resources, experience and preparatory
work of the company. Ddsseldorf Higher Regional Court, judgement
dated 28 February 2015, [-2U 39/12 mn. 67, Exhibit 32.

In the case at hand, the operations of AusBio Europe were funded by
AusBio Yantai, who had invested approximately EUR 3 million in the
period of 2012 to 2014 for the purpose of equipping AusBio Europe
with the necessary means to fulfil its purpose of developing and trading
of medicinal diagnostic products. In particular, AusBio Yantai provided
significant technical information and preparatory work, including
concerning the proof concept of the prototype, the optimization of the
centrifugation speed and timing, cross contamination experiment and
analysis, the loading mechanism with a flexible beam, the general user
interface and the dump-and-shake method. Declaration of Zhaogiang
Wang dated 27 February 2019, Exhibit 4.

Moreover, the costs of the development work conducted by HTI in the
amount of approximately EUR 671,605.00 and of technical service and
support provided by HTI in the amount of approximately
EUR 155,374.00 were borne by AusBio Europe and AusBio Yantai.
Declaration of Zhaogiang Wang dated 27 February 2019, Exhibit 4.
Equally, the costs of drafting and filing the European Application (as

well as the PCT Application) were borne by AusBio Europe and AusBio
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Yantai. Invoice Patronus IP dated 7 August 2013, attached as Exhibit
34; Invoice Patronus IP dated 8 August 2014, attached as Exhibit 35.

Third, according to the case-law of the Federal Court of Justice, a
German court would view the contractual parties’ behaviour as
indicative of the parties’ legal relationship. FCJ, decision dated 16
October 1997, IX ZR 164/96, NJW-RR 1998, 259, attached as Exhibit
36. Accordingly, a German court would consider who decided about
filing a patent application for a certain technical development as
indicative of who controlled, and therefore, had rights in the filed
application. In the case at hand, as in all other cases in AusBio Europe,
the decision to file patent applications was taken by MrWang pursuant
to his position as director/CEO of AusBio Yantai, who was the only
shareholder of AusBio Europe. Declaration of Zhaoqgiang Wang dated
27 February 2019, Exhibit 4. A German court would interpret this as a
very strong indicator that Dr Mann himself accepted his obligation to
assign his rights to inventions made by him to AusBio Europe.
Otherwise, he would not have assumed a subordinate position in these

decisions.

For these reasons, a German court would hold that Dr Mann had an

obligation to assign his rights to AusBio Europe.

A German court will hold that Dr Mann confirmed the assignment of
his inventors rights to AusBio Europe by entering into the License
Agreement with BlueCatBio on October 3, 2014. The court will
consider this confirmation to be persuasive evidence as to the actual
assignment of the rights to the invention to AusBio Europe. As
explained below, by entering into the license agreement on behalf of
AusBio Europe, and not himself, Dr Mann illustrated his intent and
understanding that his rights in the invention were assigned to AusBio

Europe.
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The preamble of the License Agreement, inter alia, states:

“‘AusBio and AusBio Laboratories have jointly developed
instruments for centrifugation that are based on a horizontal

centrifugation axis.

AusBio has filed a patent application PCT/EP2014/066497 titled
‘Centrifuge and Method for Centrifuging a Reaction Vessel Unit’
and an EO 13 179 437.2 with the same title that describe
centrifugation of microtiterplates in SBS format based on the

horizontal rotation axis.”

Based on this preamble, § 2 of the License Agreement contains the
granting of a license concerning Licensed Products to the benefit of
BlueCatBio. According to § 1 of the License Agreement, the Licensed
Products include any and all products which make use of at least one
claim of one of the aforementioned patent rights, which includes the
PCT Application. Further, according to § 6 of the License Agreement,
AusBio Europe shall assure its ownership of these rights and its
entittlement to freely dispose thereof. The License Agreement was

signed by Dr Mann in his capacity as the CEO of AusBio Europe.

The License Agreement provides persuasive evidence that the rights
in the underlying inventions, as regards Dr Mann’s share, were
assigned to AusBio Europe prior to the signing of the License
Agreement. The License Agreement is a private documenti within the
meaning of Sect. 416 German Code of Civil Procedure. Sect. 416
German Code of Civil Procedure, attached as Exhibit 37. Pursuant to
Sect. 416 German Code of Civil Procedure, private documenis shall
establish full proof that the declarations they contain have been made
by the parties who prepared such records and documents to the
extent that such private documents are signed by the parties issuing
them, or have been signed using a mark that has been certified by a
notary. Moreover, according to the case-law of the German Federal

Court of Justice, such documents — depending on their contents —

are also suitable, alone or in connection with oth%%cagﬁm}%%@{
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obtaining the conviction that the facts or processes atiested in the
document are true. FCJ decision of 13 April 1988, Vil ZR 274/87,
NJW 1988, 2741, attached as Exhibit 38.

in the case at hand, a German court will consider the confirmation of
AusBio’s ownership given by Dr Mann in the License Agreement in
light of Dr Mann’s previous behaviour in the process of drafting and
filing the European Application and the PCT Application and of his
existing contractual obligation to assign his right as persuasive
evidence that Dr Mann has actually assigned his right to the invention

to AusBio Europe.

The employment agreement of Dr Heimberg is not available to the applicant.
Therefore, the applicant cannot assess an assignment of inventors rights
from Dr Heimberg to HTI by virtue of the employment agreement. However,
this does not affect the present analysis because, as explained in Sections 6
and 7 below, the Development Agreement and Dr Heimberg's subsequent
behaviour show that the rights in the invention were transferred to AusBio

Europe by Dr Heimberg and HTI.

With regards to the invention at issue, a competent German court will hold
that HTI has assigned any rights to the invention to AusBio Europe by virtue

of the Development Agreement for the following reasons:

The Development Agreement contains an express provision stating that the
rights in any development made under the Agreement shall vest in AusBio
Europe. According to Annex A of the Development Agreement, Exhibit 3, this
includes the centrifuge project on which the invention at issue is based.
Annex A specifies the project “Development of a centrifuge/washer for
microtiter plates based on a horizontal rotational axis” (“Entwicklung einer
Zentrifuge / eines Washers flur Mikrotiterplatten basierend auf einer

horizontalen Rotationsachse”). According to Sect. 2(2) of the Development
Legal Memorandum
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Agreement, HTI| and AusBio Europe agreed that any protective right resulting
from the development work, as a matter of principle, shall be owned by
AusBio Europe. See Sect. 2(2) of the Development Agreement (“any

protective right resulting from the development work, as a matter of principle,

shall be owned by AusBio Europe”).

A competent German court will interpret Sect. 2(2) to cause an immediate
assignment of the inventor’s rights to AusBio Europe once the invention has
been made. Specifically, according to German law, a distinction is made
between a transaction imposing a legal obligation (e.g. an obligation to assign
the rights to a future invention) and a transaction performing a legal obligation
(e.g. the assignment itself). Benkard, Patentgesetz [German Patent Act],
11thed. (2015), § 15 mn. 15, 16, attached as Exhibit 39. In the case at hand,
the language of the Development Agreement performed the assignment of
the invention to AusBio Europe, and a separate act was not required to assign
the inventor’s rights in the invention to AusBio Europe. Therefore, a German
court would consider the Development Agreement to order an immediate

transfer of the inventor’s rights to AusBio Europe.

The language of Sect. 2(2) of the Development Agreement (“any protective

right resulting from the development work, as a matter of principle, shall be

owned by AusBio Europe”) does not suggest a different interpretation. One
may argue that the Development Agreement does not make entirely clear
which impact the caveat “as a matter of principle” may have. However, as
explained below, it is clear from the language of the Development Agreement
and the circumstances that the invention at issue was not subject to such

caveat.

The Development Agreement was supposed to be the basis for an ongoing
working relationship between HTI and AusBio Europe. This becomes clear
from the title of the document (“Agreement on the cooperation of various
development projects”) and the preamble, which refers to the Development
Agreement as a framework agreement for the parties’ collaboration, and
Sect. 1 of the Development Agreement, according to which the parties intend
a long-term working relationship for developments in various fields. Against
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this background, a German court may give the caveat “as a matter of
principle” certain weight with regards to future development projects.
However, it will not relate the caveat to the development project at issue,
which had already been agreed in detail according to Annex A to the

Development Agreement.

Moreover, the Development Agreement prevents HTI from disclosing the
development results and using them for an own application for a protective
right, e.g. a patent. According to Sect. 3(1) of the Development Agreement,
HTI and AusBio Europe must keep confidential all information of a technical
or commercial nature, intentions, experience, findings, constructions and
documents, including pre-existing results, of which they become aware as a
result of the collaboration under the Development Agreement, Such
information must not be used for an own application for a protective right
(Original German text of Sect. 3(1) of the Development Agreement: Die
Vertragspartner verpflichten sich, die Arbeitsergebnisse des anderen
Partners sowie alle sonstigen Informationen, inshesondere technischer und
wirtschaftlicher Art, Absichten, Erfahrungen, Erkenntnisse, Konstruktionen
und Unterlagen, einschlieBllich der Vorbestehenden Ergebnisse, die ihnen
aufgrund der Zusammenarbeit geméll dieses Vertrages bekannt warden
(zusammen “Information” genannt), Dritten gegendber — auch dber die Dauer
des Vertrages hinaus — vertraulich zu behandeln, Dritten nicht zugénglich zu
machen, vor dem Zugriff Dritter zu schitzen sowie nicht zum Gegenstand
einer eigenen Schutzrechtsanmeldung zu machen). In view of the allocation
of the inventor's rights to AusBio Europe in Sect. 2(2), it is clear that the
prohibition of filing an own patent application contained in Sect. 3(1) of the
Development Agreement applies to HTI. Accordingly, for the reasons set forth
above, a German court would consider the fact that HTI does not have the
right to file a patent application according to Sect. 3(1) of the Development
Agreement as a supporting argument to hold that any of HTI's rights to the
invention at issue will have immediately passed on to AusBio Europe once

the invention has been created.
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A German court would also hold that HTI had the power to assign Dr
Heimberg's rights to the invention to AusBio Europe irrespective of the
contents of the employment agreement between Dr Heimberg and HTI. The

court would base this conclusion on three points.

First, Dr Heimberg signed the Development Agreement knowing that proper
performance of the agreement requires that the rights of inventors at HTI,
including employees and the CEO, are made available to HTI. If Dr Heimberg
had signed the Development Agreement with the intention not to enable HTI
to perform it properly, this would have constituted fraud according to Sect.

263 German Criminal Code.

Second, Dr Heimberg has collaborated in the drafting and application process
in that he provided the drawings to the European and the PCT Application, in
particular with an email dated 10 September 2014 instructing Mr Stefan
Andrasic to provide drawings for the PCT Application. Email dated 10
September 2014, Exhibit 40.

By providing the drawings, Dr Heimberg has shown and confirmed his intent
to empower HTI to assign his right to the invention to AusBio Europe. For the
reasons explained below, a German court will consider this behaviour as an
implied assignment of Dr Heimberg's right to the invention to AusBio Europe.
As pointed out before, German courts have defined a very low threshold for
assuming an implied assignment of rights in intellectual property. The Federal
Court of Justice has held that an inventor has an interest to give any required
support to his employer in order to enable him to file a valid patent application.
Therefore, any support provided by an employed inventor in connection with
the filing of a patent application may be considered a confirmation of the
employee’s intent to assign the necessary rights to the employer. FCJ,
judgment dated 4 September 2018, X ZR 14/17 mn. 71, Exhibit 21. Against
this background, a competent German court would interpret Dr Heimberg's
behaviour as an implied assignment of his rights to HTI, as otherwise he

would make himself liable for non-performance of his contractual duties.
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In view of this generous approach of the German courts to an implied
assignment of rights, and against the background of HTI's obligation to assign
the rights to the invention to AusBio Europe, a German court will hold that Dr
Heimberg's behaviour subsequent to making the invention resulted in an
assignment of the rights to the invention to HTI, empowering HTI to pass the
rights on to AusBio Europe. A German court would also take into account that
Dr Heimberg knew that the European Application will be filed in the name of
AusBio Europe and AusBio Yantai, and still decided to support the application

process. Declaration of Bernhard Ganahl, Exhibit 29.

Third, as explained below, a German court would take into account that HTI's
business is the provision of development services to its customers. As the
customers pay HTI for the unhindered use of the development results, this
requires in any event that the rights to inventions made in the course and as
a result of the development are first assigned to HTI and then, either
automatically or by virtue of a separate transaction, assigned to the
customers. Therefore, a German court would be considerably observant to
any behaviour of Dr Heimberg that may be interpreted as an implied
assignment to HTI. Against this background, a German court would consider
Dr Heimberg's behaviour from the perspective of a reasonable customer who,
in view of HTI's business model and Dr Heimberg's position at HTI, would
consider any behaviour in support of a patent application as an implied
assignment. In particular, a German court would take into account that Dr
Heimberg, as the CEO of HTI, has issued invoices for the development work
and technical service and support in the amount of approximately
EUR 827.000 and has accepted the payment of these invoices. A German
court would further take into account that Dr Heimberg is the majority owner
of HTI and therefore has a direct commercial benefit from these payments.
The invoices covered the development work as well as AusBio Europe’s right
to exploit the development work, in particular to obtain patent protection for
it. If Dr Heimberg had had a mental reservation against the passing on of all
intellectual property rights in the invention, he would have needed to
communicate this. If he had been of the opinion that he does not want to
transfer the rights in the invention to AusBio Europe and that he will not effect
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such transfer, the issuing of the invoices and the acceptance of the payment

would have amounted to fraud according to Sect 263 Criminal Code

A competent German court will hold that AusBio Europe has assigned its
rights to the invention underlying the PCT Application to AusBio Yantai by

virtue of the Declaration of Assignment.

Under German law, a distinction is made between a transaction imposing a
legal obligation (e.g. an obligation to assign the rights to an invention) and a
transaction performing a legal obligation (e.g. the assignment itself). With
regard to the obligation to assign the rights to the invention underlying the
PCT Application, the Declaration of Assignment complies with the
requirements of the applicable German law and, therefore, may also have led

to the assignment of those rights itself.

However, as far as the performance and the validity of the assignment of the
US national part of the PCT Application, namely the US Application, is
concerned, it is the author's understanding that US law is applicable. The
validity of the assignment under US law is outside the scope of this
memorandum. It is the author's understanding that the validity of the
assignment under US law is being addressed in in the Petition submitted

concurrently herewith.

It follows from the above that all rights in the invention underlying the PCT
Application, and consequently the ownership of the PCT Application itself,

are owned by AusBio Yantai.

AusBio Yantai has acquired Mr Wang'’s share of the invention by assignment
of Mr Wang. Moreover, AusBio Yantai has acquired Dr Mann’'s and Dr
Heimberg's share by assignment from AusBio Europe.

AusBio Europe had obtained Dr Mann’s share by way of implied assignment
from Dr Mann. Moreover, AusBio Europe had obtained @Elj@'ﬂ)lg?ﬁgr%ﬁﬁaﬁ‘?
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by way of assignment contained in the Development Agreement between HTI

and AusBio Europe.

HTI Europe had obtained Dr Heimberg's share by way of assignment from Dr
Heimberg himself. This assignment has taken place either expressly between
Dr Heimberg and HTI or, at the latest, by way of an implied assignment in the
process of drafting and filing the PCT Application.

Therefore, any competent German court would come to the conclusion that
AusBio Yantai is the sole owner of the inventors’ rights in the invention at

issue and the owner of the PCT Application.
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I, the above-named author of this memorandum, hereby declare that all
statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and
further that these statements were made with the knowledge that wilful false
statements and the like so made are punishable by fine or imprisonment, or
both, under Section 1001 of Title 18 of the United States

Executed on this 6th day of March, 2019.

Daniel Hoppe'  §
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Annex
to the desd of notary Hendrik Zubsy in RBavryeuth, Germany

dated . deed no. 7/201%

By laws

Articie 1

Company Name and Place of Business

The company name is:
AusbBio R&D Europs GmbiH

The company has its place of business in Kulmbach, Germany.

Article 2

Object of the Company

The obiect of the company is the development and
distribution of preoducts for medical diagnostics and any

agsociatad activities.

The company is entitled to acguire companies of the same oy
simllay type, to cobtain an interest in them or to taks over

their representation or business management .

{Articles 3 through 17 not transiated)]
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ATTESTATION ( LAUSE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court | in the German federal state of Bavaria, | hereby
certify to the best of my belief that the foregoing is a troe and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREOF 1 have bersunder set my hand and seal at

Mhmich, February 27, 2019

Dénise Giles

Kuenstralle B
81735 Munich >
Germpany {Denise G
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Annex
to the deed of the notary Hendrik Zuber in Bayreuth
from , deed no.. Z/2012

Bylaws

s 1

Company Name and Place of Business
The name of the company is:
AusBio R&D Europe GmbH

The registered office of the company is in Kulmbach.

§ 2
Object of the company

The object of the company is the development of and
distribution of products for medical diagnostic and any

associated activities.

The Company is entitled to acquire companies of the
same or similar type, to obtain an interest in them or
to take over their representation or business

management.

Exhibit 1
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§ 3

Capital stock and capital contributions

The share capital of the company amounts to
25.000,00 EUR

-twenty-five thousand euros.

The entire share capital of the company, i.e. share 1
with a nominal value of EUR 25,000.00, is assumed by
YANTAI AUSBIO Labors Ltd. with the seat in Yantai

city.

The payment for the share must be made in cash.

It shall be payable in full immediately.

S 4

Duration of the Company, Termination, Fiscal Year

The company has been established for an indefinite
period of time.

Each shareholder is entitled to terminate the company
at the end of a financial year by giving six months'
notice. The company is not dissolved by the termination
of a shareholder. Rather, the terminating shareholder

withdraws from the company.

Notice of termination must be given by registered
letter to the other shareholders. The date of the

postmark decides whether the deadline has been met.
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The fiscal year is the calendar vear.

§ 5
Disposal of business shares and

assignment of claims

The sale and encumbrance of shares or parts of shares
requires the consent of the Company, which may only be
granted on the basis of a corresponding shareholder

resolution.

The same applies to the assignment and pledging of
claims arising from the participation in the company,
such as claims to profits, liquidation proceeds and

compensation credit balances.

§ 6

Management and representation

The company has one or more managing directors. If
there is only one managing director, he represents the

company alone.

If there are several managing directors, the company
is represented by two managing directors jointly or
by one managing director together with an authorized

signatory.

The shareholders' meeting has the right to grant the
managing directors or individual managing directors

sole power of representation.
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The shareholders' meeting is also authorized to exempt
managing directors from the restrictions of § 181 BGB

(German Civil Code).

The above shall apply mutatis mutandis to liquidators.

s 7

general meeting

The shareholders' meeting is convened by the managing

directors in an authorized number.

It shall be convened within six months of the end of a
financial year for the purpose of approving the annual
financial statements of the Company, passing
resolutions on the appropriation of profits and

granting discharge to the management.

It shall also be convened if a resolution of the
shareholders becomes necessary or if the convening is
in the urgent interest of the Company for any other

reason.

In addition, each shareholder has the right to demand
the convening of the meeting, stating the purpose and

reasons.

All shareholders must be summoned by registered letter.
The invitation period is two weeks, whereby the day of
the invitation and the day of the meeting are not to be

counted.
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The place, time and agenda of the meeting must be

stated in the invitation.

If all shareholders agree, resolutions may be passed in
any manner, in particular in writing, by fax, e-mail or
telephone. Shareholders' resolutions must always be

recorded in writing.

Resolutions of the shareholders' meeting shall be
passed by a simple majority of the votes cast, unless a
larger majority is required by law or these Articles of

Association.

Each EUR 1.00 of a share entitles the holder to one

vote.

Unless mandatory law provides otherwise, erroneous
resolutions may only be challenged within a period of
two months from receipt of the minutes and only by
shareholders who have appeared or been represented at
the shareholders' meeting and have objected to the
resolution for the minutes or who have not appeared or
been represented at the shareholders' meeting if they
have not been wrongly admitted or if the meeting has
not been properly convened or the subject of the

resolution has not been properly announced.
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S 8

contest

Outside the object of the enterprise (§ 2) each partner
may be arbitrarily commercially active. If a
shareholder who is also a managing director makes use
of this right, this must be taken into account in his

managing director remuneration.

Within the purpose of the company (§ 2), a shareholder
may only be active if this is expressly permitted by a
unanimous shareholder resolution. In the course of
this authorization, a possible fee for the
authorization of competitive transactions shall also

be determined.

§ 9

annual financial statement

The balance sheet, the income statement including any
necessary notes and, if applicable, a management report
shall be prepared within the period specified in
Section 264 (1) HGB and submitted to the shareholders

without delay.

Accounting and reporting must be carried out in

accordance with commercial and tax regulations.
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§ 10

appropriation of profits

The shareholders' meeting decides at its own discretion
on the appropriation of the annual balance sheet
profit. If profit is distributed, it shall be
distributed among the shareholders in proportion to

their shares.

Advance distributions on the expected profit for the
current financial year can be resolved before the end

of the financial year.

§ 11
Death of a shareholder

The inheritance of shares is not restricted.

However, the other shareholders may decide that the
heirs of a deceased shareholder, unless they are co-
partners, spouses or descendants of the deceased
shareholder, shall leave the company at the end of the
financial year in which the shareholder died or at the
end of the following financial year. The heirs have no

voting rights in this resolution.

If the successors of the deceased shareholder remain in
the company, they are obliged to immediately appoint a
joint proxy to exercise their shareholder rights. The
vote shall be suspended until the proxy has been

appointed.
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This does not apply if the shares of the retired

shareholder are administered by an executor.

In

§ 12
Withdrawal from the Company

for any other reason

addition to the cases specified in § 4 and § 11, a

shareholder also withdraws from the company if

a)

b)

the shareholder has filed an application to open
insolvency proceedings against his assets;
insolvency proceedings are opened against the assets
of the shareholder at the request of a third party
or are not opened due to lack of assets;

the shareholder's share is seized, unless the
seizure is revoked within thirty days;

the shareholder's share has been transferred to a
third party by way of levy of execution or in
insolvency proceedings against its assets;

the shareholder must affirm the correctness of his
list of assets in lieu of an oath;

there is another important reason in his person
which makes it unreasonable for the other
shareholders to continue the company relationship

with him.
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§ 13
Carrying out the withdrawal

The share of a withdrawing shareholder shall, at the
discretion of the shareholders' meeting, be withdrawn,
assigned to the company, the shareholders or to third
parties determined by the shareholders' meeting. The
withdrawing shareholder shall have no voting rights in
respect of any resolutions in connection with his
withdrawal.

If the shareholders' meeting does not decide otherwise
within two months of the occurrence of the circumstance
leading to the withdrawal of the shareholder, all other
shareholders are entitled to an acquisition right to
the share of the withdrawing shareholder in proportion
to their shareholding in the company.

If a shareholder does not exercise his purchase right,
the other shareholders are entitled to it in proportion

to their shareholding in the company.

If a resignation in accordance with the aforementioned
provisions does not take place, the Company shall be

dissolved.

§ 14

severance pay

If a shareholder leaves the company, he receives a

severance payment.
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(1) The severance payment shall be 40% of the wvalue

determined for the participation of the withdrawing
shareholder for inheritance tax purposes by applying
the simplified capitalized earnings value method to
determine the fair market wvalue of unlisted shares
in corporations and business assets in accordance
with Sections 199 - 203 of the FL, as amended, as of
the valuation date. The valuation date is 31.12.,
which precedes or coincides with the date of

retirement.

The shareholders agree that §§ 199 - 203 BewG only
serve to simplify the valuation and lead to a
significant overvaluation for small and medium-
sized enterprises in the fiscal interest; this fact
and the continued interest of the enterprise are
taken into account by the flat-rate discount

according to p. 1.

The severance payment shall be paid to the
withdrawing shareholder in three equal annual
instalments, the first half a year after the date of
the withdrawal. The outstanding amount shall bear
interest at three percentage points above the base
interest rate in accordance with § 247 BGB (German

Civil Code). No collateral can be required for this.
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(3) The severance payment shall be determined by the
Company's tax advisor. In the event of a dispute,
an independent auditor (auditing company) acts as a
binding arbitrator for all parties involved. If no
agreement can be reached on the person of the
arbitrator, the latter shall be determined by the
President of the Chamber of Industry and Commerce
for Upper Franconia in Bayreuth upon written
application of the Company and/or the withdrawing
shareholder. The costs of the arbitrator shall be
borne equally by the Company and the withdrawing

shareholder.

§ 15

Announcements of the Company

Announcements of the Company shall, to the extent
required by law, only be made through the electronic

Federal Gazette (elektronischer Bundesanzeiger).

§ 16

Severability clauses

As far as in this contract there are no special
provisions the statutory provisions shall apply in

addition.

Should individual provisions of these Articles of
Association be or become invalid, this shall
not affect the validity of the remaining

provisions.
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In this case, however, the shareholders are obliged to
cooperate immediately in the creation of a legally

effective provision that corresponds to the purpose and
economic significance of the invalid provision or comes

as close as possible to it.

s 17

bearing of costs

The company assumes the formation expenses (costs of
drawing up the articles of association, entry in the
register and publication) up to an amount of 2,500.00

curos.

The Company shall also bear all costs associated with

future capital increases.
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Anlage
zuy Urkunde des Notars Hendrik Zuber in Bayreuth
vom , URNr. 772012

ga tzung

§ 1

Firma und S8itz

Die Firma der Gesellschaft lautet:

AusRlic R&D Hurops GmbH

Sitz der Gesellschaft ist Kulmbach.

§ &

Gagenstand des Unternshmens

Gagsnstand des Untervebmens ist dis Entwicklung von und
der Handel wmit meddrzinisch diagnostischen Produkben und

3

alle damit rusammenhidngende Tétigkeiten,

ie Gesellschaft ist berechitigt, glelichartige oder &hn-

liche Unternelmen zu erwerbern, sich daran zu betelligen
odeyr ihre Vertretung oder Geschaftsflthrung zu Gberneh-
men .
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g 3
Stapmkapital und Stammeinlagen

Das Stammkapital der Gesellechaft betvigt
45,000,080 RUR

~finfundzwanzigtaussnd Bure-.

Den dasg gesambe Stammbapital der Gesellschaft ausma-
chenden Geschiftzanteil 1 mit elinem Nemnbetrag in Hihe
o £5%.000,00 Bure Ubsrnimmt

YTANTAT AUSBIC Labkors GmbH. mit dem Sitz in Yantail
Stadt.

Die Einzahlung auf den Geschiftsanteil hat in Geld =u

erfclgen.

B
Pt
[}
%}
@
s

Sie ist sofort in voller HOhe zu led

5§ 4

Dauer der Gesellschaft, Rindigung, Geschiftsishr
Die Gesellaschaft ist auf unbestimmbe Zeit arrichtet.

Jeder Gesellschafrter izt befugt, die Geszellschaft unter
Binhaltung einer Kindicungsfrist von sschs Monaten zum
Schliuss eines Geschiftsiahres zu kindigen. Durch die
Kindigung eines Gesellischafrers wivrd die Gegellschaft
nicht aufgslést. Der kindigende Gesellschafter scheidet

vielmehr auvs der Gessllschaft aus.

Die Kondigung hat durch eingsschriebenen Brief gegen-
fbher den andeven Gesellschaftern zu erfolgsn. Uber dis
Fristwahrung entscheidet das Datum des Poststempels,
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Das Geschafrsdahr ist das Kalenderxijahr.

8§ 3
Verdulerung von Geschiéfisanteilen und

Ebtratung von Ansprichsn

Ffrsantellen

i

Die Verduferung und Belastung von Gesch
oder Tellen von Geschidftsantellen bedarf der Zustimmung
der Gesellschaft, die nuy aufogrund eines entsprechenden

Gegellschafrerbeschlusses erteilt werden darf.

Das gleiche gilt fir die Abtretung und Verpfandung von
aus der Gegellschaftgbetedligung flieRenden Ansprichen,

wie Anspriche auf CGewinn, Liguidationserlds und Abfin-

~

dungsguthaben.

§ 8

Geschiftsfihrung uwnd Vertretung

Die Gesellschaft hat einen oder mehrers Gegschifeafih-
rer. Ist nur ain Gegchiftsfihrer vorhanden, vertritt er

die Gesellschaft allein.

Sind mehrere Geschiaftsfdhwer vorhanden, wird die Ge-~

sellzchaft durch zwei Geschiéftsfihrer gemesifizam odsy

durch einen Seschaftsffhrer in Gemelnschaft mit einem

Prokuristen vertretsn.

Die Gegellachafterversammlung hat das Recht, den Ge-
schafrsfihrern oder einzelnen von ihnen Einzelvertfra-
rungsbefugnis zu ervteilen.
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Dis Gessllschafterversammliung ist weiterhin befugt, Ge-

gchafbsfihrer von den Beschriénkungsn des 8 181 BGE zu
befreien.

Voretehendes gilt entsprachend flr Liguidatoren.

§ 7

Gesellschafterversammlung

Die Genellschafterversamnlung wird durch die Geschifts-

fihrer in vertretungsberechtigter Zahl einberufen.

Sie ist einzuberufen innerhald von sechs Monaten seit

L

Beandigung sines Geschidftasijahres zum Zwecke der Geneh-
migung des Jahresabschlusses der Gesellschaft, zur Be-
schliussfassung dber die Gewlnnverwendung und Gbher dis

)

Entlastung der Geschiftsfibhrung.

Sie ist welter einzuberufen, wenn eine Reschlussfassung
der Gesellachafter erforderlich wird oder die Einberu-
fung aus einem sonstigen Grund im dringenden Interesas

der Gesellschaft liegt.

Pariiber hinausg hat Jeder Gesellschafter das Rechbt, un-
rer Aungabe des Zwecks und der Grimde die Rinberufung

der Versammlung zu verlangen.

Alle Gesellschafter sind mittels singeschyisbenen BRrie-
fes zu laden. Die Ladungsfrist betrigt zwel Wochen, wo-
bei der Tag der Ladung und dey Tag deyx Versammlung

nicht mit zu rechnen sind.
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Tagungsort, Tagungszelt und Tagesordoung sind in dey

Ladung mitzuteilen.

Sind alle Gesellschafter einverstanden, so kdnnen Ba-
schlfisse in jeder belieblgen Welse, insbesondere

ch, durch Telefax, E-Mall oder telefonisch ge-

Ut
3
sy
[
ot
]
rt
H
fde

faast werden. Gesellachafterbeschliisse sind in jedem

Fall schriftlich nisederzulegen.

Die Begchlisse der CGeagellschafrerversammlung wsrden wmit

infacher Mehrheitr dery abgegsbenen Stimmen gefasst, so-

0

weit nichit das Gesetz oder diese Satzung eine grifere

Mehrheait swingend vorschreiben.

Je 1,-- BUR eines Gegché&fisantells gewdhren sins Stim-

mne .

Soweit dem zwingendss Recht nicht entgsgensteht, kinnen
fehlerhaftes Beschllese nur ilznerhald sinsr Frist von
zwel Monaten seibt fugang dayr Misdervschrift umd nur von
Gegelischaftern angefochten werden, dis in dar Gesell-
schafterversammlung erschienen oder wvaritretesn waven und
dem Beschluss zur Niedevgchrift widersprochen habsan
nder die in der CGesellschafterversammiung nicht sy
schisnen oder vertveten waren, wenn sle zu Unrecht
nicht zugelaszen wurden oder dis Versammlung nicht ord-
nungsgemd elinbesrufen coder der Gegenstand der Be-
gchiuvesfassung nicht ordnungsgemid® bekannt gemachi wor-

den ist.
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g 8
Webthawarb

Auberhalb desg Gagengtandes des Unternebmeng {§ 2) darf

{5

jeder Gasellzschafter beliebig gswerblich tédtig ssin.
Macht sin Gesellschafter, dsr suglesich Seschéftsfibhrer
ist, von diegem Rechit Gebraucoh, ist dies beil seiner Ge-

schéftsfthrerverglitung zu berficksichtigen.

Innernalb des Gesellschaftazweckes (§ 2) darf ein Se-
gellachalfter nur té&tig sein, wemn ibwm diss durch sin-
shimmigen Gesellischaitsrbeschiuss ausdriicklich gestat-
tat ist. Im Zugs dieser Gestattung ilst auch ein etbwai-
ges Entgelt £y die Zulassung von Konkurrenzgeschiften

festzulegen.

§ 8

Jahresabschluas

Die HBilang, die Gewinn- und Verlustrechnung samb etwa
erforderlichem Anhang und gegebenenfalls esin Lagsbe-

richt 2ind innerhalb dey in & 264 Abs. HEER genannten

Frist aufsustellien und den Gesellschalftern unversiglich

vorzuliegen.

Buchfdhrung und Bilanzierung hsben nach handels- und

steuerrechtlichen Vorschriften zu erfolgen.
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§ 10

Gawinnverwendung

Die Gasellschafrerversammlung beschlist nach fresiem
Ermessen UGber die Verwasndung des jahrlichen Rilanzge-
winng . Wird CGewinn ausgeschiitet, so¢ ist dieser auf die
Gegellschafter im Verhdlinig lhrer Geschéfisanteile zu

verteilen.

Vorabausschintungen auf den zu erwartendsn Gewinn des
laufenden CGeschiaftsjahres kinnen bereits vor dessen Ab-

lauf beaschlossen werden.

§ 1l

Tod eines Gesellschafters

Die Vererbung der Gesch&ftsantedls ist nicht einge-

schrankt.

Die andeven Gasellschafter kdénnen aber baschlislen,

egaellachalfters, zo-

G}

dags dis Erben eines verstorbenen
farn sie nicht Mitgesellschafter, Ehagatte oder Abkdmm-

linge des verstorbenen Gesellschafters gind, zum Eunde

des Geschéftsiahres, im dem der CGesellschafter verstor-
ben ist, odery zum Ende des darauf folgenden Geschafts-
jahres, aus der Gesellschaft ausscheiden. Die Erben ha-

ben bei diezer Beschlussfassung kein Stimmrecht.

Verbleiben die Nachfolger dss verstorbenen Gesellschaf-
tars in der Gesellschaft, so sind sie verpflichtet, un-
verriglich einen gemelinsamen Bevollmlchtigten z
bhestimmen, dey ihre Gesellschafterrvechite wahrnimmbt. Bis
zur Restimmung des Bevollmichtigten ruht das Stimm-
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recht. Dies gilt nicht, wenn die Geschiftsantelle des
ausgeschiedenan Gesgellschafters durch sinen Testamente-

vollstrecker verwaliet werden.

§ 12
Ausscheiden aus dey Gesellschaft

aug einem sonstigen Grunde

Ein Gessllsgchafter scheldet neben den in § 4 und § 11

genannten Fallen auBerdem asus der Gesellechaft aus,

wenn

a) der Gesellschafter Antrag auf Erdffnung des Insoci-
vanzverfahrang Uber sein Vermdgen gestellt hat;

b} auf Antrag eines Dritten das Insclvenzverfahren fber
dag Vermdgen deg Gegellschafters erdffnet odsyr man-

£

a
gels Masse nicht erdffnet wird;

der Geschidftsanteill des Gesellschafrers gepfindet

¢}

wird, es ael denn, dis Pfandung wird innerhalb von
dreifig Tagen wieder aufgehobern;

d} der Ceschiftsanteil des Gegellschafters iwm Wege dey
Zwangsvollstreckung oder im Insolvenzverfahren fbeyx
sein Vermdgen an einen Dritten gelangt ist;

g} der Gesellschafter die Richtigkeit seines Vermdbgens-
verzeichnisses an Rides Statt zu verasichern hat;

£ in seiner Person 21in sonstiger wichtiger Grund eln-
tritt, der den andsren Gasallschaftern die Fortseb-
zung des CGeselischaftsverhfiltnisses mit ihm unzumut-

bar macht.
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§ 13

Durchithrung des Ausscheidsus

Der Geschaftsantell sines susgcheidendsn Gesellschaf-

ters ist nach Wahl der Gesellschafterversammlung seinsu-
zishen, an die Geselleschafr, die Gssellschafter oder
auf von der Gesellschafterversamalung bestivmte Dritte
abzutreten. Der asusscheidende Gesellschafter hat beid
allen mit ssinem Ausscheiden susammenhidngenden Be-
gschifigsen kesin Stimmracht.

Trifft die Gesellschafterversammiung innerhalb von zwel

Monaten nach Eintritt des Umstandes, der zum Ausschel-
den des Gesgellschafters fhhrt, keines andere Wahlent-

achelidung, so steht allen anderen Gessllszchaftern im

}
i

Verhdlonia ihrer Reteilligung an der Gesellschaft ein
Brwarksracht am Beachédftsanieil des auvsscheidenden Ge-
selliachafters zu,

Macht e2in Gesellschafter von seinem Erwerbsrechit keinen
Geprauch, so wachst es den andesren Gesellschaftern im

-

Verhdltnisg ihrer Betelligung an der Gesellschaft zu.
Kommt ein Ausscheiden pach den vergenamnten Restimmun-

gen nlaht zustands, wird dis Gessilschaft aufgelidst,

§ 14
Abfindung

Scheidst sin Gesellschafter aus dey Gesellischaft aus,

a2rhalt er sine dbfiodung.
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Ale Abfirgdung sind 40 v.H. desienigen Werts zu wver-
gliten, der £ir die Beteiligung des susscheidenden
Geamellschafters fir erbaschalftsteusrliichs Zwecke
durch Anwendung des vereinfachten BErtragswertver-
fah¥ens zur Ermittlung dee gemelinen Wertas von
nichtnotierten Anteilen an Kapitalgesellschaften
und Betriebsverndgen gemdf 5§ 199 - 203 BewG in ih-
ray aktuellen Passung zum Hewerbungsstichtag etmit-
telt wird. Bewertungsstichtayg ilst der 31.12., dsy
dem Tag des Ausscheldens vorangsht oder wmit dissem

zusammentallt.

Die Gegellschafter sind sich daviber einig, dass

§§ 193 - Z03 Bewd nur der Bewertungsvarsinfachung
dienen und £40r kleine mittelstindische Untsrnshmen
im fiskalischen Interesse zu einer deutlichen Uber-
bewertung fthren; dieser Tatsache und dem Fortbe-
atandsinteresse des Unternehmens wird durch den
pauschalen Abschlag gewm. 8. 1 Rechnung getiagen.
Die dbfindung izt dem ausscheldenden Gegellschaiter
in drei gleichen Jabresraten sussuzahlen, die erste
ein halbes Jahr nach dem Zeitpunkt des Ausschei-
dens. Der jewesils ausstehende Betrag ist wmit drei
Prozentpunkiten Ubsr dem Hasiszinssatz gemdB § 247
RGE zu verginser. Sicherheiten dafir kimnen wnicht

vaerlangt werden.
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{3} Die Brmittlung der abfindung erfolgt durch den

Steuerberater der Gesellschaft. Im Streitfall exr-

folgt sie durch sinsn unabhdngigen Wirtschattaspri-
far {(Wirtechafreprifungsgesellschaft) ale Schieds

gutachter fdr alle Betelligten verbindlich. Kamn
fiher dis Ferson des Schiedsgutachters kein Binver-
nehmen erzigit werden, so wird dissev auf schrift-
lichen Antrag der Geselleschafit und/eoder des aus-
schelidenden SGesellgchafters durch den Priasidenten
der IHK fir Cherfranken in Bayreuth bestimmt. Die
Kosten des Bchiedsgubtachters tragen dis Gssell-
schaft und day susscheidends Gesellschafter zu

gleichen Teile:x

§ 15
Bekannitmachungsn der Sesellschaft
Bekanntmachungen dey Gegsellschaft erfolgen, sowslt sis
gegetzlich vorgsschrieben gind, nur durch den elektro-

nischen Bundesanzelger.

§ 1€
Salvatorische Xlauseln
Boweit in diesem Vertrag nicht spezielle Bestimmungen
getroffen wuvden, gelten erginzend die gesetzlichsn Be-

sTimmingsen.

Soliten sinzelnes Begtimmungen dieser Satzung unwivkeam

aoll dadurch die Wirksawmkeit der

[

sein oder werden, so

X

Ubrigen Bestimmungen nicht berdhrt werden.

1%
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In diesem Pall sind jedoch die Gesellschafter wver-
pflichtet, unverziglich beil der sSchaffung einer rechta-
wirksamen Regelung wmitzuwirksn, die dem Zweck und derv
wirtachaftlichen Bedeutung der unwirksamsn Bestiommung

entgpricht oder mdglichst nahekommt.

§ 17

Kostentragung

Die Gesellschaft (bermimmt den Grindungsaufwand (Kosten
der Brrichtung des Gessllschaftevertrages, der Regls-
tereintragung und der Verdffentlichung) bis zu einem

Betrag von 2.508,00 Hurae.

Die CGessllschaft trigt such sdmtliche mit kinftigen Xa-

pltalerhdhungen in Verbindung stshende Xosten.
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ATTESTATION CLAUSE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Cowrt 1 in the German federsl state of Bavaria, 1 hereby
certify to the best of my belief that the foregoing is a true and complete English transiation of
the original document in the German language submitied to me as a copv.

IN WITNESS WHEREOF I have hereunder set muy hand and seal at

Munich, Febraary 27, 2019

Denise Giles
Kuensiralle
R1735 Mumch
Germany
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Vorketmsrkung

B 4471 lat oin Entwinkler und Anbister von lnsiumenten und Pradidsen aul den Gabisten
der Leborastoration, Anslysenmessiochinik, Life Ssience und Optosteltront. hy Porifolio
umfasat Kemponasten wd Slend ~ Sl Hteme,

MY arboiiel nchesondare sohaalb-und’ sfizient im Hapid Prstolvping, B Projekiphasen, in
denen v die Entidoidung hinals bovally Broduliie oy bola test el sl Vaduagung stehen
aofay Dabel worden oie Sarsle fuch bastehanden Gessloen, Normen ung RisHineg e
duzlert iew. haspentelit,

Pl Sl RED Burope Sl Soschittar sinh mi dey Ertadeliung von tnd den Mands!
mit medizinisch dapretisshen Produlten, Gesamisystemen und alien damit Zusammene
hangandun Téligkaien,

Dl fackiiche Verbindung svischen son Verlragspariner sowds die Austicftung Hrer boate

sichiiglen Arbslten bilder sine gule Yorsussstaung fie die sinovolls Zusammanarbsi e
goaganssifigen Ergiineung und Verfsfung besteliendar Kenninisen,

by dern Nooperationgusiiag warden grindadiviiche Rahienversinbanngen Hr disse 2w
sammensried, fwe Duehiibong sowds begloiend nohwerdige MaBnshman gelrafian, Dis-
56 begiehery aich neben dee Durshfibnuing von Forschusigs- ung Entwivklungsarheien auch
aul e gamelnsame Nulsung vory Produiten dar Enspeastionspartner, dan Ausisuseh wan
Eriahrungen vnd Sigebniean sowis dig perzonsiie Zusammenabei

Ansprochparine bal dey HTH s Hawr B Wiligang Halmberg.
Arnpreehpariner bel der AusBio ist Her D, Widlgang Ménn,

Hisrvon susgshend reffon die Varfragspariner flgends Wersinhargy:

§1
Verbragegegenstond

{1} (e Verbggepainer beshsichiigen aine npiristige Jussmmisnarbell #r Entwickiungen
sef versohisdenes Qebiston i fnlgenden Formen:

- Ernhwioklung von Homponsesten 8 sidomatiderter Systeme dor NuldsinsSurssauai.
gy, molsidardisgnostischer Nashwaissyabume wnd der Endpunkitdelsition
- Eusammanarbell i Dersick Praduliion, Ventish und Marketing

mi folgenden Jislare

= gegensaiiger wissensthiafiisher und teabnischer Baistand

~ Vorberelung (nd Reslisleruny gamelnisamar Projekls, dis nous Verfahren und wise
sanschaltich-lechnisehes Lelstungen sum Zied haban

« Enbviskiung vor Protolyosn ung Slehsenas von Gerasten durch NTH uer SusBia,

{2} Die Verimgspartelon sind sioh bowusst, dass dis Verelnbanng vorgenamsner Susam-
mamarbeit elven denaminchen Provevs srfordant Sunaonist wired ain Telprojell formution
{viohe Anhang A} Diessr Anhang wird in Sne sines Moving Targsts sidndiy eltuali-
Hia,
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Durchithrung der Sussmmenarbeit

{1} AusBie gibt Entwickiungs- wad Farligungsprojekts kel HT in Aullreg. Die fir dis Durche
fahrung und Umsateung cer Projeiie entsishenden Kosten wird HT! dar AusRio monab.
fich nach Aufwand in Rechnung steflen. Sondersufwendungen .8, #r oo Ersteliung von
Kisingarisn kinnen gemal Absprache hisrvon abweinhend gessndet in Reghnung ge-
stellt werden.

{2} Die Projekte warden vollstindiy dokumentien ung dless Dokurnantation an AusBio pelie-
fart. Alle aus den Entwicklungsarbeliien snistehanden Schuterscive Hiegen grundsastzlich
kel dor AusBin, Utise magliche Lizsnenahme wird gesonds und fallwsiss sntsohisden,

{3) Kainar dor Vertragaparingr 6t borschtiat, reshisverbindlichs Eridiérangen jadwader Art fiy
den andsren Vertragspariner sbougeben, insbesondsre den anderen Vertragepanines
rash atfien zu varlrslen.

{4} Die Veeriragagariner hamithen sich shisprachend den jewells vorbandenan Maglichkelten
um gemeinsam 2u boarbelionde Auftrdge und um Ge Fublizlerung der erreichion Ergel-
rises. Uber den Stand der jeweiligen Arbailen it der Veriragapariner in regeimaiiges
Abstdnden zu iformveren. Die Insnspruchnahme von Leistungen des Pariners sstzl ine-
besehders dis rachtzeitipe xaitlichs Abstimmung voraus.

§ 3 Geholwhaliung

{1} Dis Verbragapartner verpflichion sich, dia Arbelisergebnisse des anderen Paringrs sowis
afils sonstigen bformationsn, insbesondore tachnischer und wintschaltichar S8 Absich
ten, Efebrungen, Brkenninisss, KonstrukSionen und Unterlagen, einschiiaBlich der Vor-
bestehenden Brgebnisse, dis fmen aufgrisd der Jusammenarbeit gemdil disges Vertra-
go9 bokannd werden {Zussmmen Jnformation” genannD, Dritlan gegentber - auch Ohey
dis Baver des Verrages hinaus — vartraulich 2u behandein, Driten rieht zuglnglich 2y
mashen, vor dam Zugnt Drilter 2u sohiizen sowis nicht 2um Cepenstand sinsr aigenen
Sehulsreciteanmaidung 2y fachen. Unter die Gehaimballungepficht fallends und dem
anderen: Pariner Obergebans Uokumente sind mlt einem Variraulichkeltavermsd xu
kennzeichnsn. Mindlich Ghermittelte Informationen sind ven der Farial, die sle (bermit-
falt hat, Innerhalb von 30 Tagen schiiftiich zussmmenzidasssn. Dis Zussmmenfaseung
wird sbenfalie mit elnam Verraulichkeilmmamerk versshen und der anderan Pailel Ghee
gebean,

{3} Dis Vertrsgsparner sing nur mit vorheriger Zustimmung des andersn Pirtners berachiigt,
digss irformation an stwaige Nachuntermehmerfirmen untar Awveriegung dor Verpilith-
fungan Shey die Verrauiiotkelt walSrzugation,

{3} Die voretehenden Varpliiehtungen gelten niglt fir solshe irfornationen, dis sinem Park
ner bereits vor iver Mittellung im Rabmen dieses Vertrages belannt waren; won digsem
unsbhingls erarbeiiet sder anderwatliy rechimélly erbangt wurden oder gle sligemein
sind oder shne Verstofl gagan dlesen Vertray sligemein belannt warden,

4} Die Verlrsgspariner werden in gesignater Form dailr sorgen, 4958 auch dis van Hinen
bai dar Durehfthrung disses Verrages hinzugezogensn Mitarbeiier, freien Miarbaiter
unih Lintersuftragnahmer dis vorsdtshends Verrauliohkeit watiren,
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{8} Mach Besndiguny dieses Yerlruges sind din Untarlagen efe, einschiieBiich simiicher
Koplen, verkirperien Arbelissrgebnisse und sonstige projsidbezogens infomationen, die
sigh Im Besite oder unter Kordelle von HTT befinden. an AusBio volletindiy und unver-
zhglich zu ushengéhen.

4
Vertragsdausr/Kindigung

{7} Disser Varirag wird auf unbestimmis Zeit gesehiossen. Er baginet am 15.03. 2013

{2} Dar Verrag kann von belden Vertragspacinern mit einer Frigt von 4 Wochen zum
Qugrialsends gekindiygt warden,

{3} Das Recht aur sulierordentlichen Kondigung aus wichtigem Grund Bleib unibsniin,

§ 5 Sonsiige Bestimmungen
{1} Anderungen oder Ergéinzung disses Vertrags bedirfen der Schriftform. Das gift aueh for
sinen Varzicht auf diesss Schriftformeriordermia;
{2} Mundliche Abmaden bestehen daneben niokt

{3) Die Ubenvagung von Rechien und Pllichien sus diessm Varicag it nwr mit vorheriger
Zustimmung des snderen Verragspartners Zuldssig.

{4} Bolite elne Bestimmung diesses Vartrages unwitieam séin, so berlihe diss dis Wirkeam
kel der thrigen Bestimmungen nicht. Dis Verlragepantner werden zusammanwirken, un -
sofern heine gesstrlichen Vorschriflen bestehen - an Stelle der unwirksamen Kisusein
reehiliich zulission und wirkesme Klsusen wu selzen, welche geeignet sind, den mit den
urwirksamen Klauseln beabsichligten Erfoils zu ervaichen.

it
Ruimibach, den { \l :.3’&;3 Eversbarg, don 453,04 £}
AusBic R&D Europs GmibH HYI pin-X Gl

s .
Lo L
{ s T | R
Lr. Woligand Mann Or. Wollgang Hein%bsrg
GeschéfisfOfrer Geschifisflheer

¢

,i
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Anlage &

Spegifikation der Teilprasiie

1. Entwickiung siser Zankfuge / aines Washess fuer Mikrotiterpiafton basiarend auf wie

ney horizontaien Rotstionsachss
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Ceriifiad transiation from German

Agresmeant
on the cooperation in
various development projecis

between

AusBio R&D Europe GmbH
*“AusBio”
Fritz Hormnschuch Sir 8
85326 Kulmbach, Germany

ang

HT! bio-X GmbH
S(HTE!!
Am Forst 8
25580 Ebersbherg, Germany
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Prelitninary remarks

HTi develops and offers instruments and products in the fields of laboratory automation,
analytical measurement technology, life sciences, and opto-slecironics. The
company’s porffolio includes components and stand-along systems.

in particular, HT offers fast and efficient rapid prototyping in stages of projects in which
products already are to be provided during development (for beta test sites). In this
context, the devices are produced andior manufactured according to existing laws,
standards and directives.

AusBio R&D Europe GmbH s concerned with the development and distribution of

products for medical diagnostics, integral systems, and all associated activities.

The technical connection between the contractual paries and the focus of their
intended aclivities form a good basis of sensible cooperation with the aim of mutually

complementing and intensifving existing knowledge.

The cooperation agreement stipulates fundamental general consent regarding such
conperation, its performance and necessary accompanying provisions. In addition fo
research and development, the latter also relate fo the shared use of products by the
cooperating parties, the exchange of insights and resulls as well as cooperation in

terms of human resources.
HTVs point of contact is Dr. Wollfgang Heimberg.
AusBio's point of contact is Dr. Wolfgang Mann.

Now therefore, the contractual parties have agreed as follows:

&1

Subject matter of the agreement

(1}  The contractual parties plan a long-term cooperation for developmeants in various
fields in the following forms:

= Development of components of automated systems for the purification of
nucleic acid, detection systems for molecular disgnostics and endpoint

deteglion:
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Certified fransiation from German

cooperation in production, sales and markeling;
with the following goals:
Mutual sclentiiic and technical support;

- preparation and implemsntation of joint projects giming at new matheds

and scientificfiechndlogical achievemants;

- development of prototvpes and small-batch series of devices by HTl for
AusBio,

{2} The coniraciual parties are aware of the fact that the agreement on the
cooperation described above raguires a dynamic process. Inilially, a sub-project
shall be drafied {see Annex A). This Annex shall bs continucusly revised within

the meaning of & moving farget,

g2

implementation of cooperation

{1} AusBio shall assign developmant and manufaciuring projacts to HTE HT shall
invoice AusBio for the costs incurred by ths performance and implementation of
the projecis on a monthly atcos! basis. Devigling from this stipuiation, special
pxpenses, for example on the creation of small-batch serles, may be separately

invoiced as agreed.

{2} The projects shall be documenied in full, and such documentation shall be
delivered fo AusBio. AusBio shall generally cwn all intellectual property righis
arising from the development activities. Any potential licensing shall be degided

on separately on 8 case-by-case basis.

{3} Neither of the conlractual parfies shall be entitled to make a declarstion of any
kind which legaily binds the other contractual party; specifically, nelther of the
contractual partiss shall be enfitled o represent the other coniracitual party with

respect {o third parties.

{4} Considering the possibifities which sxist in the respective sifuation, the
contractual parties shall strive for joint assignments and for the publication of the
xhibit 3
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achievernents. Each contractual party shall regularly inform the other one about
the stale of the activilies. Drawing on goods and services of the other party
specifically requires the coordination of timing in due time.

& 3 Confidantiality

{1} Each coniractual party undertakes to kesp confidential from, not make accossible
to any third party, profect from access by any third party, and not apply for any
infellectual property right of their own regarding the deliverables of the other party
as well as all other information, particularly of technical and commeraial nature,
intert, experience, insight, structure, and documents, including preexisting
achievements of which they bacome aware due to the cooperation under this
agreement (ointly referred to as "information™), even beyond the term of this
agreemsnt. Documents subject to confidentiality handed over io the other party
shall be marked confidential. information orafly conveyed shall be summarized in
writing within 30 days by the parly having conveyed such information. Such
summary shall also be marked confidential and handed over to the other party.

(2}  Only with the prior consent of the other party shall a contractual party be entitled
io transfer such information to any polential sub-contractors, committing the latter
to the confidentiality obligations.

{3} The aforementioned obligations shall not apply to any information of which one
party had already been aware before becoming aware of it under this agresment,
which one parly developed independently of the other one, or which were lawfully
obtained in any other manner, or which are or become generally known without

any breach of this agreement.

{4} The contractual parties shall ensure in a suitable marnner that any employees,
freslancers and sub-contractors relied upon for the performance of this

agrsement also adhers to the above confidentiality.

(B} After the termination of this agreement, all deliverables found in any documents,
efc., including all coples, and all other project-related information of which HTI

has possession or conirol shall entirely be handed over to AusBio immediately.
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Gerified ransialion from German

§4

Term of agresmentftermination

This agreement shall be in effect for an indefinite term. i becomes sffective on
March 18, 2013,

Either party may terminats this agreement by the end of each quarier with

4 waeks' notics,

The right of termination for cause of a8 compslling reasen shall remain unaffected.
§ 5 Miscellansous

Any alteralions of or amendments o this agreement shall require written form.

This shall also apply {0 a waiver of such requirement of writlen form,

{2} Any olber oral agreements do nol sxist,

(3} The transfer of rights and obligations under this agreement shall only be
admissibls with the prior consent of the othet contractual party.

{4y Shouid any provision of this agreemeni be invalid, thiz shall not affect the validity
of the remaining provisions, Unless statutory reguilations exdist, the contraciual
parfies shall make joint efforts o replace the invalid provisions by legally
admissible and valid provisions sullable for achisving what the invalid provisions
had intended o achieve.

Kulmbach, March 185, 2043 Ebersberg, March 15 2013
AusBio R&D Europe Gmbh HTI bio-X GmbH
[Signature] {Signatire]

D, Wolfgang Mann Dr. Welfgang Heimberg
Managing director Managing director
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Gentifisd ranslation from German

Annex A
Specification of sub-projects

1. Development of a cenirifugela washer for microplates based on a

horizontal rotation axis

As an English transiator duly appointed and swormn by the Regional Court
of Munich |, | certify that, to the best of my knowledge and belisf, the
above franslation is a true and correct transiation of the German
document presentad (o me.

“3. J RSN
F S
RS

Munich, February 25, 2019 Saskia Ettling
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DECLARATION OF ZHAOQIANG WANG

I, Zhaogiang Wang (hereinafter "Declarant"), having personal knowledge of
the facts stated herein, and being of legal age and sound mind and memory, do

hereby declare as follows:

1. 1wasat the time of filing of the EP Application No 13179437.2 (hereinafier:
“EP Application™) and the PCT Application No. PCT/EP2014/066947 (hereinafter:
“PCT Application™) and still am Chief Executive Officer of Yantai AusBio
[ahoratories Co., Lid, No. 2 Buashan Road, Yeda 264006, Yantai, China

{hereinafter: “AusBio Yantai™).

2. Until its dissolution on February 35, 2015 AusBio R&D Europe GmbH
(hereinafter: “AusBio Europe™) was a subsidiary of AusBio Yantai in Germany.
AusBio Yantai was the only shareholder of AusBio Burope, In the period of 2012 {0
2014 AusBio Yantai had invested approximately EUR 3,0 million for the purpose of
equipping AusBio Europe with the necessary means to fulfil its purpose of

developing and frading of medicinal diagnostic products.
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3. Before filing the EP application and the PCT Application 1 instructed Dr.
Wolfgang Mann, who was the managing director of AusBio Burope at that tune, to
instruct Mr. Ganahl, who served as patent counsel for AusBio Europe and AusBio
Yantai at the time of filing of the EP Application and the PCT Application, o file

the EP Application and the PCT Application on behalf of AusBio Yantai and AusBio
Europe. The decisions to file the EP Application and the PCT Application were taken

by me.

4. The cost of the development work conducted by HTI bio-x GmbH
(hereinafter: “HTI™) and the costs for drafiing and for filing the EP Application as
well as the PCT Application were borne by AusBio Europe and AusBio Yantal. In
particular, HTT issued invoices for the development work to AusBio Europe in the
amount of approximately EUR 671,605.00 and invoices regarding technical service
and support in the amount of approximately EUR 155,374.00 from 2013 to 2013,

These invoices have been fully paid either by AusBio Europe or by AusBio Yantai.

S.  AusBio Yantai provided the following technical Information and preparatory
work to D, Mann and/or AusBio Europe concerning the invention af issues;
-Proof of concept with protetype model built out of laundry machine.

-Optimization of centrifugation speed and timing
2
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-Cross contamination experiment and analysis
-Loading mechanism with flexible beam
-General User Interface (GUI)

~Dump and Shake method

1, the above-named Declarant, hereby declare that all statements made herein
of my own knowledge are true and that all statements made on information and belief
are believed to be true; and further that these slatements were made with the
knowledge that willful false statements and the like so made are punishable by fine
or imprisonment, or both, under Section 1001 of Title 18 of the United States,

Executed onthis 27th day of February, 2019,

Y
Y
b

Zhaogiang Wang
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Licenss Agresment betwesn

AusBio R&D Europe GmbH
Fritz Hornschuch Str. ©
95326 Kulmbach

("AusBio”)
and

BlueCatBio GmbH
Registerad at Amtsgericht Bayreuth
HRB 6201

{'BCB"

PREAMBLE

AusBio is & German based company that has been established as an R&D center of the Yantai
AusBio Laboratories company (AusBio Laboratories) located in China. AusBio Laboratories
history and milestones are summarized as follows: _

1€92: founded with RMB 230 k served as distributor of Elitech (France) in China
1994. became distributor of DiaSorin's infectious disease ELISA kiis combined with automated ELISA
analyzer

1995: strategic partnership with Ortho Clinical Diagnostics and Hamilton AG {Bonaduz, CH). Exclusive
dealer for Chinese blood hank market

2000: annual turnover reached RMB 100 Million ( = USD 18.5 Million)

2003 donated instrument valued USD 230 k to Ministry of Health in the epidemic outbreak of SARS
2007: entered forensic DNA business with total solution for forensic laboratory automation

2009: established R&D Group and AusChannel as AusBio's distribution network covering all of China
2011: established European R&D center in Kulmbach, Germany

As a leading IVD company in the Chinese blood bank business of today AusBio Laboratories’
target for the next five years period is the transition to a full line provider of AusBio branded
systems, consumables, and diagnostic solutions. Primarily, AusBic Laboratory is focused on
the diagnostics blood bank business but the systems development will be expanded to
diagnostics in hospitals as well. Added value is generated by implementing components to
large functional units based on Hamilton liquid handling platforms. These units are called TLA

(

A
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(total lab automation) or ALA (absolute automation systems). For this reason an OEM contract
between Hamilton and AusBio Laboratories has been established recently.

AusBio and AusBio Laboratories have jointly developed instruments for centrifugation that are
based on a horizontal centrifugation axis.

AusBio has filed a patent application PCT/EP2014/086947 titled “Centrifuge and Method for
Centrifuging a Reaction Vessel Unit” and an EP 13 179 437.2 with the same fitle that describe
centrifugation of microtiterplates in 8BS format based on the horizontal rotation axis. The
prototype of the instrumentis based on above patent applications have been developed by HTI
bio-X GmbH, Am Forst 6, 85560 Ebersberg, ("HTI") and paid for by AusBio and AusBio
Laboratories. To date, approximately 32 AusWasherMTF prototype instruments, and 3
AusFuge protolype instruments have been built by HTI and delivered to AusBio and AusBio
Laboratories Ltd, for evaluation (internal and by third parties), and for integration in AusBio
Laboratories systems. Above referenced patent applications and the design blueprints of the
prototype Aus\WasherMTP and AusFuge are jointly referred to as “AusWasher” and “AusFuge”,
respectively, hereafter.

BCB has been founded in September 2014 after & discussion between AusBio Laboratories’
CEQC (Johnson Wang), the CEQ of Aus Bio (Dr. Woligang Mann) and the representative of
AusBio of the Americas (Frank Feist) during AACC 2014 in Chicago. Dr. Wang stated that
AusBio Laboratories has no interest in sales and marketing of components only but will focus
on highly integrated ALA and TLA systems for VD applications, initially with a focus on the
Chinese market, with future expansion into intamational markets. ALA and TLA systems are
based on high throughput 384 well micro titer plates, and achieve unigue competitive
advantage through focus on cost effective singleplex level of protein analysis in VD, The
intention is fo extend the 384 well format to nucleic acids testing in IVD as well. The
AusWasher MTP is regarded as an enabeling technology for ALA and TLA higher integrated
systems.

Frank Feist suggested, and Dr. Wang approved for Frank Feist to set up a separate company
in order to commercialize the AusWasher technology with a focus on non VD niche
applications in pharmaceutical R&D. The intention of BCB is to develop small solutions for such
niche applications where AusWasher offers unigue advantages, including cell-based assays,
multipiex micrearrays, ELISA, and plate coating. BCB will further develop and modify the
design of the original AusWasherMTP prototype for the needs of its specific target customers.

At his time point the hardware is manufactured by a Bavarian based engeneering company

(HT1 bio-X GmbH, Am Forst 8, 85560 Ebersberg).

Against this background the parties agree as follows:

i
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§ 1 Definitions

1. Contractual Protective Rights are the patents described in PCT/EP2014/ and EP 13 179
4372 and any and all protective rights both applied for and granted, based on the same
invention and on the applications for protective rights indicated above and the design blueprint
for the AusWasherMTP and AusFuge prototypes.

2. Licensed Produsts are any and all products which make use of at least one claim of one
of the Contractual Protective Rights. Furthermors, Licensed Products are all parts of the
inventive system, independently of whether BCB manufactures or uses the complete system or
individual parts thereof only. AusWasherMTP derived Licensed Products have a rotor oriented
such that the wells of a MTP face outwards for the purpose removing liquids during
centrifugation, whereas AusFuge derived Licensed Products feature MTPs with wells facing
inward to centrifuge well components towards the well botiom.

3. The Contractual Territory are all of the couniries in which any of the Contractual
Protective Rights have been applied for or are in force.

§ 2 Granding of the Licenss

1. BCB is granted a License for the manufacture, use and distribution of Licensed Products in
the Contractual Territory. The License is non-exclusive and non-transferable. The License is
exclusive for cell based applications restricted to US territory.

& 3 License Fee und Purchase Obligation

1. For the first 8 years of this agreement, BCB shall pay to AusBio $1,000 for each instrument
that uses Contractual Protective Rights for AusWasher derived instruments, and $500 for
AusFuge derived instruments. After 8 years, until termination of this agreement, BCB will pay
AusBio 50% of above statement royalties.

2. AusBio assures BCB that these royaities of $1,000 and $500, respectively per unit will not be
increased during the entire duration of the agreement by more than a possible adjustment to
the inflation of the Euro.

§ 4 Bookkeseping and Payment Terms

1. BCB shall keep proper business accounts and invoice accounts in which all the particulars
required for calculating license fees shall be recorded.

2. BCB shall settle the license fees quarterly, i.e. as per the accounting dates March 31, June
30, September 30, and December 31 of each year and shall provide AusBic with a statement
of account within 30 days, itemizing the manufactured and installed Licensed Products. The

78
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license fees shall be due within 80 days from sach accounting date and shall be paid exempt
frorn any bank charges into the following bank account Sparkasse Kulmbach, Acc No.
101283851,

3. AusBio shall be entitled at any time, upon prior written notice, to have the account and
invoice books of BCB which are relevant to the presenti agreement, inspected by an
independent auditor who is bound to secrecy. In the case that the inspection uncovers errors
to the disadvantage of AusBio, BCB shall pay to AusRio triple the differential amount, which
payment shall be due immediately. BCB shall reimburse AusBio for the costs of the inspection,
unless the differential sum is less than 5 percent in which case AusBio shall bear the

inspection costs.

4. Interest on payments in arrears shall accrue from the due date in the amount of sight
percentage points above the basic interest rate of the Central Bank of Germany without
requiring a reminder; higher interest may only be charged if proven.

§ 5 Assignment and Sublicensing

1. BCB shall not be authorized to assign the present agreement, parts of the present
agreement, or any rights conceded in the present agreement. An exception shall apply to
assignment to an affiliated company in the sense of Sec. 15 Stock Corporation Act.

Z. BCB shall not be authorized to grant sublicenses.

3. BCB shall indemnify AusBio against claims from any third party based on manufacture or
use, sales or distribution of the Licensed Products, in particular in view of any and all claims for
product liability.

& & Assurances

1. AusBio shall assure that they are the proprietor of the Contractual Protective Rights and
entitled to freely dispose thereof, and that they have no knowledge of any attack by any third
party nor of any encumbrance by rights of any third party, in.

2. AusBio shall not assure that the Contractual Protective Rights are legally valid and/or that
they will be maintained if they are contested, that they are economically exploitabie,

technically feasible or useful, or that they do not infringe rights of any third party.
4
(//
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§ 7 Revocation of the Contractual Protective Rights

1. In the case that any and all of the Contractual Protective Rights shall be finally and absolutely
cancelled or nullified, the present License Agreement shall be automatically terminated on the
date at which an according decision shall become final and absolute.

In the case that only particular Contractual Protective Rights are finally and absolutely
cancelled or nullified, BCB shall be entitled to a reasonable adjustment of the License Fee, if
the scope of protection of a granted patent defined by the claim is amended over the claim as
filed with the application in such a way that the core of the invention is no longer protected.

2. Any license fees paid cannot be reclaimed. Any license fees due and payable but not yet
paid up to a final and absolute cancellation or annulment shall be paid by BOS.

& & Indemnification

BCB shall indemnify AusBic against claims from any third party based on manufacture or use,
sales or distribution of the Licensed Products, in particular in view of any and all claims for

product liability.

§ @ Maintenance of the Contrastual Protective Rights

1. AusBio and AusBio Laboratories shall maintain the Contractual Protective Rights for the
duration of the present agreement at their own expense.

2. In the case that AusBio should abandon particular Contractual Protective Rights, or
insolvency proceedings are initiated with regard to AusBio, or in case of its liquidation,
dissolution or winding up, AusBio will transfer Contractual Protective Rights to BCB for a
consideration of no more than the total of licensing fees paid in the 12 months prior. In such
case, BCB will continue to honor any agreements conceming Contractual Protective Rights that
AusBio has granted to other parties.

b
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§ 10 Infringement of the Contractual Protective Rights

1. In case that BCB obtains knowledge of an actual or imminent infringement of any of the
Contractual Protective Rights, AusBio shall be notified thereof in writing without delay

2. AusBio shall on their own settle any dispute and take any action in respect of the
Contractual Protective Rights, deciding at their own discretion whether to take any measures,
and if so which (including court action, arbitration proceedings, and conciliation).

§ 11 Marking of the Product

1. BCB is not obligated to mark the Licensed Product with the Contractual Protective Rights or
with an indication of the fact that a license has been granted or with the designation used by
AusBio

2. This applies also for any kind of product manual, advertising material, brochures and the
like.

§ 12 Duration and Termination of the Agreement

1. The present agreement shall enter into force upon signing of both parties and shall run until
expiry of the term of protection of the tast Contractual ProtectiveRight.

2. Moreover, the License Agreement may be terminated for cause by any Contractual Parly
without notice. Cause shall be given in particular if;

{(a) the other party violates an essential contractual duty,

(b) BCB attacks the Contractual Protective Rights during the License Agreement period or
supports or causes an attack by any third party (non-aggression clause)

(c) insolvency proceedings are initiated with regard to the other BCE, or in case of its
liquidation, dissolution or winding up
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{d}) BCB does not pay the license fees within the agreed dates

The notice of termination shall, except in the cases (b) and (c), be preceded by a written
warning in which the other Contractual Party is demanded to comply with the terms and

conditions of the agreement within 14 days.

§ 13 Final clause

1. The interpretation of the License Agreemeant is subject to German law fo the exclusion of
the rules of private intemational law. The German version of this License Agreement shall

be binding.

2. The jurisdiction of the District Court Bayreuth -- Patent Litigation Division - shall be agreed
for any and ali dispute arising out of or in conjunction with this License Agreement.

3. Any modifications of the License Agreement shall be made in writing. This shall include

amendrents of the requirement of the written form.

4. The License Agreement shall comprise any and all agreements in respect of the subject of
the present agreement. No supplements to this License Agreement have been made.

5. Should any provision of the License Agreement be invalid or become so in the future, or
should the License Agreement contain an omission, the validity of the remaining provisions
shall remain unaffected. In place of any invalid clause or provision, a clause or provision
shall be deemed to be agreed which comes closest to the sconomic intent of the parties.
This shall apply mutatis mutandis in the case of an omission.

Signed on behalf of BCB

(o
Frank Feist, CEQw— (3 /1 g
,»?"“ e T
L ("*"i? M‘F?L"“ T el
;/ fy%?i,/w é‘iﬂ, t‘;g,a’.«t/"

Signed on behalf of AusBio

Y
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Certified transiation from German

{handwritter. 143635} thandwritfen: 4}
HRE number
[barcodea] {stamp: Local Court of Munich,
143635 Registry Court,
received on: JULY 18, 2003]
LIST OF SHAREHOLDERS

of the company
HTI bio-X GmbH

having iis place of business in Ebersberg, Germany

Address: 85560 Ebsrsberg, Germany, Gewerbepark Nord-Ost 7

1. Dr. Wolgang Heimberg,
born on January 19, 1843,
residing at 85560 Ebersberg, Germany, Béhmerwaldstrafle 72,

with an initial capital contribution of EUR 15.000

A

Mr. Samuel Gebert,
bom on Cotober 30, 1958,
residing at 85462 Eilting, Germany, Eschenweg §,

with an initial capital contribution of EUR 8.040
A total of EUR 25.000
Munich, July 12, 2002

[Signature: llagiblel

[Signature: Hlegible]

T Transialor's note: HREB stands for Handelsvegister B°, meaning section 8 of the commercial register.
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ATTESTATION CLAUSE:

In my capacity as a transiator for the English language, duly appointed, commussioned and
sworn in by the Munich Regional Court | in the German federal state of Bavaria, I hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREQF | have hereunder set my hand and seal at

Munich, Febrpary 27, 2019

3
Denise Giles
Kuenstrafie + 4
§1735 Munich J
Germany
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GESELLSCHAFTERLISTE
der Firma
HTI bio-X GmbH

mit dem Sitz in Ebersberg
© Anschrift: 85560 Ebersberg, Gewerbepark Nord-Ost 7

1. Herr Dr. Wolfgang Heimberg,
geboren am 18.01.1853,
wohrhaft 855680 Ebersberg, Bohmerwaldsiralle 72,
mit einer Stammsiniage in Hihe von 16.000 EUR

2. Herr Samusl Gebert,
geboren am 30.10.1858,
wohnhaft 85462 Eitting, Eschenweg 8,
it elner Stammeiniage in Hihe von 8.000 BEUR

insgesamt » £5.000 EUR

Minchen, den 12, Juli 2002

o /7
5 3 ol
| T (o %
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Certified translation from German

Deed No. L3862 /20138

List with Certification of the Notary

ot the sharehoiders of the company

HTI kio-¥ CGmpH

having its place of business in Ebersbery,

Germany

Local Court of Munich, HER 143635

with the amounts of the shares as of June 14, 2013

No. of NMame, date of bivth Nominal value Sure of the
share place of residence ox of the shares norinal values
COMPSry Nams HUR BEDR

1 Dr. wWolfgang Haimbery, £ 16,000.00 & 16,000.00

born on Jamuary L%, 19853,
Bohmerwaldstr., 732

Z,

35540 Ebevsberg, Garmany

2,800,008

<

ag above £ 9,000.00

B3

25,000.00

€

%]

otal nominal values

the list of
The

The undersigned notary hareby certifies that
shareholders corvagpoend to the amendmen
rewalining entries are sntical with the content of ths

in the commercial reglster.

Ehersberg, August 5, Z013

f&ramp: Notary IDv. Christopher Baumbhof]
I Zignarure: iilsgibis]
Dy, Baumhof, Notary
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| hereby cartify that ihe image data (copy) contained in this file is identical with the paper
document {original documant} bafors ma,

Ebersberg, August § 2013 Dr. Baumhof, Notary
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{n my capacity as a translator for the English language, duly appointed, conunissioned and
sworn in by the Munich Regional Court [ in the German federal state of Bavania, [ hereby
certify to the best of my belief that the foregoing 15 a true and complete English translation of
the original document in the German language submitied to me as a copy.

IN WITNESS WHERFEOF 1 have bereunder set my hand and seal at

Munich, February 27, 2019

H
s s §
Denise Giles Y
Kuenstralle
1738 Mumich e :
Germany {Denise Cite
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oeNe,. L3082  sapiam

IListe mit Bescheinigung des Notars

der Gegellachafter der ¥Fiyma
HTI bio~¥ GmbH
mit dem Sitz in Ebeorsberyg

Amtsgericht Miochen, HRR 143535

mit den Beotrdgon der Goeschidftsanteile, Stand: 14.6.2813%
¥r. des Nama, Gaburtsdatiom Mennbetrag der
Geschdfteg~ Wohmort bew. Firme Seschiiftsantaelils
Aateils EUR

¥ Pr. Woligang Haimberg, 16.000,-= €

geb. aun 19.03.19853,
Béhmmerwaldste., 72,
B5560 Ebersheryg

2 wie wor 9.000, -~ &

insgsgamt Nopnbetrage

Sumue der

Naennbetrigs

BUR

16.000,~~ €
9.000,~~ €

Dzx Unterzeichnete Notar bestitigt hiermit, dap die gelinderten REintragungsn in
dey Gesellschafterliste den Verdnderungen entsprechen, an denen er mibgewivkt
hat, und die UGbrigen Tintragungen mit dem Inhalt der suletzt im Handelsregi-

ster anfgenomuenen Liste dbsrainstimmen.

Bhersberg, den 5.8.2013

%Vwm lwl

pr. Baumbof,

Notayr
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Hiermit beglaubige ich die Ubereinstimmung der in dieser Datel anthaltenen Bilddaten
{Abschiiff) mit dem mir vorliegenden Paplerdokument Ursehidff).

Ebersberg, den $5.08.2013 O, Baumbhof, Noter
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Certified partial ransiaton from German

patranus

From: Wolfgang Mann <wmann@ausbio.de>

Sant: Wednasday, june 19, 2013, 7:45 am

Ta: patronus

Subject: Further aspacts regarding the first application
Enclosures: Weitere Aspekie zur Anmeldung.dood’

Hello Bernhard,
Wewanted to subsequently sdd a multiple application for “Sample Carrier Centrifuge” before August. |

have listed some essential points. | will speak to Waolfgang Heimberg today and will then possibly add

further points.
Maybe we could speak on the phone later this weel; P wifl be in China for 10 days from naut Tuesday.

Wolfgang

Dr. Wolfgang Mann
CEO

AusBio R&D Europe GmbH.
Fritz Hornschuch Str 8

95326 Kulmbach

Germany

phone: +42{0} 9221 827628830
mobile: +49(0) 1752206131
a-mail: winannstausbio.de

{Enclosure: Further Aspects regarding the application “Sample Carrier Centrifuge” not transigted]

 Teanslator’s note: The title of the docurpent translates as “Turther aspects regarding the ap;aiisation.dgs(xﬁibi t8
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ATTESTATION CLAUSE:

In my capacily as a fwanslator for the English language, duly appointed, commissioned and
sworn in by the Munmich Regional Court I in the German federal state of Bavaria, I hereby
certify to the best of my beliet that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREOQF I have hereunder set my hand and seal at

Munich, February 27, 2019

Denise Giles

Kuenstrafle
81735 Muonich ' -
Germany {(Denisirdalog
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patronus _
, ———— . . i

SIS R R RS
Yo Woifgang Mann cwmann@ausbiode>
Gesendet Mithwoch, 18, Juni 2013 0745
An patronus
Betreff: weitere Aspekie zur ersten Anmeldung
Anlagene Waitere Aspekte zur Anmisdung doc

Hallo Bernhard,
Wir wollten eine Sammelanmeldung nachschisben fuer * Sample Carrier Cantrifuge” vor &ugust. Ich habe mal

wesentliche Punkie aufgelistet. Mit Welfgang Heimberg spreche ich heute, dann schicke ich evil. Weltere Punkte

nach.
Vielleicht koennen wir dann Ende der Woche telefonieren, ab naschsten Penstag bin ich fuer 10 Tage in China.

Wolfgang

PR

¥
" Dr. Wolfgang Mann
CEQ

AusBlio R&D Ewope SmbH.
Fritz Hormnschugh Str. 8

858328 Kulmbach

Sermany

phong: +48(0) 9221 827828830
mohie: +43(0} 1752208131
e-mail: wannsushiods
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Weiters Aspekie zur Anmisdung "Sample Carvier Centrifuge”

1. Beim Zentrifugieren / Wschen von offenen Gefasssen, inshesonders Mikrotiterplatien, {96 oder
384 oder 1536 Kavitaeten) wird die Platte in horizontaler Ausrichtung in die Zentrifuge
singefuehet. Dabel sind die Reaktionsrzeume nach oben hin offen. Dann wird die Platte auf den
Ropf gedreht. Dabel entleeren sich die Realtionsracume. Vorteithalt ist eine schnslls Hin-und
Herbewegung in dieser Position {moeglicherweise ruckartis, um dem haendischen Prozess
nahezukommen) |, sodass sich alle Reaktionsraeume lesren. Die Auslenkung betrasgt wanige
mm in belde Rotationsrichiungen. Dieser Vorgang wird zunehmend wichtig, je kieiner die
Reaktionsraeume werden. Die Kapillarkraft wirkt der Schwerkeaft entgegen.

2. Wenn nach dem Entleeren die istrten Reste der Fluessigheiten per Zentrifugation entfernt
warden, so besteht die Gefahr der Kontamination des Realtionsraurnes und damit die Gefabr,
dass sich Material in anderen Reaktionsrasumen nisderschlasgt und zu falschen Ergebnissen
fughrt. Dahsr muss der Reaktionsraum sebir schaell von Asrosclen befreit werden. Das kann
durch einen Unterdruck passisren , Luft stroemt beim Beging der Rotalonshewegung zentral in
den Reaktionsraum und wird peripher abgesaugt. Damit werden alle Aerosole von der Platts
weg Iransportiert. Geschickte technische Anordnungen dafuer wird e¢ einige geben. Sollten wir
beschreiban,

3. Wenn Sedimente in Platten analysiert werden sollen, so enthasit die Zentrifuge sine optische
Einrichtung, so dass der Boden siner Mikrotiterplatie ven unten analysiert werden kann,

4. Fuer bestimmite Anwendungen muss der Zentrifugentaum temperiert werdern. Der Bereich kann
£-80 Grad € umfassen.

5. Gelkartensysteme {urspruengliche ides der Gelitartenzentrifuge) musssen unier bestimmien
Temperaturen abgearboitet werden. Heute stellt man sie dazu in Heizblocks (rwischen den
Handlingsschritten). Wenn der Zentrifugenraum temperiert ist und der sample carrier {die
Halterung fusr die GelKarte in der Zentrifuge) bewegt {geschustielt) werden kann, dann fehit
nur noch eine Aufnahme {Bilddokumentation) nach der Istzten Zentrifugation. Also sollten wir
gine Zentrifuge schuetzen, die alle Funktionenenthaelt. Dann wuerde die Karte in der Zentrifuge
abgearbeltet werden bis zum Foto. Robotarme waeren nur am Anfang und am Ende tum
Bewagen und Pasitionieren notwendig. Die Zentrifuge wird zum Platz fuer die Analyse.

6. Die Karten werden heute durch spevielle Gripper angefasst und transportiert, Fine Karte, die als
Aufsalz eine Vorrichtung enthasit, die dem oberen Schaft eieny Pipettenspitze snthaell, wusrde
den Gripper usberflusssig machen. Eine solche GelKarte koennte von jedem Pipttisrroboter, der
Spitzen bearbeiten kane, benutzt werden. Ich hatte dieshszueglich schon slnmal sine Siizze per
e-malf geschickt,

7. Die Auslesung von Gelarten findet heute in transparentem Material statl. Gegenlicht bistet die
besten Kontraste. Eing Karte bestehend aus 2 Komponenten {eine Masifte waiss, damit die
roten Banden der Blutkoerperchien gut gesehen werden koennen | die Vorderseite nach wie var
transpanent, damit ein Fote gemacht werden kann, ist sehy von Vorteil,
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8. Wir baven gerade sing Anbindung fuer sine Handy Camera {Android) , dle statt siney 10, 0000NF
Version eingebaut werden soll. Dafusr waere diese Art der Karte deutlich sinfacher sum lesen.
Als Bebspisd hier mal ein Bild der konventionsiien Karte:
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Certified translation from German

Patronus  [hondwritfen: EP-7418] Ihandwritten: iflegible]
From: Wolfgang Heimberg <W. Heimberg@hti-bio-x.com>
Sent: Wednasday, luly 31, 2013, 430 pm thandwritten: Hlegible]
To: patronus
Subject: AW: further information EP-7418
Enclosuras: 13-07-31_Patent.zip

Hi Bernhard,

Please find attached a few images. Have a look at them, they may be helpful. Let me know if vou need
further Hustrations,

As regards the final drawings: You should rework them with an Hustrator of yours once again, you probably
have more experience and know what parts are refevant.

Please et in touch if you have any guestions or requests.

With regard to our meeting, | wanted to send vou the acceleration values for the centrifuge.
Currently, we usg/recommand the following scoslaration and delay value:

a= 100 .. 1200 rpmyfs

Pleasa contact me if you have any guestions.
All the best,
Wolfgang

Kind regards
PR R ERES

Or. Wolfgang Helmberg

Managing Director

HTi bio-A GmbH

Phone: 0045-8092-209232 thandwritten: Mobile: 0179/7203250]
Fax: D049-8092-208228

wive hti-big-x.com

Local Court of Munich

HRB 143635

From: patronus {maiita:;}atmnus@asatmnug-is;:-‘.comi
Sent: Tuesday, luly 30, 2013, 11:3% am

T Wolfgang Mann

£C: Woifgang Helmberg

Subject: AW: further information EP-7418

Hello Wolfgang,
| will call you today at 2 pm our time. That should be 7 am Texas time.

Piease find attached the supplemented version including the drawings. They are inserted at the beginning
of the text,

Greetings,

Bernhard -
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ATTESTATION CLAUSE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court 1 in the German federal siate of Bavaria, T hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitted fo me as a copy.

IN WITNESS WHEREQF [ have hereunder set my hand and seal at

Munich, February 27, 2019

Denise Giles
Kuenstrafie
817358 Mumch X
Germany {Denise T
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Yo Wolfgang Helmberg «W.Helmberg@hti-bio-w.oom>
Gesendst: ftittwoch, 31, Juli 2013 1630

Am patronus

Betreft AW weiterer Nachirag EP-7418

Anlagen: 13-07-31 Patemtzip

Halln Bambard,

anbel sends el D o paar Bilder. Schau sie D an ob sie halfen

und malde Dich bitte, wenn Dy weiters Darstellungen brauchst.

Bzgl. der finalen Zeichnungen softast Du das mit sinem Zeichner ven Buch
nochimals bearbelien, da habt thr wobi maby Erfalrung, worauf sa ankomemt,

Bei Fragen oder Winschen bitle meidan,

Bzgl. unsarer Besprechung wollte ich Dir noch Beschisunigungewerts e dis Zentrifuge
lisfern. Im Moment verwendenvamplehien wir folgande Baschleunigung. und Verzfigerungsswerte:

\}a =100 ... 1200 ronvs
Wenn Du Fragen hast melde Dich bitte

Sehdng Grifle
Wolfgang

Mit freundlichen Grlilen
BPEEFEFPFFIPRFP

Dr. Wolfgang Helmberg
GesohifisKihrar

HT1 bio-X GmbH
Tl 0048-8092-208222 f ;f; , . 38 T & s
Fas. 0048-5002-200228 LS &Vé’f . 017 @“’f Fa0T¢ ¢
W hii-blo-x com

Aratsgericht Miinchen

HRE 143835

o

Yo patronus [maiiie: pabronus@iaatronus-ip.com!
Gosandet: Dienstag, 36 Jul 2013 11:39

At Wolfgang Mann

Lo: Wisligang Helmberg

Belrafl AW: weiterer Nachirag BR-7418

Hallo Wolfgang,

ich rufe Dich haute um 1400 unserer Zait an, Des misste 7:00 Texas-Toit soin.

Anbel die srgdnete Fagsung mit den Zeichnungen. Sie sind 2u Beginn des Textes eingebetiet

{Bruss,

Bernhard

Exhibit 9
Petition Pursuant to 37 CFR 1.46(B)(2)
Application ﬁlﬂ Elﬁﬂro,681

REEL: 049660 FRANE? 0108



patronus

From: Stefan Andrasic <S Andrasic@hti-bio-x.com>
Seni: Thursday, September 11, 2014, 10:03 am
To: patronus

Subject: AW Qur reference: AUSIOOIPWO_CAD #iles
Enclosures: 5.pg

Good morning Ms. Nguven,

Please find attached the first revised page as was instructad £0 me by Mr. Heimberg.
Does i# look ok to vou or are there certain “norms” with raspect to font, size ete.
Likewise, | took over the arrangement from your pdf file — is it mandatory?

~

CAD Tilas? Do you want the complete construction?
Thank you very much.

Kind regards,
Stefan Andrasic

Phone: 080923/2092-40
Fax: 08092/2092-28
s.andrasic@hii-bio-w.com
www hti-hio~-x.com

HTi bin-X GmbH

Am Forst 6

85560 Ehersherg

Germany

Managing Dirsctor: Dr. Wolfgang Heimberg
Locat Court of Munich

HRB 1432635

From: Wolfgang Heimberg

Sent: Wednesday, September 10, 2014, 10:32 am
To: Stefan Andrasic

Subject: WG: Qur reference: AUSI003PWG CAD files

From: patronus mailtonatronus&natronus-ig.com]
Sent: Thursday, August 7, 2014, 2:27 om

To: Wolfgang Heimberg

Subject: Gur reference; AUS1003PWO_CAD files

Dear Mr. Heimberg,
In the abovementioned matter we forward the figures we filed with the European Patent Office.

However, the final drawings still have to be prepared and filed later. Therefore, we want to ask whether it
is possible for you to provide us with the CAD files of the figures attached. .
Exhibit 10

1  Petition Pursuant to 37 CFR 1.46(B)(2)

Applicationﬁl& Elﬁﬂro,681
REEL: 049669FRAME® 0109



In my capacity as a {ranslator for the English language, duly appointed, coromissioned and
sworn in by the Munich Regional Court 1 in the German federal state of Bavaria, I hereby
certify (o the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREGF I have hereunder set my hand and seal at

Mumnich, February 27, 2019

Denise Giles
Kuenstrafle
81735 Munich :
Germany {Denise Gilt

Exhibit 10
Petition Pursuant to 37 CFR 1.46(B)(2)

Applicationﬁl& Elﬁﬂro,681
REEL: 049669 FRAME® 0110



T ONUS

R R

Won: Stefan andrasic <S.Andrasic@hti-bio-w.com>
Gesendsi: Donnerstag, 11, September 2014 1003

Asm patronus

Batrafh AW Unser Zeichere AUSIOO3PWO_CAD-Dateien
Aniagen: 5jeg

Guten Tag Frau Nguyen,

im Anhang finden Sie mal dis ersle Gbsrarbeltet Seile, wie o8 mir Herr Heimberg gesagt hatle.
ist diss flir Sle ok, nder gibt se bezliglich deor Sohriftart, Srifle usw. gewiass "Normen®
Ebense die Anordnung wissde von mie aus hrem pdf Gbermommen - st diese verplichtend?
CAD - Daten? Sis wollen die kompletie Konslruktion?

Vielen Dank.

s,

Bt freundlichen Griillen
Stefan Andrasic

Tal.: GEOG062-40
Fax: OB082/2082-28
s.andrasic@htt-bie-xcom
Bt hllBigex oo

HT Bio-X Gt

am Forst §

BRSSO Ebursbwg

Gesehifftstohens: Or. Wollgang Mebmberg
Anvtsgarichi Minchen

HEB 143835

£ ven: Wolfgang Maimberg
Gesendet: Mitbwoch, 10, Septermber 2014 1833
Are Stefan Andrasic
Hedradfs WG Unser Zeichen: AUSI003PWO,_ CAD-Dateien

Wern: patvanus fnaito patronus@ sis-incont]
Gesendel: Donnorstag, 7. August 2019 1427

An: Wollgang Heimberg

Betref: Unser Zeichen: AUSIOOIMWG CAD-Datelen

Sehr geshrier Herr Helmberg,

in oben genannier Angelegenheit Ubersenden wir Ihnen Figuren, welche wiv beim Europlischen Patentamt
eingersicht haben.

Hierzu milssen jedoch noch Reinzelchnungen erstelit und nachgereicht werden. Daher michten wir nachfragen, ob
ex thnewmdglich wire, unszu den in der Anlage belgefiigten Fguren die CaD-Datelen xu Gberssndan.

Exhibit 10
1 Petition Pursuant to 37 CFR 1.46(B)(2)

Applicationﬁl& Elﬁﬂro,681
REEL: 049669 FRAME® 0111



Cenified ranslation bom German

patronus

Fram: Stefan Andrasic <GS Andrasic@®@hti-bio-x.com>

Sent: Tussday, Seplember 18, 2014, 3:01 pm

Ta: patronus

Subject: AW: Our reference: AUSL003PWO_CAD filss

Enclosures: 1.ipg; 2.4PG; 3.1PG; 4.1PG; L.1PG; GIPG; 7ipg 8.pg; S.jpg; 10.pg; 1l.jps; 12

13.jpg 14.jpg
Hello Ms. Nguyen,
Please find attached the requested images.

Kind regards
Stefan Andrasic

Phone: O8093/2002-40
Fax: 08083209228

s.andrasicPhti-bio-x.com

www hii-bio-x.com

[Logo: HTI bio-x enginegring]

HTY bio-X GmbH

A Forsts

85550 Ebersberg

Germany

Managing Director: Dr. Wollgang Heimberg
Local Court of Munich

HRB 143835

From: Wolfgang Helmberg

Sent: Wednesday, September 10, 2014, 10:32 am
T Stefan Andrasic

Sublect: WG: Our reference: AUSIONIPWO _CAD files

From: patronus {malitomstronus@batronus-igucomi
Sant: Thursday, August 7, 2014, 2:237 pm

To: Wolfgang Heimberg

Subject: Our reference: AUSLO03IPWO_CAD flles

Dear Mr. Helmberg,
in the abovementioned matter we forward the figures we filed with the Eurogean Patant Office.

However, the final drawings still have to be prepared and filed later. Therefore, we want to ask whether it
would be possible for vou to provide us with the CAD files of the figures attached,

Kind regards,

g.p. Yvonne Nguyen

Exhibit 11
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0112



ATTESTATION CLAUSE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court I in the German federal state of Bavaria, T hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document 1 the German language submitted to me as a copy.

IN WITNESS WHEREQF | have hereunder set my hand and seal at

Munich, Febroary 27, 2019

Denise Giles
Kuensirafle
81735 Munich
Germany

Exhibit 11
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0113



patromes

R R
Youn: Stefan Andrasic <SAndrasic@hti-bio-w.coms
Gosendel: Dienstag, 18, September 2014 1401
A DRTONUS
Betreff AW Unser Zeichen: AUSIONIPWO_CAD-Dateien
Snlagen: 1ipg; 2JPG; 3IPG; 4JPG; SUPG; BIPG: Tipg 8jpg Sivg 10Jpw 1lipy;

12ipg; 13pg 14ipg

Halio Frau Nguyen,

i Anhang dis gewlinschien Silder,

Wit freundlichen Grifien
Siefan Andrasic

Tal.: DB0S2/2082-40
~Fax: GBOBR2082-28
T sandresicShti-biex.com

htto: ifwww hts-@m«x SOm

N \\‘ SR OAAS
H7igX
engineering

HT bin-X Gt

Am Forst §

85580 Bbersberg

Gaschéftslibren Dr. Wolfgang Helmbery
Amisgaricht Minches

HRB 143835

Yon: Wollgang Heimberg

Gesendel: Mithwoch, 10, September 2014 10:32

Am: Shefan Andrasic

Betrelf: WE: Unser Zekchan: AUSI003PWO. CAD-Datelen

“\Lv:"

Yon: patronus [mailtc:patronus@oatronus-ip.com]
Gesendeal: Donnerstag, 7. August 2014 14:37

An: Wolfgang Heimberg

Balraff: Unser Jeichen: AUSIONIPWO CAD-Datelen

Sehr geehrier Herr Heimberg,

in oben genannter Angelegenheit Gbersenden wir thnen Figuren, welche wiv belm Europdischen Patentams
gingereicht habsen,

Hierzu missen jedoch noch Reinzeichnungen erstellt und nachgereicht werden. Daher mbichten wir nachfragen, ob
es thnen miglich ware, uns zu den in der Anlage beigefiigten Fguren die CAD-Datelen zu Sbersenden.

fit freundlichen Grien

L A. Yvonne Nguyen
Exhibit 11

Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁﬂro 681
REEL: 049669 *RANE: 0114



Certified translation from German

 patronus
From: Stefan Andrasic <5.Andrasic@hii-bio-x.com>»
Sant: Thursday, September 18, 2014, 2:47 pm
Ta patronus
Subject: AW Qur reference: AUSI003PWO_CAD files
Enclosures: AAApdiljpg; AAARdRL.jpg AAADTTS. jpe: AAApdid.jpg; AAApdTS.jpg
Hello,

Please find attached the requested drawings.

Kind regards,
Stefan Andrasic

Phone: 080%2/2092-40
Fax: OROGZ/2003-38

[Logo: HTI bio-x engineering]

HTH bio-X GmbH

Am Forst &

85560 Ehersherg,

Germany

Managing Director: Dr. Wolfgang Heimberg
Lcal Court of Mumich

HRB 143635

Sent: Thursday, September 18, 2014, 8:02 am
Yo: Stefan Andrasic
Subject: Our refarance: AUSEIOUIPWO_CAD files

Dear Mr. Andrasic
Thank you very much for forwarding the figures.

Ploase note that some of the figures drawn by you are not in accordance with the implementing Reguiations under the PCT. We
attach, for your information; the notification of the Eurepesn Patent Office concerning the deficiencies which are marked with a
cross, Figuras may not contain shading, for example. in addition, the drawings are not to be drawn freehand, but with the aid of
drafting instruments,; see for example Figure 17.

We adk that you observe thase complaints when creating the drawings.

in our last email, we only forwarded a part of the drawings. Therefore, we now provide you with the entire figures filed and, for
the purpose of a better understanding. the corresponding drafts for the final drawings of Figures 4, 8, 9, 10 and 18a-d taken
frova 3 parailel file.

Please do not hesitate to contact us if yvou have any guestions.
Kind regards,

8.0, Yvonne Mguyen
Patent Paralegsl

Exhibit 12
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 *RANE: 0115



ATTESTATION CLAUSE:

In my capacity as & translator tor the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court T in the German federal state of Bavaria, I hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitied to me a8 a copy.

IN WITNESS WHEREOF [ have hereunder set my hand and seal at

Mumnich, February 27, 2019

Denise Giles
Kuenstrafle
81735 Muonich
ermany

(Denise Giles)

Exhibit 12
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0116



patronus
SRR AR R A R R RS R AR

Vo Stefan Andrasic <S.Andrasic@hti-bio-ncoms

Gesendet: Connerstag, 18, September 2014 1447

Am patronus

Betreff: AW Unser Zeichery AUSIN0IPWO_CAD-Datelen

Anlagen: AAApGILjpa: AMARSHZ oy AMRRdfijog AMADUM.ipg AAADSES jog
Hallo,

i Anhang die gewlinschien Zeichnungen.
At fraundlichan Grilflen
Stefan Andrasic

Tel.: 08082200240
Faux: 0B0S2/2082-28

Sandrasioiti-bin-x.com

hiveflveew hil-bleex.com

SRR D

engineering

GesehaRsfihren . Wollgsag Heimbderg
Arntspericht Minchen
HRB 143838

?éii: 'giétrcmns fmaiito:pebonus@oatronus-io.com] o
Gasendet: Donnerstag, 18, September 2014 08:02

Am Stefan Andrasic
Betreff AW: Unser Zeichen: AUSIOOIRWG _CAD-Datelen

Sehr geehrier Herr Andrask,

e

vielen Dank fiir die Ubersendung der Figuren.

Bitte beachten Sie, dass sinige von thnen ersteliie Figuren nicht der PCT-Ausfiihrungsordnung entsprechen, Zu lhwer
information fligen wir thnen den Mingetbescheid des Furopaischen Patentamtes bel, in dem die Mings! angekreust
sind. U, &, disfen dig Figuren keine Schattierungsn enthalten. Zudem solien die Linien der Zeichnungen nicht
frethidndig, sondern mit Zeichengeriten gezogen wearden, wie sez, B. bei Figur 17 derfall ist.

Wir bitten Sie, diese Beanstandungen bel der Erstaliung der Zeichnungen zu beachten.

i der letzten E-Mail hatten wiv ihnen nur einen Tell der Zelchnungen Gbersandt. Daber Gbersenden wirthnen nun
unsere komplett eingereichten Figuren sowie fum besseren Verstindnis entsprechends Vorlagen fiie
Reinzeichnungen 2o den Figuran 4, 8, 8, 10 und 18a-d., welche wir aus siner paralielsn Alde entnommen haben.

Fiir Rickfragen stehen wir thnen gerne zur Verfligung,
Mit freundlichen Griflen

i A Yvonne Nguyen
Patentanwalisfachangsstelite Exhibit 12

Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0117



Certified translation from German

Anika Mergﬁer

From: christoph schmidt <christoph.schrmidt@hti-bio-x.come

Sent: Tussday, October 7, 3014, 8:31 am

To: patronus@patronys-ip.com

Lo Wolfzang Heimberg

Subject: Your referances: EU-7692; EU trademark application no. 012836375 “X-

TubgProcassor” {word mark); expiration of the deadline for claiming the
priority // Your references: US-7825; iater application in the US

Enclosures: F.PG; 1ibpg 134JPG; 13d.0PG; 14c4PG; 15d.pg; 16bjpg 17¢jps;
1cJPG; 2d.4PG; 3b.IRG; SCIRG; 6CIPG

Dear Sir or Madam,

Please find sttached the missing and revised images for the patent application.
Please provide us with a short feedback as to whether the images meet the requirements for the

application. Thank you very much in advance.

Kind regards,
Christoph Schmidt

Phone: 88092/2092-40

Fax: 08092/3062-28
christonh.achmidt@hti-bio-x.com
hitndfwww htihiox.com

[Logn: HTI bio-x engineering)

HTH bic-X GrmbiH

Am Forst 6

85560 Ehersberg

Germany

Managing: Director; Dr. Wolfgang Heimberg
Local Court of Muaich

HRR 1436325

Exhibit 13
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0118



ATTESTATION CLAUSE:

I my capacity as a translator for the English language, duly appoinied, conunissioned and
sworn inn by the Munich Regional Court I in the German federal state of Bavaria, I hereby
certify to the best of my belief that the foregoing is a frue and complete English transiation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREQGF 1 have hereunder set my hand and sead at

Munich, February 27, 2019

Denise Giles

Kuenstrafie %
81735 Munich s s
Germany {Denise Lrilesy™

Exhibit 13
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0119



Anika Meraner

Yoy
Gesendst
A

LES
Betreff:

Anfagen:

Sehr geshrie Damen und Hemen,

SN

christoph schimidt <christophschmidt@h-bio-xcom>

Dienstag, 7. Gktober 2014 0033

patronus@patronus-ipoom

Wolfgang Helmbaryg

Ihre Zeicher: EU-T893; EU-Markenanmeldung Ny, 012836375 “%-
TubeProcessor” (Worimarke); Ablauf der Frist zur Inanspruchnatwme der
Prioritit // thre Zeichen: US-7825; Nachanmeldung in den USA

ToPG; Libjpg: 12dUPE; 134URG; 140JPG; 15dpg; 18hipe: 17cipg; LoJPG;
24 3PG; 3b.IPG; SCIPG; 8cIPG

anbel erhalten Sle von mir die fehienden und nachbsarbeiteten Silder i die Patentanmeldung.
Bitte geben Sie uns ein kurzes Feedback, ob die Biider den Anforderungan flir dis Anmeldung entsprechen. Vielen

Pank I Vormraus

Rt fraundiichen Griilen
Christoph Schmidt

Tel.: 08003/2082.40
Fax: GROG22062-28

shristoch schmidi@hti-bisxsom

hitoiAvanw hilbbio-x com

§ \\\\\\\ § N
- *\\ B E by

N\ \ .ﬁ;} S
ent o] n eering

HT Blo-X Gendid

Am FPorst §

BREBO Ebarstenm

Geschifisfitver, O, Wollgang Heimberg
Amisnerichl Minchan

HRE 143835

Exhibit 13
Petition Pursuant to 37 CFR 1.46(B)(2)
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Anika Margner

fied transiation from German

From: christoph schimidt <christoph.schmidi@hti-bio-x.com>

Ssnk: Thursday, Qctober 16, 2014, 1107 am

To: patronus@patranus-ip.com

L Wolfgang Helmberg

Subject: WG Your references: BU-7692; EU trademark application ne, 012836375 “X-

TubeProcessor” {word mark]; expiration of the deadline for claiming the
priority // Your references: US-7825; later application in the US

Enclosures: 17cipg 1c1PG; 2d.0RG; 30.IPG; SCIPG; 60.4PG; 7o dPh; 1l jpg; 12dJRG;
13d.0PG; 14¢.0PG; 15d.0pg; 16b.jng

Bear Sir or Madam,

Pisase find attached the lacking and revised images for the patent application.
Please provide us with a short feedback as to whether the images meet the requiraments for the

application this time. Thank you very much in advance.

Kind regards
Christoph Schmidt

Phone: 08082/2092-40
Fax: 08092/2092-28
christoph.schmidthti-biox.com

hitgs fwww. hti-bio-x.com

{Logo: HT1 bio-x engineering)

HT1 bio-X GmbH

Am Forst &

85560 Fhersberg

Germany

Managing Director: Dr. Woligang Heimberg
Local Court of Munich

HRB 143635

i

Exhibit 14
Petition Pursuant to 37 CFR 1.46(B)(2)
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ATTESTATION CLAUSE:

In my capacity as a translator for the English language, duly appointded, commissioned and
swom in by the Munich Regional Court T in the German federal stale of Bavaria, 1 hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREOF I have hereunder set my hand and seal st

Munich, February 27, 2019

Denise Giles
Kuenstralle
81735 Munich
Germany

Exhibit 14
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0122



Aniks &&em@mx

Yome
Gesendset

Sshr geshris Damen und Herren,

christoph schmidt <christoph schimidt@hti-bio-xcoms

Deonnerstag, 18, Oktober 2004 1107

patronus@patronus-ip.com

Wolfgang Heimberg

WG fhre Zeicher: EU-7892; EU-Markenanmeldung Nr. D12836375 "X-
TubeProcessor” (Wortmarke), Ablauf der Frist sur Inanspruchnahme der
Priovitt // Thre Zeichen: US-7825; Nachanmeldung in den USA

1Pejpg ICIPG; 2dIPG; 30UPG; ScIPG; SciPG; 7oiPG; Libjpg 12086,
13dIPG; 14e0PG; 13d jpy 16bpg

anbei erhatien Sie von mir dis fehlenden und nachbearbelisten Bilder fir die Palsntanmsidung.
Bitte geben Sie uns ein kurzes Fesdback, ob die Bider den Anforderungen fiir die Anmesidung dissmal entsprechan,

Vielen Dank im Vorraus

Al freundlichen Grilen
Christoph Schmid]

Tel.: GBOBRZ082-40
Fax: DBOSA002-28
christoph.schmidy
htwiheanw hil-biox com

Geschifisihrer Dr. Wollgans Nelmbeny
Ambspaarioii Minchen
MRS 143835

Shti-blo-x.oom

Exhibit 14
Petition Pursuant to 37 CFR 1.46(B)(2)
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504048093 10/13/2016
PATENT ASSIGNMENT COVER SHEET

Electronic Version v1.1 EPAS ID: PAT4094755
Stylesheet Version v1.2

SUBMISSION TYPE: NEW ASSIGNMENT

NATURE OF CONVEYANCE: ASSIGNMENT

CONVEYING PARTY DATA

Name Execution Date

ZHAOQIANG WANG 09/12/2016
RECEIVING PARTY DATA
Name: YANTAI AUSBIO LABORATORIES CO., LTD.
Street Address: NO. 2 HUASHAN ROAD
City: YEDA, YANTAI
State/Country: CHINA
Postal Code: 264006
PROPERTY NUMBERS Total: 1

Property Type Number
Application Number: 14910681

CORRESPONDENCE DATA
Fax Number: (202)478-2725

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent
using a fax number, if provided; if that is unsuccessful, it will be sent via US Mail.

Phone: 202-470-0126
Email: info@harrisfirm.net
Correspondent Name: RONALD C. HARRIS, JR.
Address Line 1: 922 N STREET, NW, SUITE 101
Address Line 4: WASHINGTON, D.C. 20001
ATTORNEY DOCKET NUMBER: PATOQO1
NAME OF SUBMITTER: RONALD C. HARRIS, JR.
SIGNATURE: /Ronald C. Harris, Jr./
DATE SIGNED: 10/13/2016

Total Attachments: 1
source=16-10-13_Assignment_ Wang PATO001#page1 .tif
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REGULATION (EC) No 593/2008 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL

of 17 June 2008

on the law applicable to contractual obligations (Rome I}

THE EUROPEAN PARLIAMENT AND THE COUNCIL OF THE {6}
EUROPEAN UNION,

Having regard to the Treaty establishing the European Commu-
nity, and in particular Article 61{c) and the second indent of

Article 67(5) thereof,

Having regard to the proposal from the Commission,

7

Having regard to the opinion of the Eurepean Economic and @

Social Committee (1),

Acting in accordance with the procedure faid down in Article 251

of the Treaty (4,

Whereas:

{1) The Community has set itself the objective of maintaining o
and developing an area of freedom, security and justice. For @
the progressive establishment of such an area, the
Community is to adopt measures relating to judicial
cooperation in civil matters with & cross-border impact to
the extent necessary for the proper functioning of the
internal market.

{2) According to Article 65, point {b) of the Treaty, these @
measures are to include those promoting the compatibility v
of the rules applicable in the M cmbu‘ States concerning the
conflict of laws and of jurisdict

3} The European Council meeting in Tempere on 15 and
16 October 1999 endomed the principle of mutual 1o)
recognition of judgments and other decisions of judicial
authorities as the cornerstone of judicial cooperation in
civil matters and invited the Council and the Commission
to adopt a pt‘ogramme of measures to implement that
principle.

{11)
4y On 30 November 200¢ the Coundil adopted a joint

Comumission aud Coundil programime of measures for
implementation of the principle of mutual 1‘Pc0c'mti0f’1 of
decis‘iotw in cvit and commercial matters { “The pro-

ramune identifies measures relating to the h.-zrmomsdn(m 12
Of conflict-of-law rul‘s as those facilitating the mutual
recoguition of judgment

5y The Hague Programme (), adopted by the Furopean
Council on 5 November 2004, called for work to be

pursued actively on the conflict-of-law rules regarding
countractual obligations (Rome ).

"l Diecision of 5 June

-

>

S "

The proper functioning of the internal market creates a
need, in order to improve the predictability of the outcome
of litigation, certainty as to the law applicable and the free
ruovernent of judgm ents, for the conflict-of-law rules in the
\/Igm-_mr States to designate the same national law

pective of the country of the court wn which an action
is brought.

The substantive scop and the provisions of this Regulation
should be consistent with Council Regu(aﬁov (EC) N() 44/
2001 of 22 Duem er 2000 on jurisdiction and the
recognition and enforcement of judgments in civil and
commeercial matters °) (Brussels 1) and Regulation (EC)
No 864/2007 of the Furopean Par diament and of the
Council of 11 July 2007 on the law applicable to non-
coutractual obligations Rome 1} (%).

Family relationships
aftinity and collateral relatives. The 1efetcmc m Arude 13
to relationships baving comparable effects to marriage and
cher fami ‘1(/ relationships  should be interpreted in

ccordance with the law of the Member State in which
the court is seised.

Obligations under bills of exchange, cheques and promis-
sory notes and other negotiable instruments should also
cover bills of lading to the extent that the obligations under
the bill of lading arise out of its negotiable character.

Obligations arising out of dealings prior to the conclusion
of the contract are covered by Arti le 12 of Regulation (EC)
Mo 864/2007. Such obligations should therefore be

excluded from the scope of this Regulation.

The parties’ freedom to choose the applicable law should be
- . - s
one of the cornerstonies of the system of conflict-of-law
cules in matters of contractual obligations.

An agreement between the parties to confer on one or
more courts or tribunals of « Member State exclusive
jurisdiction to determine 4 spu es under the contract
should be one of the factors to be taken iute account in
detert mrmg whether a choice of law has been clearly

w

This Regulation does not preclude parties from incorporat-
ing by reference into their contract a nen-State body of law
or an international convention.

{EC) B 006 (O] L 363, 20.12.2006, p
OPetPt‘ioh PUpswaftt to 37 CFR 1 46(B)(2)
Appllcatlonﬁl : ,681

179

0L 12, 16.1.2001, p. 1. Regulation as last ame w:d} lt{e \%non
3112 xhibit 3
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14 Should the Commun 31} adopt, in appropriate legat {20) Where the contract is manifestly more closely connected
instrument, rules of substantive contract law, :n-;iudmg with a cotntry other than that indicated in Article 4(1) or
standard terms and conditions, such instrument may {2), an escape clause should provide that the law of that
provide that the parties may choose to apply those rules. other country is to éii)pi" In order to determine that

il

{16

e

~q

Where a choice of law is made and all other elements
relevant to the situation are located in a country other than
the country whose law has been chosen, the "1‘01&6 of law
should not prejudice the (.p'phcauon of provisions of the
law of that country which cannot be derogated from by

agreement. This rule should apply whether or not the
choice of law was accompanied by a choice of court or

tribunial. Whereas no substantial change is intended as
compared with Article 3(3) of the 1980 Convention on the
Law Applicable to Contractual Obligations (1) g"rxe Rome
Convention), the wm‘f“ivg of this Regulation is aligned as
far as possible with Article 14 of Regulation (EC) No 864/
2007,

To contribute to the general objective of this Reg ¥,
legal certainty in the European JLd,c af area, the conflict-of:

law rules should be highly foreseeable. The courts should,
however, retain a degree of discretion to determine the law
that is most closely connected to the situation.

As far as the applicable faw in the absence of choice is
concerned, the concept of ‘provision of services’ and ‘sale of
goods’ should be iuterpreted iu the same way as when
applying Article 5 of Regulation (EC) No 44/2001 in so far
as sale of goods and provisien of services are covered by
that Regulation. Although franchise and distribution
contracts are contracts for services, they are the subject of
specific rules.

As far as th "ppi'i(:abfe law in the absence of choice is
concerned, multilateral systems should be those in which
trading is conductei such as regulated markets and
multilateral 1r3d~ng facilities as referred w in Article 4 of
Directive 2004/39/EC of the European Parliament and of
the Council of 21 Apni 2004 on markets in financial
instrutnents (%), regardless of whether or not they rely ou a
central counterparty.

1€

Where there has been no choice of law, the applicable law
should be determined in accordance with the rule specified
for the particular type of contract. Where the contract
caunot be categorised as being one of the specified types or
where its elements fall within more than one of the
specified types. it should be governed by the law of the
country where the party required to effect the characteristic
pgﬁorzmma of the contract has his habitual residence. In
the case of a contract cousisting of 2 bundle of rights and
obligations capable of being categorised as falling within
more than one of the specified types of contract, the
characteristic pu’rormama of the contract should be
determined baving regard to its centre of gravity.

OF €334, 30122005, p. 1
Of L 145, 30.4.2004, p. 1. Directive as last amended by Directive
2008/1G/EC (O] L 76, 19.3.2008, p. 33).

Petition Purbuantitéy 3RC FR e (B){ Aistance, by

country, account should be taken, inter alfa, of whether the
contract in guestion has a very close relationship with
another contract or contracts.

In the absence of choice, where the applicable law cannot
be determined either on the basis of the fact that the
cotitract can be categorised as one of the specified types or
as being the law of the country of habitaal residence of the
party required to effect the characteristic performance of
the contract, the contract should be governed by the law of
the country with which it is most closely connected. In
order to determine that country, account should be taken,
inter alia, of whether the contract in question has a very
close relationship with another contract or contracts.

As regards the interpretation of contracts for the carriage of
goods, no change in substance is intended with respect to
Article 4(4), thivd sentence, of the Rome Convention.
Consequently, single-voyage charter parties and other
contracts the main purpose of which &s the carriage of
goods should be treated as contracts for the carriage of
goods. For the purposes of this Regulation, the term
‘consignot’ should refer to any person who euters into 2
contract of umagﬂ with the carrier and the term ‘the
carrier’ should refer to the party to the contract who
undertakes to carry the goods, whether or not he performs
the carriage himself.

As regards contracts coucluded with parties regarded as
being weaker, those parties should be protected by ‘onflict-
of-law rules that are more favourable to th ests than
the geuneral rules.

With more specific reference to consum racts, the
conflict-of-law rule should make it possible to cut the cost
of settling disputes concerning what are commonly
refatively small claims and to take account of the
development of distance-selling techniques. Consistency
with Regulation (EC) No 44/2001 reqguires both that there

be a2 reference to the concept of directed activity as a
condition for applying the consumer protection rule and
that the concept be interpreted harmouiously in Regulation
(EC) No 44/2001 and this Regulation, bearing in mind that
a joint :iedamtxotn by the Council and the Comumission ou
e 15 of Re gl,lh'(\r‘ (EC) No 44/) 301 states that for
Article 15(1)(¢) to be applicable it is not sufficient for an
undertaking to target its actwﬁ,'.,es at the Member State of
the consumer’s residence, or at a number of Member States
including that Member State; 2 coutract must alse be
concluded within the framework of its activities’. The
declaration also states that ‘the mere fact that an Internet
site is accessible is not sufficient for Article 15 to be
pphcab-c, dl[]“(mgrl a factor will be that this Internet site

solicits the conclusion of distanEXBA7and that 2

Art

,681
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whatever means. In this re
which a website uses doe

pgd the language or currency
not constitute a relevant factor.”,

Consumers should be protu.c by such rules of the
country of their habitual residence that cannot be der()gated
from by agreement, provided that the consurmer contract
has been concluded as a result of the professional pursuing
his commercial or professional activities in that particular
country. The same protection should be guarantesd if the
professional, while not pursuing his commercial or
professional activities in the country where the consumer
has his habitual residence, directs his activities by any
means to that country or to several countries, including
that country, and the contract is concluded as a result of
such activities.

For the purposes of this Regulation, financial services such
as investment services and activities and ancillary services
provided by a professional to a consumer, as referred to in
sections A )nd B of Annex I to Directive 2004/39/EC, and
contracts for the sale of units in collective investment
undertakings, whether or not covered by Council Divective
85/611/EEC of 20 December 1985 on the coordination of
laws, eguiaﬁems and adminisirative provisions relating to
undertakings for collective investment in  transferable
securities (UCITS) (4, should be subic-:i to Article 6 of this
Reguia*iam (t)'mequc,, tdy, when s reference is made to
terms and conditions governing the issuance or offer to the
public of transferable securities or to the subscription and
edemption of units in collective investment undertakings,
that reference should tnclude al} aspects binding the issuer
or the offeror to the consumer, but should not include
those aspects fnvolving the provision of finandal services.

farious exceptions should be made to the general conflict-

oflaw rule for consumer contracts. Under one such
exception the general rule should not apply to contracts
relating to rights in rem in immovable property or tenancies
of such property urless the contract relates to the right to
e {mmovable property on 2 2 timeshare basis within the
meaning of Directive 94/47/EC of the European Parliament
and of the Council of 26 October 1994 on the protection
of purchasers in respect of certain aspects of contracts
relating to the purchase of the right to use immovable
properties on a timeshare basis (3.

It is important to ensure that rights and obligations which
constitute a tmircwl instrument are not covered by the
general rule applicable to consumer contracts, as that could
lead to different laws being applicable to each of the
instruments issued, therefore changing their nature and
preventing their fungible trading and offeri ng. Likewise,
whenever such instruments are issued or a)ffered, the
contractual uzi(. ionship established between the issuer or
the offeror and the consumer should not necessarily be

d by Directive
Council (Of

subject to the mandatory application of the law of the
country of habitual residence of the consumer, as there is 2
need to ensure uniformity in the terms and conditions of an
issuance or an offer. The same rationale should apply with
regard to the multilateral systems covered by Article 4(1)(h).
in respect of which it should be ensured that the law of the
country of habitual residence of the consumer will not
interfere with the rules applicable to contracts concluded
within those systems or with the operator of such systems.

For the purposes of this Regulation. references to rights and
obligations constituting the terms and conditions govern-
ing the issvance, offers to the public or public take-over
bids of transferable securities and references to the
subscription and redemption of units in collective invest-
ment undertakings should include the terms governing,

inter afig, the allocation of securities or units, rl-ihm in dm

event of over- ‘fl'i“)d'lpﬂ()n withdrawal rights and similar
matters in the context of the offer as well as those matters
rete'*l' ed to in Articles 10, 11, 12 and 13, thus ensurin gt that
all relevant contractual aspects of an offer binding the issuer
the offemr to the consumer are governed by a single faw.

or

For the purposes of this Regulation, financial instruments
and transferable securities are those instruments referred to
in Article 4 of Directive 2004{39/EC.

Nothing in this Regulation should prejudice the operation
of a formal arrangement designated as a system under
Article 2{a) of Directive 98/26/EC of the European
Farliament and of the Councll of 19 May 1998 on
settleent finality in payment and securities settlement
systems {7},

]

]
H
34

Owing to the particular nature of contracts of carriage and
insurance contracts, specific provisions should ensure an
adequate level of protection of passengers and policy
holders. Therefore, Article 6 should not apply in the
context of those particular contracts.

Where an insurance contract not covering a large risk
covers more than one risk, at least one of which is situated
1 a Member State and at least one of which is situated in 2
thitd country, the special rdes on insurance contracts in
this Regulation should apply only to the risk or risks
situated in the relevant Member State or Member States.

i

The rule on individual Pmplmment contracts should not
prejudice the application of the overriding mandatory
pxow&ons of the country to which & worker is posted in

ccordance with Divective 96/71JEC of the Ewropeau
Pa liament and of the Coundil ot 16 December 1996
coucerning the posting of workers in the framework of the
provision of ser

O] L 166, 11.6.1998, p. 45 Exhibit 17
Petition Pursuant to 37 CFR 1.46(B)(2)

Applicationﬁl Elﬁ ,681
REEL: 049669

ATE: 0129



4.7.2008

P

Oific

dal Journal of

the European Union L1

7719

N

3

i

~{

&

)

Employees should not be deprived of the protection
aftorded to them by provisions which cannot be derogated
from by agreement or which can only be derogated from to
their benefit.

(a9

As regards individual employment contracts, work cary
out in another country should be regarded as temporary if
the emplovee is expected to resume working in the country
of origin after carrying out his tasks abroad. The conclusion
of a new contract of employment with the original
employer or an employer belonging to the same group of
compauies as the original employer should not preclude the
employee from being regarded as carrying out his work in
another country teruporarily.

=

Considerations of public interest justify giving the courts of
the Member States the possibility, in exceptional dreurn-
stances, of applying exceptions based on public policy and
overtiding maundatory provisions. The concept of ‘over-
riding mandatory provisions’ should be distinguished from
the expression ‘provisions which cannot be derogated from
by agreement’” and should be construed more restrictively.

I the context of voluntary assignment, the term ‘relation-
ship’ should make it clear that Article ]4(1) also applies to
the property ty aspects of an assignment, as between assignor
and assignee, in legal orders where such aspects are treated
separately from the as under the law of obligations.
However, the teem ‘velatiouship’ should not be unders‘te)od
as relating to any relationship that may exist between
assignor and assignee. Iu particular, it should not cover
preliminary questions as regards a voluntary assignment or
a contractual subrogation. The t et should be strictly
fimited to the aspects which are directly relevant to the
voluntary assignment or contractual subrogation in ques-
tion.

eCLs

For the sake of legal certainty there should be a clear
definition of habitual residence, in particular for companies

and other bodies, coApr\rate or unincorporated. Unlike
Article 60{1) of ‘{c,gx n {EC} No 44/2001, which
esta es three crit the conflict-of-law rule shouid

proceed on the basis of a single criterion; otherwise, the
H f\ .

parties would be unable to foresee the law applicable to

their situation.

A situation where conflict-of-law rules are dispersed among
several instruments and where there are differences
between those rules should be avoided. This Regulation,
however, should uot exclude the possibility of inclusion of
conflict-of-law rufes relating to contractual obligations in
provisions of Comumunity Jaw with tegard to particular
mmaters.

This Regulation should not prejudice the application of
other instruments laving down provisions designed to
coutribute to the proper functioning of the iuternal market
in so far as they cannot be applied in conjunction

with the
law designated by the rules of this Regulation.

=
&2

.

w1

application of provisions of the applicable law designated
by the rules of this Regulation should not vestrict the free
movement of goods and services as regulated by Comimu-

nity instrwner ts, such as Directive "OOO”l’F(‘ of the
Europ artiament and of the Coundil of 8 June 2006 on

ertain leg l aspects of information society services, in
pamcuiar clectronic commerce, in the Infernal Market
(Directive on electronic commerce) (1),

Respect for international commitments entered into by the
Metmnber States means that this Regulation should not affect
international conventions to which one or more Member
States are parties at the time when this Regulation is
adopted. To make the rules more accessible, the Commis-
siort should publish the list of the relevant conventions in
he Official Journal of the Furopean Union on the basis of
information supplied by the Member States

t

The Commission will
T ads .
Farliament and to the

1

and conditions ac

make a proposal to the European
Council concerning the procedures

cording to which Member States would be

entitled to negotiate and couclude, on their own behalf,
agreements with third countries in individual and excep-
tional cases, e(m\ermté sectoral matters an d containing
le to contractual obligations.

&

provisions on the law applicab

Since the (\bjecrive of th Remalarlm‘ cannot be suf!
achieved | ‘y‘*”ie Memb therefore, by
of the scale and effects of this Reé,hiatmv be better achieved
at Community level, the Community may adopt measures,
in accordance with the principle of subsidiarity as set out in
Article 5 of the Treaty. In accordance with the principle of
proportionality, as set out in that Article, this Regulation
does ot go beyond what is necessary to attain its objective.

In accordance with Article 3 of the Protocol on the position
of the United Kingdom and Ireland, aunexed to the Treaty
on European Union and to the Treaty establishing the
Furopean Community, Ireland has notified jts wish to take
part in the adOptiOJ and application of the present
Reguiation

In accordance with Articles 1 and 2 of the Protocol on the
position of the United Kingdom and reland, annexed to the
Treaty on European Union and to the Treaty establishing
the European Community, and without pr ejudice to
Article 4 of the said Protocol, the United Kingdom is not
taking part in the adoption of thls Regulation aud is not
bound by it or subject to its application.

In accordance with Articles 1 and 2 of the Protocol on the
position of Denmark, anuexed to the Treaty on European
Union and to the Treaty establishing ‘the European
Comuuuity, Denmark is not taking paﬂ i the adoption
of this Regulation and is not bound by it or subject to its
application,

Exhibit 17
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HAVE ADCPTED THIS REGULATION: {)  insurance contracts arising out of operations carried out b :'_y
organisations other than undertakings referred to in

Article 2 of Directive 2002/83/EC of the Furopean

Partiament and of the Council of 5 November 2002
¢ life assurance () the object of which is to

CEIADTER §
CHAPTER | concerni

provide bﬂ whits for employed or selfemployed persons

SCOPE ) .
L 2 A AUCE L A (931 ool 1L LA 3
belonging to an undertaking or group of un dertakings
to a trade or group of trades, in the event of d
survival or of discontinuance or curtaiyment of ac‘civni},g r
Asticle 1 of sickness related to work or accidents at work.

Material scope .

3. This Regulation shall not apply to evidence and procedure,
without pl‘(ijU\u(,E, to Article 18.

1. This Regulation shall apply, in situations involving a conflix

of laws, to contractual obligations in civil and commercial

matters. 4. In this Regulation, the term ‘Member State’ shall mean
Member States to which this Regulation applies. However, in

Amcfe 3{4} and Article 7 the term shall mean all the Member

It shall not apply, in particular, to revenue, customs or Soat
ates.

administrative matters.

2. The following shall be excluded from the scope of this
. e
Regulation: Article 2

Universal application
pacity of natural

uestions involving the status or legal cap
persous, without prejudice to Articld 1 13 Auy law spen‘-f,ed by this Regulation shall be applied whether or

not it is the law of a Member State.

w
2
)

{t) obligations arising out of family relationships and relation-
ships deerned by the law applic able to such relationships to
have comps arable effects, inch uding maintenance obliga-
tions;

CHAFTER Hf

UNIFORM RULES

{c} obligations arising out of matrimonial property regimes,
property regimes of relationships deemed by the law
applicable to such refationships to have comparable effects
to marriage, and wills and succession;

Article 3

Freedom of choice

{d) obligations arising under bills of exchauge, chegues and
promissory notes and other negotiable instruments to the 1. A contract shall be governed by the law chosen by the
extent that the obligations under such other negotiable parties. The choice shall be made expressly or clearly demon-
instrusments arise out of their negotiable character; strated by the terms of the contract or the circumstances of the
case. By their choice the parties can select the law applicable to
o . . the whole or to part ouly of the contrast,
{e) arbitration agreements and agreements on the choice of

court;

2. The parties may at any time agree to subject the contract to a
law other than that which previously governed it, whether as a
result of an eadier choice made under this Article or of other
provisions of this Regfularmﬁ Any change in the law to be
apphied that is made after the couchusion of the contract shall not
prejudice its formal validity under Article 11 or adversely affect
the rights of third parties.

f) questions governed by the law of companies and other
bodies, corporate or unincorporated, such as the creation,
by registration or otherwise, legal capacity, internal
organisation or winding-up of compat ies and other bodies,
corporate or unincorporated, and the pexaonai liabitity of
officers and members as such for the obligations of the
company or body;

3. Where all other elements relevant to the situation at the time
of the choice are located in a country other than the country
whose law has been LL,. the choice of the parties shall not
prejudice the application of provisions of the law of that other
country which cannot be derogated from by agreement.

{g) the question whether an agent is able to bind 2 principal, or
an organ to bind a company or other body corporate or
orated, in relation to a third party;

{h) the constitution of trusts and the relationship between

4. Where all other elemnents relevant to the situation at the time

settlors, trustees and beneficiaries; r . y N
of the choice are located in one or more Member States, the
{iy  obligations arising out of dealings prior to the cor ¥ o b
of a contract; PetiEN PUrSUBDESaT OFR 1 46(B)(2)

Appllcatlonﬁl : Elﬁ ,681
REEL: 049669 FRAME" 0131
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parties” choice of applicable law other than that of a Member
State shall not prejudice the application of provisions of
ommunity law, where appropriate as implemented in the
C i I i

ember State of the forurn, which cannot be derogated from by
Member State of the for: t t be d ted
agreement.

5. The existence and validity of the consent of the parties as to
, e P . e , e
th choice of the applicable law shall be determined in
accordance with the provisions of Articles 10, 11 and 13.

Article 4

Applicable law in the absence of choice

1. To the extent that the law applicable to the contract has not
been chosen in accordance with Article 3 and without prejudice
to Articles 5 to 8, the faw governing the contract shall be
determined as follows:

{a}  acontract for the sale of goods shall be governed by the law
of the country where the seller has his habitual residence;

) t for the provision of services shall be governed by
he la f the country where the service provider has his
habitual residence

{c}  a contract relating to a right in rem in immovable property
or to a tenaucy of immovable property shall be governed
by the law of the country where the property is situated:

{d) notwithstanding point {), a temancy of immovable
property concluded for temporary private use for a period
of no more than six consecutive months shall be governed
by the faw of the country where the landlord has his
habitual residence, pr rovided that the tenant is a natural
person and has his habitual residence in the same country;

{e} a franchise contract shall be governed by the law of the
country where the franchisee has his habitual residence;

=
..,

a distribution contract
country

shall be governed by the law of the
where the distributor has his habitual residence;

&) a contract for the sale of goods by anction shall be
governed by the law of the country where the auction takes
place, if such a place can be determined;

{h) & contract concluded within a multilateral system which
brings together or facilitates the bl'inging together of
multiple t third- ~party buying and selling interests in financial
instruments, as defined by Art xcie 4(1}, point (17} of
Divective 2004/39/EC, iu accordance with non-discretion-
ary rules and governed by a single law, shall be governed by
that faw.

2. Where the contract is not covered by paragraph 1 or where
the e l*m ents of the contract would be covered by more than one
of points {g} to {h} of paragraph 1, the contract shall be governed
by the law of the country where the party required to effect the

characteristic performance of the contract has his habitual

residence.

3. Where it is clear from all the circumstances of the case that
the contract is manifestly more closely connected with a country
other thau that indicated in paragraphs 1 or 2, the law of that

other country shall apply.

4-. Where the law applicable cannot be determined pursuant to
aragraphs 1 or 2, the contract shall be governed by the law of
hlc country with which it is most closely connected.

Adticle 5
Contracts of carriage

1. To the extent that the law applicable to a contract for the
carriage of goods has not been chosen in accordance with
Article 3, the law applicable shall be the law of the country of
habitual residence of the carder, provided that 1‘?‘6 place of
receipt or the place of delivery or the habitual residence of the
consignor is also situated in that country. If those reguirements
are not met, the law of the country where the place of f delivery v as
oreed by the parties is situated shall apply.

]
i

2. To the extent that the law applicable to a contract for the
carriage of pgqsmcc rs has not been chosen by the parties in
accordance with the second subparagraph, the law applicable
shall be the law of the country where the passenger has his
habitual residence, provided that either the place of departure or
the place of destination is situated in that country. If these
requirements are not met, the law of the country where the
carrier has his habitual residence shall apply.

The parties may choose as the law applicable to a contract for the
cariage of passengers {u accordance with Acticle 3 ouly the law
of the country where:

{a) the passenger has his habirval residenc

{b) the carrier has his habitual residence; or

{c¢} the carrier has his place of central adiministration; or
the place of departure is situated; or

{e}  the place of destination is situated.

3. Where it is clear from all the circumstances of the case that
the contract, iu the absence of a choice of law, is manitestly more
cdosely connected with a country other than that indicated in

paragraphs 1 or 2, the |

law of that other country shall apply.

Article 6

Consumer contracts

1. Without prejudice to Articles 3 and 7, a contract concluded
by a natural persou for a purpose w(‘irkE:)ﬁmb'lctg']rH&o as being

PetitisnPurdaantrto S CRR JodB(BY(2)th another
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person acting in the exercise of his trade or profession {the
professional) “shall be governed by the law of the country where
the consumer has his habitual residence, provided that the
professional:

@) pursues his comumercial or professional activities in the
country where the consumer has his habitual residence, or

{b) by any means, directs such activities to that country or to
several countries inchudin ng that country,

and the contract falls within the scope of such activities

2. Notwithstanding paragraph 1, the parties may choose the
law apphc.able to a contract which fulfils the requirements of
paragraph 1, in accordance with Article 3. Such a cheice may
uot, however, have the res f depriving the consumer of the
protection  afforded to him bv provisions that cannot be
derogated from by agreement hr virtue of the law which, in
the absence of choiw, would have been applicable on the basis of

paragraph 1.

3. M the requirements in points (&) or {b) of paragraph 1 are not
fulfilie od, the law applicable to a contract between a consumer
and a professional shafl be deterruined pursuant to Articles 3 and
4.

4. Paragraphs 1 and 2 shall not apply to:

{a) & contract for the supply of services where the services are
to be 'xpp'iie‘ to the consumer exclusively in a country
other than that in which he has his habit xal residence;

than a contract relating to
rithin t}‘e meaning of Council Directive 9’)/
31 4/E“C of 13 june 1990 on package travel, package

1

holidays and package tours {1

{c}  a contract relating to a right in rem in immovable property
a tenancy of immeovable property other than a contract
relating to the right to use immovable properties ou a
timeshare basis within the meaning of Directive 94/47/EC;

rights and obligatiom which constitute a finandial nstru-
ment and rights aud obligations constituting the terms and
conditions governing the issuance or offer to the public and
public take-over bids of transferable secutities, and the
subscription md redemption of units in collective invest-
ment undertakings in so far as these activities do not
constitute provision of 2 financial service;

{e} a coutract concluded within the type of system falling
within the scope of A
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Article 7

fnsurance contracts

1. This Article shall apply to contracts referred to in
paragraph 2, whether or not the risk covered is situated in a
Member State, and to 2ll other insurance cont covering risks
situated inside the territory of the Member States. It shall not
apply to reinsurarce coutracts.

2. An insurance contract covering a large risk as defined in
Article 5(d) of the First Council Directive 73{239/EEC of 24 July
1973 on the coordination of laws, regulations and adminis-
trative provisions refating to the taking-up and p’U"suit of the
business of direct insutance other than life assurance {7 shall be
governed by the law chosen by the parties in accoldame with
Article 3 of this Regulation.

To the extent that the applicable law has uot been chosen by the
parties, the insurance contract shall be governed by the law of
the country where the jnsurer has his habitual residence. Where
it is clear from all the circumstances t)f the case that the contract
is manifestly more closely connected with another country, the
law of that other country shall apply.

3. In the case of an insurance contract other than a contract
falling within paragraph 2, only the full(‘w'rno laws may be
chosen by the parties in ac cordance with Article 3:

{a}  the law of any Member State where the risk is situated at the
time of conclusion of the contract;

b} the law of the country where the policy holder hag his
habitual residence;

f life assurance, the law of the Member State of
solicy holder is a national;

)
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{d) for insurance contracts covering risks limited to events
occurring in one Member State other than the Member
State where the risk is sitwated, the law of that Member
State;

{e} where the policy holder of a contract falling under this

paragraph pursues & commercial or industrial activity or a
liberal profession and the insurance contract covers two or
ruore risks which relate to those activities and are sitoated
in different Member States, the law of any of the Member
States concerned or the Jaw of the conntry of habitual
residence of the policy holder.

Where, in the cases set out in points {a),

\

{b) or {e), the Member
States weferred to grant greater freedom of choice of the law
applicable to the insurance contract, the parties may take
advantage of that freedom.

() OJ L 228, 16.8.1973, p. 3. Uirective as Jast ar by ctive
2005/68/EC of the European Parliament and 9&]1 lj}j (o]
LPetitioParstant to 37 CFR 1 46(B)(2)
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To the extent that the law applicable has not been chosen by the
parties in accordance with this pavagraph, such a contract shal]
be goverred by the law of the Member State in which the risk is
situated at the time of conclusion of the contract

4. The following additional rules shall apply to insurance
contracts covering risks for whxch a Mewmber State imposes an
obiiga ion 1o take out insuranc

{a)  the insurance contract shall not satisfy the obligation to
take out insurance unless it complies with the specific
provisions relating to that insurance laid down by the
Member State that imposes the obligation. Where the law
of the Member State in which the risk is situated and the
law of the Member State imposing the obligation to take
out insurance contradict each other, the latter shall prevail:

{t) by way of derogation from paragraphs 2 and 3, a Member
State may lay down that the insurance contract shall be
governed by the law of the Member State that imposes the
obligation to take out insurance.

5. For the purposes of paragraph 3, third subparagraph, and
paragraph 4, where the contract covers risks situated in more
that one Memuber State, the conteact shall be cousidered as
constituting several contracts each relating to only one Member
State.

Article, the country in which the
mined in accordance wn'ﬁ Arti-
cle 2(d} of the Second Council Directive 88/357/EEC of 22 June
1988 on the coordination of laws, rev‘.ﬂatl(ms and adminis-
trative provisions relating to direct instrance other than life
assurance and Lx, 2 down provisions to facilitate the effective
exercise of freedom to “)mv;d\ services (1) and, in ,hc case of life
assurance, the country in which the risk is situated shall be the
country of the commitment within the meaning of Article 1(1)
{g) of Directive 2002/8°

6. For the purposes of t
risk is situated shall be deter

Individual employment contracts

1. Anindividual employrent contract shall be governed by the
law chosen by the parties in accordance with Article 3. Such a
choice of law may not, however, have the resnlt of depriving the
employee of the protection afforded to him by provisions that
cannot be derogated from by agreement under the law that, in
the absence of choice, would have been applicable pursuant to
paragraphs 2, 3 and 4 of this Article.

% To the extent that the law applicable to the individual
employment contract has not been chosen by the parties, the
contract shall be governed by the law of the country in which ot
failing that, from which the employee habitually carries out his
work in performance of the contract. The country where the

() OJ L 172, 47.1988, p. 1. Directive as last amended by Directive
2005/ 14’E of the I uoovm srliasment and of the C ouncil (OF
L 149, 1“6.2()’),, p. 14).

work is habitually carried out shall not be deemed to have
changed if he is temporarily employed in another country.

3

3. Where the law applicable cannot be determined pursuant to
paragraph 2, the contract shail be governed by the Haw of the
country where the place of business through which the employee
was engaged is situated.

4. Where it appears from the circumstances as a whole that the
contract is more closely connected with 2 country other than
that indicated in para grgphs 2 or 3, the law of that other country
shall apply.

Article 9

Overriding mandatory provisions

1. O‘mmdmg mandatory provisions are provisions the respect
for which is regarded as crucial by a country for safegnarding its
public interests, such as its political, social or economic
organisation, to such an extent that they are applicable to any
sitnation falling within their scope, irrespective of the law
otherwise applicable to the contract under this Regulation.

2. Nothing in this Regulation shall restrict the 2pp ication of
the overriding mandate "y' p' ovisions of the law of the forum.

3. Effect may be given to the overriding mandatory provisions
of the faw of the country where the obligations arising out of the
contract have to be or have been pet‘fomaed in so far as those
overriding mandatory provisions render the performance of the
contract unlawful. n considering whether to give effect 1o these
provisions, regard shall be had to their nature and purpose and

o the consequences of their application or non-application.

Article 10

Consent and material validity

1. The existence and validity of a contract, or of any term of a

contract, shall be determined by the faw which would govern it
under this Regulation if the contract or term were valid.

2. Nevertheless, a party, o order to establish that he did not
consent, may rely upon the law of the country in which he has
his habitual residence :f it appears from the circumstances that it
woulkd not be reasonable to determine the effect of his conduct in
accordance with the law specified in paragraph 1

Article 11
Formal validity
1. A contract concluded between “Er&kﬂ‘bl‘b'ﬂrg or whose
Patition Parsusntto8HOFR: 6By R)nelusion is
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formally valid if it satisfies the formal requirements of the law
which governs it in substance under this Regulation or of the law
of the country where it is concluded.

2. A contract concluded between persons who, or whose
agernits, are in different countries at the time of its conclusion is
formally valid if it satisfies the formal requirements of the law
which governs it in substance under this Regulation, or of the
law of either of the countries where either of the parties or their
agent is present at the time of conclusion, or of the law of the
country where either of the parties had his habitual residence at
that time.

3. A unilateral act intended to have legal effect relating to an
existing or contemplated contract is formally valid if it satisfies
the formal requirements of the law which governs or would
govern the contract in substance under this Reﬁu ation, or of the
faw of the country where the act was done, or of the law of the
country where the person by whom it was done had his habitual
residence at that time.

4. Paragraphs 1, 2 and 3 of this Article shall not apply to
contracts that fall within the scope of Article 6. The form of such
contracts shall be governed by the law of the country where the

consiyner has his habnuai residence.

5. Notwithstauding paragraphs 1 to 4, a contract the subject
matter of which is a right in rem in immovable property or a
tepancy of immovable property shall be subject to the
requirements of fom“ of the law of the country where the
property is situated if by that faw:

{a} those requirements are imposed irrespective of the country
where the contract is concluded and 1rtes‘}eu ive of the Jaw
governing the contract; and

by those requirements cannot be derogated from by agree-
ment.

Article 12

Scope of the law applicable

1. The law applicable to a contract by virtue of this Regulation
shall govern in particular:

=
2

interpretation;
b} performance;

fc}  within the limits of the powers conferred on the court by its
procedural law, the consequences of a total or partial
breach of obligations, iucluding the assessment of damages
in so far as it is governed by rules of law:

4

the various ways of extinguishing obligations, and
prescription and limitation of actions;

{e) the consequences of nullity of the contract.

2. Inrelation to the manner of performance and the steps to be
taken in the event of defective p-srfe,rmat i, regard shall be had
to the law of the country in which performance takes place.

Article 13

Incapacity

In a contract concluded between persons who are in the same
country, 2 natural person who would have capacity under the law
of that country may invoke his incapacity resulting from the law
of another country, only if the other party to the contract was
aware of that incapacity at the time of the conclusion of the
contract or was not aware thercof as a result of negligence.

Article 14

Voluntary assigument and contractual subrogation

]

1. The wlationship between assignor and assignee un
voluntary assignment or contractual subrogation of a claim
agaiust another person (the debtor) shall be ¢ ed by the law
that applies to the contract between the assignor and assignee
under this Regudation.

3. PN
AN 34

=

2. The law governing the assigned or subrogated claim shall
determine its assignability, the re(ationship between the assignee
and the debtor, the conditions under which the assignment or
subrogation can be invoked against the debtor and whether the
debtot’s obligations have been discharged.

3. The concept o of assignment in this Article includes outright
transters of claims, transfers of claims by way of security and
pledges or other security rights over claims.

Article 15

Legal subrogation

Where a pewson (the creditor) has a contractual claim agaiust
another {the debtor) and a third person has a duty to satisty the
reditor, or has in fact satisfied the creditor in dis.chai‘gc of that
duty, the law which governs the third person’s duty to satisfy the
creditor shall determine whether and to what extent the third
person is entitled to exercise against the debtor the rights which
the creditor had ageainst the debtor under the law governing their
eelationship.

Article 16
Multiple Hability
If a creditor has a claim against several debtors who are liable for
the same claim, and one of the debtors has already satistied the
claim in whole or in part, the law goverm hibit dFhrors
obligPigtition P Urstiatittes3 TOCFRt 4B(B) (R} ©
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claim recourse from the other debtors. The other debtors may
wely on the defences they had against the creditor to the extent
Howed by the law governing their obligations towards the
creditor.

)

Article 17
Set-off
ere the right to set-off is not agreed by the parties, set-off

shall be governed by the law mp(u,ab]e to the claim against
which the right to set-off is asserted.

Artide 18
Burden of proof

1. The law governing a contractual obligation under this
Regulation shall apply to the extent that, in matters of
contractual ongaﬂom, it contains rules which raise presump-
tions of law or determine the burden of proof.

2. A contract or an act intended to heve legal effect may be

proved by any mode of proof recognised by the law of the forum
r y s s .

or by any of the laws referred to in Article 11 under which that

contract or act i formally valid, provided that such mode of

proof can be administered by the forum.

CHAPTER I

OTHER PROVISIONS

Article 19
Habitual residence

1. Forthe purposes s of this Regulation, the habitual residence of
compat nies and other bodies, corporate or unincorporated, shall
be the place of central administration.

The habitual residence of a natural
his business activity shall be his principal pl:

erson acting in the course of
of business.

is concluded in the course of the

]

2. Where the contract

eperations of a branch. agency or any other establishment, or if,

under the contract, performance s the responsibility of such a
rmch agency or establishment, the place where the branchy

ncy or any other establishment is .ocated shall be treated as

he place of habitual residerice.

5
&

3. For the purposes of determining the habitual residence, the

relevant point iu time shall be the time of the conclusion of the
contract,

Artide 20
Exclusion of renvoi

The application of the law of a'ly rotmrr" qmi(:ified by this
Regulation means the application of the rules of law in force in

B

that country other than its rules of priva
unless provided otherwise i this Regulation

5

vate international ia

Article 21

Public policy of the forum

The application of a provision of the law of any country specified
by this Regulation may be refused only if such a')plicatior is
manifestly incompatible with the public policy (ordre public) of
the forum.

Article 22

States with more than one legal system

1. Where a State comprises several territorial units, each of
which has its own rules of law in respect of contractual
obligations, each territorial unit shall be considered a5 a country
for the purposes of identifying the law applicable under this
Regulation.

2. A Member State where different territorial units have their
own rules of law in respect of contractual obligations shall not
b e required to apply this Regulation to contlicts solely between
the laws of such units.

Article 23
Relationship with other provisions of Community law

With the cxception of Article 7, this Regulation shall not
prejudice the application of provisions of Comrmunity law which,
in relation to particular matters, lay down conflict-of-law rules
relating to contractual obligations.

Article 24

Relationship with the Rome Counvention

1. This Regulation shall replace the Rome Convemion in the
Member States, except as regards the territories of the Member
States which fall within the territorial scope of that Convention
and to which this Regulation does not apply pursuant to
Article 299 of the Treaty.

2. In so far as this Regulation replaces the provisions of the
Reome Convention, any reference to that Convention shall be
understood as a reference to this Regulation,

Article 25
Relationship with exisiing international conventions
1. This Regulation shall not prejudice the application of

international conventions to which one or m Member States

are parties at the time when this Regu latlsX i pled and which
Petifion Pufsuentto BT GRR 4 4ERY pbliztions.
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2. However, this Regulation shall, as between Member States,
take precedence over conventions concluded exclusively between
two or more of them in so far as such conventions concern
matters governed by this Regulation.

Artide 26

List of Conventions

~

1. By 17 June 2009, Member States shall notify the
Commission of the conventions referred to in Article 25(1
After that date, Member States shall notify the Commission of a
denunciations of such conventions.

2. ‘Within six months of receipt of the notificat
in paragraph 1, the Commission shall publish in the
Journal of the European Union:

{a) a list of the conventions referred to in paragraph 1

{b) the denunciations referred to in paragraph 1.

Article 27
Review clause

1. By 17 June 2013, the Commission shall submit to the
Furopean Parliament, the Council and the Ewropean Economic
and Social Committee a report on the application of this
Regulation. If appropriate, the report shall be accompanied by
proposals to amend this Regulation. The report shall include:

=

a study on the law applicable to insurance contracts and an
assessment of the impact of the provisions to be
introduced, if any; and

This Regulation shall be binding in its entirety and directly applicable in the Member States in

]

(b} an evaluation on the application of Article 6, in particular
as regards the coherence of Community law in the field of
COnStEEr protection.

2. By 17 tune 2010, the Commission shall submit to the
European Parliament, the Coundil and the European Economic
and Social Committee a report on the question of the
effectiveness of an assignment or subrogation of a claim against
third parties and the priority of the assigned or subrogated claim
over a right of another person. The report shall be accompanied,
if appropriate, by a proposal to amend this Regulation and an
assessment of the jmpact of the provisions to be introduced.

Article 28
Application in time

This Hegulation shall apply to contracts concluded after
17 December 2009,

CHAPTER IV

FINAL PROVISIONS

Article 29
Entry iuto force and application

This Regulation shall enter into force on the 20th day following
its publication in the Official Journal of the Ewropean Union.

It shall apply from 17 December 2009 except for Article 26
which shall apply from 17 June 2009.

accordance with the Treaty establishing the European Community.

Done at zsbemrg 17 June 2008.

For the European Parliamens

The President

H.-G. POTTERING

For the Council
The President

T LENARCIC

Exhibit 17
Petition Pursuant to 37 CFR 1.46(B)(2)
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JUDGMENT OF THE COURT (First Chamber)

9 July 2015 (%)

(Reference for a preliminary ruling — Directive 98/59/EC — Article 1(1)(a) — Collective
redundancies — Concept of ‘worker” — Member of the board of directors of a limited liability
company — Person working under a scheme for training and reintegration into the labour market and
benefitting from a public training grant but not receiving remuneration from the employer)

In Case C-229/14,

REQUEST for a preliminary ruling under Article 267 TFEU from the Arbeitsgericht Verden
(Germany), made by decision of 6 May 2014, received at the Court on 12 May 2014, in the
proceedings

Ender Balkaya
v
Kiesel Abbruch- und Recycling Technik GmbH,
THE COURT (First Chamber),

composed of A. Tizzano, President of the Chamber, S. Rodin (Rapporteur), A. Borg Barthet, E. Levits
and M. Berger, Judges,

Advocate General: Y. Bot,

Registrar: A. Calot Escobar,

having regard to the written procedure,

after considering the observations submitted on behalf of:

- E. Balkaya, by M. Barton, Rechtsanwalt,

- Kiesel Abbruch- und Recycling Technik GmbH, by P. Wallenstein, Rechtsanwalt,

- the Estonian Government, by N. Griinberg, acting as Agent,

- the Polish Government, by B. Majczyna, acting as Agent,

- the European Commission, by M. Kellerbauer and J. Enegren, acting as Agents,

having decided, after hearing the Advocate General, to proceed to judgment without an Opinion,

gives the following
Judgment

1 This request for a preliminary ruling concemns the interpretation of Article 1(1)(a) of Council Directive
98/59/EC of 20 July 1998 on the approximation of the laws of the Member States relating to collective
redundancies (OJ 1998 L 225, p. 16). Exhibit 18
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2 The request has been made in proceedings between Mr Balkaya and Kiesel Abbruch- und Recycling
Technik GmbH (‘Kiesel Abbruch’) concerning the lawfulness of a dismissal on economic grounds
announced by the latter, upon the closure of an establishment, no notification of the projected
collective redundancies having being given to the Bundesagentur fur Arbeit (German Federal
Employment Agency) before that dismissal.

Legal context
EU legislation
3 Article 1(1) of Directive 98/59 provides:

‘1. For the purposes of this Directive:

(@)  “collective redundancies” means dismissals effected by an employer for one or more reasons not
related to the individual workers concerned where, according to the choice of the Member States,
the number of redundancies is:

(1) either, over a period of 30 days:

- at least 10 in establishments normally employing more than 20 and less than 100
workers,

- at least 10% of the number of workers in establishments normally employing at least
100 but less than 300 workers,

- at least 30 in establishments normally employing 300 workers or more,

(i1) or, over a period of 90 days, at least 20, whatever the number of workers normally
employed in the establishments in question;

() “workers” representatives” means the workers’ representatives provided for by the laws or
practices of the Member States.

For the purpose of calculating the number of redundancies provided for in the first subparagraph of
point (a), terminations of an employment contract which occur on the employer’s initiative for one or
more reasons not related to the individual workers concerned shall be assimilated to redundancies,
provided that there are at least five redundancies.’

4 Article 3 of Directive 98/59 provides:

‘1. Employers shall notify the competent public authority in writing of any projected collective
redundancies.

2. Employers shall forward to the workers’ representatives a copy of the notification provided for in
paragraph 1.

The workers’ representatives may send any comments they may have to the competent public
authority.”

5 Article 4(1) and (2) of the directive provides:

‘1. Projected collective redundancies notified to the competent public authority shall take effect not
earlier than 30 days after the notification referred to in Article 3(1) without prejudice to any provisions
goverming individual rights with regard to notice of dismissal. Exhibit 18
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Member States may grant the competent public authority the power to reduce the period provided for
in the preceding subparagraph.

2. The period provided for in paragraph 1 shall be used by the competent public authority to seek
solutions to the problems raised by the projected collective redundancies.’

6 According to Article 5 of the directive:

“This Directive shall not affect the right of Member States to apply or to introduce laws, regulations or
administrative provisions which are more favourable to workers or to promote or to allow the
application of collective agreements more favourable to workers.”

German law

7 Paragraph 17 of the Law on protection against unfair dismissal (Kindigungsschutzgesetz, ‘KSchG’),
which lays down the requirement to give a collective redundancies notice, is worded as follows:

‘(D) The employer is under an obligation to notify the Employment Agency before it makes
redundant:

1. more than 5 workers in establishments normally employing more than 20 and less than 60
workers;

over a period of 30 calendar days. Any other termination of an employment relationship brought about
by the employer shall be assimilated to redundancy.

2 If the employer contemplates making redundancies that are subject to the obligation to issue a
notification under subparagraph 1 it shall promptly provide the works council with the appropriate
information and notify it in writing, in particular, of:

1. thereasons for the projected redundancies;

2. the number and professional categories of workers to be made redundant;

3. the number and professional categories of workers normally employed;

4. the period over which the redundancies are expected to take place;

5. the proposed criteria for selecting the workers to be made redundant;

6.  the proposed criteria for calculating any redundancy payments.

3) The employer must simultaneously forward to the Employment Agency a copy of the notice
given to the works council; this must contain at least the details stated in points 1 to 5 of the first
sentence of subparagraph 2.

(5)  The following shall not be regarded as workers for the purposes of this paragraph:

1. in establishments of one legal person, the members of the body that is responsible for the legal
representation of that person;

2. in unincorporated associations without a legal personality, the persons entitledé,l)l(ﬁ%rittq%law, the

statutes or by the articles of association to represent that association;
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3. company directors, managers of the establishment and other persons holding analogous
managerial posts, in so far as they are themselves authorised to take decisions relating to the
recruitment and dismissal of workers.’

8 Paragraph 6 of the Law on limited liability companies (Gesetz betreffend die Gesellschaft mit
beschrinkter Haftung, ‘GmbHG’), concerning the status of director, provides:

‘(1)  The company shall have one or more directors.

(2)  Only anatural person with full legal capacity may be a director.

3) Shareholders or any other persons may be appointed as directors. The appointment shall be
made either in the company’s articles of association or in accordance with the provisions of the third
chapter of this law.

>

9 Paragraph 35 of the GmbHG provides:
‘(1)  The company shall be represented in legal proceedings and in other matters by its directors.

(2)  Where several directors have been appointed, they are only authorised to represent the company
jointly, unless the articles of association provide otherwise ...

>

10 Paragraph 37 of the GmbHG, headed ‘Limitation on the power of representation’, provides:

‘(1)  The directors are required to respect, as regards the company, the limitations imposed on their
power of representation by the articles of association or, unless otherwise stated in the articles of
association, by the decisions of the shareholders.

2) The limitations on the directors’ power of representation may not be relied on against third
parties. That shall be the case, in particular, when the representation is limited to certain legal acts or
categories of legal act, or to certain circumstances, or to a certain period, or to certain named places or,
furthermore, when the consent of the shareholders or of a body of the company is required for certain
acts.”

11 Paragraph 38 of the GmbHG, concerning the removal of directors, provides:

‘(D) The directors may be removed at any time, without prejudice to any claim for damages that
may arise under existing contracts.

(2)  The articles of association may limit the power to remove a director to cases in which there are
serious reasons justifying that decision. Such reasons include, inter alia, serious breach of duty or lack
of fitness to conduct the business of the company properly.”

12 Paragraph 43 of the GmbHG on directors’ liability provides:

‘(D) The directors must conduct the company’s business using the care due of a prudent
businessman.

2) Directors who breach their obligations shall be jointly and severally liable to the company for
the damage that they have caused.

>

Exhibit 18
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“The following shall be subject to the decision of the shareholders:
1. the adoption of the annual accounts and the distribution of the profits;

la.  decisions concerning the publication of the financial statements in accordance with international
accounting standards ... and conceming the approval of the annual accounts drawn up by the
directors;

1b.  approval of the consolidated accounts prepared by the directors;
2. the calling in of contributions;

3. the repayment of additional contributions;

4. the division, consolidation or redemption of shares;

5. the appointment, removal or discharge of directors;

6.  the measures for the review and supervision of management;

7. the appointment of persons having power of attorney and representatives authorised to carry out
generally business operations on behalf of the company;

8. the conduct of the company’s claims for damages against the directors or the shareholders, as a
result of the formation of the company or its management, and the representation of the company
in proceedings brought against its directors.’

The dispute in the main proceedings and the questions referred for a preliminary ruling

14 Kiesel Abbruch, a limited liability company incorporated under German law, employed Mr Balkaya,
with effect from 1 April 2011, as a technician. Mr Balkaya was appointed to work within the company
and with its clients.

15 Kiesel Abbruch terminated, with effect from 15 February 2013, all of the contracts of employment of
its employees, including Mr Balkaya, and ceased all its business, which had become loss-making, on
the site at Achim (Germany). Mr Balkaya was given notice of dismissal by letter of 7 January 2013.

16 It is not disputed that Kiesel Abbruch did not give notification of the projected collective redundancies
to the Bundesagentur fiir Arbeit before giving notice of Mr Balkaya’s dismissal.

17 Mr Balkaya relies on that omission to challenge, before the referring court, the validity of his
dismissal. He submits that, as the number of workers normally employed by Kiesel Abbruch in its
establishment in Achim was above the threshold of 20 persons provided for in Paragraph 17(1)(1) of
the KSchG, the employer was required, under that provision, to give such notification before giving
notice of dismissal.

18 As is apparent from the order for reference, it is not disputed that 18 people, including Mr Balkaya,
were amongst the workers normally employed by Kiesel Abbruch in that establishment at the date on
which notice of the dismissal was given.

19 However, the parties in the main proceedings disagree as to the question whether, in addition, three
other persons who were also employed by Kiesel Abbruch must be counted in that category, in order to
determine whether the threshold of 20 persons, laid down in Paragraph 17(1)(1) of the KSchG, was

attained.
20 First, that question relates to Mr S, who was employed as a draftsman and had terminated his own
contract of employment with effect from 7 December 2012. Exhibit 18
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21 Second, Kiesel Abbruch employed, at the date of the dismissals of which notice was given, Mr L. as a
director. Mr L. did not hold any shares in Kiesel Abbruch and it was only jointly with another director
that he was entitled to act on behalf of the company.

22 Third, at that same date, Kiesel Abbruch employed Ms S., who was undergoing training within the
company to re-qualify as an office assistant, funded by the Jobcenter im Landkreis Diepholz (the
public employment office for the district of Diepholz). A grant, which was equivalent to the whole of
the remuneration due to Ms S for her work done in the context of her training, was paid to her directly
by the Bundesagentur fiir Arbeit.

23 Itis clear from the order for reference that the referring court considers it to be proven that Mr S. falls
within the category of workers normally employed that must be taken into account in accordance with
Paragraph 17(1)(1) of KSchG, which transposed Article 1(1)(a) of Directive 98/59 into German law.
Thus, the number of 19 workers within that category is reached.

24 Therefore, the question arises as to whether it is appropriate also to include in that category of
employed workers, within the meaning of those provisions, a director, such as Mr L., and a person
undergoing requalification training, such as Ms S., with the result that, in the main proceedings, more
than 20 workers were normally employed by Kiesel Abbruch within its establishment at the date of the
dismissal in question.

25 In that regard, the referring court specifies, in the first place, as regards Mr L., that, under
Paragraph 17(5)(1) of the KSchG, members of the body of a legal person which is responsible for the
legal representation of that person are deemed not to be workers or employees for the purposes of that
provision. The numerically most significant group of those members is that of directors of limited
liability companies (*Gesellschaften mit beschriankter Haftung”).

26 Furthermore, the referring court notes, as regards the relationship between the director and such a
company, that German law clearly distinguishes the status of director as an officer, on the one hand,
from the rights and obligations of the director vis-a-vis the company, on the other hand. While that
status is acquired upon the appointment of the director by a general meeting of the shareholders, the
most powerful body in the company, the rights and obligations of the director as regards that company
are governed by the director’s service contract. That contract is a contract for services in the form of a
business management contract and does not constitute, according to German case-law, an employment
contract.

27 In that context, the referring court raises a question, in particular, as to the interpretation of the
criterion — established by the judgment in Danosa (C-232/09, EU:C:2010:674) for determining

whether a member of a board of a company has the status of worker within the meaning of EU law —
of carrying out an activity under the direction or supervision of another body of such a company.

28  In the second place, as regards a person such as Ms S., who has the status of ‘trainee’, performing real
work within a company in order to acquire or improve skills or following vocational training, the
referring court observes that, whereas, normally, recognised vocational training leads to the conclusion
of a contract for that purpose between the company providing the training and the trainee and to the
payment of remuneration by that company, the training provided to Ms S. was not the subject of such a
contract and Kiesel Abbruch did not pay her a salary.

29  Therefore, the referring court is unsure as to the relevant criteria to be used to assess whether persons
who are undergoing such vocational training or internships are workers, for the purposes of
Article 1(1)(a) of Directive 98/59, and, in particular, as to the relevance in that regard of remuneration
paid directly by the employer.

30 In those circumstances the Arbeitsgericht Verden decided to stay the proceedings and to refer the
following questions to the Court of Justice for a preliminary ruling:

‘(1) Is applicable EU law, in particular Article 1(1)(a) of Directive 98/59, tEkbibitetSreted as
precluding national legislative provisions or pRetities whickudmhto BKEMR hetB(B)(2 )member
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of the board of directors of a limited liability company in the calculation provided for by that
provision of the number of workers employed, even where he performs his duties under the
direction and subject to the supervision of another body of that company, receives remuneration
in return for the performance of his duties and does not himself own any shares in the company?

(2) Is applicable EU law, in particular Article 1(1)(a) of Directive 98/59, to be interpreted as making
it mandatory also to regard as workers, in the calculation provided for by that provision of the
number of workers employed, persons who, while not receiving remuneration from the employer,
perform real work within the undertaking, with financial support from, and the recognition of, the
public authority responsible for the promotion of employment, in order to acquire or improve
skills or to complete vocational training (‘trainees’), or are Member States permitted to lay down
national legislative provisions or practices in that regard?’

The questions referred
The first question

31 By its first question, the referring court asks, in essence, whether Article 1(1)(a) of Directive 98/59
must be interpreted as meaning that it precludes a national law or practice that does not take into
account, in the calculation provided for by that provision of the number of workers employed, a
member of the board of directors of a capital company, such as the director in question in the main
proceedings, who performs his duties under the direction and subject to the supervision of another
body of that company, receives remuneration in return for the performance of his duties and does not
himself own any shares in the company.

32 In order to reply to this question, it must be recalled, first of all, that by harmonising the rules
applicable to collective redundancies, the EU legislature intended both to ensure comparable protection
for workers’ rights in the different Member States and to harmonise the costs which such protective
rules entail for European Union undertakings (see, inter alia, judgments in Commission v Portugal,

C-55/02, EU:C:2004:605, paragraph 48, and Commission v Italy, C-596/12, EU:C:2014:77,
paragraph 16).

33 Therefore, contrary to the submission of Kiesel Abbruch, the concept of ‘worker’, referred to in
Article 1(1)(a) of Directive 98/59, cannot be defined by reference to the legislation of the Member
States but must be given an autonomous and independent meaning in the EU legal order (see, by
analogy, judgment in Commission v Portugal, C-55/02, EU:C:2004:605, paragraph 49). Otherwise, the
methods for calculation of the thresholds laid down in that provision, and therefore the thresholds
themselves, would be within the discretion of the Member States, which would allow the latter to alter
the scope of that directive and thus to deprive it of its full effect (see, to that effect, judgment in

Confédération générale du travail and Others, C-385/05, EU:C:2007:37, paragraph 47).

34 It is apparent, next, from the settled case-law of the Court that that concept of ‘worker” must be
defined in accordance with objective criteria which distinguish the employment relationship by
reference to the rights and duties of the persons concerned. In that regard, the essential feature of an
employment relationship is that, for a certain period of time, a person performs services for and under
the direction of another person, in return for which he receives remuneration (see judgment in

Commission v lItaly, C-596/12, EU:C:2014:77, paragraph 17, citing, by analogy, the judgment in
Danosa, C-232/09, EU:C:2010:674, paragraph 39).

35 Tt that regard, in so far as the referring court emphasises the fact that the employment relationship of a
director such as the one in question in the main proceedings is governed, inter alia, by a service
contract to act as director, which is not, according to German case-law, a contract of employment, it
must be observed, first, that it is clear from the settled case-law of the Court that the nature of the
employment relationship under national law is of no consequence as regards whethepgrnsit 3 gerson is
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a worker for the purposes of EU law (see, to that effect, judgment in Kiiski, C-116/06, EU:C:2007:536,
paragraph 26 and case-law cited).

36 It follows that, provided that a person meets the conditions specified in paragraph 34 above, the nature
of that person’s legal relationship with the other party to the employment relationship has no bearing

on the application of Directive 98/59 (see, by analogy, judgment in Danosa, C-232/09,
EU:C:2010:674, paragraph 40).

37 In the second place, in so far as the referring court is unsure, in particular, as to the existence, in the
main proceedings, of a relationship of subordination, in accordance with the case-law of the Court
regarding the concept of ‘worker’, because the degree of dependency or subordination of a director,
such as the one in question in the main proceedings, in the exercise of his functions is of a lesser
intensity than that of a worker within the usual meaning under German law, it must be observed that
whether such a relationship of subordination exists must, in each particular case, be assessed on the
basis of all the factors and circumstances characterising the relationship between the parties (see, to

that effect, judgment in Danosa C-232/09, EU:C:2010:674, paragraph 46).

38 In that regard, it is apparent from the case-law of the Court, which is applicable in connection with
Directive 98/59, the fact that a person is a member of the board of directors of a capital company is not
enough in itself to rule out the possibility that that person is in a relationship of subordination to that

company (see, to that effect, judgments in Danosa C-232/09, EU:C:2010:674, paragraph 47, and

Commission v Italy, C-596/12, EU:C:2014:77, paragraphs 14, 17 and 18). It is necessary to consider

the circumstances in which the board member was recruited; the nature of the duties entrusted to that
person; the context in which those duties were performed; the scope of the person’s powers and the
extent to which he or she was supervised within the company; and the circumstances under which the

person could be removed (see judgment in Danosa C-232/09, EU:C:2010:674, paragraph 47).

39 Thus, the Court has already held that a member of a board of directors of a capital company who, in
return for remuneration, provides services to the company which has appointed him and of which he is
an integral part, who carries out his activities under the direction or supervision of another body of that
company and who can, at any time, be removed from his duties without such removal being subject to
any restriction, satisfies, prima facie, the criteria for being treated as a ‘worker” within the meaning of

EU law (see, to that effect, judgment in Danosa, C-232/09, EU:C:2010:674, paragraphs 51 and 56).

40  In the present case, it must be held that it is apparent from the order for reference that a director of a
capital company, such as the director in question in the main proceedings, is appointed by the general
meeting of shareholders of that company, which may revoke his mandate at any time against the will of
the director. Furthermore, that director is, in the exercise of his functions, subject to the direction and
supervision of that body, and, in particular, to the requirements and restrictions that are imposed on him
in that regard. Moreover, although it is not by itself a decisive factor in that context, it must be
observed that a director, such as the one in the main proceedings, does not hold any shares in the
company for which he carries out his functions.

41 In those circumstances, it must be found that, even if such a board member of a capital company
enjoys a degree of latitude in the performance of his duties that exceeds, in particular, that of a worker
within the meaning of German law, who may be directed by the employer, as the national court has
observed, as to the specific tasks that he must complete and the manner in which they must be carried
out, the fact remains that the board member is in a relationship of subordination vis-a-vis that company
within the meaning of the case-law cited at paragraphs 38 and 39 above (see, to that effect, the

judgment in Danosa, C-232/09, EU:C:2010:674, paragraph 49 to 51).

42 Furthermore, it is common ground that a director, such as the one in the main proceedings, receives

remuneration in return for the services he provides. o
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43 Having regard to the foregoing considerations, it must, therefore, be held that a member of the board
of directors of a capital company, such as the director in question in the main proceedings, must be
regarded as a “worker’ within the meaning of Article 1(1)(a) of Directive 98/59 and, consequently, be
taken into account in the calculation of the thresholds laid down in that article.

44 That interpretation is also borne out by the objective of that directive which is, as is apparent from
recital 2 in the preamble thereto, inter alia, to afford greater protection to workers in the event of
collective redundancies. In accordance with that objective, a narrow definition cannot be given to the
concepts that define the scope of that directive, including the concept of ‘worker” in Article 1(1)(a) of

the directive (see, to that effect, judgments in Athinaiki Chartopoiia, C-270/05, EU:C:2007:101,

paragraphs 25 and 26, and, by analogy, Union syndicale Solidaires Isére, C-428/09, EU:.C:2010:612,
paragraph 22).

45  Finally, the Court rejects the submission made by Keisel Abbruch and the Estonian government that a
director such as the one in question in the main proceedings does not need the protection afforded by
Directive 98/59 in the event of collective redundancies.

46 In that regard, it must be held, first, that there is nothing to suggest that an employee who is a board
member of a capital company, in particular, a small or medium sized company such as that at issue in
the main proceedings, is necessarily in a different situation from that of other persons employed by that
company as regards the need to mitigate the consequences of his dismissal, and, inter alia, to alert, for
that purpose, the competent public authority so that it is able to seek solutions to the problems raised

by all the projected collective redundancies (see, to that effect, judgment in Junk, C-188/03,

EU:C:2005:59, paragraph 48, and in Claes and Others, C-235/10 to C-239/10, EU:C:2011:119,
paragraph 56).

47 Second, it must be observed that a national law or practice, such as that at issue in the main
proceedings, which does not take into account the board members of a capital company in the
calculation provided for in Article 1(1)(a) of Directive 98/59 of the number of workers employed, is
liable not only to affect the protection afforded by that directive to those members, but, above all, to
deprive all the workers employed by certain establishments, normally employing more than 20
workers, of the rights which they derive from that directive and thus undermines its effectiveness (see,

to that effect, judgment in Confédération générale du travail and Others, C-385/05, EU:C:2007:37,
paragraph 48).

48  Having regard to all the foregoing considerations, the answer to the first question is that Article 1(1)(a)
of Directive 98/59 must be interpreted as meaning that it precludes a national law or practice that does
not take into account, in the calculation provided for by that provision of the number of workers
employed, a member of the board of directors of a capital company, such as the director in question in
the main proceedings, who performs his duties under the direction and subject to the supervision of
another body of that company, receives remuneration in return for the performance of his duties and
does not himself own any shares in the company.

The second guestion

49 By its second question, the referring court asks, in essence, whether Article 1(1)(a) of Directive 98/59
must be interpreted as meaning that it is necessary to regard as a worker for the purposes of that
provision a person, such as the one in question in the main proceedings, who, while not receiving
remuneration from his employer, performs real work within the undertaking in the context of a
traineeship — with financial support from, and the recognition of, the public authority responsible for
the promotion of employment — in order to acquire or improve skills or complete vocational training.

50 In that regard, it must be recalled, in the first place, that it is clear from the Court’s well-established
case-law that the concept of ‘worker’ in EU law extends to a person who serves a traineeship or
periods of apprenticeship in an occupation that may be regarded as practical prepar@iipilai®@d to the

actual pursuit of the occupation in question, providqdghabhp nesigshtas 37rgRRdgsE) @nditions

of genuine and effective activity as an employed person, for anda\m%raﬂ@ndgg%@mg@nployer
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The Court has stated that that conclusion cannot be invalidated by the fact that the productivity of the
person concerned is low, that he does not carry out full duties and that, accordingly, he works only a
small number of hours per week and thus receives limited remuneration (see, to that effect, inter alia,

judgments in Lawrie-Blum, 66/85, EU:C:1986:284, paragraphs 19 to 21; Bernini, C-3/90,
EU:C:1992:89, paragraphs 15 and 16; Kurz, C-188/00, EU:C:2002:694, paragraphs 33 and 34, and
Kranemann, C-109/04, EU:C:2005:187, paragraph 13).

51 In the second place, it is also clear from the Court’s case-law that neither the legal context of the
employment relationship under national law, in the framework of which the vocational training or
internship is carried out, nor the origin of the funds from which the person concerned is remunerated
and, in particular, in the present case, the funding of that remuneration through public grants, can have
any consequence in regard to whether or not the person is to be regarded as a worker (see, to that

effect, inter alia, judgments in Bettray, 344/87, EU:C:1989:226, paragraphs 15 and 16; Birden, C-1/97,
EU:C:1998:568, paragraph 28, and Kurz, C-188/00, EU:C:2002:694, point 34).

52 Accordingly, and in the light of the considerations set out, in particular, in paragraphs 33, 34 and 44 of
this judgment, the answer to the second question is that Article 1(1)(a) of Directive 98/59 must be
interpreted as meaning that it is necessary to regard as a worker for the purposes of that provision a
person, such as the one in question in the main proceedings, who, while not receiving remuneration
from his employer, performs real work within the undertaking in the context of a traineeship — with
financial support from, and the recognition of, the public authority responsible for the promotion of
employment — in order to acquire or improve skills or complete vocational training.

Costs

53 Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (First Chamber) hereby rules:

1. Article 1(1)(a) of Directive 98/59/EC of 20 July 1998, on the approximation of the laws of
the Member States relating to collective redundancies, must be interpreted as meaning that
it precludes a national law or practice that does not take into account, in the calculation
provided for by that provision of the number of workers employed, a member of the board
of directors of a capital company, such as the director in question in the main proceedings,
who performs his duties under the direction and subject to the supervision of another body
of that company, receives remuneration in return for the performance of his duties and
does not himself own any shares in the company.

2. Article 1(1)(a) of Directive 98/59 must be interpreted as meaning that it is necessary to
regard as a worker for the purposes of that provision a person, such as the one in question
in the main proceedings, who, while not receiving remuneration from his employer,
performs real work within the undertaking in the context of a traineeship — with financial
support from, and the recognition of, the public authority responsible for the promotion of
employment — in order to acquire or improve skills or complete vocational training,

[Signatures]
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§ 19. Erfindsrprinzip  Ann KraBer/Ann, Rn. 7-16
und Erfinderrecht Patentraecht
7. Aufiage 2016

II. Entstehung des Erfinderrechts. Rechtsnachkfolgs

1. Das Erfinderrecht entsteht durch den tatsdchiichen Vorgang
des Schafferns der Brfindung. Dieser ist stels das Werk eines
oder mehrerer Menschen., Auch  durch  den Einsalr
elektronischer Datenverarbeitungsaniagen komimen neus
technische Problemifisungen nur zustande, wenn Menschen die
Ardage i Hinblick auf sing solche Lisung gesielt einsetzen oder
zumindest die Brauchbarkelt eoinss von thr  susgegebsnen
Resultats als Lisung eines technischen Problems erkennen.” By
mag sein, dass solches Handeln Gber das dem Fachmann
Geldufige oft  nicht  hinsusgeht; dann kommt  mangels
erfinderischer Tatigkeit Patentschutz iy die  mittels  des
Computars erarbeitete Lésung ohneshin nicht in Betracht. Dis
Maglichkelt des Einsatzes von Datenverarbeitungsaniagen macht
heute wohl manche Problemnidsung zu einer naheliegenden, die
unter friheren Verhdltnissen als erfinderisch hitte gelten kiinnen.
Eben deshalb bedarf es, wenn mittels Computers nicht
nahelisgende Lésungen gefunden werden sollen, in erheblichem
Umfang menschiicher Geistestitigkeit, Wo auf solchem Weg sine
schutzwiirdige Erfindung zustande kommt, ist der Computer stets
nuyr Hilfsmittel des Brfinders, nicht aber selbst Erfindear™.

2. Das Erfinderrecht entsteht, sohald eine patentierbare oder
gebrauchsmusterfahige: Erfindung im fréher erl8uterten Sinne
{vgl. oben § 13 Rn. 21) fertig ist.” Bs enthdlt, wenn die Erfindung
die Voraussetzungen sowoch! fir FPatent- als auch fr
Gebrauchsmusterschuty erfiilly, 8ls  vermédgensrechtlichen
Bestandiell das Recht zuf das Patent und das Recht auf das
Gebrauchsmuster, andernfalis j& nach Sachiage nur eines ven
beiden, I Ubrigen richten sich aber Entstehung und Zuordnung
dimser Rechte nach den gleichen HRegein. Deshalb genight es
insowelt, das Recht auf das Patent zu nennsn, chne auch das
Recht auf das Gebrauchsmuster ausdriicklich zu erwdhnen.

3. Praktische Bedeutung eriangt das Erfinderrechi allerdings erst,
wenn die Erfindung durch irgendeine Mittellung oder kirperiiche
Wisdergabe veriauthart ist, dig die technische
Hendlungsanweisung, chne sie der Offentlichkeit zuginglich zu
machen {vgl unten § 18 Rna. 36}, fir einen Fachmann
erkennbar werden l8sst® und damit die Erfindung zu sinem
unabhdngiy von threm Urheber axistenzfdhigen Immaterialgut
macht, Erst die Verlautharung ermdaglicht es, dass anders als der
Erfinder auf die Erfindung sinwirken, insbesondere sie benutzen,
weitargeben, rum Schutz anmelden usw, Solange sis ~ was bel
einer fertigen Erfindung sslten sein wird - allein im Kopf des
Erfinders vorhanden ist, droht ihr schon faktisch kein framder
Zugriff, Dennoch empfighlt es sich nicht, als Entstehungsasitpunkt
des Erfindarrechts dis Verlautbarung anzusehen;!? sie aktualisiart
lediglich das Bedirfnls fiir sine individuelle Ruordnung der
Erfindung; dagegen liegt im Schaffen der Erfindung der innere
Grund, der eine solche Zusrdnung erst rechifertigt. Nimmt man
demgerndB die Fertigstellung der Erfindung als Jeitpunkt der
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1L, Entstehung des Erfinderrechts. Rechisnachfolge - beck-online

Habilitationsschriften)  Erfindungen, die sle bei lhrer Arbeit
machen, nicht an die Hochschule oder {gar!) ihre Bebtrsusr
Ubertragen missen, ist evident, well sin Betreuungsverhdiinis fir
aing ;s;:iche Ubertraguny  keinen  zursichenden  Rechtsgrund
biidet.

Bine Ubertragungsverpflichtung &ndert als solche noch nichts
daran, dass das Recht auf das Patent beim Erfinder legt. Es
wechselt seinen Inhaber arst, weann die Verpflichtung durch das
Verfligunasgeschaft der Ubertragung erflilt wird, Soll der
Gldubiger des Ubertragungsanspruchs stiivker gesichert werden,
kann sine Voraustbertragung erfolgen.’® Sie st wirksam, wenn
die Friindung{en}, auf die sle sich bezisht, eindeutig bestimmbar
ist {sind): Im Jeitbunkt der Fertigsteliung siner Erfindung muss
zweifelsfrei gesagt werden kdnnen, ob  sie wvon  der
Vorausiitbertragung erfasst wird, Triflt dies z2u, geht das Recht auf
das Patent sogleich nach seiner Entstehung auf den Erwerber
Gber; doch ndert die Vorausiberiragung nichts daran, dass es
zundchst in der Person des Erfinders enisteht,

7. Da das Recht an der Erfindung unabhingig davon entsteht, ob
digse die matsriglien Petentertsilungsvoraussetzungsn  erfilly,
bestehan Erfinderrechte an elner Erfindung grusdsitziich
auch, wenn diese nicht schutefihig st,Y - unabhiingig
davon, ob dies im amtlichen Prifungsverfahren fastgestelit wird,
gb das Patent durch Verzicht wegiBllt oder ob es erfoigreich
nichtig geldagt wird. Das muss so sein, denn Grundiage des
Erfindarrachts st allein die schipferische Tat des Erfinders, nicht
die Anmeldung oder Brteifung eines Schutzrechts. 'S

Weil die reinen Erfinderrechte - Befugnis FUY
Schutzrachisanmaldung der Brfindunyg, Befugnis zur Inhaberschait
am erteilten Bchutzrecht und Recht auf Erfindernennung - sich
von den Rechten unterscheiden, die dis Schutzrechtserteilung
vermitislt, und weil die Schulwrechiserteiiung sogar dann eing
nutzbare {faktische) Verzugsstellung vermittel, wenn das
Schutzrecht spdter mit Wirkung ey furde wegfdlit, kinnen die
Vortelle von Benutzungshandiungen, die ohne Rechisgrund am
Erfinderrecht  oder an dieser faklischen Vorzugsstellung
vorgenommen werden, nicht dem Nutzer verblsiben, sondemn
kann der Efinder sie nach den ERegeln dber die
Eingriffekondiktion herausverlangen,’®

ig

i5

is

Sette 3von 4

7 Zur Problematik der ,Computererfindung” vgl. Volmer, Mitt., 1971, 256-264; Zivse,

Mitt. 1972, 41-44; Benkard/Melullis, § 6 PatG Rn. 3af.
8 wgl. Hellebrand, 1551

% ygl, BGH 10.11.1970 WiildbiBverhinderung GRUR 1571, 218, 2131
8 S aber Benkard/Mefullis, § 6 PatG Rn. 7; Schulte/Moufang, § 6 Rn. 11; BussefKeu-

kenschrifver, § 6 PatG Bn. 17.
o as gt auch for das BRU, vgl. Heath, Art, 60 Ra. S
2 yal, Wlrich, 99T, 3023 f.; ders., ZHR 148 {1982) 410, 433 ff,

B ygl BGEH 16.11.1954, GRUR 1955, 286, 289; fernar BGH 22.10.1964 Schellenrai-
bungskupplung GRUR 1965, 302, 3041,; OLG Disseldorf 10.6.193% GRUR 2000, 49; zu

Erfindungen von Organpearsonen s. unten § 21 Rn. 34,
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Certified varlisl franslstion from German

i Establishment of inveniors right. Legal succassion - beck-online Pagel of 2
Section 18, Firstto-iwvent principle Al Kraferann, Translation of
and invenior's right Patent law margingl nos. 7, 10

il. Establishment of inventor’s right. Legal succession

1. The inventor's right is established by the aclual process of creating the invention, 7
This always is the achisvement of one or several human beingis]. Even when
slectronic data processing squipment is used, new technical solutions are only
achieved ¥ humans use the eguipment in alargeted manner with respect to such a
solution or al least recognize that one of the oulpuls may be ussd o solve a
iechnical problem.” it is possible that such activitiss often do not exceed what the
parson skilled in the art is familiar with; in such cases, palent protection for the
solution developed by means of the computer is oul of the question anyway dus lo
a lack of inventive siep. The possibilily of using dala processing souipment sesms
to tumn some solutions that could have besn considered invantive under former
circumsbancss info olwious ongs. Therefore, human mental activily is required fo 8
considsrable exlent when non-obvious solutions are 1o be found by means of 3
computer. Whenever an invention worthy of protection is achieved inthis way, the

compuier alwaysonly is atool of the Inventor, not the “inventor” as such.

4. Craaling an invention is an act causing legal conssquences indspendent of 10
the intent of the person acting, not & lagal transaction. H does not require legal
gapacily.. Even parsons without legal capacity of with a mited legal capacity
acquire an Imvenior’s fght when creatling an invention. The involvement of a2 legal
repraseniative is not reguired in any way. Since the inventive activity is not a legal
fransaction, no represeniation takes place. An altiibution of actual conduct by third
parties, which takes plade in Ssclions 31 and 8588 German Civil Code (BGB) and in
the processing provisions in the context of Section 850 Gearman Civil Code, does
niot exist either in this case. This means that new inventors’ rights can only arise in
the form of righits of natursl persons, more specifically of those who actuslly
created the invention, not of others on behalf of whom they took action i
whichever capacity.’ In parlicular, the notion of “service inventions” which cannot

7 Regarding the problematic naturs of “camputer inventions”, ses Voimer, notice 1871, 255-264; Zipse. natics 1972E41ﬁ44;.
BenkhardMslullis, Sec. § Pal0 margingl no. 3a f. xhibit 19
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il. Establishment of inventor's right. Legal succession - beck-online Pagez of 2

be altributed to any human baing as an individual performance which means that it
is the owner of the company (so possibly even a legal person) that has the right to
them from the outset, is irreconcilable with the firsi-to-invent principle.

“This also applies to EPC, of. Heath, Art. 80 marginal nos. 6 at seqq.

As an knglish translator duly appointed and sworn by the Regional Court of
Munich |, | cerlify that, o the best of my knowledge and belief, the above
transiation is g true and corect franslation of the German document
presented o me.

Munich, February 25, 2019
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IP Assignment Clauses in
International Employment Contracts

Daniel Hoppe-Janisch'

The world 1s growing together and keeps getting more complicated
every day. Multinational corporations have worldwide operations in a
variety of business segments. They employ a large number of
employees in a growing number of countries. There are companies
that have offices in almost every country of the world nowadays.

Managing large numbers of employees in an international context can
be a real challenge, particularly when a consistent and uniform
handling of employees and their employment contracts is required
across the corporation globally. Subtleties of local law also have to be
taken into consideration, from statutory requirements regarding
working time and vacation to regulatory requirements regarding
remuneration, just to name but a few.

One important aspect of employment contracts is the assignment of [P
rights to the employer. It goes without saying that the employer must
be entitled to use the employees’ work product. However, how this
can be effected in various jurisdictions is not obvious in many cases.
In this article, we touch on only some of the important points in a .
Specific IP assignment agreements will need to be assessed on a case-
by-case basis.

1 The author would like to thank Ms. Alice Pasch, White & Case Hamburg, Ms. Clara Hainsdorf, White & Case Paris,
and Ms. Sarah Taylor and Mr. John Benjamin, White & Case London, for their generous contributions and their
review of the article. Also, the author would like to thank Mr. Don Dowling, KL Gates New York, who came up with
the idea for this article.
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1. Introduction

The complexity of IP assignment clauses becomes clearer if one takes
into account that IP rights are mainly territorial rights; legal
relationships to these IP rights are therefore mainly shaped by national
laws.

For these reasons, it will not be possible to use a US standard IP
assignment clause for employees in Europe. A number of topics have
to be addressed regarding such IP assignment clauses. The following
remarks are designed to point out the considerations which employers
will need to bear in mind when implementing IP assignment clauses in
Germany, UK and France.

- The first question which comes to mind is the question of who
initially owns the rights in intellectual creations made by employees
during the course of their employment and how these rights, if
necessary, are assigned to the employer. This includes the question
which limitations to such assignments exist and how such
limitations could possibly be circumvented.

- The second question which is always related to IP assignment
clauses is the question of remuneration. This covers in particular
whether an additional payment has to be made to employees by way
of consideration for the attribution or assignment of IP rights.

- The third main question is whether and to what extent the parties to
the employment contract are subject to other obligations such as
obligations to apply for a registration of IP rights or obligations to
support the other party in PTO proceedings.

Even though all these questions are pressing, it 1s difficult to find
comprehensive guidelines which address such matters. This stems,
inter alia, from the fact that some IP-related statutory provisions have
been drafted rather vaguely and are often therefore difficult to
interpret. There is partly also a lack of clarifying and/or consistent
case law. Further employment law also needs to be considered when
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dealing with IP assignments in employment contracts, in particular
since very broad IP clauses can be problematic from an employment
law perspective. One also needs to keep in mind that a contractual
agreement will be declared invalid if it contravenes the general
principle of good faith.

2.  Who owns IP rights and how can such rights be
assigned to the employer?

In the context of an international employment contract, a distinction
should be made between patents or rights to inventions and copyrights
on the one hand and other intellectual property rights on the other
hand. This is due to the specific treatment which inventions and
copyright protected works are given in various jurisdictions. The
special treatment of copyrights, for instance, is based on the strong
manifestation of moral rights in European copyright law. With other
IP rights, there are mostly no legal provisions that prohibit an
assignment or make a payment of additional compensation mandatory.

2.1 Inventions

The term “invention” includes technical inventions within the
meaning of Art. 1(2) of the Paris Convention for the Protection of
Industrial Property. It also includes developments which are eligible
for protection by patent or utility models.

The legal relationship between employer and employee with regards
to inventions is strongly influenced by national laws.

(a)  Germany

The basic rule under German law is very similar to US law: An
inventor initially owns the invention and the associated rights to it by
virtue of the act of creation i.e. as a matter of an inventor’s natural
right. This basic rule also applies in connection with employee-made
inventions; the employee is the first owner of all rights connected to
the invention.
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It 1s important to note that German law does not share US patent law’s
concept of shop rights or hired-to-invent. However, there are
provisions under German law that are not so different from these
doctrines.

The transfer of the rights in employee-made inventions to the
employer is most peculiar in Germany. An advance assignment is not
possible. Freedom of contract is generally very limited when it comes
to inventions made by employees during their employment. The
reason for this is that the German Act on Employee Inventions
(Arbeitnehmererfindungsgesetz — ArbE(G) lays down detailed and
mostly mandatory provisions that leave little room for individual
agreements.

1) German employee invention law  distinguishes between
employment-related inventions and free inventions.

All inventions which either result from the employee performing
his or her duties or are significantly dependent on the company’s
experience or works are considered employment-related inventions.
Rights to employment-related inventions originally belong to the
employee. However, employers are entitled to claim the transfer of
these rights to them.

2) German law requires the employee to notify the employer of the
created invention in writing. The employer then has the right to
claim the invention within a period of four months. Due to some
recent changes in the law, the transfer of the invention to the
employer takes place automatically unless the employer expressly
rejects the invention within this time limit in writing,.

For employers, this may seem convenient because the employer
then does not have to ensure a timely transfer of the invention.
However, it should be pointed out that a number of obligations are
created as soon as the employee notifies the employer about an
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invention, for example, the employer’s obligation to apply for a
patent or utility model.

3) Inventions which are not employment-related inventions are free.
This means that the employee may freely decide whether he or she
assigns the rights to the employer or not. Nonetheless, the employee
has to communicate such inventions to the employer unless the
invention obviously cannot be used in the employer’s business. The
rationale behind this obligation is to enable the employer to assess
whether the invention is an employment-related invention or a free
invention.

The employee’s freedom to dispose of free inventions is subject to
an important restriction: Before the employee exploits the invention
elsewhere, he or she is obliged to offer the employer a non-
exclusive right of use on reasonable terms, provided the invention
can be used in the employer’s business.

4) In the context of international [P assignment agreements it is
important to note that it is not possible to contractually deviate from
the statutory rules to the disadvantage of the employee before a
particular invention has been disclosed to the employer. This means
that an employment contract cannot contain stipulations which —
compared to the statutory provisions of German employee invention
law — disadvantage the employee. Therefore, an IP clause will be
void if it is designed to have the employee assign all rights in future
inventions to their employer, regardless of whether the clause is
supposed to apply to free inventions or to employment-related
inventions.

5) The German Act on Employee Inventions prohibits all contractual
agreements which deviate from the Act in favor of the employer if
these agreements are related to future employee inventions. Rights
in employee inventions can especially not be pre-assigned in the
employment contract. This restriction on contractual freedom
cannot be avoided by use of a non-German governing law clause
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because German courts consider the German employee invention
law as mandatory. According to Art. 8 (1) Rome-I Regulation a law
clause must not result in that mandatory provisions of the national
law are derogated.

(b)  United Kingdom
The situation differs significantly from the above in the UK.

The UK Patents Act comprises specific regulations for employee
inventions.

1) In contrast to German and US law, under UK law the rights in
employment-related inventions belong to the employer from the
outset. This means that the employer does not need to claim an
employment-related invention in order to acquire the associated
rights. Thus, an advance assignment clause is not necessary.

2) With respect to non-employment-related inventions, UK law
resembles German law in that such inventions belong to the
employee and the associated rights cannot be assigned to the
employer prior to the invention’s creation. This means that an
assignment clause in the employment contract would be
unenforceable as far as it concerns non-employment-related
inventions in terms of the UK Patents Act.

3) The UK Patents Act does not require the employee to offer the
employer a non-employment-related invention. This means that the
employer may typically, not force the employee to assign or license
the associated rights. However, such an obligation might arise from
general employment law considerations, in particular from the
employee’s duties of loyalty and confidentiality to the employer.

(c) France

In France, the statutory provisions contained in Article L.611-7 of the
French Intellectual Property Code concerning employee inventions
distinguish three types of employee inventions, namely inventions
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under mission, employment-related inventions beyond mission and
free inventions.

1) Inventions under mission can be characterized by the act that an
employee creates them (i) pursuant to an employment contract
which stipulates an inventive mission as the employee’s usual work
task; or (i1) while performing research tasks according to the
employer’s directions. The rights in inventions under mission
automatically vest in the employer so that there is no need for an
assignment clause, either in advance of the invention’s creation or
subsequent to it.

2) Employment-related inventions beyond mission are inventions
which the employee does not create within the scope of his or her
inventive mission but still relate to the employer’s business or the
employee’s function within the employer’s business, e.g. because
they were made by using specific in-house technologies or
processes.

The rights in employee inventions beyond mission belong to the
employee; however, the employer enjoys the right to have them
assigned in whole or in part. There is a deadline of four months
from the day of notification to claim the invention.

3) All other inventions are free which means that the rights in these
inventions remain with the employee. The employer cannot demand
their transfer.

4) According to French law, the statutory provisions in relation to
employee inventions apply unless the parties agree upon something
more favorable to the employee. Therefore, a clause by which the
employee assigns to the employer all rights in future employment-
related inventions beyond mission or free inventions will not be
enforceable. The same applies to clauses by which employees
commit themselves to assign the rights as soon as they have created
an invention.
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(d)  Preliminary result

It shows that the assignment of rights to employee-made inventions is
particularly difficult in Germany and in France. Even though these
jurisdictions provide for sufficient employer’s rights to claim all the
inventions needed for their business, an advance assignment is not
possible. Where an advance assignment is possible, namely with
regards to inventions under mission in France and employment-related
inventions in the UK, it i1s not necessary, because employers
automatically obtain the rights in these inventions by law.

2.2  Works protected by copyright

The situation differs significantly when it comes to copyright
protected works. With respect to inventions, employer and employee
are mainly bound by mandatory statutory provisions that leave little to
no room for divergent contractual agreements. By contrast in many
European jurisdictions it may be possible to establish individual
provisions relating to copyrights in the employment contract.
Nonetheless, the parties to the employment contract need to be aware
of certain statutory rules when drafting copyright-related agreements.

Broadly speaking, copyright is an intellectual property right which
subsists in artistic, musical, literary and suchlike creations, provided
these creations meet certain criteria.

First of all, it should be pointed out that the Anglo-American
copyright system and the FEuropean copyright system differ
substantially from each other.

The Anglo-American copyright is an economic exploitation right; it
grants its holder — as the term suggests — the right to copy, to exploit
the creation. Copyright holder and work’s author do not necessarily
have to be identical; even though it is usually the author who first
owns the copyright in the work, it can be (pre-)assigned to other
individuals or legal entities.
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European copyright systems provide for a stronger connection
between the copyright and the author of the protected work. This
makes sense if one considers that even though the German
Urheberrecht or the French droit d’auteur are often translated as
copyright, the literal translation is author’s right. It comprises not only
proprietary rights but also moral rights. In many FEuropean
jurisdictions, only the proprietary rights are assignable; in others,
copyrights, including the proprietary rights, cannot be assigned at all
but authors may only grant others a license to exploit the protected
work. Moral rights are usually not assignable and can be waived only
to a limited extent.

Companies need to bear this in mind when they draft IP clauses. A
clause whereby the employee assigns the copyright in future works
might not be enforceable in jurisdictions where the assignment of
copyright is not possible. Moreover, especially in continental Europe,
employment contracts should include waivers of moral rights or,
where moral rights cannot be waived, determine restrictions on their
exercise as far as the respective law permits this.

(a) Germany

When employees create a copyright protected work, by nature of their
creation, they become the owner of the copyright. The employee
cannot transfer the copyright to the employer, because copyright is
non-assignable under German law.

Moreover, German copyright law does not know the concept of work
made for hire, under which the employer is deemed the author of a
work that an employee created within the scope of the employment
and therefore owns the copyright from the outset.

However, the employee can grant the employer various exploitation
rights, e.g. the right to reproduce the work or the right to distribute it.
Exploitation rights can be granted exclusively or non-exclusively. An
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exclusive exploitation right also excludes the author from using the
work.

Other than in case of employee inventions, copyright exploitation
rights can be granted with regard to future creations. In fact, German
courts even assume an implicit grant of certain essential exploitation
rights by virtue of the employment contract; naturally, this applies
only to such works which employees create within the scope of their
employment contract.

Nonetheless, employers should seek to obtain an express grant of
exploitation rights in their employment contracts. Such an IP clause
should not be worded vaguely. Rather the clause should exactly
specify to what extent exploitation rights are granted. Ideally, it should
name each type of exploitation that is supposed to be covered.
Otherwise, only those exploitation rights will be covered which
employers need in order to operate their usual business. Especially the
right to license or transfer the granted exploitation rights to third
parties is not always considered essential in order to conduct the
ordinary business activities. Thus, it should be expressly granted in the
employment contract. Furthermore, it is important to know that the
grant of rights in respect of as yet unknown types of exploitation must
be in writing and signed.

A special provision exists for employee-made computer programs: If
an employee creates software in the execution of his or her duties or
according to the employer’s instructions only the employer is entitled
to exercise the related proprietary rights. Thus, the employer is
granted comprehensive rights with respect to all forms of exploitation
by law. There is no need for a contractual agreement.

It should be noted that no insightful case law has been established
with regards to the question of whether and under which
circumstances an employee can validly commit themselves to offer
future non-work related creations to his or her employer. An IP clause
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which includes such works is exposed to the risk that a court will hold
it invalid or unenforceable.

Besides exploitation rights the German copyright includes moral
rights. These are the right to determine if, when and how the work
shall be published, the right to be recognized as the work’s author and
to be or not to be mentioned in publications and the right to prohibit a
distortion of the work.

Moral rights cannot be waived as such; however, to a certain degree,
employees may contractually commit themselves to not exercise them,
at least as far as the exercise would hinder the authorized commercial
exploitation of the work. Employers could, for instance, not exercise
their right to distribute the protected work if employees objected to
this by invoking their moral right to determine whether, when and
how the work is to be published.

(b)  United Kingdom

The basic rule concerning initial ownership of copyright is the same as
in the US: Authors initially own the copyright in their work. In certain
scenarios UK copyright law attributes authorship — which entails
copyright ownership — to certain individuals or legal entities, e.g. the
producer is deemed the author of a sound recording.

For employee-made copyright works UK law stipulates an exception
to this general rule: Where an employee creates a literary, dramatic,
musical or artistic work, or a film in the course of the employment, the
employer is the first owner of the copyright in the work Therefore, an
advance assignment in the employment contract is not necessary.
Computer programs count as literary works.

This exception provision may not be confused with the work made for
hire concept; while under the work made for hire doctrine the
employer is considered the author of a work, UK copyright law only
refers the copyright in the work to the employer; the employee is
nonetheless deemed the author.
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Besides economic exploitation rights, UK copyright law grants the
author of a copyright protected work certain moral rights, e.g. the right
to be identified as the author in publications of the work. Moral rights
are non-assignable. However, employees can waive them in advance
by an express statement in the employment contract. Such a waiver
must be in writing and signed.

Unlike with inventions, there is no statutory rule that prohibits the
advance assignment of copyrights in works that employees create
outside the scope of their employment. However, courts might
consider such an assignment unfair on the employee and therefore
declare a corresponding assignment clause void or unenforceable.

(c) France

With respect to the possible transfer of copyrights, French copyright
law provides for very strict provisions compared to other European
jurisdictions. Besides, it contains a lot of special regulations
concerning certain types of copyright protected works.

It parallels German copyright law in that the author of a work is
usually the original owner of the connected copyright. There are some
exceptions to this general rule, e.g. with respect to collective works
and employee-made computer programs. However, there is no
exception for other employee-made works such as a work made for
hire rule. Further, moral rights are not assignable but can only be
waived to a limited extent.

However, unlike in German law, the proprietary rights to copyright
protected works can actually be assigned to others.

In the context of employment contracts it must be noted that the
French Intellectual Property Code declares a global assignment of
future works void. What is meant by global assignment is not so
obvious. It definitely encompasses clauses that are designed to assign
to the employer all propriety rights to all future copyright protected
works that the employee will create in the course of the employment.
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Consequently, such broadly worded clauses in employment contracts
will be void. However, there have been cases where courts, for
instance, have upheld assignment clauses when it was possible to
individualize the assigned future works. It can be seen from this that
the determination of whether a particular assignment clause falls
within the scope of the provision highly depends on the deciding
court’s interpretation of the provision. Given this uncertainty,
assignment clauses that relate to future works are always at risk of
being void. It is more secure to have the employee assign the
proprietary rights on a case-by-case basis or at least upon creation of
the work.

French law requires assignment contracts to separately list each of the
proprietary rights that is supposed to be covered. Further, it must
precisely define the scope and purpose of the authorized exploitation
as for its duration and place. Only what is expressly agreed upon will
be transferred. General clauses that globally include al/l rights run the
risk of being invalid.

(d)  Preliminary result

With respect to copyright protected works the three jurisdictions
provide for quite different regulations. In the UK there is actually no
need for an assignment of copyrights to employment-related works,
whereas in France, employers cannot permissibly exploit a work
unless the employee contractually assigns the proprietary rights to
them, which is usually only possible once a work has been created. As
regards Germany, one needs to keep in mind that employees cannot
assign the copyright to works they create, but only grant their
employers exploitation rights. However, unlike in French law,
exploitation rights can be granted globally with respect to future
employment-related works.

In all three jurisdictions authors enjoy certain moral rights, which can
be contractually limited to a greater or lesser extent.
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3. Remuneration

Another crucial question is whether the employer has to make extra
payments for the transfer of rights to employee-made intellectual
creations.

3.1 Inventions
(a) Germany

According to German employee invention law, the employer has to
remunerate the employee — beyond the monthly salary — in return for
the rights to employee-made inventions.

When the employer has obtained the rights to an invention the parties
shall individually agree upon a reasonable compensation on the basis
of the invention’s economic value. Each party may demand an
adjustment if, at a later time, circumstances change which were
decisive for determining the amount of compensation.

Employees cannot validly waive their right to additional remuneration
in the employment contract, because the statutory provisions cannot
be modified to the employee’s disadvantage before a particular
invention has been communicated to the employer. Moreover, an P
clause that stipulates a certain lump sum as remuneration for the
transfer of rights over future inventions is void.

Only after the employee has informed the employer of a particular
invention the parties may deviate from the statutory rules. However,
such individual agreements are void if they are grossly unfair. In what
circumstances a contractual provision is considered grossly unfair
cannot be answered universally. Neither does the Act on Employee
Inventions specify the term, nor is there illuminating case law
concerning this matter. A remuneration agreement is or becomes
grossly unfair and thus void if the remuneration according to the
agreement is considerably lower than the remuneration the employee
could claim according to the statutory provisions. As a general rule it
can be said that this should be considered if the agreed remuneration 1s
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below 50% of the remuneration owed under the Act on Employee
Inventions. The real problems lie in this determination, where a lot of
difficult to evaluate factors have to be taken into account. Despite that,
a complete waiver of the right to additional compensation is not
grossly unfair per se, provided the employee 1s entirely aware of the
waiver’s consequences. However, since courts do not assume a will to
waive rights easily, complete waivers are rather exposed to the risk of
being considered as grossly unfair.

Many German companies have introduced so-called incentive systems
with which they offer the employee inventor a payment of a certain
lump sum instead of ongoing (e.g. annual) payments for a particular
invention. The offer is usually made when the employee reports the
invention. The amount usually depends on the invention’s estimated
economic value. While some incentive systems leave it at that, others
combine the payment of a lump sum with a waiver of several
employee rights, e.g. the above-mentioned right to an adjusted amount
of compensation. Even though employees are fiee to decide to be
compensated pursuant to the statutory provisions of the Act on
Employee Inventions instead, according to a recent survey, the
majority chooses to be remunerated according to their employer’s
incentive system.

(b)  United Kingdom

Under UK patent law the employee inventor is entitled to additional
compensation in exceptional circumstances only.

With regards to inventions which belong to the employer from the
outset, a court may — at its discretion — award the employee
compensation if a patent has been granted for the invention at issue
and the invention is of “outstanding benefit” to the employer. The law
does not define the meaning of “outstanding benefit”; the courts
demand a greater benefit than one would normally expect to arise
from an employee’s work, a benefit which is “more than significant”,
“out of the ordinary” or “something special”.
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With respect to free inventions, courts may award compensation if the
employee has assigned the rights in the invention or granted an
exclusive license to the employer, a patent has been obtained and the
consideration the employee received for the assignment or grant is
inadequate in relation to the employer’s benefit from the invention.

UK courts are rather reluctant to award compensation. This is due to
the difficulty of meeting the requirements for a successful
remuneration claim, especially the “outstanding benefit”, on the one
hand, and proving them on the other hand. To date, only one
successful compensation application has been made. Nonetheless, the
employee’s right to legally seek compensation cannot be excluded by
means of the employment contract. Accordingly, a clause with such
content would not be enforceable.

(c) France

The current legal situation in France is quite similar to the one in
Germany. As a rule, the employer has to remunerate employees in
return for the rights to their inventions. The employer cannot be
released from this obligation by way of the employment contract,
because only agreements that favor the employee more than the
statutory provisions are permissible.

The law expressly and unequivocally states the employee’s
entitlement to a “additional compensation” with respect to employee
inventions under mission and to a “fair price” with respect to
employment-related inventions beyond mission. With respect to
“additional compensation”, the French Intellectual Property Code
provides that the conditions under which an employee is entitled to
additional remuneration shall be determined by provisions in
collective bargaining agreements, company agreements and individual
employment contracts. In fact, some collective bargaining agreements
in France grant employees additional remuneration only if certain
requirements are met, e.g. if a patent has been filed or granted, the
employer actually exploits the invention and/or the invention is of
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exceptional interest to the company. However, some courts have
declared such provisions inapplicable. According to these courts, the
French Intellectual Property Code provides that additional
remuneration is mandatory in all circumstances; the law merely
permitted collective bargaining agreements, company agreements and
individual employment contracts to lay down rules for calculating the
amount of the compensation. Therefore, companies need to be aware
of the fact that a court might declare a clause invalid if it hinges the
employee’s entitlement to additional compensation on certain
requirements, Contractual provisions that specify methods of
calculating the compensation are, however, permissible unless they
contradict mandatory terms of collective bargaining agreements.

3.2 Works protected by copyright
(a) Germany

With respect to works that were created within the scope of the
employment contract, employees are in general not legally entitled to
additional remuneration. Consequently, an IP clause of such contents
will usually not evoke legal problems. Only if exploiting the work
brings the employer a profit in relation to which the monthly salary is
an inadequate reward, the employee may claim to be paid additional
compensation. An [P clause whereby the employee waives this right
will be void.

(b)  United Kingdom

As German law, UK law does not provide employees with a right to
additional compensation in return for the attribution of the copyright
in work-related creations to the employer.
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(c) France

French copyright law stipulates that the author who assigns
proprietary rights has to be remunerated proportional to the assignee’s
proceeds of exploiting the work. The law enumerates several cases in
which the remuneration can have the form of a lump sum instead of
profit-based royalties. However, there is no general exception for
employee-made copyright protected works. Consequently, employees
are entitled to a proportional share of the proceeds or, in case of one of
the enumerated exceptions, a lump sum for the assignment of
proprietary rights. Usually, an agreement according to which the
employer does not have to remunerate the employee for the
assignment of proprietary rights will be void. In addition, courts tend
to consider that additional remuneration for copyright, like additional
remuneration for inventions, should not be included in the employee
salary.

(d)  Preliminary result

Except for the UK, the employer must usually pay the employee an
additional compensation for the attribution or assignment of rights to
inventions. Normally, employees cannot waive their right to additional
remuneration at all; they can definitely not waive it in advance.

For the attribution of copyrights (UK), the transfer of proprietary
rights (France) or granting exploitation rights (Germany), however,
only French law requires an additional payment.
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4.  Other rights and obligations

Besides the questions of right’s ownership and additional
compensation, there are a couple of other issues that should be
addressed in the context of IP rights in employment relationships.

4.1 Reporting of intellectual creations

Without the information that an intellectual creation has been made
the employer cannot know about his or her rights to it. Such a
situation can only be avoided if employees have the duty to inform
their employer of intellectual creations they have made in the course
of their employment.

German and French employee invention laws stipulate the employee’s
obligation to immediately report a created invention to the employer.
This applies to employment-related as well as free inventions, because
the employer needs to be able to classify the invention in question.
The relevant laws also contain provisions as to the content of the
report (circumstances under which the invention was made,
description of the invention etc.) and the formalities that have to be
complied with. It should come as no surprise that in Germany, the
employment contract cannot validly stipulate stricter requirements
than the Act on Employee Inventions sets out because agreements that
disadvantage the employee are only permissible after a particular
invention has been reported to the employer.

In the UK, there is no statute that particularly mentions the
employee’s obligation to report inventions to the employer. However,
such an obligation is naturally implied by the statutory provisions that
vest the rights to employment-related inventions in the employer, or
by the employment relationship itself. Apart from this, the
employment contract may expressly stipulate the employee’s duty to
report inventions to the employer.

With other intellectual creations there are usually no statutory
provisions that stipulate an obligation to report. Such an obligation
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may be laid down by a clause in the employment contract. Otherwise,
it will in most cases be implied by virtue of the employment
relationship.

4.2 Registration of IP rights

As opposed to copyrights, intellectual property rights that serve to
protect an invention, most importantly patents need to be registered
with the competent authorities in order to come into existence. The
right to apply for and be granted a patent is in fact the most valuable
right connected to an invention.

As a general rule in European jurisdictions, the person or legal entity
that holds the rights to an invention is also the one that is entitled to
apply for and be granted a registered IP right for the invention at
question. In an employment context this means that only the employer
has the right to do so when he or she has acquired the rights to an
employee-made invention.

In this context, German employee invention law contains some
peculiarities.

As soon as the employee has reported an employment-related
invention to the employer, only the employer is entitled to apply for a
registration of IP rights in Germany, especially patents and utility
models. Thus an employer has the sole right to apply for a registered
IP right even before he or she claims the invention and thereby acquire
the connected rights. It needs to be noted that this only applies to
German IP rights; the right to apply for registered IP protection in
other states is only transferred to the employer when he or she claims
an invention.

The sole right to apply for a registered IP right in Germany is
accompanied by the obligation to apply for a domestic patent or utility
model. The employer must file the application without undue
hesitation. Again, it needs to be pointed out that this obligation arises
as soon as the invention is reported to the employer. Depending on the
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particular circumstances, an employer might be obliged to apply for a
German patent or utility model even before he or she has decided
whether or not to claim the invention.

The obligation to apply for a German patent or utility model lapses in
three scenarios. Firstly, if the employment-related invention has
become free due to the employers rejection of it. In this case all rights
connected with the invention belong ultimately to the employee.

Secondly, if legitimate interests of the company necessitate the
invention to be treated as a trade secret and the employer
acknowledges to the employee that the invention is capable of IP
protection.

Thirdly and most importantly in our context, the obligation to apply
for a German patent or utility model ceases if the employee has agreed
that no application is to be filed. However, employers cannot be
released from the obligation prior to the invention’s disclosure to
them. Therefore, a corresponding clause in the employment contract
will be void. In practice it is common that employees release their
employer from the obligation when they decide to be treated
according to their employer’s incentive system instead of according to
the statutory provisions of German employee invention law.

Only when the employer claims the invention, he or she also become
entitled — but not obliged — to apply for a registration of IP rights
abroad. However, the employee can permit the employer to do so
before claiming the invention. As with most individual agreements
concerning employee inventions, this i1s not possible in the
employment contract, but only after the invention has been reported to
the employer.

In the context of the registration of IP rights abroad the employer is
subject to a peculiar obligation: With respect to the countries for
which the employer does not desire to obtain registered IP rights, he
or she has to release the claimed invention to the employee so that the
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employee can apply for IP protection in these countries. At the
employee’s request, the employer has to support the employee in the
process of acquiring IP rights abroad. However, the employer can also
be released from this obligation, but only after the invention has been
reported. Many German companies also include the waiver of this
obligation in their incentive system.

There are no suchlike obligations laid down in UK and in French
employee invention law. This implies that employers may normally
freely decide whether or not to apply for a patent. In particular cases,
however, French and UK courts might find the employer nevertheless
to be obliged to apply for a patent or at least exploit the invention in
another way. This is conceivable in cases where the employee’s
entitlement to additional remuneration or the amount of the additional
remuneration depends on a patent or an actual exploitation of the
invention.

In Germany, the UK and France there are no legal provisions that
speak against clauses in the employment contract obliging the
employee to assist the employer in acquiring intellectual property
rights for creations that are attributed to the employer. The German
Act on Employee Inventions even stipulates that the employee, if
requested to do so, has to assist the employer in the application
proceedings and has to make the statements that are necessary in order
to acquire registered IP rights.

4.3 Confidentiality

Where the employer enjoys the rights to an employee-made
intellectual creation, it actually goes without saying that the employee
must not disclose the creation to third parties or the public. This
applies to both parties as long as the final attribution of the rights is
still in abeyance.

The German Act on Employee Inventions as well as the Act on Unfair
Competition and the French Decree on Employees’ Inventions
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expressly state such an obligation to confidentiality as regards
inventions.

Where there is no explicit statutory provision, the obligation to
confidentiality results from the employment relationship itself. There
is no need to expressly include it in the employment contract.
However, a suchlike clause will not cause validity issues.

German competition law, for example, even penalizes the violation of
the employee’s obligation to confidentiality.

5.  Conclusion and practical advice

European IP law, especially employee invention law, permits
individual agreements in employment contracts only to a limited
extent. Usually, it 1s not possible, in individual agreements, to deviate
from statutory provisions that are designed to protect employees. This
applies in particular to remuneration regulations with the consequence
that a waiver of statutory remuneration claims is rarely possible. Many
issues, particularly in respect of invention’s and copyright’s
ownership, are, however, sufficiently regulated by statute.

As was shown, the various IP rights are treated quite differently from
each another. For IP clauses in employment contracts it follows from
this that, first of all, employers should draw a clear distinction
between different types of IP rights in their employment contracts.

Further, it is advisable to use “staggered” IP clauses in order to absorb
the peculiarities of various jurisdictions. Such clauses will in
particular be useful to deal with jurisdictions where certain types of
assignments or restrictions of remuneration clauses are invalid or
unenforceable.
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&7 (d} Denn das Recht auf die Inanspruchnahme der Prioritdt ist jedenfalls durch rechisge-
sch&ftliche Vereinbarung 2wischen der Ericsson GmbH und dem Miterfinder Mayer Uber-
tragen worden.

§8 {(aa) Nach der Rechtsprechung des Bundesgerichtshofs richtet sich die Wirksamkeit einer
Ubertragung des Rechis auf Inanspruchnabme der Prioritdt einer Patentanmeldung ge-
manl Art. 33 Abs. 2 EGBGB nach dem Recht des Staates der Erstanmeidung {BGH, Urtsll
vom 16, Apri 2013 - X ZR 49/12, GRUR 2013, 712 Rn. 12 - Fehrrsugscheibs mwiN}. Yon
der nach Art. 33 Abs. 2 EGRGE zu beurteilenden Frage der Ubertragbarkeit und insowsit
gegebanenfalls geltender Form- und anderer Wirksamkeitserfordernisse ist jedoch dis
Frage zu unterscheiden, nach weichem Recht sich die Verpflichtungen zwischen altem
und neuem Rechisinhabar richten. Dhes ist jedenfalls fiF die Vereinbarung Gber die Ver-
pilichtung z2ur Ubertragung des Rechts auf Inanspruchnahme der Pricritdt {Verpflich-
tungsgeschaft) nach Art. 33 Abs. 1 BGRGB das jewsilige Vertragsstatut, Das Vertrags-
statut richtet sich aber wiedarum regeimasig nach dem Arbeitsstatut, wenn die Ubertra-
gung in Zusammenhang mit der Inanspruchnahme eingr Diensterfindung durch den Ae-
heitgeber steht.

&9 (bbb} Auz den von der Beklagten vorgelegten Unterlagen ergibt sich unter Berlcksichbi-
gung der Interesseniags dor Betelligien, dass der Miterfinder Meyver mit seiner damali-
gen Arbaitgebearin, der Ericsson GmbH, versinbart hat, digser sein Recht als Mitanmeldsr
der USamerikanischen Voranmeldung zur Inanspruchnshme dar Prioritdt aus dieser Vo-
ranmeldung zu Ghertragen.

FO o) Herr Meyer hat der Ericsson GmbH mit an sing Sachbearbeiterin aus der Patentabtel-
lung seinar Arbeitgeberin gerichteter E-Mail vormn 8, Januar 2008 die Nummer der USa-
rerikanischen Voranmeldung mitgeteilt. Diese Mitteilung war unter Berlicksichtigung
der Gesamiumstinde fir die Ericsson GmbH nicht nur als Wissensmittellung zu verste-
hen, sondern auch als Erkifrung ihres Arbeitnehmers, die Ubertragung des Prioritdts-
rechts der Veranmeldung auf die Ericsson GmbH flir den Fall anzubisten, dass diese -
wie ru erwarten stend - die Erfindung als Diensterfindung nach 88 5, 6 ArbEMfG aF in
Anspruch nehmen solite.

1 Diese Auslegung der abhgegebenen Erkifrung rechifertigt sich vor dem Hintergrund, dass
es der Ericsson GmbH oder der TLME nach dem seinerzeit geltenden USamaerikanischen
Recht nicht méglich gewesen wére, die Voranmeldung selbst einzureichen, da Patentan-
maidungan nur von dem oder den Erfindern selbst gsingersicht werden konnten, so dass
sich auch das Recht auf die Inenspruchnahme der Prioritdt der Voranmeldung nicht ori-
gindr zugunsten der Ericsson GmbH oder der TLME begrindan lie§, sondern as efnsr
Ubertragung dieses Rechts von den Erfindern und Anmeldern der Voranmeldung bedurf-
te, Teilte der Diensterfinder danach sainer Arbeitgeberin am 8, Januar 2008 die Nummaear
dar USamerikanischen Voranmeldung mit, war dies als Bekundung seiner Bereitschaft zu
varstehen, bal Inanspruchnahime der Erfindung alles Nétige und rechtlich Geschuldste zu
tun, um der Arbeitgeberin wirksame Nachanmeldungen der Srfindung zu ermdglichen,
Da dies inshesonders die Ubsertragung des Prioritétsrechts urnfasste, iag hierin das An-
gebat, inshesonders auch das aus der Voranmeldung hervorgegangens Prioritdtsrecht zu
(beriragen. Dies entsprach auch dem Interesse des Miterfinders, da das Prioritdtsrecht
nach eingr wirksamen Inanspruchnahme der Erfindung durch ssine Arbeitgeberin auf-
grund das damit bewirkten Ubergangs des Rechts an der Brfindung nicht mehr von dem
Diansterfinder setbst, sondern nur noch von seiner Arbeitgeberin (oder deren Konzerph-
mutter} als nunmehriger Inhaberin der Rechte an der Erfindung fir Nachanmeldungen in
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Anspruch genonmmen warden konnte. Im Gegenzug erdffriete sich der Diensterfinder mit
der Ubertragung des Prioritdtsrechts auf seine Arbeitgeberin die Aussicht, dass von die-
ser singereichte Nachanmeldungen sinen fir die Patentfahigkeit gegahenenfalls aus-
schiaggebenden bessaren Feitrang erhiclten und ihm dies im Rahmen des Vergitungs-
anspruchs nach § 2 ArbErfG zu Gute kommen wirde. Zugieich kam of damit seiner Ve
pflichtung nach § 15 Abs. 2 ArbErfG nach, die Fricsson GmbH als seina Arbeitgeberin auf
Verlangen belm Erwerb von Schutzrechten zu unterstitzen und die erforderlichen Eriia-
rungen abzugeben, wozu nach zutreffender Ansicht bel Voranmaldungen durch den ar-
beitnehmer auch die Zustimmung zur Ubertragung von Prioritatsrechten gehdrt (Barten-
bach/Volz, ArbErfG, 5. Aufl,, § 15 8n. 32; Rother in Reimer/Schade/Schippel, ArbEAG,
8. Aufl., B 1% Rn. 12).

F2 B) Das Angebot zur Ubertragung des Rechis auf die Inanspruchnahme der USamerikani-
schen Voranmelduny hat die Ericsson GmbH mit Inanspruchnahme der Erfindung als
Dienstarfindung mit Erklérung vom 28. Januar 2008 angenommen, dersn Zugang der
Miterfinder Meyer am &. Februar 2008 bestitigt hat (Anl DN3d). Zwar ist in der Erkis-
rung der Ericsson GmbH ausdrickiich nur von einer unbeschrénkten Inanspruchnahme
der Erfindung RLO polling for continuous transmission, B-number P25435 US1E® die
Rede, Mit Erwdhnung der USamearikanischen Voranmeldung 61/19746 komumt in der Br-
klgrung jedoch dariber hinaus zum Ausdruck, dass die Ericsson GmbH mit der unbe-
schrénkten Inanspruchnahme der Erfindung auch - ihrem wirtschaftlichen Intercsse ent-
sprechend - das Recht auf Inanspruchnahme der Prioritdt aus der Voranmeldung auf
sich (ibergehen lassen und entsprechend das hierauf gerichtete Angsbot ikres Arbeitneh-
maers gnnehmen wollte,

F3 (cc) Ob auch, wozu der Senat neigt, fir die mit dem kausalen Rechtsgeschaft zugleich
bewirkie Verfligung Gber des Recht auf Inanspruchnahme der Prioritst {Verfligungsge-
schaft) nach Art, 33 Abs. 1 EGBGB an das Vertragsstatut, hier also deutsches Recht, an-
zukniipfen ist oder an das Statut, dem das zu Gbertragende Recht untarliegt, bn Streit-
fall alzo USamerikanisches Recht, da die Ubertragung des Rechis auf Inanspruchnahme
der Prioritét einer USamerikanischen Voranmeldung in Rede steht, kann offen bisiben.

74 o) Die Frage stellt sich, weil Art. 32 EGBGB nach Uberwiegender Ansicht 5o verstanden
wird, dass das fir die Ubertragung der Forderung erforderliche abstrakie Verfigungsge-
schaft einheitlich demn Statut der abgetretenen Forderung nach Art, 33 Abs, 2 EGBGE 2u
unterstelien ist, wahrend nach anderer Auffassung auch fiir das Verfigungsgeschift mit
Ausnahme der in Art. 33 Abs. 2 EGBGB genannten Aspekte einheitlich an das Statut
nach Art. 32 Abs. 1 EGBGB anzukniipfen ist, dem die Versinbarung tber die Verpflich-
tung zur Ubsriragung der Forderung unterfiegt, was im Waesentlichen der sait dem 17,
Dezember 2009 an die Steile des Art, 33 EGBGB getretenen Regelung in Art. 14 Rom-1-
VO unter Berlcksichtigung auch der Erlduterungen in Erwdgungsgrund 38 Rom-1-vO
entspricht {vgl, dazu etwa Bamberger/Roth/Spickhoff, 3. Aufl. {2012), Art. 14 Rom-I-VO
R, 2 ff.; MOKo-BGB/Martivy, 7. Aufl. {2018), Art, 14 Rom-I-VO Rn., 25; Palandt/Thorn,
77. Aufl. (3018), Art. 14 Rom-I-V0 Rn. 3; Staudinger/Hausmann, Neubsarb. 2016, Art.
11-29 Rom-I-V0 Rn. & i, jeweils mit weiteren Nachweisen).

7% B} Sie kann im Streitfall aber offen blaiben, weil sowehi bel Anwendung des Statuts des
Prioritétsrechts (USamerikanischen Rechts) als auch bel Anwendung des Vertragsstatuts
{deutschan Rechts) eine Vereinbarung zwischen dem Miterfinder Mever und der Ericsson
GmbH zustande gekommen ist.

¥6
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7i Such an interpretation of the declaration made is justified against the background that,
aogording to US legisletion applicable at the time, Ericsson GmbH or TLME would not have
been able to file the prior application itsell as patent applications could only be filed by the
inventor(s} themselves, which means that the right to daim the priorily of the prior application
originally could not be established to the benefit of Ericason GmbH or TLME but an
assignment by the inveniors/applicants of the prier application of such right was necessary.
Later, on January 5, 2008, the senvice inventor communicated the number of the prisy US
application to thelr employer; this was o be understond to be an sxpression of their
willingness 4o do sverything necessary and owed under the law 1o make valid iater
applications of the Invention possible for their emplover If the invention is claimed. Since this
specifically included the assignment of the right of prionty, this constituted the offer o
spacifically also assign the right of priority which had arisen from the prior spplication. it also
corresponded to the co-inventor's interest as, after an effective utilization of the Invention by
thelr employer, the right of priority could no longer be claimed by the service inventor
himself'herself, but only by their employer {or its parent company} as the new proprietor of the
rights to the invention for later applications because of the transfer of the right to the invantion
effacted by it In return, the prospect that later applications filed by the employer included a
muore favorable priority wiich might be decisive in tarms of patentabiiity and that this would
henefit the service inventor in the context of the claim for remuneration pursuant to Sec. 8
German Employee Inventor Act (ArbBrfG) presented fiself to the service inventor upon
assignment of the right of priorily o thelr emplover. Al the same time, the service inventor
fuifilled their obligation pursuant fo Sec. 15 (8) German Emplovee Inventor Act of supporting
Ericeson GmbH, their employer, in acquiring 1P righls and making the required declarations
upon reguest, which alse includes the consent o the assignment of rights of priority In case of
pricr applications by the employer, according to the correcl opinion {BarlenbachVVolz,
ArbErG, Bth edition, Sec. 18 marginal no, 32; Rother in Reimer/Schads/Schippal, ArbEHG,

8th adition, Sec. 15 marginal no. 12).

As an English translator duly appointed and sworn by the Regional Court of
Munich |, | certify that, to the best of my knowledge and belief, the above
fransiation is a true and comact transiation of the German document
presented o me.

Munich, February 25, 2010

L ( 3)(2)
“Rpphication §ig: éﬁ B8
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FEDERAL SUPREME COURT

ON BEHALF OF THE PEOPLE

JUDGEMENT

X ZR 14/17

Announced on: September 4th, 2018.

in the patent nullity case

FCJ, judgment of 4 September 2018 - X ZR 14/17 - Federal Patent Court

The X. The Civil Senate of the Federal Court of Justice has ruled based on the oral hearing
of 4. September 2018 by the Presiding Judge Prof. Dr. Meier-Beck, the Judges Dr.
Grabinski, Dr. Bacher and Hoffmann, and the Judge Dr. Marx

for justice:

Tenor:

The judgment of the 5th Senate (Invalidity Senate) of the Federal Patent Court of 20
September 2016 is amended in response to the defendant's appeal.

The European patent 2 229 744 is declared invalid with effect in the Federal Republic of
Germany to the extent that its subject-matter goes beyond the following patent claims 1
and 12, to which claims 2 to 11 and 13 to 15 refer:

»1. Method in a first node (110) for requesting a status report from a second node (120),
the first node (110) and the second node (120) both being comprised within a wireless
communication network (100), the status report comprising positive and/or negative
acknowledgement of data sent from the first node (110) to be received by the second
node (120), wherein the method comprises the steps of:

transmitting (306) a sequence of data units or data unit segments to be received by the
second node (120), the method further comprises the steps of:

counting (307) the number of transmitted data units and the number of transmitted data
bytes of the transmitted data units, requesting (310) a status report from the second
node (120) if the counted number of transmitted data units exceeds or equals a first
predefined value, or the counted number of transmitted data bytes of the transmit-ted
data units exceeds or equals a second predefined value and resetting both the coun-ted
number of transmitted data units and the counted number of transmitted data bytes, if
the counted number of transmitted data units exceeds or equals the first prede-fined
value, or the counted number of transmitted data bytes units exceeds or equals the
second predefined value.

12. A first node (110) comprising an arrangement (400) for requesting a status report
from a second node (120), the first node (110) and the second node (120) both used for
a wireless communication network (100), the status report comprising positive and/or
negative acknowledgement of data sent from the first node (110) to be received by the
second node (120), wherein the arrangement (400) comprises:

a transmitter (406), adapted to transmit a sequence of data units or data unit segments
to be received by the second node (120), the arrangement (400) further comprises:
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a counting mechanism (407), adapted to count the number of transmitted data units and
the number of transmitted data bytes of the transmitted data units, a requesting unit
(410), adapted to request a status report from the second node (120) if the coun-ted
number of transmitted data units exceeds or equals a first predefined value, or the
counted number of transmitted data bytes of the transmitted data units exceeds or
equals a second predefined value, and a resetting unit (411, 412), adapted to reset the
counting mechanism thereby to reset both the counted number of transmitted data units
and the counted number of transmitted data bytes, if the counted number of transmit-
ted data units exceeds or equals the first predefined value, or if the counted number of
transmitted data bytes exceeds or equals the second predefined value.”

Dismisses the remainder of the action.

Orders the defendant to pay one quarter of the costs of the proceedings and the plaintiff
and its intervener to pay three quarters.

By law
Facts:

1 The defendant is the proprietor of the European patent 2 229 744 (patent in suit),
granted with effect in the Federal Republic of Germany, relating to a method and an
order in a radio communication network.

The patent in suit was filed on October 7, 2008, claiming the priority of a US patent
application filed on January 8, 2008.

2 The patent in suit comprises 15 patent claims. Claims 1 and 12, to which the following
patent claims are directly or indirectly related back, are as follows in the language of the
proceedings:

»L1. Method in a first node (110) for requesting a status report from a second node (120),
the first node (110) and the second node (120) both being comprised within a wireless
communication network (100), the status report comprising positive and/or negative
acknowledgement of data sent from the first node (110) to be received by the second
node (120), wherein the method comprises the steps of:

transmitting (306) a sequence of data units or data unit segments to be received by the
second node (120), the method further comprises the steps of:

counting (307) the number of transmitted data units and the number of transmitted data
bytes of the transmitted data units, and requesting (310) a status report from the
second node (120) if the counted number of transmitted data units exceeds or equals a
first predefined value, or the counted number of transmitted data bytes of the transmit-
ted data units exceeds or equals a second predefined value.”

12. A first node (110) comprising an arrangement (400) for requesting a status report
from a second node (120), the first node (110) and the second node (120) both used for
a wireless communication network (100), the status report comprising positive and/or
negative acknowledgement of data sent from the first node (110) to be received by the
second node (120), wherein the arrangement (400) comprises:

a transmitter (406), adapted to transmit a sequence of data units or data unit segments
to be received by the second node (120), the arrangement (400) further comprises:

a counting mechanism (407), adapted to count the number of transmitted data units and
the number of transmitted data bytes of the transmitted data units, and a re-questing
unit (410), adapted to request a status report from the second node (120) Exhibit 21
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the counted number of transmitted data units exceeds or equals a first predefined value,
or the counted number of transmitted data bytes of the transmitted data units exceeds
or equals a second predefined value."

3 The plaintiff and its intervener have argued that the subject-matter of the contested
patent is not patentable. The defendant defended the property right as granted and with
an auxiliary motion.

4 The Patent Court has declared the patent in suit invalid. The defendant's appeal, in
which it defends the patent in suit only with the auxiliary application filed in the first
instance as the main application, is opposed to this.

The plaintiff contests the appeal.

Reasons for decision:

5 The admissible appeal shall be successful to the extent last asserted.
I.

6 The patent in suit concerns a method and an order to request status reports in a wireless
communications network.

7 (1) According to the description of the patent in suit, the quality of communication in
such a network is subject to fluctuations for a variety of reasons. In particular, during
communication between two subscriber devices, such as a base station and a user
facility, referred to as nodes in the contested patent, sent data units such as protocol
data units (PDUs) may be distorted or not arrive at the recipient at all. It may therefore
be necessary to send such data units again. For this purpose, they must be buffered at
the transmitter in a retransmission buffer. Since the storage space available for this
purpose is limited, the sending node must at some point learn which stored data units it
must resend and which are no longer required. A status report is used for this, which the
receiving node sends back to the sending node. It can either acknowledge
(acknowledgment = ACK) or deny (NACK) the receipt of a data unit.

8 Such a status report can be triggered ("triggered") by either the sending or the receiving
node. The patent in suit describes that the Radio Link Control Protocol (RLC Protocol),
which belongs to the LTE standard (= 3GPP TS 36.322 Evolved Universal Terrestrial
Radio Access [E-ULTRA], Radio Link Control [RLC] protocol specification [Release 8],
NK4a), provides for a method in which the broadcaster sends a request (poll) for a
status report if certain criteria are met. Criteria for this are the sending of the last PDU in
a buffer or the expiration of a timer for resending a request if the receipt of the data unit
has not been confirmed by then. The criteria were suitable for bursty traffic. In the case
of continuous transmission, however, additional triggers would have to be considered.

9 As the patent specification further explains, a jam or a stalling can result both from the
fact that too many bytes are buffered and from too many data units. In the LTE standard,
the size of the data units is variable; it therefore does not correspond to a specific
number of bytes. Since the sender needs the sequence number to recognize whether it
has all the data units
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but the number of sequence numbers to be assigned is limited, a blockade can occur not
only because the buffered data exhausts the storage capacity, but also because it
prevents the re-allocation of the sequence of numbers. The limitation of the number of
data units or bytes stored up to a report request can be either counter or window based.
With a counter-based method, the number of transmitted data units or bytes is counted
and a poll bit is set after reaching a set number of the same. With a window-based
method, however, a status report is only requested if the number of sent but not yet
confirmed data units or bytes exceeds a certain number.

10 The patent specification criticises the fact that no known method takes account of the fact
that a blockade may sometimes occur both because of the limitation of storage space and
because of the sequence number limitation. However, the quality and capacity of a
network would be compromised by data loss and blockages as well as unnecessary status
reporting and data resending.

11 2. Against this background, the contested patent refers to the task of providing an
improved wireless communication system.

12 3. The invention solution protected by patent claim 1 - in the version last defended by
the defendant - can be structured as follows - in substantive agreement with the
judgment of the Patent Court:

1. proceedings
1.1 in a first node (110) for requesting a status report from a second node (120);

1.2 wherein the first node (110) and the second node (120) are both located in a
wireless communication network (100);

1.3 wherein the status report comprises positive or negative acknowledgement of data
to be sent from the first node (110) and received by the second node (120).

2. The method comprises the following steps:

2.1 transmitting (306) a sequence of data units or data unit segments to be received by
the second node (120);

2.2 Counting (307)

2.2.1 the number of data units transmitted and

2.2.2 the number of transmitted data bytes of the transmitted data units;
2.3 Requesting (310) a status report from the second node (120) when

2.3.1 the counted number of transmitted data units exceeds or corresponds to a first
predefined value; or

2.3.2 the counted number of transmitted data bytes of the transmitted data units
exceeds or corresponds to a second predefined value;

2.4 Resetting of both counters when

2.4.1 the counted number of transmitted data units exceeds or corresponds to the first
predefined value; or
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2.4.2 the counted number of transmitted data bytes exceeds or corresponds to the
second predefined value.

13 4. Claim 1 requires the following explanations:

14 (a) The term 'data bytes' used in characteristics 2.2.2, 2.3.2 and 2.4.2 (steps of counting,
requesting a status report and resetting both counters) is identical to the term 'bytes' also
used in the description. This results from the explanations given in the description of the
state of the art, the advantages of the doctrine in accordance with the invention and the
examples of execution in accordance with the invention, in which the terms "bytes" or
"data bytes" are used in connection with the features mentioned, without thereby
expressing a different meaning (cf. paragraphs 8 ff.; 16 ff.; 35 ff.; 63 ff.).

15 (b) Feature 2.3.2 provides that a status report is requested by the second node when
the counted number of transmitted data bytes of the transmitted data units exceeds or
corresponds to a second predefined value. This excludes a change in the counted
number of transmitted data bytes by subtracting the data bytes positive or negative
(ACK or NACK) of confirmed data units from the counted number of transmitted data
bytes of the transmitted data units, since this number would then no longer be decisive
for the request of the status report alone if a predefined threshold value is reached or
exceeded. Such an understanding is consistent with Feature 2.4.2, which links resetting
both counters to reaching or exceeding a predefined numerical value of transmitted data
units and alternatively to reaching or exceeding a predefined numerical value of
transmitted data bytes. It also corresponds to the counter-based technique described in
the patent specification, according to which the number of sent PDUs or bytes is counted
and the query is triggered when a preset number of PDUs or bytes has been sent, and is
thus distinct from the window-based technique, in which the query is triggered only
when the amount of sent but not yet confirmed data exceeds a certain number of PDUs
or bytes (cf. par. 9 f.).

16 c) By resetting both counters simultaneously with the request for the status report
(feature group 2.4), superfluous report requests are avoided by a single mechanism both
because of the sequence number limitation and because of the limited storage space, as
stated in the patent specification. By combining the two requirement criteria number of
data units sent and number of bytes sent, it is achieved that no request is unnecessarily
made on the basis of the first criterion, although such a request has only recently been
triggered by the other second criterion (paragraph 17). In addition, blockages due to
sequence number restrictions as well as lack of memory space are prevented (par. 18).

17 5. The Explanatory Notes to patent claim 1 shall apply mutatis mutandis to patent
claim 12,
I

18 The Patent Court denied the patentability of the subject-matter of the patent in suit and
essentially stated the following reasons:

19 The conference contribution Tdoc R2-073937 of the company ZTE, which was written in
October 2007 within the framework of a 3GPP standardisation working group dealing
with LTE (NK1), contains a compilation of proposals of participating companies.
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to request status reports between two specific LTE participants. The status report may
contain positive or negative acknowledgements of data packets sent by the sender.

20 In the NK1, the "Rel-6 Status reporting triggers.

with reference to the conference fee R2-074176 of NTT DoCoMo, Inc. (NK2), the general
counting of data units as the basis for a subsequent request for a status report is
revealed by determining (counting) the individually assigned number of each transmitted
data unit (PDU) in the sequence number space available therefor and, in the absence of
sequence numbers, detecting the corresponding data packets as not having been
received.

21 The Polling Trigger "Every Poll_PDU PDU" listed among others in Table 1 "Rel-6 Polling
triggers” also indicates a count of the data units provided as "Poll_PDU", which serve as
triggers for sending a status report after reaching a predefined value, documenting
missing data packets and initiating their retransmission. The fact that the polling trigger
"Every Poll_PDU PDU" was rejected by ZTE, as also noted in Table 1, and that the
decision proposal "No?." was also found there, did not imply any mandatory or already
made determination on the part of the 3GPP working group, since the document was
understood only as a basis for discussion and was not meant exhaustively.

22 In addition, from Motorola's predecessor document R2-073538 of the same 3GPP
working group of August 2007 (NK3), the expert was aware of the advantage of counting
the number of bytes of data packets sent, to which Table 3 'New polling triggers
proposed’ of the NK1 alsc refers the polling trigger 'Transmission of every N bytes data’
listed therein. If a predetermined byte value is exceeded, the status report is requested
by the sending network node from the receiver, thus preventing the data buffer from
overflowing.

23 In the run-up to NK1, the expert was thus already shown that a mere monitoring of the
sequence number space for data units, as in the UMTS standard in the LTE context, was
no longer sufficient to prevent a blockade of the communication system due to the now
variable data packet size. On the one hand, the expert will continue to use the PDU
counter already known to him from the UMTS standard, which occupies little storage
space in itself, since this can signal the absence of data units by means of sequence
number monitoring in a simple and proven manner, and on the other hand, due to the
variable PDU size in the LTE future, he will additionally ensure that data units requiring
very large storage space are protected by a byte counter. The fact that this approach
was not adopted in the standard does not prevent this, since not only technical-scientific,
but also economic and company policy factors could be of significance for the inclusion of
a functionality in a standard.

24 III. This assessment of the patentability of the invention does not stand up to review in
appeal proceedings to the extent of the patent in suit (former auxiliary application)
defended by the defendant alone.

25 1. the subject-matter of patent claim 1 is new in relation toc the NK1.

26 a) The ZTE contribution first lists "Polling and status reporting triggers” discussed in the
working group. The following is displayed next to the respective trigger-
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which of the parties are in favour of or against the inclusion of the trigger in the LTE
standard and which decision is likely to emerge thereafter. In a further part of NK1, ZTE
considers the selection of triggers with regard to reduced complexity and latency as well
as increased efficiency and reliability (reduced complexity, reduced latency, improved
efficiency and im-proved reliability) and, finally, six ZTE proposals for further
development.

27 b) As the Patent Court has correctly stated and as the defendant does not deny, features
1 to 2.1 are disclosed in the NK1.

28 c) Table 1 of the NK1 lists - among other triggers - the PDU counter-based trigger "Every
Poll_PDU PDU", which corresponds to characteristics 2.2.1 and 2.3.1. However, this
trigger is expressly rejected by ZTE and no other company supporting such a trigger is
mentioned. Instead, ZTE advocates a window-based PDU trigger. Whether a disclosure
of the aforementioned features can nevertheless be assumed appears doubtful, since
here it would be disregarded that the patent in suit precisely teaches a certain
combination of known triggers, but no final decision is required, because in any case
there is no disclosure of features 2.3, 2.3.2 and 2.4 in the NK1.

29 d) Table 3 of the NK1 lists the trigger "Transmission of every N bytes data" as a newly
proposed "Polling Trigger". NK1 refers in this respect to NK3, which comes from
Motorola, another company in the 3GPP working group. In the NK3 this trigger is defined
as follows (NK3, 2.2):

»The sender triggers the polling function for every N bytes of data transmitted which ha-
ven't been ACK/NACK vyet. The trigger aims at avoiding RLC buffer overflows. Note that
RLC PDU size is flexible in LTE system, so the byte based polling is more accurate in re-
flecting the potential buffer level than PDU or SDU counts.”

30 Accordingly, a status report should only be requested if the number of transmitted data
bytes of the transmitted data units (PDUs) that have not yet been confirmed positive or
negative (ACK/NACK) reaches or exceeds a predefined threshold value. This does not
meet the requirements of feature 2.3.2, which makes requesting a status report
dependent solely on the counted number of transmitted data bytes of the transmitted
data units exceeding or corresponding to a predefined value.

31 e) The NK1 further does not disclose that requesting a status report from the second
node is conditional upon the counted number of sent data units or the counted number
of sent data bytes of the sent data units reaching or exceeding a respective predefined
value. That would apply even if, contrary to the abovementioned assessment, it were
assumed in favour of the plaintiff that the trigger 'Every Poll_PDU PDU' listed in Table 1
of the NK1, together with several other triggers, reveals characteristics 2.2.1 and 2.3.1
and the trigger 'Transmission of every N bytes data' listed in Table 3 of the NKI1,
together with other triggers, reveals characteristics 2.2.2 and 2.3.2. Because even then,
the NK1 does not result in combining these two triggers as invented.

32 (f) Finally, the NK1 does not disclose to reset both counters if either of the two values
provided for in characteristics 2.4.1 or 2.4.2 has been reached or exceeded.

33
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2. Contrary to the assumption of the Patent Court, the doctrine resulted from patent
claim 1 for the person skilled in the art also not in an obvious way from the state of the
art.

34 a) It may be that it (in hindsight) only appears logical to avoid blockages of the data
buffer particularly efficiently by focusing on the combination of the two criteria "number
of sent data units" and "number of sent bytes" and resetting both counters
simultaneously. However, a corresponding suggestion is not to be found in any of the
three citations taken into account in the judgment of the Patent Court.

35 aa) This applies initially to NK1, from which there is already no suggestion to modify the
trigger "Transmission of every N bytes data" or another of the triggers listed in the
tables of NK1 in the sense of feature 2.3.2.

36 bb) In addition, although the NK1 names "Rel-6 Polling Trigger" in Table 1, the PDU
counter-based trigger "Every Poll_PDU PDU", and the trigger "Transmission of every N
bytes data" in Table 3, "New polling triggers proposed”, it does indicate a clear
preference for a window-based trigger (NK1, p. 1, Table 1; p. 4 under "improved effi-
ciency"), while the PDU counter-based trigger "Every Poll_PDU PDU" is rejected by the
authors of NK1 (ZTE) (NK1, p. 1, Table 1; p. 4 Proposal 1).

37 Accordingly, at no point in the NK1 is it even considered to combine the PDU counter-
based trigger "Every Poll_PDU PDU" with a byte counter-based trigger. On the contrary,
the "reduced complexity" aspect discussed under the heading "2.2 further
considerations”, according to which unnecessary options are to be eliminated, tends to
speak against combinations of several triggers. From the point of view of improved
reliability, only the combination of transmitter-side triggers with receiver-initiated status
reports is advocated. From the point of view of "impro-ved efficiency”, it is also stated
that studies have shown that recipient-initiated status reports are more efficient than
sender-initiated reports. In addition, window-based queries could be an efficient way to
trigger status reports. Accordingly, the expert was not prompted by NK1 to consider a
combination of the PDU- and byte counter-based triggers listed in Tables 1 and 3.

38 cc) Thus, the NK1 could not give rise to any suggestion to reset both counters if one of
the two prerequisites according to characteristics 2.4.1 or 2.4.2 has been fulfilled.

39 dd) A suggestion to supplement the method known from the NK1 in the sense of the
method according to the invention did not arise for the skilled person even if he included
the NK2 in his considerations.

40 The NK2Z, which originates from another company in the 3GPP working party (NTT
DoCoMo Inc.) other than the NK1, is based on the trigger 'Transmission of last data in
the buffer' (also considered by the patent in suit to be useful for intermittent data
transmission) and notes that a further transmitter-side trigger is required for continuous
data transmission. Of the four possible options (SDU-based polling, timer-based periodic
polling, PDU counter polling and window-based polling), the latter two are preferred as
efficient solutions.

41 The NK2 may thus, in contrast to the NK1, place the "PDU counter polling” on the same
level as the "window-based polling" with regard to its efficiency. A motif that combines
the PDU-based trigger with a byte-based trigger and, on reaching
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or if one of the two threshold values has already been exceeded, both counters are
reset, but this does not result in a reset.

42 ee) It finally did not result from NK3.

43 (1) As explained above, the transmitter-side trigger "Transmis-sion of every N bytes
data" disclosed in the NK3 does not comply with the requirements of feature 2.3.2. The
NK3, which proposes to the 3GPP working group that the above trigger be advantageous
together with other triggers, gives no reason to modify it in accordance with feature
2.3.2.

44 (2) In addition, NK3 merely proposes to combine the trigger "Transmission of every N
bytes data" with the periodically triggered transmitter-side trigger "Transmission of every
K TTIs", but not, as required by the invention, with a PDU counter-based trigger. A
suggestion to replace the periodic trigger "Transmission of every K TTIs" by another
trigger and in particular a PDU counter-based trigger from these two triggers does not
result from the NK3.

45 (3) Accordingly, there is no suggestion to reset both counters according to
characteristics 2.4.1 and 2.4.2.

IV,

46 The judgment of the Patent Court, to the extent still defended by the defendant, is not,
for any other reason, correct in its conclusion.

47 Irrespective of the question whether the subject-matter of patent claims 1 and 12 is
different from the technical specification belonging to the LTE standard '3GPP TS 36.322
V.8.1.0 (2008-03) - 3rd Generation Partnership Project; Technical Specification Group
Radio Access Network; Evolved Universal Terrestrial Radio Access (E-URTRA) Radio Link
Control (RLC) protocol specification (Release 8)" (NK4b) and the other LTE specifications
NK4c and NK4d would be new, the NK4b, NK4c and NK4d do not belong to the state of
the art with respect to the patent in suit because they were not granted until 17 January
2008. The patent in question claims - contrary to the plaintiff's view - the priority of US
patent application 61/19746 of 8 January 2008 (N4).

48 a) This initially applies in terms of content.

49 aa) According to the case law of the Federal Court of Justice, the subject-matter of the
claimed invention must be disclosed in the prior application as belonging to the invention
applied for (BGH, judgement of 11. September 2009 - X ZR 168/98, BGHZ 148, 383,
389 = GRUR 2002, 146 - Air distributor; judgment of 11 February 2014 - X ZR 107/12,
BGHZ 200, 63 marginal 23 = GRUR 2014, 542 marginal 21 - Communication channel;
see also EPO (GBK) GRUR Int. 2002, 80).

50 bb) The plaintiff argues that the "counting of sent data bytes" required in features 2.2.2,
2.3.2 and 2.4.2 of patent claim 1 and correspondingly in patent claim 12 is not disclosed
in the pre-announcement because there is only talk of "counting of sent bytes"
throughout. The plaintiff assumes that the term 'data bytes' refers only to ‘useful data’,
whereas the term 'bytes' includes not only useful data but also header bytes.
Accordingly, the counting of "the transmitted data bytes of the transmitted data units" is
not disclosed in the advance notification.

51 cc) This may not be joined.

52
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(1) As explained above, the notion of "data bytes" used in patent claims 1 and 12 and
in the description of the patent in suit does not differ from the notion of "bytes" also
used in the description of the patent in suit in relation to features 2.2.2, 2.3.2 and
2.4.2. Accordingly, there is no difference between the term "data bytes" used in patent
claims 1 and 12 and the term "bytes"” used in the preliminary application in connection
with the steps of counting, requesting and resetting the counters (see N4, p. 2, line 24
et seq.; p. 4, line 23 et seq.). Since the term "data bytes" used in the patent claim
does not differ from the term "bytes" used in the prior application, it is also disclosed
as belonging to the invention.

53 The question as to whether the terms "data bytes" and "bytes" (used identically in the
preliminary application and the patent in suit) refer to useful data or useful data and
header bytes, or whether another understanding is to be taken as a basis, does not need
to be assessed in the absence of relevance to the decision.

54 (2) The plaintiff's other objections that the pre-announcement does not generally
disclose first and second nodes, a wireless communications network, transmission and
counting of data units and data unit segments, and the request for a status report as
provided for in patent claims 1 and 12 are also unfounded.

55 According to the case-law of the Bundesgerichtshof (Federal Court of Justice), the
priority of a pre-announcement may be claimed if the technical instructions for the
skilled person described there on the basis of an example of implementation or in any
other way present themselves as a form of the more general technical doctrine described
in the pre-announcement and, in the general public revealed in the pre-announcement,
that doctrine can already be inferred from the pre-annocuncement as belonging to the
invention applied for (BGH, judgment of 11 September 2006 in the case law of the
Federal Court of Justice). February 2014 - X ZR 107/12, BGHZ 200, 63 marginal 23 =
GRUR 2014, 542 marginal 24 - Communication channel; see also BGH, judgment of 17
February 2015 - X ZR 161/12, GRUR 2015, 573 marginal 29 - Wound treatment
equipment; judgment of 7 November 2017 - X ZR 63/15, GRUR 2018, 175 marginal 30 -
Digital book).

56 The pre-announcement mentions the document "3GPP TS 36.322 Evolved Universal Ter-
restrial Radio Access (E-URTRA), Radio Link Control (RLC) Protocol Specification (Relea-se
8)" as the background to the invention and explains the method and application according
to the invention with regard to the LTE communication system described therein. The
person skilled in the art, however, is already aware of this from the introductory note to
the pre-announcement, in which it is pointed out that the invention refers to a method
and an application in a telecommunications system and in which the RLC polling for
continuous transmission is mentioned only as a "special case" of such a method or
application (N4, p. 1, para. 1). 1 under the heading "Method and Arrangement in a
Telecommunication System"), that the inventive method for requesting a status report
generally concerns communication between a first and a second node in a wireless
communication network and the application between "user equipments” (p. 4, line 10 ff.:
"UE") of the LTE communication system is to be understood only as a special application
case. In addition, the last sentence of the pre-announcement states that although the
invention was described for the LTE ("evolved UTRAN") communication system, similar
principles also apply to the UMTS ("UTRAN") communication system.
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if flexible RLC PDU sizes were introduced (N4, p. 6). From a technical point of view, this
reference should also be understood without further consideration to the effect that the
method and application in accordance with the invention refer to all suitable wireless
communication systems and in this respect also to the communication between two
nodes of such systems and not only to the LTE communication system and the "user
equipment” used by it.

57 Accordingly, it appears to the person skilled in the art that the counting of transmitted
"PDUs" explained in the pre-announcement in relation to the LTE communication system
also refers generally to the transmission and counting of data units or data unit
segments as provided for in patent claims 1 and 12. Nothing else applies to the request
for a status report, which is explained in the advance notification in relation to the LTE
communication system that a poll bit is set in the RLC header (N4, p. 1, line 16 et seq.).
This characteristic also reveals itself to the expert with regard to communication systems
that, according to the invention, a status report should be queried depending on the two
mechanisms mentioned in the summary (N4, p. 2, para. 2: "Summary") (counting the
number of PDUs or data units and counting the number of transmitted bytes).

58 (b) The plaintiff for the contested patent, Telefonaktiebolaget L M Ericsson (TLME), was
also entitled to claim the priority of US patent application 61/19746 of 8 January 2008
(N4). It is not the plaintiff for the pre-notification. However, as the legal successor to the
three plaintiffs for the preliminary application, Per Johan Torsner, Janne Pelsa and
Michael Meyer, it is entitled to claim priority (Article 87(1) EPC).

59 aa) The two plaintiffs Torsner and Pelsa have transferred their right of priority as a mere
form of general doctrine to TLME through legal agreements dated 5 and 9 August 2008
(Annexes DN3a and 3b). In so far as the plaintiff first of all denied with ignorance the
authenticity of the copies of the agreements submitted and the authenticity of the
signatures thereon, it did not come back to that in the appellate court and, on its own,
denied a transfer of the priority right of the third plaintiff Meyer to his employer, Ericsson
GmbH, and from that company to TLME.

60 bb) However, the right of priority has also been transferred to TLME in this respect.

61 (1) The priority right was transferred from the plaintiff Meyer to Ericsson GmbH by way
of a legal agreement between the two parties.

62 (a) While the case law and the literature in Germany and the Boards of Appeal of the
European Patent Office assume that the right of priority is to be qualified as an
independent right of property to claim pricrity, which can be transferred by the plaintiff
for the first application to a third party as successor in title (BPatG, judgment of 13 June
2001 in the case of the German Patent and Trademark Office), the right of priority is to
be qualified as an independent right of property to claim priority (BPatG, judgment of 13
December 2001 in the case of the German Patent and Trademark Office). January 1981 -
13 W (pat) 36/78, GRUR Int. 1982, 452, 453; OLG Dusseldorf, judgment of 6 December
2012 - 2 U 46/12, juris Rn. 44; Benkard/Grabinski, EPC, 2nd ed. (2012), Article 87(3);
Buses/Keuken-schrijver, PatG, 8th ed. (2016), § 40 marginal 10; Keukenschrijver, Mitt.
2001, 233, Schul-te/Moufang, PatG with EPC, 8th ed, § 41 para. 27; see also BGH, Urteil
vom 16. April 2013 - X ZR 49/12, GRUR 2013, 712 para. 11 - Fahrzeugscheibe; EPA
(TBK), Entscheidung vom 18. Juni 2015 - T 205/14, 3.3; Entscheidung vom [2009]19.
Juni 2015 - T 517/14, 2.4), sees the English case-law as a "successor in title" without
further ado
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to those to whom the rights to the invention have been transferred (High Court, Kitchin
J, EWHC 1304 (Pat) marginal 93 [2010]- Edwards Lifesciences AG/Cook Biotech Inc;
High Court, Arnold J, EWHC 1487 (Pat) marginal 58, 70 - KCI Licensing Inc/Smith &
Nephew Plc). The same applies according to the case law of the Swiss Federal Supreme
Court (BGE 42 II 400).

63 (b) Both views shall be held in cases where the right to the invention has been
transferred by legal agreement from the inventor and plaintiff of the first application to
the plaintiff of the second application after thefirst filing and before the filing of the
European subsequent application, as in the KCI Licensing Inc/Smith & Nephew Plc,
because even in the absence of an express agreement, the transfer agreement will
usually have to be interpreted according to general principles in such a way that the
rights to the invention are tacitly transferred together with the right to claim priority (cf.
e.g. BGH, GRUR 2013, 712 marginal 14 et seq. - vehicle window).

64 (c) However, in the event of a dispute, the rights of co-inventor Meyer to the invention
did not pass to Ericsson GmbH on the basis of a legal transaction agreement, but by
being claimed as an employee invention by means of a declaration received from Mr
Meyer on 6 February 2008. Whether the right of co-inventor Meyer to claim priority
from the US pre-announcement has also been transferred with this transfer does not
require a final decision in the event of a dispute.

65 (aa) German law shall apply to the transfer of the rights of the co-inventor Meyer to the
invention by claiming it as an employee invention. The rights and obligations arising from
a service invention shall be governed by the same law which is alsoc otherwise applicable
to the employment relationship between the employee inventor and the employer (OLG
Karlsruhe, judgment of 13 April 2018 - 6 U 161/16, GRUR 2018, 1030 marginal 23 = juris
marginal 145; Busse/Keukenschrijver, 8th ed. (2016) PatG, Einl ArbEG marginal 11;
MiKo-BGB/Drexl, 7th ed., 2018, IntImmGR marginal 204 f.; Staudinger/Fezer/Koos,
Neubearb. 2015, IntWirtschR marginal 1053; each on Art. 8 Rome I Regulation).
Accordingly, the effectiveness of claiming an invention as an employee invention is also
assessed according to the employment statute. As a claim declared in 2008 is at issue,
Art. 30 EGBGB applies. Since the employment relationship between Ericsson GmbH and
Mr Meyer, who was employed at the Herzogenrath location, was subject to German law,
the validity of Ericsson GmbH's claim to the invention also depends on this.

66 (bb) Under German law in force at the time, all rights to the invention are transferred by
operation of law to the employer upon receipt by the employee of the unrestricted
declaration of claim (§ 7 (1) ArbErfG aF). However, according to the case law of the
Federal Court of Justice, this does not apply to industrial property rights based on the
invention or to applications for industrial property rights of which the employee is the
owner at the time of the claim, since he does not hold such rights on the basis of the
right to the invention but on the basis of his position as plaintiff or patent holder
irrespective of his substantive justification (BGH, Judgment of 12 April 2011 - X ZR
72/10, GRUR 2011, 733 para. 31 - Initial Idea). Whether the right to claim priority under
Art. 87 EPC is nevertheless transferred to the employer when the employer claims an
employee invention can remain open in the event of a dispute.
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67 (d) In any event, the right to claim priority has been transferred by legal agreement
between Ericsson GmbH and the co-inventor Meyer.

68 (aa) According to the case-law of the Federal Court of Justice, the validity of a transfer of
the right to claim the priority of a patent application pursuant to Article 33(2) of the
Introductory Law to the Civil Code (Introductory Law to the German Civil Code) is
governed by the law of the State of the first filing (BGH, judgment of 16 April 2013 - X
ZR 49/12, GRUR 2013, 712 marginal 12 - Fahrzeugscheibe mwN). However, the
question of transferability to be assessed according to Art. 33 para. 2 EGBGB and any
applicable formal requirements and other requirements for effectiveness must be
distinguished from the question of which law governs the obligations between the old
and the new right holder. This is in any case the respective contract statute for the
agreement on the obligation to transfer the right to claim priority (obligation transaction)
according to Art. 33 para. 1 EGBGB. However, the contractual statute is again regularly
governed by the employment statute if the transfer is related to the employer's claim to
a service invention.

69 (bb) It follows from the documents submitted by the defendant, taking into accountthe
interests of the parties involved, that the co-inventor Meyer has agreed with his then
employer, Ericsson GmbH, to transfer his right as co-announcer of the US American pre-
announcement to claim priority from this pre-announcement.

70 a) Mr Meyer informed Ericsson GmbH of the number of the US-American pre-
announcement by e-mail dated 8 January 2008 addressed to a clerk in the patent
department of his employer. Taking into account the overall circumstances for Ericsson
GmbH, this communication was to be understcod not only as a communication of
knowledge but also as a declaration by its employee to offer to transfer the priority right
of the prior application to Ericsson GmbH in the event that Ericsson GmbH - as was to be
expected - claimed the invention as a service invention pursuant to Sections 5 and 6
ArbErfG aF.

71 That interpretation of the statement made is justified in the light of the fact that, under
US law in force at the time, Ericsson GmbH or TLME would not have been able to file the
prior application itself, since patent applications could be filed only by the inventor or
inventors themselves, so that the right to claim the priority of the prior application could
not be established originally in favour of Ericsson GmbH or TLME either, but required a
transfer of that right from the inventors and plaintiffs of the prior application. If the
service inventor then informed his employer on 8 January 2008 of the number of the US
advance application, this was to be understood as an expression of his willingness to do
everything necessary and legally owed when claiming the invention in order to enable the
employer to file effective subsequent applications for the invention. Since this included in
particular the transfer of the right of priority, this included the offer to transfer in
particular also the right of priority resulting from the pre-announcement. This was also in
the interest of the co-inventor, since the priority right, after an effective claim to the
invention by his employer, would no longer be held by the service inventor himself, but
only by his employer (or its parent company) as the current owner of the rights to the
invention for subsequent applications in
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could be claimed. In return, with the transfer of the right of priority to his employer, the
service inventor opened up the prospect that subsequent applications filed by his
employer would be given a better priority, which might be decisive for patentability, and
that this would benefit him within the scope of the remuneration claim under Section 9
ArbErfG. At the same time, it complied with its obligation under Section 15(2) ArbErG to
assist Ericsson GmbH, as its employer, on request in acquiring industrial property rights
and to make the necessary declarations, including, in the case of prior notifications by
the employee, consent to the transfer of priority rights (Barten-bach/Volz, ArbErfG, 5th
ed., Section 15 para. 32; Rother in Reimer/Schade/Schippel, ArbErfG, 8th ed., Section
15 para. 12).

72 B) Ericsson GmbH accepted the offer to transfer the right to claim the US American pre-
announcement by claiming the invention as a service invention with a declaration dated
28 January 2008, the receipt of which was confirmed by co-inventor Meyer on 6
February 2008 (Anl. DN3d). The statement of Ericsson GmbH expressly refers only to an
unrestricted use of the invention "RLC polling for continuous transmission, P-number
P25436 US1". However, by mentioning the US advance application 61/19746, the
declaration also expresses that Ericsson GmbH - in accordance with its economic interest
- also wanted to transfer the right to claim priority from the advance application to itself
by unrestricted claiming of the invention and accordingly wanted to accept the offer of its
employee directed towards this.

73 (cc) Whether, as the Senate tends to do, for the disposal of the right to claim priority
(disposal transaction) under Art. 33 (1) Introductory Act to the German Civil Code
(Introductory Act to the German Civil Code), which is simultanecusly effected with the
causal legal transaction, the contractual statute, i.e. here German law, is to be linked to
the statute to which the right to be transferred is subject, in the event of a dispute US-
American law, since the transfer of the right to claim the priority of a US advance
application is at issue, can be left open.

74 a)This essentially corresponds to the provision in Art. 14 Rome I Regulation which has
replaced Art. 33 EGBGB since 17 December 2009, taking into account also the
explanations in recital 38 Rome I Regulation (cf. e.g. Bamberger/Roth/Spickhoff, 3rd ed.
(2012), Art. 14 Rome I Regulation Rn. 2 et seq.; MiKo-BGB/Martiny, 7th ed. (2018),
Art. 14 Rome I Regulation marginal 25; Palandt/Thorn, 77th ed. (2018), Art. 14 Rome I
Regulation marginal 3; Staudinger/Hausmann, Neubearb. 2016, Art. 11-29 Rome I
Regulation marginal 9 et seq.; each with further evidence).

75 B) However, it can remain open in the event of a dispute because an agreement has
been reached between the co-inventor Meyer and Ericsson GmbH both in the application
of the statute of priority law (US-American law) and in the application of the contract
statute (German law).

76
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With regard to the application of German law, this follows from the above explanations
on the conclusion of an agreement between both parties on the transfer of the priority
right from the co-inventor Meyer to Ericsson GmbH.

77 The application of US law does not lead to any other result. It follows from the expert
opinion submitted by the defendant by Prof. T. (Anl. DN3h) that, with regard to the
communication of the co-inventor Meyer to his employer regarding the number of the US
advance application on 8 January 2008 as well as the claim of the invention as a service
invention by Ericsson GmbH with a declaration dated 28 January 2008, the following is
true: the invention was filed as a service invention by Ericsscn GmbH on 8 January
2008. In view of the fact that the agreement of January 1, 2008, and taking into account
the interests of both parties, an implied-in-fact agreement on the transfer of the priority
right from the co-inventor Meyer to Ericsson GmbH is to be assumed for essentially the
same reasons as in the application of German law and in the application of American
law.

78 (2) The priority right has been transferred from Ericsson GmbH to TLME by means of an
Assignment Declaration dated 14 February 2008 (Anl. DN3e).

79 (a) According to the German law applicable as the contractual statute pursuant to Art.
33 (1) EGBGB (Introductory Act to the German Civil Code), an agreement has been
reached on the transfer of the priority right from Ericsson GmbH to TLME.

80 (aa) Since the parties involved did not choose the law in the "Assignment Declaration” of
14 February 2008, the presumption rule of Art. 28 para. 2 sentence 1 Introductory Act
to the Introductory Act to the Introductory Act to the German Civil Code (Introductory
Act to the Introductory Act to the Introductory Act to the Introductory Act to the
Introductory Act to the Introductory Act to the Introductory Act to the Introductory Act
to the Introductory Act to the Introductory Act to the Introductory Act to the
Introductory Act to the Introductory Act to the Introductory Act to the Introductory Act
to the German Civil Code (Introductory Act to the Introductory Act to the German Civil
Code) (Pahlow, GRUR 2017, 393, 396 et seq. with regard to Art. 4 para. 2 Rome I
Regulation) applies. As Ericsson GmbH has its registered office in Herzogenrath, German
law therefore applies.

81 (bb) The transfer declaration contains an offer by Ericsson GmbH to transfer the priority
right, which was submitted with deposit in the electronic archive of the Erics-son group
of companies on 14 February 2008 and received by TLME pursuant to Section 130 (1)
sentence 1 of the German Civil Code (BGB), as the latter could and should have access
to it and this was to be expected within the framework of the Ericsson group of
companies. TLME's declaration of acceptance was not necessary for the agreement to be
concluded, since such a declaration was not to be expected under the chosen form of
transmission (Section 151, first sentence, Alt. 1 BGB). In this respect, too, the
interpretation corresponds to the identifiable interests of the parties, since the transfer
was a legal transaction advantageocus to TLME and TLME alone could and should claim
the right of priority for the application for the patent in suit after the two other plaintiffs
for the pre-notification Peisa and Torsner had already transferred their right of priority to
it.

82 (b) In addition, the priority right has been assigned in the agreement concluded between
Ericsson GmbH and TLME, irrespective of whether German or US American law is
applicable in this respect pursuant to Art. 33 (1) and (2) EGBGB.

83 (aa) This results from the application of German law in accordance wighipgt 8qove
explanations on the conclusion of an agreemenitRdAP GFRNSISE to 37 CFR 1.46(B)(2)
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TLME, in particular the claiming of priority from the pre-announcement when applying for
the patent in suit (cf. also expert opinion T., para. 25, Anl. DN3h).

85 2) The patentability of the subject matter of patent claim 1 to the extent defended by
the defendant is not precluded by Ericsson's contribution to the TSGRAN WG2 Meeting
#60bis (NK6). This is not part of the state of the art, since it was only published on 8
January 2008 and thus on the priority date of the patent in suit. Contrary to the
plaintiff's submission, it is irrelevant that, at the time when the NK6 was uploaded by
TLME to the European web server of the 3GPP standardisation group and thus made
available worldwide (around 8.36 a.m. Central European Time (CET)) in some other time
zones (for example, in Alaska, where it was 22.36 a.m. (Yu-kon time), and in Hawaii
(21.36 p.m. after Hawaii standard time)), 8 January 2008 had not yet started. The same
applies to the e-mail uploaded to the same 3GPP server with which the co-inventor Peisa
pointed this out to the WG2 working group shortly after uploading the NK6.

86 (a) Under Article 54(2) in conjunction with Article 89 EPC, the prior art is what has been
made available to the public by written or oral description, by use or by any other means
prior to the filing date or, as relevant in the event of dispute, the priority date of the
European patent application. The starting point for the examination as to whether a
citation, as published before that date, belongs to the prior art, is thus the calendar day
on which the patent application or priority application was filed with the respective patent
office. It is irrelevant, however, at what hour or minute the submission was made on that
day. The date of the application or priority application shall then be related to the date on
which the citation was made available to the public.

87 (b) With regard to the different time zones, different reference periods have been used
in case law and administrative practice for the latter date:

88 (aa) The High Court of England and Wales and its Court of Appeal and an Opposition
Division of the European Patent Office shall, as a reference for determining the time of
making available to the public within the meaning of Article 54(1)(a) of Regulation (EC)
No 40/94, make available to the public 2 EPC based on the time zone applicable at the
place where the patent or priority application is filed (High Court, Birss J [2015] EWHC
3366 (pat) marginal 156, Court of Appeal, Gross, Floyd LJJ, Sales J, [2017] EWCA Civ
266 marginal 161 - Unwired Planet International Ltd v Huawei Technologies Co Ltd;
Opposition Division of the EPO, decision of 31 July 2013 - Application No 03 012 734.4,
para. 2.2.1, DN9).

89 bb) However, as a yardstick for determining the time of the prior publication, the time
zone applicable at the place where the action took place, with which the technical
teaching was made accessible to the public, may also be considered alternatively.

90 (cc) By contrast, an Examining Division of the European Patent Office has - in -
accordance with the plaintiff's view - determined whether the citation was available on
the Internet in any time zone on the day before the filing date or the priority date and
thus made available to the public (see EPO, Order of 12 August 2013 - Application No 09
733 661.4, DNS8, paragraph 5).

91 (c) Whereas, in the event of a dispute, the effect of the latter approach would be that
the NK6 would be part of the state of the art, since, for example, in Alaska or Hawaii it
would be retrieved via the Internet after the time applicable there on the day before
filing the priority application
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the first two views lead to the opposite result, since the NK6 was only available on the
date of filing of the priority application, if the time is based on the time which applied at
the seat of the US Patent Office in Alexandria (Virginia) or at the place of the act which
led to the publication of the NK6. However, the latter view does not apply for the
following reasons. Whether the first or second view is correct does not require a final
decision, since both lead to the same result in the case of dispute.

92 aa) The first view is supported by the fact that the consistent use of the time zone of the
patent office where the patent or priority application was filed excludes the possibility
that a citation which has not been published before that pericd may constitute prior art.
However, it has the disadvantage that it may be necessary, in particular for publications
in time zones other than that of the patent office of the patent application or priority
application, to determine the exact date of publication, since only after determining that
date can it be determined whether the publication in the time zone of the patent office of
the patent application or priority application forming the reference scale has already
been published before or only on the date of the application. However, determining the
exact time of a pre-publication can lead to difficulties, for example if only the day, but
not the hour, of the pre-publication has been documented during the publication of a
patent application.

93 bb) In contrast, the relevance of the calendar day (and not the time) of the application is
based on the notion that a particular publication or use, which may be considered prior
art, also took place at a particular place on a particular calendar day (after the time zone
applicable after that place) prior to the filing date at a certain place. In contrast, the
exact time and thus the ratio of calendar days applicable at different reference locations
is irrelevant. The closest thing to this concept underlying the Paris Convention is to take
account of the place and time zone where the action leading to the public accessibility of
the technical information for the experts takes place, and thus, in the event of a dispute,
of the uploading of the NK6& at a location in the Central European time zone, when
making a technical teaching available to the public by means of a medium such as the
Internet which enables immediate worldwide availability. This approach also has the
advantage that the determination of the date of a publication as a reference depends
solely on the determination of the date of publication in the time zone of the publication
activity. For example, it is sufficient to establish on which day a patent application was
published in the time zone of the respective patent office in order to determine whether
this publication belongs to the prior art with regard to the filing date of another patent or
priority application. This also corresponds to the provision in Art. 54 (3), 87 EPC,
according to which the content of post-published European patent applications or priority
applications claimed by them must be based on their filing date.

94 (cc) On the other hand, the plaintiff's argument must not be upheld. It extends the
reference framework from the time zone in which the publication action took place to all
time zones, without there being any reference to the publication action and thus no
justifiable reason for such an extension. In addition, this approach alsc has the
disadvantage that it may be necessary to calculate the exact hourly

https:/Vbeck-online beck de/Print/CurrentMacazine? voath=hibdata%SCenin%SCheckr... 14.02.2019
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The time of the publication can only be determined after its determination whether the
publication has already been published in the time zone forming the reference scale of
the Patent Office of the patent or priority application before or only on the date of the
application.

95 d) According to all this, the NK6 does not belong to the state of the art since it was only
published on the priority date.

96 (3) With regard to the other citations on which the plaintiff based its appeal against the
patentability of the subject-matter of claims 1 and 12 as granted, namely the
international application WO 2008/097544 (NK5), the UMTS standard (NK7) and the
document relating to the UMTS standard '3GPP TS 125 322 v3.18.0" (D2), the European
patent application 1 638 237 (D3LG) and the international application WO 2008/137594
(p3HTC), the plaintiff
neither has it been asserted nor, as discussed at the hearing, is there evidence to
suggest that it might conflict with the patentability of the subject-matter of claims 1 and
12 as last defended.

V.
97 The decision on costs is based on Sec. 121 (2) Patent Law and Sec. 91 (1), Sec. 92 (1),
Sec. 100, Sec. 101 (2), Sec. 516 (3) Sentence 1 ZPO.
Previous instance:
Federal Patent Court, decision of 20.09.2016 - 5 Ni 28/14 (EP) -

Quote suggestion:
BGH Urt. v. 4.9.2018 - X ZR 14/17, BeckRS 2018, 37254
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Certified partial ransiaton from German

patranus

From: Wolfgang Mann <wmann@ausbio.de>

Sant: Wednasday, june 19, 2013, 7:45 am

Ta: patronus

Subject: Further aspacts regarding the first application
Enclosures: Weitere Aspekie zur Anmeldung.dood’

Hello Bernhard,
Wewanted to subsequently sdd a multiple application for “Sample Carrier Centrifuge” before August. |

have listed some essential points. | will speak to Waolfgang Heimberg today and will then possibly add

further points.
Maybe we could speak on the phone later this weel; P wifl be in China for 10 days from naut Tuesday.

Wolfgang

Dr. Wolfgang Mann
CEO

AusBio R&D Europe GmbH.
Fritz Hornschuch Str 8

95326 Kulmbach

Germany

phone: +42{0} 9221 827628830
mobile: +49(0) 1752206131
a-mail: winannstausbio.de

{Enclosure: Further Aspects regarding the application “Sample Carrier Centrifuge” not transigted]

 Teanslator’s note: The title of the docurpent translates as “Turther aspects regarding the ap;aiisationégz(«m’bi t 22
Petition Pursuant to 37 CFR 1.46(B)(2)
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ATTESTATION CLAUSE:

In my capacily as a fwanslator for the English language, duly appointed, commissioned and
sworn in by the Munmich Regional Court I in the German federal state of Bavaria, I hereby
certify to the best of my beliet that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREOQF I have hereunder set my hand and seal at

Munich, February 27, 2019

Denise Giles

Kuenstrafle
81735 Muonich ' -
Germany {(Denisirdalog
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patronus _
, ———— . . i

SIS R R RS
Yo Woifgang Mann cwmann@ausbiode>
Gesendet Mithwoch, 18, Juni 2013 0745
An patronus
Betreff: weitere Aspekie zur ersten Anmeldung
Anlagene Waitere Aspekte zur Anmisdung doc

Hallo Bernhard,
Wir wollten eine Sammelanmeldung nachschisben fuer * Sample Carrier Cantrifuge” vor &ugust. Ich habe mal

wesentliche Punkie aufgelistet. Mit Welfgang Heimberg spreche ich heute, dann schicke ich evil. Weltere Punkte

nach.
Vielleicht koennen wir dann Ende der Woche telefonieren, ab naschsten Penstag bin ich fuer 10 Tage in China.

Wolfgang

PR

¥
" Dr. Wolfgang Mann
CEQ

AusBlio R&D Ewope SmbH.
Fritz Hormnschugh Str. 8

858328 Kulmbach

Sermany

phong: +48(0) 9221 827828830
mohie: +43(0} 1752208131
e-mail: wannsushiods

Exhibit 22
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Weiters Aspekie zur Anmisdung "Sample Carvier Centrifuge”

1. Beim Zentrifugieren / Wschen von offenen Gefasssen, inshesonders Mikrotiterplatien, {96 oder
384 oder 1536 Kavitaeten) wird die Platte in horizontaler Ausrichtung in die Zentrifuge
singefuehet. Dabel sind die Reaktionsrzeume nach oben hin offen. Dann wird die Platte auf den
Ropf gedreht. Dabel entleeren sich die Realtionsracume. Vorteithalt ist eine schnslls Hin-und
Herbewegung in dieser Position {moeglicherweise ruckartis, um dem haendischen Prozess
nahezukommen) |, sodass sich alle Reaktionsraeume lesren. Die Auslenkung betrasgt wanige
mm in belde Rotationsrichiungen. Dieser Vorgang wird zunehmend wichtig, je kieiner die
Reaktionsraeume werden. Die Kapillarkraft wirkt der Schwerkeaft entgegen.

2. Wenn nach dem Entleeren die istrten Reste der Fluessigheiten per Zentrifugation entfernt
warden, so besteht die Gefahr der Kontamination des Realtionsraurnes und damit die Gefabr,
dass sich Material in anderen Reaktionsrasumen nisderschlasgt und zu falschen Ergebnissen
fughrt. Dahsr muss der Reaktionsraum sebir schaell von Asrosclen befreit werden. Das kann
durch einen Unterdruck passisren , Luft stroemt beim Beging der Rotalonshewegung zentral in
den Reaktionsraum und wird peripher abgesaugt. Damit werden alle Aerosole von der Platts
weg Iransportiert. Geschickte technische Anordnungen dafuer wird e¢ einige geben. Sollten wir
beschreiban,

3. Wenn Sedimente in Platten analysiert werden sollen, so enthasit die Zentrifuge sine optische
Einrichtung, so dass der Boden siner Mikrotiterplatie ven unten analysiert werden kann,

4. Fuer bestimmite Anwendungen muss der Zentrifugentaum temperiert werdern. Der Bereich kann
£-80 Grad € umfassen.

5. Gelkartensysteme {urspruengliche ides der Gelitartenzentrifuge) musssen unier bestimmien
Temperaturen abgearboitet werden. Heute stellt man sie dazu in Heizblocks (rwischen den
Handlingsschritten). Wenn der Zentrifugenraum temperiert ist und der sample carrier {die
Halterung fusr die GelKarte in der Zentrifuge) bewegt {geschustielt) werden kann, dann fehit
nur noch eine Aufnahme {Bilddokumentation) nach der Istzten Zentrifugation. Also sollten wir
gine Zentrifuge schuetzen, die alle Funktionenenthaelt. Dann wuerde die Karte in der Zentrifuge
abgearbeltet werden bis zum Foto. Robotarme waeren nur am Anfang und am Ende tum
Bewagen und Pasitionieren notwendig. Die Zentrifuge wird zum Platz fuer die Analyse.

6. Die Karten werden heute durch spevielle Gripper angefasst und transportiert, Fine Karte, die als
Aufsalz eine Vorrichtung enthasit, die dem oberen Schaft eieny Pipettenspitze snthaell, wusrde
den Gripper usberflusssig machen. Eine solche GelKarte koennte von jedem Pipttisrroboter, der
Spitzen bearbeiten kane, benutzt werden. Ich hatte dieshszueglich schon slnmal sine Siizze per
e-malf geschickt,

7. Die Auslesung von Gelarten findet heute in transparentem Material statl. Gegenlicht bistet die
besten Kontraste. Eing Karte bestehend aus 2 Komponenten {eine Masifte waiss, damit die
roten Banden der Blutkoerperchien gut gesehen werden koennen | die Vorderseite nach wie var
transpanent, damit ein Fote gemacht werden kann, ist sehy von Vorteil,

Exhibit 22
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8. Wir baven gerade sing Anbindung fuer sine Handy Camera {Android) , dle statt siney 10, 0000NF
Version eingebaut werden soll. Dafusr waere diese Art der Karte deutlich sinfacher sum lesen.
Als Bebspisd hier mal ein Bild der konventionsiien Karte:
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Certified translation from German

patronus Vhandwritten: file?]
Fronm Woifgang Mann <wmann®ausbio.de»

Sent: RMornday, July 29, 2013, 2:11 pm

To: patronus

Subject: Addendum

Bernhard,

! just thought of something else regarding the patent:

The vassel can also be an optical cuvette or the linsar arrangement of several cuvettss in which beads are
processed. After the wash steps, a3 reaction s initiated {e.g. chemiluminescence) and a light beant is sent
through the cuvatts for the detection thereof. The direction is then analogous 1o the reading of agel card
{i.e. horizontal light, the way a penetrating photometer {Durchstrahiphotornater) generally works), s
important 1o mention the geometry of the cuvetie because that way guantitative assays are alse included,
This is because, according to the Beer-Lambaert law, the geometry of the cuvetts allows the congentration

1o be determined.
How can we include this {without exceeding 15 claims}?

Wolfgang
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ATTESTATION CLAUSE:

In my capacity as a translator for the English langoage, duly appoinied, commussioned and
sworn in by the Munich Regional Court I in the German federal siate of Bavaria, I hereby
certify to the best of my belief that the foregoing is 8 true and complete English translation of
the original document in the German language submitied {0 me as a copy.

IN WITNESS WHEREQOF [ have hoereundor set my hand and seal at

Mumich, February 27, 2019

Denise Giles
Kuenstrafle
£1735 Munich
Germany
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ble T

satronus
o SN SANSSSSS
Yo Wollgang Mann ewmann@ausbio.de>
GHesendet: Montag, 28 hall 2013 1431
5 patronus
Beatreff: Nachtrag
Bernhard,

Rir ist noch etwas eingefalien zum Batent:
Das Vessel kann auch eine optische Kuvette ssin oder die nsare Anordnung mshrerer Kusvetten, in der beads

prozessiert werden, Nach den Waschschritten wird dann eine Beaktion initiiert {28 Chemislumineszenz), fuer daren
Detektion ain Lichistrahl durch die Kuevette geschickt wird. Dis Richtung ist dann analog dem Hersuslesse einer
Gelkarte {also horizintales Ucht wie typlschenweise sin Durchstrahiphotometer funktioniert), Wichtig ist dis
Geomatrie der Kuevetle 2u nennen, weil dann quantitative Assays mit srfasst sind. Die Kuevetiengeometrie iaesst
naemilich nach Lambert Besr'schem Gesetz eine Konzentrationsbestimmung zu.

Wie bringen wr dag noch unter {ohoe ueber 15 Ansprueche 2u kommen)?

- Waolfgang
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Certified translation from German

patronus

Fram: Wolfgang Mann <wmann@ausbic.de>

Sent: Monday, fune 30, 2014, 1118 pm

To: patronus

e Verena Doerfler

Subject: RE: REMINDER: Your Ref.: Probentrdger-Zentrifuge HY; Our Ref.: AUS1003PEP

==

Transiator’s nate: the following e-mail was already in English in the original document]

Jear Bernvhard,
We want to follow your recommendation of 3 FCT.

Regards,

Waolfgang

Sent: Monday, lune 3¢, 2014 11:5% am
To: wnannfaushio de
Subject: REMINDER: Your Ref.: Probentrdger-Zentrifuge il: Qur Ref.: AUSIOO3PEP

From: patronus [mailio; fatronus® patronus-n.com]

[ Transiator’s niofe. the following e-muil was already in English in the original document]

FRIENDLY REMINDER

Daar Nir, Mann,

Please find enclosed our letier from June 10, 2014 and kindly lat us have your instructions until
Juby 7, 2014,

Kindiy confirm safe receipt of this swnail.

Yours sincerely,

Yvorine NGUYEN {Ms.)
Legal Secretary

We moved! Our new contact details are mentioned below:

Patronus i Patent Attarasys and Lawyers
Neuwmarkter 5ir. 48

381673 Munchen

Germany

Phone: +49 88 12 59 965:0

Fax: #4589 12 S5-960-44

E-Mall: patronus@patronus-ip.com
Menmber of EURATYORNEYS

,,,,, AR R
The content of this e-matlis confidential and may slsa be subject to tegal privilege. The information is intended exclusively for the addressee, ¥ youare not the addressee or hisfher
representative; please Se advised that the contents of this exmal may nat be noted, published; coplad ar passed-on. in that case also, wewould 3sk you 1o contact the sender.

From: patronus
Seat: Tuesday, lune 10, 2014 8:47 am

Subject: Your reference: Probentriger-Zentrifuge Il; Our reference: AUSIOQIPEPR; Priority
Dear Mr. Mann,

Please find enclosed our brief in the abovamentioned matter.

' The reference iranslates as “Sample Carrier Centrifuge 117 Exhibit 24
1 Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0210



ATTESTATION CLAUSE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court [ in the German federal state of Bavaria, | hereby
certify to the best of my belief that the foregoing iz a true and complete English translation of
the original document in the German language submitted {0 me as a copy.

IN WITNESS WHERECGF 1 have hereunder set my hand and seal at

Munich, February 27, 2018

Deniss Giles
Kuenstralie
81735 Mumuch § 5
Germany {(Denise Giles?™
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palronus
$ o SIS

Yone Wolfgang Mann <wmasnn®aushio.de>

Gesendet Montag, 30 juni 2014 1318

&m patronus

£ Verena Doerfler

Betraff: RE: REMINDER: Your Ref.; Probentriger-Zentrifuge I Our Ref: AUSIOORPED

Dear Bernhard,
We want to follow your recommendation of & PCT,

fegards,

Wollgang

meg g}atmms Emﬁm . @ patranus
Sent: Monday, June 30, 2018 11 2 AM

To: wmann@aushio de
Subject: REMINDER: Your Ref.: Probentriiger-Zendrifuge I Owr Ref.: AUS1003REP

FRIENDLY REMINDER

Dear Mr. Mann,

Please find enclosed our latter from June 10, 2014 and kindly lat us have your instritions until
Juby 7, 2014,

Kindly sonfirm safe receipt of this e-mail.

Yours gincerely

Yvorne NGUYEN (Ms.)
Legal Secretary

‘ We movedi Ouwr new contact detalls are mentionad below:

Daimrus i Patant Aftorneys and Lawynrs
Nsu“srx{e: Bir. 12

clusivety for e addrssses o you are ngp
hed. SemEd 3 pasYed-on. in Rat tase

Yot pabtronus

Gesendet: Dienstag, 10 Juni 2014 08:47

A winannBawsbicds

Belratf: Thr Zeichen: Probentriger-Zentrifuge 1T Unser Teichen: AUS 1003PEP; Prioritdt

Sehr geahrter Herr De. Mann,

anbei senden wir thoen unser Schrelben in o. g. Sache. Exhibit 24
1  Petition Pursuant to 37 CFR 1.46(B)(2)
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Certified translation from German

Q&t?‘%ﬁijﬁ

From: Wollgang Mannh cwmann@aushic.de>
Sent: Friday, August 3, 2014, 4:38 am

To: Berahard Ganahi

Subject: RE: Protocol for AusRod System.ppt?

Pymasked and thought about it myself. That should be new. Johnson is looking through patents himsel, but we can
probably include this and proceed asyou suggested:

i will know whether the Chinese found anything on Monday.

W,

Sent Thursday, July 31, 2004 8:15 pm
To: Wollgang Mann
Subject: AW: Protocol for AusRod System.ppt

Hello Woligang.

in yvour email dated July 31, vou said that the rod san be held by vacuum with the pipetling device of the Hamilton
Rohot. Are these rods already known? is holding the rod by means of vacuum with & pipette tip already known. if this
is new, we will include this in both AUSIOO3PWO {=PCT application for washing by means of 2 centrifuge) as well asin

the new application AUSI009ER (Handling of various parts by means of a pipette tig). In this case, we should file both
apglications on the same daylll

Regards,
Bernhard
Kind ragards,

Barnhard Ganaht
Patent Attomey

Patronus 1P Patent- und Rechisahwiite GhR

Please note our new address in Munich, which is valid from April 1, 2014

Neumarktor $ir 38 Rudoifskai 48
1673 Munich 5020 Salrburg
Germany Austria

Tel.: +4% 88 1253960-0 +43 A2 844 283
Fax: +48 33 1259960-44 +43 662 845 303

E-Mail: patronus@ patronus-ip.com
VAT-{0 DE2RGB47207

Mamber of EURATTORNEYS®
www surstlorneys.com

{{ogo: FEURATTORNEYS]

! Franslator’s nete: The subjecis of both e-matls were aleeady in Pnglish in the original document. Exhibit 25
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ATTESTATION CLAUSE:

In my capacity as a {ranslator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court I in the German federal state of Bavaria, T hereby
certify to the best of my belief that the foregoing is a true and cornplete English transiation of
the original document in the German language submitied to me as a copy.

IN WITNESS WHEREOF 1 have hereunder set my hand and seal at

Munich, February 27, 2019

J ey

Dienise Giles
Kuenstralie
81735 Munich
Germany
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Rathinks

S S S S R ARRERRRARRRRNRS SR RN
Yom: Wolfgang Mann <wroann@aushic.de s>
Geosendded Praitag: L. August 2014 (4:38
3 H Bernhard Ganahd
Betrefl: RE: Protocol for AusRod System.ppt

Habe nachgefragt und selbst veberlagt. Das solite neu sein. Johnson schaut selbst Patente durch aber wahrschentich
koennen wir das mit dazunehmen und so machen wie du vorschiaegst.

Am Monatg kann ich sagen, ob dieChinesen etwas gefunden haben,

¥,

Franw Berrhard Ganahl {mailto:ganahi@patronus-ip.cony]
Sand: Thursday, July 31, 2014 08:15 PM

To: Wolfgang Mann

& Sabiect: AW: Protocot for AusRod System.ppt

Hallo Wollgang,

in Deiner email vom 34, Juli hast Du gemeint, dass mit der Pipettiereinrichtung des Hamilton Robot per Vakuum das
Rod gehalten werden kann Sind diese Rods schon bekannt? ist das haiten der Rods mittels Vakuum Giber sine
Pipettenspitze schon bekannt. Wenn das neu ist, dann nehmen wir das sowohi in die AUSIOD3PWO {=PCT-
Anmeldung rum Waschen mittels Zentrifuge) als auch in die neue Anmeldung AUS1009ER {Handling von diversen
Teilen mittels Fipettenspitze} auf. Wir soliten dann beide Anmeldungen am saiben Tag einreichenii!

&Gruss,
Bernhard
Mit freundlichen Grisfien

Bernhard Ganahl
» Patentanwalt

Bitte unsere neue Adresse in Milinchen beachten, die ab dem 1. April 2014 giiv:

Meumarkter 5tr. 18 Rudoifskai 48
B1873 Minchen 5020 Salzburg
Devitschiand Bsterraich

Tel: 43 89 1258980-0 +43 662 B44 288
Fax: +49 88 1259880-44 +43 682 845 303

E-Mail: patronus@patronus-ip.com
VAT-10: DE3SGRATZO7

Member of EURATTORMEYS ®
Wwhw surattormeays.com

FUBATIORNEYS 4 n
« R
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Certified translation from German

patronus

From: Wolfgang Mann «wmann@aushio.de>

Sent: Thursday, August 7, 2014, 2:41 pm

T patronus

Subject: RE: Cur Ref.: AUS1003PW(; “Centrifuge and Method for Centrifuging 3 Reaction

Vessel Unit™
&g regards invaicing:
Please use the following address

AusBio Lebovateries Co., Ltd
N0.2 Huanshan Road, YED&
Yantai 264006, P.R. Ching
{handwritten: check mark] thondwritten: entered]

if it is sent to Kulmbach with the other docurments by mall, that is ok. 1t is not necessary to send original copies to China.
Regards,
Wolfgang Mann

Transiotor’s note: The following e-mail wos already in English in the origingl document}

From: patronus [mailtopatronus@ patronus-ip.com]
Sent: Thursday, August 7, 2014, 1259 pm

Subject: Jur Ref.: AUSIODIPWO; “Centrifuge and Method for Cantrifuging a Reaction Vesse! Unit”

Dear Mr. Mann,

We would like to inform vou that we have filed the application in the name of Aus8io RED Evrope GmbH and AusBie Laboratories Co., Ltd.
with the European Patent Office on August 8, 2634,

The official reference is BCT/EPI014/ 066847,

Qur detailed filing report togather with our invoice will follow soon.
Kindly confirm safe recaipt of this e~-msil

Yours sincarely

Yyonrie NGUYEN {Ms.)
Legal Secretary

We moved! Cur new contact details are mentioned below:

Patronus i Patant Artornéusand Lawyers
Neumarkber Str. 18

D-83872 Minchen®

Bermany

Phone: +45 88 12 52 950-0

Fax: +4% 83 12 56 960-44

E-Mall: patrenvs@prtronus-dpsom
Memger of EURATTORNEYS @

The content of this e-maii is confidential and may slsw e sutiject to legal privilege. The information isintendsd exclusively for the addresses. fyou gre not the addrasses or hissher
representative, shease be advised that the contents of this e-mall may not benoted; published; copied or passed-on. In that caseaiso, we would ask you 1o contast thesender,

U Translator’s note: The subject was already in English in the original document.
* Translator’snote: “Milnchen™ was the only German word used in this e-mail; it translates as “Munich™, Exhibit 26

! Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0216



ATTESTATION CLAUSKE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court | in the German federal state of Bavaria, 1 hereby
certify to the best of my belief that the foregoing is 8 true and complete English translation of
the original document in the German language submitied to me as a copy.

IN WITNESS WHEREQOF I have hereunder st my hand and scal at

Munich, February 27, 2019

Denise Giles
Kuensirae
81735 Munich
Germany

Exhibit 26
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0217



patronus

Yo Waolfgang Mann <wmann@ausbioder

Gesendst Donnerstag, 7. August 2014 1441

Ane patronus

Batreft: RE: Gur Ref: AUSIONIPWE; “Centrifuge and Method for Centrifuging o

Reaction Vesse! Unit”

Wagan der Rechnungssteliung:
Kosnnen Sie bitts folgende Anschrift verwenden

AusBio Laborsioriss Co., Lid

No.2 Huanshan Road, YEDA i

Yaniml S48, P.ROhng o @i § §} f .

Waenn das mit den anderan Unterlagen per Post nach Kulmbach komm, ist das ok, Originale nach Ching
2 schicken ist nicht notwendig.

-, BUSS,

Wolfgang Mann

me* patmms X 8.0
Sank: Thursday, August G?‘ ;2{314 12 59 ?M

Too winann@aushiode
Solefect: Our Ref AUSIOOIPWO; "Contrifuge and Method for Cenirifuging 2 Reattion Vessel Unit”

Dear Mr. Mann,

We would Bke to Inform you that we havs flled the application In the name of AwsBio RED Burope Gmbl and
SuzBio Laboratoriss Co., Ltd, with the Europsan Batent Office on August §, 2014,

The official reference is POT/EPR014/066847.

Our detailed filing report together with our invoice will follow soon,
(.. ‘Kindly confirm safe receipt of this s-mail,

Yours sincarely

Yvanne NGUYEN (Ms.)
Legal Seoralary

We moved! Our new contaet detsils are mentioned belown:

Fatranus 1P Patent Allomeys and Lawyers
Noumarkter Str. 18

D-8487 3 Minchan

Gemany

Prisng: +38 88 12 580600

Fax: +48 8012 58 88044

E-dail petronis@ostionus-b.oom

Mamber of EURBATTORNEYS &

WOVRLE i
The cordent of mss 9««333 is confidential and may siso be subisct 10 legal priviiege: The information is nlended axclugively for the addresses. Hyow are nob

the addressee or Risther reproeseniative, please beadvised that the condents of this emall may not be noled, pubilished, copled-or passed-an. Inthat case
alsn, we would ask you o contact the sender.

1 Exhibit 26
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Certified franslation from German

patmnas

From: Wolfgang Mann wmann®ausbio.de>
Sent: Tuesday, August §, 2013, 616 pm

T Bernhard Ganahl

Subject: RE: £P-7418

Thank you.

The invoice Is to be addressed to Germany.

Wolfgang

From: Bernhard Ganahl imaifto:sanahliigstronus-ip.com|
Sent: Tuesday, August 6, 2013, 1112 pm

Ce: Wolfgang Heimberg
Subject: EP-7418

Hello Wolfgang,

We filed the application today. Please find attached the application version and the acknowledgment of
recaipt.

{s the invoice to be addressed to AusBio Deutschland or are the costs being shared with AusBio China?
Regards,
Bernhard

Bernhard Ganahl
Patent Attorney

Patronus IP Patent- und Rechisanwilie GbR

Truderinger Str. 248 Rudoliskai 48
81825 Munich 5020 Salzburg
Germany Austria

Tal +48 8BS 4R 77 88 65 +43 662 844 289
Fax: +42 83 43 77 38 66 +43 662 845 303

E-Mail: patronus@payonus-ip.com
VAT-ID: DEZSE847207

Member of FEURATTORNEYS ®
wawnseMrailomess.com

[Sifingual confidentiality notice in Gefmen and English, the English version reads as foflows in the origing! document: The content of
this e-mail is confidential and may also be subject to lega! privilege. The information s intended exclusively for the addressee. if
you are pot the addressee or hisfher reprasentative, please be advised that the contents of this e-mail may vot be noted,
published, copied or passed-on, n that case also, we would ask you to contact the sender ]
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ATTESTATION CLAUSE:

In yoy capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court 1 in the German federal state of Bavaria, T hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitied to me as a copy.

IN WITNESS WHEREOF I have hereonder set my hand and seal at

Munich, February 27, 2019

Dienise Giles
Kuenstrafie
81735 Munich
(Germany

Exhibit 27
Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0220



Satronus

Yo Wolfgang Mann cwmanniausbiode>
Gesendet: Dienstag, 8. August 2013 1816

Am Bernhgrd Ganghl

Betraff RE EP-7418

Danks dir,

Die Rechnung gehi an Deutschiand.
Waolfgang

From: Bernhard Ganah! [malto:ganahl@patronus-lpcom]
Sent: Tussday, August 08, 2013 11:13 PM

To: wnannfausbingde
oz Walfgang Helmberg
“”\}submm EP-7418

Hallo Wolfgang,

wir haben heute die Anmeldung eingereicht. Anliegend die Anmeldefassung und dis Empfangsbescheinigung.
Geht die Rechnung an AusBio Deutschiand oder werden die Kosten mit der AusBio China geteilt?

Gruss,

Bernhard

Bernhard Ganahl
Patentanwalt

j&’atmnus iP Patent~ und Rechisanwiite GbR

Truderinges Str, 246 Rudolfskal 48
81825 Miinchen S020 Salzburg
Germany Austria

Tel: +89 8243 77 8B 65 +43 662 844 288
Fax: +43 85 43 77 88 66 +43 652 B45 303

VAT-ID: DEZRERATINY
Member of CURATTORNEYS ®

www.suratiomeys.oom
Der Inhalt dieser E-Mail ist vertraulich und kann dem Berufsgeheimnis unterliegen. Die infarmation ist ausschiieRich fir den beagichneten

Adregsaten bestimmit. Wenn Sie nicht der vorgesehens Adressat dieser E-Mall oder dessen Vertreter sein solften, so beachten Sie bitte, dags
jede Form der Kenminisnabme, YerSffentlichung, Vervieif8itigung oder Weitergabe desinhalts dieser E-Maill unzulfssig ist. Wir bitten Sis, sich

iy diesem Fall mit dem Absender der Rachricht in Verbindung 2u setzen.
The content of this 2-mall s confidential and may alse be subject to legsl priviiege. The information is lntendsd sxciusively for the addresses.
If you are not the addresses or hisfher representative, please be advised that the contents of this esmait may not be noted, published,copled

orpassed-on. in thet case also, we would ask you 1o contact the sender.

Exhibit 27
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Certified translation from German

patronus

From: Wolfgang Mann «wmann@aushio.de>

Sent: Thursday, August 7, 2014, 2:41 pm

T patronus

Subject: RE: Cur Ref.: AUS1003PW(; “Centrifuge and Method for Centrifuging 3 Reaction

Vessel Unit™
&g regards invaicing:
Please use the following address

AusBio Lebovateries Co., Ltd
N0.2 Huanshan Road, YED&
Yantai 264006, P.R. Ching
{handwritten: check mark] thondwritten: entered]

if it is sent to Kulmbach with the other docurments by mall, that is ok. 1t is not necessary to send original copies to China.
Regards,
Wolfgang Mann

Transiotor’s note: The following e-mail wos already in English in the origingl document}

From: patronus [mailtopatronus@ patronus-ip.com]
Sent: Thursday, August 7, 2014, 1259 pm

Subject: Jur Ref.: AUSIODIPWO; “Centrifuge and Method for Cantrifuging a Reaction Vesse! Unit”

Dear Mr. Mann,

We would like to inform vou that we have filed the application in the name of Aus8io RED Evrope GmbH and AusBie Laboratories Co., Ltd.
with the European Patent Office on August 8, 2634,

The official reference is BCT/EPI014/ 066847,

Qur detailed filing report togather with our invoice will follow soon.
Kindly confirm safe recaipt of this e~-msil

Yours sincarely

Yyonrie NGUYEN {Ms.)
Legal Secretary

We moved! Cur new contact details are mentioned below:

Patronus i Patant Artornéusand Lawyers
Neumarkber Str. 18

D-83872 Minchen®

Bermany

Phone: +45 88 12 52 950-0

Fax: +4% 83 12 56 960-44

E-Mall: patrenvs@prtronus-dpsom
Memger of EURATTORNEYS @

The content of this e-maii is confidential and may slsw e sutiject to legal privilege. The information isintendsd exclusively for the addresses. fyou gre not the addrasses or hissher
representative, shease be advised that the contents of this e-mall may not benoted; published; copied or passed-on. In that caseaiso, we would ask you 1o contast thesender,

U Translator’s note: The subject was already in English in the original document.
* Translator’snote: “Milnchen™ was the only German word used in this e-mail; it translates as “Munich™, Exhibit 28

! Petition Pursuant to 37 CFR 1.46(B)(2)

Application ﬁlﬂ ﬁ+0,681
REEL: 049669 FRAME: 0222



ATTESTATION CLAUSKE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court | in the German federal state of Bavaria, 1 hereby
certify to the best of my belief that the foregoing is 8 true and complete English translation of
the original document in the German language submitied to me as a copy.

IN WITNESS WHEREQOF I have hereunder st my hand and scal at

Munich, February 27, 2019

Denise Giles
Kuensirae
81735 Munich
Germany

Exhibit 28
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patronus

Yo Waolfgang Mann <wmann@ausbioder

Gesendst Donnerstag, 7. August 2014 1441

Ane patronus

Batreft: RE: Gur Ref: AUSIONIPWE; “Centrifuge and Method for Centrifuging o

Reaction Vesse! Unit”

Wagan der Rechnungssteliung:
Kosnnen Sie bitts folgende Anschrift verwenden

AusBio Laborsioriss Co., Lid

No.2 Huanshan Road, YEDA i

Yaniml S48, P.ROhng o @i § §} f .

Waenn das mit den anderan Unterlagen per Post nach Kulmbach komm, ist das ok, Originale nach Ching
2 schicken ist nicht notwendig.

-, BUSS,

Wolfgang Mann

me* patmms X 8.0
Sank: Thursday, August G?‘ ;2{314 12 59 ?M

Too winann@aushiode
Solefect: Our Ref AUSIOOIPWO; "Contrifuge and Method for Cenirifuging 2 Reattion Vessel Unit”

Dear Mr. Mann,

We would Bke to Inform you that we havs flled the application In the name of AwsBio RED Burope Gmbl and
SuzBio Laboratoriss Co., Ltd, with the Europsan Batent Office on August §, 2014,

The official reference is POT/EPR014/066847.

Our detailed filing report together with our invoice will follow soon,
(.. ‘Kindly confirm safe receipt of this s-mail,

Yours sincarely

Yvanne NGUYEN (Ms.)
Legal Seoralary

We moved! Our new contaet detsils are mentioned belown:

Fatranus 1P Patent Allomeys and Lawyers
Noumarkter Str. 18

D-8487 3 Minchan

Gemany

Prisng: +38 88 12 580600

Fax: +48 8012 58 88044

E-dail petronis@ostionus-b.oom

Mamber of EURBATTORNEYS &

WOVRLE i
The cordent of mss 9««333 is confidential and may siso be subisct 10 legal priviiege: The information is nlended axclugively for the addresses. Hyow are nob

the addressee or Risther reproeseniative, please beadvised that the condents of this emall may not be noled, pubilished, copled-or passed-an. Inthat case
alsn, we would ask you o contact the sender.

1 Exhibit 28
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BECLARATION OF BERNHARD GANAHL

I, Bernhard Ganahl (hereinafter "Declarant™), having personal knowledge of
the facts stated herein, and being of legal age and sound mind and memory, do

hereby declare as follows:

1. I served as patent counsel for AusBio R&D Europe GmbH (hereinafier:
“AusBio Europe”) and Yantai AusBio Laboratories Co,, Ltd. No. 2 Huashan Road,
Yeda 264006, Yantai, China (hercinafter: “AusBio Yantai), at the time of filing of
the EP application No 131794372 (hereinafter: “EP Application”) and the PCT

application No. PCT/EP2014/066947 (hereinafier: “PCT Application™).

2. Dir. Wollgang Mann instructed me to file the EP Application and the PCT

Application in the name of AusBio Ewrope and AusBio Yantat.

3. Dr. Wolfgang Heimberg knew of the filing of the EP Application (No.

13179437.2) in the name of AusBio Europe and AusBio Yantai prior to its filing.

I, the above-named Declarant, hereby declare that all statements made herein
of my own knowledge are true and that all statements made on information and belief

are believed to be true; and further that these statements were made with the

Exhibit 29
Petition Pursuant to 37 CFR 1.46(B)(2)
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knowledge that willful false statements and the like so made are punishable by fine

or imprisonment, or both, under Section 1001 of Title 18 of the United States.

Executed on this 25% day of February, 2019,

£

L '{5 . £
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AUS1003PWO

1/4
PCT REQUEST
Print Out (Original in Electronic Form)
0 For receiving Office use only
0-1 International Application No. PCT/EP2014/066947
0-2 International Filing Date 06 AUG 2014 (06.08.2014)
0-3 Name of receiving Office and "PCT
International Application" RO/EP
0-4 Form PCT/RO/101 PCT Request
0-4-1  |Prepared Using PCT Online Filing
Version 3.5.000.235 MT/FOP
20020701/0.20.5.20
0-5 Petition
The undersigned requests that the
present international application be
processed according to the Patent
Cooperation Treaty
0-6 Receiving Office (specified by the European Patent Office (EPO) (RO/EP)
applicant)
0-7 Applicant’s or agent's file reference  |aA11S1 00 3PWO
! Title of Invention Centrifuge and Method for Centrifuging a
Reaction Vessel Unit
L} Applicant
11-1 This person is Applicant only
-2 Applicant for All designated States
II-4 Name AusBio Laboratories Co., Ltd.
II-5 Address No. 2 Huashan Road,
Yeda Yantai, Shandong,
China
11-6 State of nationality CN* *RO/EP
-7 State of residence CN
-1 Applicant and/or inventor
II-1-1 | This person is Applicant only
W-1-2 Applicant for All designated States
l-1-4 |Name AusBio R&D Europe GmbH
-5 |Address Fritz Hornschuch StraBe 9
95326 Kulmbach
Germany
II-1-6  |State of nationality
-1-7  |State of residence DE

Exhibit 30
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AUS1003PWO

2/4
PCT REQUEST
Print Out (Original in Electronic Form)
-2 Applicant and/or inventor
[lI-2-1  |This person is Inventor only
I11-2-3  |Inventor for
II-2-4  |Name (LAST, First) MANN, Wolfgang
l-2-5  |Address Hornungsreuth 22a
95512 Hornungsreuth
Germany
-3 Applicant and/or inventor
I11-3-1 | This person is Inventor only
I11-3-3  |Inventor for
I11-3-4  |Name (LAST, First) WANG, Zhaoqiang
l-3-5  |Address No. 2 Huashan Road
Yantai, 246006
China
V-1 Agent or common representative; or
address for correspondence
The person identified below is hereby/ (Acen
has been appointed to act on behalf of ge t
the applicant(s) before the competent
International Authorities as:
IV-1-1 IName PATRONUS IP Patent- und Rechtsanwdlte
IV-1-2 |Address Neumarkter Str. 18
81673 Miinchen
Germany
IV-1-3  |Telephone No. 089/12599600
IV-1-4  |Facsimile No. 089/125995044
IV-1-5  |e-mail patronus@patronus-ip.com
\ DESIGNATIONS
V-1 The filing of this request constitutes
under Rule 4.9(a), the designation of
all Contracting States bound by the
PCT on the international filing date,
for the grant of every kind of
protection available and, where
applicable, for the grant of both
regional and national patents.
VI-1 Priority claim of earlier regional
application
VI-1-1 |Filing date 06 August 2013 (06.08.2013)
VI-1-2  [Number 13179437.2
VI-1-3  [Regional Office EP
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AUS1003PWO

PCT REQUEST

3/4

Print Out (Original in Electronic Form)

VI-2

Incorporation by reference :

where an element of the international
application referred to in Article
11(1)(iii)(d) or (e) or a part of the
description, claims or drawings referred
to in Rule 20.5(a) is not otherwise
contained in this international application
but is completely contained in an earlier
application whose priority is claimed on
the date on which one or more elements
referred to in Article 11(1)(iii) were first
received by the receiving Office, that
element or part is, subject to
confirmation under Rule 20.6,
incorporated by reference in this interna]
tional application for the purposes of
Rule 20.6.

Vil-1 International Searching Authority European Patent Office (EPO) (ISA/EP)

Chosen
Vil Declarations Number of declarations
VIHI-1 Declaration as to the identity of the -

inventor
VIII-2 Declaration as to the applicant's -

entitlement, as at the international filing

date, to apply for and be granted a

patent
VIII-3 Declaration as to the applicant's -

entitlement, as at the international filing

date, to claim the priority of the earlier

application
VIII-4 Declaration of inventorship (only for the [_

purposes of the designation of the

United States of America)
Vlil-5 Declaration as to non-prejudicial -

disclosures or exceptions to lack of

novelty
1X Check list Number of sheets Electronic file(s) attached
IX-1 Request (including declaration sheets) 4 Ve
IX-2 Description 28 v
IX-3 Claims 4 v
IX-4 Abstract 1 v
IX-5 Drawings 18 v
IX-7 TOTAL 55

Accompanying Iltems Paper document(s) attached Electronic file(s) attached
IX-8 Fee calculation sheet - V4
IX-18 PCT-SAFE physical media - -
1X-20 Figure of the drawings which should

accompany the abstract
1X-21 Language of filing of the international

application

English
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AUS1003PWO

4/4
PCT REQUEST
Print Out (Original in Electronic Form)
X-1 Signature of applicant, agent or (PKCS7 Digital Signature )

X-1-1
X-1-2
X-1-3

common representative

Name
Name of signatory

Capacity (if such capacity is not obvious

from reading the request)

AusBio Laboratories Co., Ltd.
Bernhard Ganahl 33788
(Applicant)

FOR RECEIVING OFFICE USE ONLY

10-1 Date of actual receipt of the 06 AUG 2014 (06.08.2014)
purported international application
10-2 Drawings:
10-2-1 |Received ‘/
10-2-2  |[NatXeeXetX X
10-3 Corrected date of actual receipt due
to later but timely received papers or
drawings completing the purported
international application
10-4 Date of timely receipt of the required
corrections under PCT Article 11(2)
10-5 International Searching Authority I SA/EP
10-6 Transmittal of search copy delayed
until search fee is paid
FOR INTERNATIONAL BUREAU USE ONLY
11-1 Date of receipt of the record copy by

the International Bureau
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9

Europdisches
Patentamt

European
Patent Office

Office européen
des brevets

Request for grant of a European patent

For official use only

1 Application number: MKEY MKEY - EP13179437.2
2 Date of receipt (Rule 35(2) EPC): DREC DREC - 06 Aug 2013
3 Date of receipt at EPO (Rule 35(4) EPC): RENA
4 Date of filing:
5 Grant of European patent, and examination of the application under IE
Article 94, are hereby requested.
5.1 The applicant waives his right to be asked whether he wishes to I:‘
proceed further with the application (Rule 70(2))
Procedural language: en
Description and/or claims filed in: en
6 Applicant's or representative's reference
EP-7418
Applicant 1
7-1 Name: | AysBio R&D Europe GmbH
8-1 Address: Fritz Hornschuch Stralle 9
95326 Kulmbach
Germany
10-1 State of residence or of principal place of business: Germany
Applicant 2
72 Name: | AusBio Laboratories Co., Ltd.
8-2 Address: No. 2 Huashan Road,
Yeda Yantai, Shandong
China
10-1 State of residence or of principal place of business: China

EPO Form 1001E - EP-7418

Exhibit 31
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Representative 1

15-1 Name: PATRONUS IP Patent- und Rechtsanwalte
16-1 Address of place of business: Truderinger Str. 246

81825 Miinchen

Germany
17-1

Telephone: 089/43778865

17-1 Fax: 089/43778866

17-1

e-mail: patronus@patronus-ip.com

Inventor(s})

24  Title of invention

Title of invention: Centrifuge and Method for Centrifuging a
Reaction Vessel Unit

25 Declaration of priority (Rule 52)

A declaration of priority is hereby made for the following applications

25.2 This application is a complete translation of the previous application

25.3 It is notintended to file a (further) declaration of priority

][]

26 Reference to a previously filed application

27 Divisional application

]

28 Article 61(1)(b) application I:‘
29 Claims
Number of claims: 15

291 E as attached
29.2 |:| as in the previously filed application (see Section 26.2)
293 [] The claims will be filed later
30 Figures

Itis proposed that the abstract be published together with figure No. 12
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31

32

33

331

38

39

40

42

43

EPO Form 1001E - EP-7418

Designation of contracting states

All the contracting states party to the EPC at the time of filing of the European patent application are deemed to be designated (see Article

79(1)).

Different applicants for different contracting states

Extension of the European patent

This application is deemed to be a request to extend the European patent application and the European patent granted in respect of it to
all non-contracting states to the EPC with which extension agreements are in force on the date on which the application is filed. However,
the request is deemed withdrawn if the extension fee is not paid within the prescribed time limit.

It is currently intended to pay the extension fee(s) for the following
states:

Biclogical material

Nucleotide and amino acid sequences

The European patent application contains a sequence listing as part of
the description

The sequence listing is attached in computer-readable format in
accordance with WIPO Standard ST.25

The sequence listing is attached in PDF format

Further indications

Additional copies of the documents cited in the European search
report are requested

Number of additional sets of copies:

Refund of the search fee under to Article 9 of the Rules relating to
Fees is requested

Application or publication number of earlier search report:

Payment

Mode of payment

1 O O

]
=

Debit from deposit account

The European Patent Office is hereby authorised, to debit from the deposit account with the EPO any fees and costs indicated on the fees

section below.

Currency:

Deposit account number:

Account holder:

Refunds

Any refunds should be made to EPO deposit account:

EUR

28001934

PATRONUS IP Patent- und Rehtsanwalte

28001934
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Account holder:

PATRONUS IP Patent- und Rehtsanwailte

Fees Factor Fee Amount to
applied | schedule be paid

001 Filing fee - EP direct - onling 1 115.00 115.00
002 Fee for a European search - Applications filed on/after 01.07.2005 1 1165.00 1 165.00
015 Claims fee - For the 16th to the 50th claim 0 225.00 0.00
015e Claims fee - For the 51st and each subsequent claim 0 555.00 0.00
501 Additional filing fee for the 36th and each subsequent page 7 14.00 98.00

Total: EUR 1378.00

44-A Forms Details: System file name:

A-1 Request

as ep-request.pdf

Original file name:

44-B Technical documents System file name:

B-1 Specification Specification.pdf

Description; 15 claims; 16 figure(s); abstract

SPECEPO-1.pdf

44-C Other documents Original file name: System file name:

45 General authorisation:

46 Signature(s)

Place: Miinchen

Date: 06 August 2013

Signed by: , Bernhard Ganahl 33788

Capacity: (Applicant: AusBio R&D Europe GmbH )

Function of person signing:

Patentanwalt
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18.2.2018 Gherlandesgericht Disseidor, 12 U 39712

Oberlandesgericht Disseldorf, 1-2 U 39/12

Batum: 28.02.20114

Gerichi: Cherlandesgericht Disseldor

Spruchkdrper: 2. Zivilsenat

Entscheidungsart:  Urteil

Aktenzsaichen: -2 U 38/12

ECLE ECLEDE.OLGD:2014:0228.12U38.12.00

Yorinstansz: Landgericht Ditsseldorf, 4b O 43/11

Tenor: LAuf die Berufung der Kidgerin wird das am 22. Marz 2012 verkiindete

Urtell der 4b Zivitkammer des Landgerichts Disseldorf teilweise
abgeéndert. Der Beklagte wird ~ ber den Ausspruch zu |, des
tandgerichtiichen Urtells hinaus - verurteilt, den Anspruch auf Ertellung des
deutschen Patents DE 2010 012800 und die Rechie aus der deutschen
Patentanmeldung DE 2010 0128XX X an die Kidgerin abzutreten,

Der Beldagle ist des singslegten Rechismittels der Berufung verlustig,
nachdem er seins Berufung gegen das vorbezeichnete Urtell des
Landgerichis Dlsseldorf zuriickgenommen hat.

Die Kosten des Rechisstreits erster und zwelter Instanz hat der Bekiagte zu
fragen.

i,

Dasg Urlell ist vorlBufig volistreckbar. Dem Beklagten wird nachgslassen, die
Lwangsvollstreckung der Kidgerin durch Sicherhsitsleistung in Héhe von
375.000.00 EUR abzuwenden, falls nicht die iKi&gerin zuvor Sicherheit in
gleicher Hihe ipistet,

Y.
Dig Revision wird nicht zugslassen.
¥,

Der Streftwer! fir das Berufungsverfahren wird flir die Zeit bis zum 18.
Dezember 2013 auf 500.000,00 EUR, wovon auf die Berufung der Kidgerin
375.000,00 EUR und auf die Berufung des Beklagten 125.000,00 EUR
entfalien, und filr die Zelt danach auf 375.000,00 EUR festgesetzs

Exhibit 32
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15.2.2019 Cherlandesgericht Disseldod, 1-2 U 39112
Fastbrennstofffeuerungsaniage zur Erzeugung von thermischer Energie zu verwenden.

2.Der Klagerin steht ein sich aus dem Gesellschaftsverhaltnis ergebender Anspruch auf 66
Abtretung der Rechie aus der diese Erfindung betreffenden deutschen Patentanmeldung DE

2010 8128XX X gegen den Bekiagten als ihren Gesellschafter und friiheren Geschafisfihrer

zu, weil die Erfindung erst nach der Griindung der Kidgerin in ihrem Unternehmensbereich im
Zuge der Entwickiung und des Aufbaus der gemeinsam geplanten Oimihle zustande

gekommen ist. Im Einzelnen gilt Folgendes:

a)Es ist anerkannt, dass sich aus dem Geschéfisfihreranstellungsvertrag eine Pflicht des 87
Geschaftsfiihrers ergeben kann, seine Erfindung der Geselischaft zu Uberlassen —~ sei es im
Sinne einer vollsténdigen Rechtslibertragung, sei es im Sinne der Einrdumung einer
einfachen oder ausschiiellichen Lizenz (Senat, GRUR 2000, 48, 50 — Geschafisfihrer-
Erfindung). Sofern der Geschéftsilhrervertrag keine ausdriicklichen Regelungen zur
Anbietungspilicht des Geschifisfiihrers {und dementsprechend korrespondierend zum
Ubermnahmeanspruch der Gesellschaft) enthalt, ist nach den Grundsétzen der ergénzenden
Vertragsauslegung der hypothetische Parteiwille zu erforschen. Zu berlicksichtigen sind
nsoweil die gesamten Umstinde des Falles {(Senat, GRUR 2000, 49, 50 — Geschiftsfihrer-
Erfindung; Bartenbach/Volz, ArbNEG, 5. Aufl, § 1 Rdnr. 72), Flir eine Anbletungs- und
Ubertragungspflicht spricht es dabel, wenn der Geschafisfithrer nach dem Inhalt des
Anstellungsvertrages fiir den technischen Bersich singesetzt ist, ggf. sogar mit dem erklarten
Ziel, auf technische Neuerungen bedacht zu sain, und die Erfindung Giberwiegend auf Mitteln,
Erfahrungen und Vorarbeiten des Unternshmens beruht (vgl. Senat, GRUR 2000, 48, 50 -
Geschaftsfiihrer-Erfindung; BartenbachVolz, 2.2.0., § 1 Rdrw. 74; Bartenbach/Fock, GRUR
2005, 384, 385 jew. m. w. Nachw.). Basteht eine vertragliche Anbistungspflicht des
Geschaftsflhrers, ist des Weiteren zu kisiren, ob die Uberiragung unentgsitiich veriangt
werden kann oder ob die Geselischaft, wenn sie die Erfindung Gbernimmt, hierfir eine
besondere Erfindervergitung zu zahlen hat {Senat, GRUR 2000, 48, 50 — Geschafisfiihrer-
Erfindung). Letzteres st regelmifig der Fall, wenn es sich bei der Erfindung um sine
{iberobligationsméfige (und deshalb durch die versinbarten Geschiftsfihrerbeziigs noch
nicht abgegoltene) Sonderleistung handeit (Senat, GRUR 2000, 48, 50 - Geschéfisfiihrer
Erfindung). Im Aligemeinen ist insoweit davon auszugehen, dass der Geschaftsfhrer nicht
selbst verpflichlet ist, sich um die Entwickiung fechnischer Neusrungen zu bemilhen (Senat,
GRUR 2000, 49, 50 ~ Geschaftsfliwer-Erfindung). Entsprachend seiner Stellung als Organ
der Geselischafl hat er vielmehr (lediglich) die erforderlichen organisatorischen MaBnahmen
dafur zu treffen, dass in dem ihm untersteliten Aufgaben- und Verantwortungsbereich dis
personelien und sachlichen Voraussetzungen fiir angestrebie Innovationen gegeben sind.
Seine dienstvertragliche Plicht ist es, die obersten Leiltungsfunktionen des Untemehmens
wahrzunehmen, d. h. die Gesellschaft nach aulen zu vertraten und die Bedingungean fiir die
Verwirklichung des Unternehmenszwecks zu gewéhrisisten. Eigene Erfindungen liegen mit
Ricksicht darauf in der Regel auflerhalb des Bereichs der Geschafisfiihrerpflichten und
stedlen dementsprechend vergltungspfiichtige Sonderdeistungen dar (Senat, GRUR 2000, 49,
50 — GeschéftsiGhrer-Erfindung; Urtell vom 08.06.2006 — -2 U 28/05, NJOZ 2007, 1583,
1588, LG Disseldort, Entscheidungen 1, 3, 7 {. — Ozonerzeuger; Urtelf v. 10.02.2005 - 4a
150/04, juris Rz. 33). Sind allerdings dem Geschaftsfihrer kraft Anstellungsvertrages z.B.
sigene Forschungs- und Entwicklungstitigheiten zugewiesen, so ist die Erfindung keine
Uberobligationsmifige Sonderleistung, sondemn das Resultat der vertraglich geschuldete
Dienstleistung und folglich bereits durch die vereinbarten Geschiftsfithrerbeziige honoriert
{Senat, GRUR 2000, 48, 50 {. - GeschéftsiGhrer-Erfindung; Bartenbach/Fock, GRUR 2005,
384, 386 1.}, Eine Plicht, die Erfindung der Gessiischaft unenigellich anzubieten und zu
Uberlassen, besieht demgemal regeliméafig dann, wenn dem Geschafisfithrer nach dem
Anstellungsvertrages Forschungs- und Enfwickiungstitigksiten zugewiesen sind (Senat,
GRUR 2000, 49, 50 {. — Geschaftsfihrer-Erfindung). MaBgebend sind aber jewsils die
Umsténde des Einzelfalls. Fehlt es an siner ausdricklichen Regelung, bisten vor allem der
Sinn des betreffenden Dienstverhéltnisses oder der Zweck der den Geschafisfiihrer
anstellenden Gesellschafl, die vom Geschaftsfihrer in der Geselischaft im Binzelnen
ibermommenen Funktionen, seine Treuepflicht der Gesslischafi gegeniiber sowie digxhibit 32
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15.2.2019 Chertandesgericht Dilsseldorf, 12 U 3642

Ansteliung tatsichiich als gewollt Erkdarte {vol. BGH, GRUR 2000, 788, 790 -
Gleichstromsteuerschaltung; GRUR 1855, 286, 288 — Schnellkopiergerat; GRUR 1968, 302,
304 ~ Schellenrsibungskupplung; Jestaedt, FS fiir Rudolf Nirk, 1992, 493, 500 £.).

(e vorsiehenden Rechisgrundsatze gelten sinngemaf auch fir Gesellschafter 68
{(Barlenbach/Veolz, a.a.0., § 1 Rdnr. 74; vgl. a. Benkard/Melullis, PatG/GebrMG, 10, Aufl., §86
PatG Rdnr. 27e). So kann fir eine Pllicht des Geselischafters zur Ubertragung einer
Erfindung sprechen, dass er flir den lechnischen Bereich verantwortlich ist oder auch dort
singesetzt wurde, ggf. sogar mit dem Ziel, auf technische Neuerungen bedacht zu sein {vgl.
Bartenbach/Volz, 3.8.0., § 1 Rdnr. 74). Ebenso kann der Sinn und Zweck der Gesslischaft fiir
gine dahingehende Verpflichiung sprechen (vgl. BGH, GRUR 1955, 286, 280 ~
Schnelikoplergerdt; GRUR 2000, 788, 780 - Gleichstromsteusrschaliung; GRUR 1991, 127,
129 - Objekitrager; BartenbachMNolz, 8.5.0., § 1 Rdnr. 74 m. w. Nachw.; vgl. a.
Benkard/Melullie, a.8.0., § 6 PatG Rdnr. 27¢; Busse/Keukenschrijver, PatG, 7. Aufl., § 6
PatG Rdnr. 30). Auch kann sich - je nach den Umsidnden des Einzelfalies - aus der
Treuepflicht mitunter eine Pllicht des Gesellschafters zur Ubertragung baw.
Rechtseinrdumung ergeben (BGH, GRUR 1855, 286, 288 — Schnelikopiergerat; GRUR 2000,
788, 790 ~ Gleichstromsteuerschaltung; Bartenbach/NVolz, a.a.0., § 1 Rdnr. 74 m. w. Nachw.),
insbesondere wenn die Erfindung (iberwiegend auf Mittein, Erfahrungen und Vorarbeilen des
Unternehmens beruht (Bartenbach/MNolz, 8.8.0., § 1 Rdnr. 74 m. w. Nachw.; vagl. a.
Benkard/Melullis, 2.3.0., § 8 PatG Rdnr. 27¢). Lisgen keine besonderen Umstinde vor, wird
sich allsin aus dem Gesichtspunkt der Treuepflicht des Gesellschafters sin Anspruch der
Geselischaft auf Ubertragung der Erfindung des Gessllschafters allerdings regelm38&ig nicht
herleflen lassen, weil ein Gesellschafter andernfalls stets zur Uberiragung verpflichtet wire.
Selbst der persdniich haftende Gesellschafter siner Personengesslischaft ist nach der
Rechisprechung des Bundesgerichtshofs aber nicht ausnahmslos verpflichtet, (ber die
Erfindung zugunsten der Gesslischaft zu verfligen (vgl. BCH, GRUR 1855, 286, 288 —
Schnelikoplergerat; GRUR 1981, 127, 129 — Objektirdger). Entscheidend sind auch hier
letztlich jewsils die Umsténde des Einzeifalles.

bl 89

Ist der Geschifisfihrer — wis hisr der Beklagie — zugleich Gesellschafter, soll er nach einerin 70
der Literatur vertretenen Auffassung auf Grund seiner gesellschafisrechiichen
Geschafistiihrerpflichten dazu angehalten sein, jeds Erfindung im Geschiftsfhrungs- und
Unternehmensbereich der Gesellschaft anzubisten und zu iberfragen. Dies soll vor allem
aus der Pilicht des Organs resultieren, in allen die Geselischaft berlihrenden Sachverhalien
derers Wohl und nicht nur den eigenen Nufzen zu besorgen{Bartenbach/Fock, GRUR 20085,
384, 386, vgl. auch Gaul, GmbHR 1882, 101, 102 £, Scholz, GmbHG, 10. Aufl., § 35 Rdnr.
248, Marsch-Barner in: GKommGmbHG, § 35 Rdnr. 85, die sine Anbistungspflicht des
Geschiftsfihrers annehmen). Ob dem in dieser Aligemeinheit zu folgen Ist, bedarf vorlisgend
keiner Entscheldung. Jedenfalls auf Grund der hier gegebenen Umstiinde bestand sine aus
dem Gessllschaftsverhditnis folgende Anbletungspilicht des Beklagten.

Zwar enthilt der Gesellechaftevertrag der Klégerin keine Regelungen in Bezug auf 71
Erfindungen. Auch war die Entwicklung undfoder Verwertung von Erfindungen nach dem
Geselischafisvertrag nicht Gegenstand des Unternshmens. Dass der Gaselischafisverirag

gerade in der Erwarlung geschiossen wurde, dass in Verfolgung des Geselischafisrwecks
Erfindungen entstehen, ist ebenfalls nicht fosistelibar.

Es ist jedoch zu beachien, dass es Sinn und Zweack der Gesellschaft war, eine Olmiihie neu 72
zu errichten, um in dieser Rapstl zu produzisren. Gesellschalter und Gaschéfisfithrer der
Klagerin waren nur der Bekiagte und sein Milgeselischafter C. Beide Geselischafter waren zu
gleichen Teilen an der Kiagerin betelligt. Sle investierten beide Geld in das gemsinsame

Projekt und brachten sich jewslls in dieses ein. thre Aufgaben hatten die Ceselischafter der
Kiagerin hierbei einvernehmlich dahin untereinander aufgeteilt, dass dem Mitgeselischafter ©

der kaufménnische Teil oblag, wohingegen der Beklagte ir den technischen Bemic@xhibi £32

zusténdig war (vgl. Sitzungsprotokoli v, 18.07.2013, Bl 277/278 GA). Eine
g v gep ‘ Petition Pursu}ant to 37 CFR 1.46(B)(2)
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Higher Reglonal Court of Disseldorf 1-2 U 38/12

Date: February 28, 2014
Coust: Higher Reglonat Coust of Disseldor!
Panel: 208 Civil Senate
Type of decision: Judgment
Docket number: 3 U 38M2
JEBORE o ECLEDEOL GD:2014:0028.12U38,12.00 N e
Lower cowt: Regional Court of Risseldorf, 4b O 4311
Operative L In reaction to the appeal by the Plainti, parts of the judament rentersd | by the Civil
provisions: Chamber 4b of the Regional Court of Disseldorf on March 22, 2012 are amended. To an

extent that exceeds the dictum in tem | of the judgment passed by the Regional Court, the
Defendant is ardered to assign the entitlernent to the grant of the German

Patent DE 2010 0128XX X and the rights arising from the German patent

application DE 2010 0128XX X {o the Plaintift.

B
Tha Defandant has forfelted the right to the remedy of an appeal after having withdrawn is
appeal against the judgment mentioned abave rendered by the Regional Court of Dlisseidort.

i
The Defendant shall bear the costs of the litigation in the first and second instance.

.
The judgment is provisionally enforesable. The Defendants may avert the Plaintiff's
anforcement proceedings by providing & security in the amount of EUR 375.000.00 ¥ the

Plaintift has not previously provided a securily inthe same amount.

V.
An appeal on points of law is not permitted,

Vi,

The value in dispute of the appeal proceedings is set at EUR 500,000.00 for the period untl
December 18, 2013, EUR 375,000.00 of which account for the Plaintiff's appeal and

EUR 125,000.00 of which account for the Dafendant’'s appaal, and at EUR 375,000.00 for the

time afterwards.
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i

imarginal nos. 2 through 68]

2} The fact that & managing direcior employmeant agreement may establish an obligation for 87
the managing director fo assign thelr invention fo the partnarship — be it within the meaning of
a8 complete assignment of rights, ba & within the meaning of granting a non-exclusive or
exclusive ficense, is recognized (Senale, GRUR 2000, 48, 50 - Geschifisfibrer-Erfindung
finvantion by the managing director]). | the managing direclor agreement does not include
any axplicl provisions on an obligation of the managing director to offer {and, accordingly, on
g comesponding right o scquisition of the partnership), the principles of supplemantary
irferprefation of agreements dictate that the hypothetical intention of the parties s o bs
expiorad, In this contexd all and any circumstances of the case are o be iaken indp
consideration (Senale, GRUR 2000, 48, 80 ~ Geschdfisflhrer-Brfindung RarlenbachiVole,
ABNEAG [German Emploves Inventor Act], 8th edition, Sec. 1, margingl no. 72) ¥ the
managing director is deployed in the technical fisld under the contant of the amplowment
agreamant, possibly even with the declared aim of infended technical nnovations, and the
invention mainly is based on the means, experience and pravious work of the company, this
suggests an obligation to offer and assign {of. Senate, GRUR 2000, 48, 50 ~ Geschaftsilver-
Erfindlung; Bartenbach/Vole, lee. ¢it, Sec. 1, marginal no. 74; Bartenbach/Fock, GRUR 2008,
384, 388 sach with further references.) If the managing director has a canfractual obligation to
offer, what requires further darffication as wel is whether a free-of-charge assignment can be
demanded or whether the partnership has © pay 8 parficulsr compensation o the nventor
whan acquiring the vention (Senate, GRUR 2000, 48, 80 —~ Geschiftsfihrar-Erfindung). The
fatter requiarly is the case If the invention is an extra parformance exceeding the obligations
{and, therefors, Is not paid for by the agreed samings of the managing director) (Senate,
GRUR 2000, 48, 50 — Geschafisflihver-Briindung). insofar, it can generally be sssumed that
the managing dirstlor s not obligaled themsalves to strive for the development of
technological innovations (Senate, GRUR 2000, 49, 50 ~ GeschaftsiGhrer-Erfindung). Rather,
comasponding to thelr capacity a8 a body of the partnership, they {merely) have o take the
requirad organizations! measuwres 1o snaure that the conditions for the infended Innovations in
terms of human resources and materal are met in the feld of thelr duties and area of their
rasponsibility. s thelr obligation under the smployment agresment fo embrace the fop

leadership role in the company, Le. to reprasent the parinership vis-A-vis third paries and
Exhibit 32
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Diisseldorf Higher Regional Court, 1-2 U 39/12

[Machine translation]

Date: 28.02.2014

Court: Dusseldorf Higher Regional Court
formation of the court: 2nd Civil Senate

type of decision: judgment

reference number: [-2 U 39/12

ECLI:

ECLI:DE:OLGD:2014:0228.12U39.12.00

Previous instance:

Dusseldorf Regional Court, 4b O 43/11

I. On the plaintiff's appeal, the judgment of the 4b Civil Chamber of the
Dusseldorf Regional Court delivered on 22 March 2012 is amended in part.
The defendant is ordered - in addition to the statement in I. of the judgment
of the Regional Court - to assign to the plaintiff the claim to grant of the
German patent DE 2010 0128XX.X and the rights from the German patent
application DE 2010 0128XX.X.

The defendant has lost the appeal on appeal after having withdrawn
his appeal against the aforementioned judgment of the Regional Court
of Dusseldorf.

The costs of the proceedings at first and second instance shall be borne by
the defendant.

1v.

The judgment is provisionally enforceable. The defendant is permitted to
avert the plaintiff's execution by providing security in the amount of EUR
375,000.00 if the plaintiff has not previously provided security in the same
amount.

V.
The revision is not permitted.
VI.

The amount in dispute for the appeal proceedings is fixed at EUR 500
000.00 for the period up to 18 December 2013, EUR 375 000.00 of which
for the plaintiff's appeal and EUR 125 000.00 for the defendant's appeal,
and EUR 375 000.00 for the period thereafter

Reasoning:

Exhibit 32
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The plaintiff demands from the defendant the assignment of the rights from a German
patent application. It also sought a declaration that a license agreement relating to that
patent application was invalid.

The plaintiff was founded by the Dipl.-Kfm. C and the defendant by notarial agreement
dated 29.08.2007 under its former company B GmbH. Both shareholders hold equal shares
in the plaintiff. By resolution of the shareholders, also passed on August 29, 2007, both
shareholders were appointed as managing directors of the plaintiff with sole power of
representation and exempt from the restrictions of Section 181 of the German Civil Code
(BGB).

The plaintiff originally planned to build an oil mill in D. However, a plot of land acquired by
the plaintiff for this purpose proved to be too small. The plaintiff then planned a project in
Haldensleben with an investment volume of around EUR 46 million. The object of this project
was the construction of a new oil mill on a plot of land of approx. 65,000 ™ on the
Mittellandkanal. The oil mill was to have an initial seed processing capacity of 400,000
tonnes per year. It was planned to focus on the processing of rape (see Annex 17 of the
plaintiff).

Contrary to an earlier intention of the defendant, the plant should not produce biofuels but oils
for the food market. In connection with the project, the plaintiff placed orders with E GmbH
(hereinafter 'E') and F AG (hereinafter 'F'). The required production energy was to be
generated from biomass in a separate power plant. The plans were accompanied by witness
K. The latter had mediated the contact between the plaintiff's shareholders after he had been
asked by the defendant to help him find an investor. As an expert, Witness Dr. G, who had
already accompanied the development phase of a large number of oil mills, was called in.
The plaintiff applied for public funding for the project (see Annexes 15 - 19 of the plaintiff).
The application for funding was prepared by shareholder C in consultation with witnesses H
and Dr. |, who advised the plaintiff as tax consultants, and essentially with the defendant. On
18.03.2010, the plaintiff received a test report according to which the incineration of peeling
fractions was possible and permissible.

On 7 May 2009 (Annex B 13), the plaintiff filed a patent application with the German Patent
and Trade Mark Office entitled "Process for conditioning oilseeds in a conditioning device
and device for carrying out the process" (Annex B 14). This patent application, which
received the No. DE 10 2009 002 9XX.Y, proved not to be patentable.

On 25.03.2010, the defendant filed in his name a patent application (Annex B 3) with the
German Patent and Trade Mark Office entitled "Procedure for peeling rapeseeds"”, which was
given the number DE 10 2010 012 8XX.Z (hereinafter referred to as "patent application in
dispute') and which was disclosed on 29.09.2011. The defendant named himself the
inventor. This patent application, for which a German patent has not yet been granted, was
commissioned from the patent law firm J, which had already processed the previous
application.

The patent application in dispute comprises 13 patent claims. Claims 1, 11 and 12 are as
follows:

1.
A process for peeling rape seeds comprising at least the following
» Steps:

Exhibit 32
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11.

Provision of rapeseed seeds from rapeseed grains comprising a shell portion and
Core meat,

Insert the rape seeds into an impact mill (1),

mechanical breaking of the rape seed shells in the impact mill (1),

The material to be ground is fed out, consisting of broken shell and core meat portions,
from the impact mill (1),

Introduction of the material to be ground into a sifting device (2) and separation of the shell

parts

of the nuclear flesh,

removing the shell portions and the core portions from the sifting device (2),
Inserting the shell parts into a sieving device (3) for further separation of
The pit flesh remains from the peel parts,

Separate discharge of shell and core meat from the sieving device

Device for carrying out the method according to one or more of the following

preceding claims comprising at least one impact mill (1), a classifying device
(2) and a screening device (3).

12.

Use of the shell components obtained from the process according to a

or more of claims 1 to 9, characterized in that the shell portions are used as biomass
for a solid fuel combustion plant for generating thermal energy.

The following subscription is taken from the disclosure document10 2010
012 8XX.Z and shows a schematic diagram of a flow diagram of the
rapeseed through the individual components of the invention-made device
for peeling rapeseed.

On 25.03.2011, the defendant also filed a European patent application concerning
this invention at the European Patent Office, for which it was granted EP 2 16 550 XYX.
In addition, it filed a PCT application, which was filed on 29.09.2011

under the international publication number WO 2011/117XYY.

At the time of filing the patent application, investment costs amounting to

of at least EUR 598,838.11 was incurred. The shareholders had granted loans in
this amount to the plaintiff, namely shareholder C in the amount of EUR
394,345.78 and the defendant in the amount of EUR 204,492.33 (cf. draft
balance sheet as at 30 April 2010, Annex 20 of the plaintiff).

In the name of the plaintiff, the defendant concluded an agreement with itself as a
contractual partner on the license agreement dated 27.04.2010, drafted by patent
attorney law firm J, by which he granted the plaintiff a simple license to the subject-
matter of the patent action in question.

With the fee invoice dated 27.04.2010 (Annex 9 of the plaintiff), the

patent attorney law firm J invoiced the plaintiff an amount of EUR 4,182.85 for
'‘consultancy services in patent matters, in particular in proceedings relating to
rape seed; consultancy on licence agreements ...". By invoice dated 26.04.2010
(Annex 10 of the plaintiff), the defendant was invoiced by the patent attorneys an
amount of EUR 470.00 for official fees relating to the patent application in
dispute.

In April 2010, the plaintiff experienced liquidity problems. On the occasion of a
shareholders' meeting on 10 May 2010, shareholder C called on the defendant

to sell his share in the company and threatened to withdraw liquidity from the

plaintiff. In a letter dated 12.05.2010, the defendant announced that in the case

of the efforts to procure sufficient liquidity fail by 30 May 2010, the company will

apply for insolvency. Such an application was received by the insolvency court on Exhibit 32

09.06.2010; after a capital increase of EUR 120,000 IpesiigrePaidriat tbe87 CFR 1.46(B)(2)

insolvency court considered the insolvency proceedings on the bagigpEaion H _ %@0,681
AME 0243
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withdrawal of application as done. In the following period there were several
shareholders' meetings. Two resolutions passed at meetings in June 2010, including the
dismissal of the defendant as managing director and his exclusion as shareholder, were
declared null and void by the Regional Court of Mlnster on 22 March 2012 (Ref.: 25 O
102/10) as a result of the withdrawal of the plaintiff's appeal. The Dusseldorf Regional
Court partially granted an action for nullity brought by the defendant against resolutions
passed at a further shareholders' meeting on 15 October 2010 in a legally binding
judgment dated 22 March 2011 (4b O 4/11); it dismissed the action for nullity insofar as it
was also directed against resolutions passed at this shareholders' meeting regarding the
dismissal of the defendant as managing director and the assertion of claims for damages
against the defendant.

At the end of June 2010, it turned out that invoices from E to the plaintiff amounting to
approximately EUR 21 99,000.00 were outstanding. By judgment of the Regional Court
of Minster (25 O 143/10) - which was not final - the plaintiff was ordered to pay EUR
99,560.37 to E in this respect. In the legal dispute there, a statement of the defendant
dated 09.09.2010 was submitted (Annex 31 of the plaintiff), with which he confirmed that
he had commissioned E with planning work regarding the oil mill in the name of and on
behalf of the plaintiff. Also on 9 September 2010, three engineers of E made a
declaration (Annex 30 of the plaintiff) that they had not made any creative or inventive
contribution to the invention disclosed in the patent application. In the subsequent
period, the plaintiff's shareholders filed reciprocal applications for punishment. With a fee
note dated 04.10.2010 (Annex B 4), patent attorney law firm J invoiced the defendant an
amount of EUR 2,856.00 in respect of the patent application in dispute. On 06.12.2010,
the patent attorneys cancelled the fee invoice of EUR 4,182.85 of 27.04.2010 addressed
to the plaintiff (cf. Annexes 12 and 13 of the plaintiff).

The plaintiff relied at first instance on the following pleas:

The patent application in dispute is a further development of the first patent application.
The patent attorney law firm J had originally intended to file the patent application in its
name - that of the plaintiff - but, at the defendant's intervention, indicated the defendant
as the plaintiff. Although the defendant filed the application for registration on its own
behalf, it wished to leave the bulk of the costs to it. With regard to the question of who is
the proprietor of the patent, the cost accounting of the patent attorneys addressed to the
defendant of 04.10.2010 are only an irrelevant correction of the previous invoice of
27.04.2010. The plaintiff claims that it was the contracting authority. All its advisers and
its shareholder C had assumed that the patent application would be made in their favour.
The plaintiff also submits that E agreed only with an application for registration in its
name - that of the plaintiff. It was the idea of their shareholder C to produce edible oils
instead of biofuels. In the course of the development phase, the idea arose to use a so-
called partial fractionation to produce rapeseed shells as fuels, after it had become
apparent that there was not enough wood of the category A2 available on the market. In
this context, there had been a large number of discussions, which had ultimately been
based on the idea that rapeseed should be replaced by to peel the metal in a collision.
The witness, Dr. G, had persuaded the defendant to consider whether fuels could be
generated from the shells of rapeseed. It was clear to Dr. G that he was working for the
plaintiff. At the beginning of the project, the defendant did not want to know anything
about the burning of the rapeseed shells; the idea originating from Dr. G only arose
when wood fuels were excreted due to scarcity of raw materials. The defendant had
found the idea exciting and had taken it up. In the course of the proceedings one found
that, prior to the intervention of other companies, about 40 % of the rapeseed shells
were needed to cover the total energy requirements of the oil mill. There had been
several proposals as a solution. From a certain point in time, the defendant had kept the
witness Dr. G away from further development. It is not disputed that the defendant ﬁghibit 32

not submit any drawings or the like at the time. Petition Pursuant to 37 CFR 1.46(B)(2)
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It had been the aim of their company to obtain a corresponding patent. In the
discussions, it was clear to everyone that it was entitled to the patent. All the contracts in
question were also awarded and financed on its behalf. There was agreement between
the partners that it should be the patent proprietor. The witness Dr. | had made it clear in
a number of conversations that this was a condition for the further development of the
project. The defendant wrongly appears to think that he has a claim to the patent as a
source of ideas, leaving party agreements completely out of the question. The defendant
is obliged, at least according to the so-called business opportunity theory, to assign to it
the rights from the patent application.

The plaintiff claims that the Court should:

1. order the defendant to assign to the plaintiff the rights conferred by the patent
application filed with the German Patent Office No: DE 2010 0128XX.X;

2. declare that the license agreement of 27.04.2010 between the defendant and
the defendant is invalid.

The defendant has applied for
dismiss the action.

The defendant claimed to be the inventor of the invention on which the patent application
was based. In 2005, he had already started to consider how the extraction of rapeseed
oil could be optimized. At that time he had recorded his considerations in various
drawings (Annex B 1). As a result of his considerations, he had drawn a prototype in
2005 (Annex B 2). At that time he had carried out his first experiments with the peeling
and sieving of rape seeds at home. The Patent application and drafting of the patent
specification, discussion of the technical details and the specifications for the drawing
and the patent specification had come exclusively from him and had been discussed with
the patent attorneys. The invention did not play a role in the establishment of the plaintiff.
The aim of the company was also not patenting; the purpose of the company had
nothing to do with the invention. A patent development by the plaintiff did not take place.
Nor did the plaintiff bear all the costs of patent development. The engineers of E would
not have made any creative contributions to the invention. Even witness K had nothing to
do with the invention. The talks with the witness Dr. G had also only been about the
construction of the oil mill, but not about the patent development. The oil mill had been
planned completely independently of the invention. The power plant was to be operated
with wood chips. In the course of the planning, he - the defendant - came up with the
idea of making his invention from 2005 usable. Since the plaintiff wanted to make use of
his invention within the framework of the project in D, the tests were commissioned by E.
It had carried out investigations as to whether its invention could be used on a
commercial scale in oil mills.

In its ruling of 22.03.2012, the Regional Court determined that the license agreement of
27.04.2010 is ineffective. The further action was dismissed. In support of its decision, the
Regional Court essentially explained that the appeal proceedings were still of
significance:

The plaintiff is not entitled to an assignment of the rights arising from the application of

the patent in dispute from any legal point of view; in particular, such a claim does not

arise from Sec. 8 Patent Law. It could not be established that the plaintiff was a (co-
Jbeneficiary of the invention at issue. The plaintiff's submissions do not allow the finding

that any natural person other than the defendant made any creative contribution to the
invention. It is therefore irrelevant whether co-inventor shares resulting from such
contributions were transferred to the plaintiff. The plaintiff's arguments in relation to Dr G

do not show that Dr G is at least to be regarded as a co-inventor. Even if Dr. G actU=xfyibit 32
had the idea. Petition Pursuant to 37 CFR 1.46(B)(2)
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The fact that he had made a contribution to the invention does not mean that he had
separated the rapeseed shells and used them as fuel for the power station. There is no
connection whatsoever with the solution according to the invention according to the
patent claims. It was all the more undeniable that other natural persons had been
creatively active in relation to the invention. A contractual agreement to transfer the
rights of the defendant arising from his invention to the defendant could not be
established. It is irrelevant that the defendant should at some point have expressed the
intention to register the invention together with shareholder C. The plaintiff submits that
the defendant has not filed a patent application for the invention. The defendant was
also not obliged to transfer the rights arising from the invention according to the so-called
business opportunity theory. It is not possible to establish that the defendant made the
invention during his capacity as shareholder/managing director of the plaintiff; the
assertion that the invention had already been made in 2005 has not been refuted. It
would go beyond the fiduciary duties of a shareholder manager to transfer, free of
charge, the rights to which he was entitled to industrial property rights dating from a
period prior to the existence of the company.

For further details of the reasoning, reference is made to the judgment of the Regional
Court.

Both parties have appealed against this judgment. The defendant withdrew its appeal by
its brief of 16 December 2013.

By its appeal, the plaintiff is pursuing its claim, dismissed by the Regional Court, for
assignment of the rights from the patent application. Repeating and supplementing her
presentation at first instance, the plaintiff asserts:

The relevant development of the method for peeling rapeseed took place in its business
division. The idea of peeling the rape seed and using the shells as fuel only arose in the
course of numerous discussions between shareholder C and the defendant with
knowledgeable witnesses. The decision had been made to carry out the peeling process
by means of the impact of the seed on metal instead of rolling or blowing out the seed.
The procedure had then initially been carried out and tested by commissioning, among
others, E and F. Subsequently, various series of tests were carried out in which the
combustion of the separated rapeseed shells was tested for compatibility with emission
control law. The Regional Court overlooked the fact that an obligation of the defendant to
transfer the right to grant the patent arises from its obligation under company law as its
shareholder and from a supplementary interpretation of the management contract. As
managing partner, the defendant had taken over the technical management of the
business operations, while shareholder C was mainly responsible for the commercial
and accounting areas. It was the defendant's task to take over the technical
implementation of the oil mill through the development of efficient oil extraction to
promote. This included perfecting the peeling process for rapeseed. The significant
development of the process took place in its company; in this case, the involvement of
the abovementioned companies led to corresponding trials and machines for carrying
out the partial fractionation process were developed. It had been concluded that the
most effective way to peel rapeseed was by hitting the metal with the seed. The plaintiff
also argues that test series concerning the incineration of rapeseed were carried out on
its behalf and at its expense. It had borne all the costs of the patent developments.
Against this background a supplementary interpretation of the contract of the
shareholder or employment contract results in, that the defendant is obliged to transfer
the rights to the invention to them. Under no circumstances was it the case that the
defendant had already had a ready-made invention ready for patenting before the start
of his shareholder or managing director activities. On the contrary, the defendant used
its financial resources and employees to carry out the process of peeling rapeseed Exhibit 32

seeds using to develop and optimize the execution of many test series,
Petition Pursuant to 37 CFR 1.46(B)(2)
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The plaintiff claims that the Court should:

modify the judgment of the Regional Court in so far as the action has
been dismissed, and order the defendant to assign to the plaintiff the
rights conferred by the patent application filed with the German Patent
Office No: DE 2010 0128XX.X,

in the alternative, set aside the judgment of the Regional Court in so far
as the action was dismissed and refer the case back to the Regional
Court for retrial.

The defendant claims that the Court should:
dismiss the plaintiff's appeal.

The defendant defends the judgment of the Regional Court in so far as
the Regional Court has dismissed the action, and opposes the plaintiff's
arguments on appeal, arguing that it is wrong, but also irrelevant, that the
idea of peeling the rape seed and burning the shells arose in the course
of numerous discussions. The idea of peeling rapeseed is not a "new
invention"; this has been known for a long time. The burning of the shells
was also not a new idea or invention, but merely a consequence of his
invention, in which the shells remained as a residual product. The tests
carried out only showed that his invention could be used for the purposes
of the plaintiff. The result had shown that his invention also worked "on a
large scale". It is wrong that the plaintiff was established for the purpose
of further developing technical processes for the energy-saving
production of rapeseed oil and for patenting a newly developed process.
The plaintiff wanted to build an oil mill. The major part of the costs of a
good EUR 500,000.00 had been spent on the relevant planning, expert
opinions, funding documents and architectural services. Only in a later
phase did the participants come up with the idea of using his invention for
the oil mill in Haldensleben in order to increase overall economic
efficiency. The project works even without its invention.

In accordance with the decision of the Senate of 23.07.2013 (pp. 282 -
283 GA) to take evidence, the Senate has taken evidence by questioning
the witnesses Dr. Claus |, Walter H, Frank K, Dr. Ernst Wilhelm G and
Carsten L. Reference was made to the minutes of 19.12.2013 for the
outcome.

Because of the further details of the facts and dispute, the content of the
court files together with annexes.

After the defendant had lodged his appeal against the judgment of the Regional Court
in a brief of 16.12.2013, the appeal of the plaintiff is now the only way to

decide. This is permissible and justified. The plaintiff contests the view that

of the Regional Court a claim for assignment of the rights from the German

Patent application DE 10 2010 012 8XX.Z against the defendant.

1) The patent application in dispute concerns, inter alia, a process for peeling rape
seed.

Rapeseed essentially consists of a shell fraction andF%ﬁ%ﬁ %%iggnt to 37 CFR Fzgl(bégéz)
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Usually the seed as a whole is industrially processed to produce oil and what is known
as meal. However, the processing of the shell fraction brings disadvantages in the
process and the end products. In addition, the crude fibre content of the shells
represents only a low to low value in the meal.

The German Disclosure Document 2010 012 8XX.Z A1 (hereinafter only: Disclosure
Document) states in its introduction that the state of the art has already led to the
development of processes for peeling of rapeseed. Thus DE 40 41 XYZ B4 describes
a procedure and a Device for peeling fresh rapeseed, the rapeseed being pre-shelled
is subjected to cleaning and classification for the separation of small sizes, and is then
peeled using successive processing steps. First, a potential difference in the water
content between the shell and core of the seed is produced by reducing the water
content of the seed by 0,6 to 2,0 % by drying with a seed residence time of five
minutes at a temperature of 95° C. The water content of the shell and core of the seed
is then reduced by 0,6 to 2,0 % by drying with a seed residence time of five minutes at
a temperature of 95° C. The water content of the shell and core of the seed is then
reduced by 0,6 to 2,0 % by drying with a residence time of five minutes at a
temperature of 95° C. Pressure treatment is then carried out by rolling using a roller
peeler with a rolling gap which is 0.2 to 0.4 times the mean value. This is followed by
the impact release of the broken shells from the core meat by pneumatic conveying.
This is followed by air separation to separate the fractions of unpeeled cores. This is
followed by the sifting and separation of the shells from the cores by electro
separation.

With this well-known method, it is problematic that the rapeseed is fed before
the peeling process must first be subjected to cleaning or a classification to
separate smaller sizes. These additional processing steps reduce the efficiency
of the process and make it more expensive. In addition, only a certain grain size
of rapeseed can be broken through the defined rolling gap.

Against this background, the task of the patent application in dispute has been to
provide a method and apparatus for peeling rapeseed which does not require upstream
drying and sorting and thereby permits improved process efficiency.

In order to solve this problem, the patent claim 1 filed first of all suggests
a method for peeling rapeseed comprising at least the following steps:

@) Provision of rapeseed seeds from rapeseed grains, comprising a shell portion
and core flesh

2) Introduction of the rape seeds into an impact mill.
3) Mechanical breaking of the rape seed shells in the impact mill.

4) The material to be ground is removed from the
impact mill, consisting of broken shell and core meat portions.

5) The ground material is fed into a sifting device and the shell portions are
separated
from the core meat portions.

®) Removal of the shell parts and the core parts from the sifting device.

7 Inserting the shell portions into a sieving device for further separation of core
meat remains
from the shell portions.

Application y -I:Ié‘i
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(8) Separate discharge of shell portions and core meat portions from the sieving
device.

The further proposal to solve the problem underlying the patent application has
the device for carrying out the method of content. According to patent claim 11
has this device:

€)) at least one impact mill (1),
(b) a sifting device (2) and

(©) a sieving device (3).

Claim 12 finally proposes to remove the shell parts resulting from the procedure
under one or more of Claims 1 to 9 are obtained as biomass for a solid fuel
combustion plant for the generation of thermal energy.

2) The plaintiff is entitled to a claim arising from the company relationship t066
assignment of the rights from the German patent application DE 2010 0128XX.X
relating to this invention against the defendant as its shareholder and former
managing director, because the invention only comes about after the
establishment of the plaintiff in its corporate division in the course of the
development and establishment of the jointly planned oil mill. The following
applies in detail

a) The fact that a managing director employment agreement may establish an
obligation for the managing director to assign their invention to the partnership —
be it within the meaning of a complete assignment of rights, be it within the
meaning of granting a non-exclusive or exclusive license, is recognized (Senate,
GRUR 2000, 49, 50 — Geschéftsfuhrer-Erfindung [invention by the managing
director]). If the managing director agreement does not include any explicit
provisions on an obligation of the managing director to offer (and, accordingly, on
a corresponding right to acquisition of the partnership), the principles of
supplementary Interpretation of agreements dictate that the hypothetical intention
of the parties is to be explored. In this context all and any circumstances of the
case are to be taken into consideration (Senate, GRUR 2000, 49, 50 —
Geschaéftsfuhrer-Erfindung; BartenbachNolz, ArbNEfG [German Employee
Inventor Act], 5th edition, Sec. 1, marginal no. 72). If the managing director is
deployed in the technical field under the content of the employment agreement,
possibly even with the declared aim of intended technical innovations, and the
invention mainly is based on the means, experience and previous work of the
company, this suggests an obligation to offer and assign (cf. Senate, GRUR
2000, 49, 50 — Geschaftsfuhrer-Erfindung; BartenbachNolz, loc. cit., Sec. 1,
marginal no. 74; Bartenbach/Fock, GRUR 2005, 384, 385 each with further
references.) If the managing director has a contractual obligation to offer, what
requires further clarification as well is whether a free-of-charge assignment can
be demanded or whether the partnership has to pay a particular compensation to
the inventor when acquiring the invention (Senate, GRUR 2000, 49, 50 —
Geschaéftsfuhrer-Erfindung). The latter regularly is the case if the invention is an
extra performance exceeding the obligations (and, therefore, is not paid for by
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the agreed earnings of the managing director) (Senate, GRUR 2000, 49, 50 —  Exhibit 32
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Erfindung). Rather, corresponding to their capacity as a body of the partnership,
they (merely) have to take the required organizational measures to ensure that
the conditions for the intended innovations in terms of human resources and
material are met in the field of their duties and area of their responsibility. It is
their obligation under the employment agreement to embrace the top leadership
role in the company, i.e. to represent the partnership vis-a-vis third parties and
safeguard the conditions for the achievement of the object of the company.
Considering this, inventions of their own are usually not covered by the
obligations of managing directors and, accordingly, are extra performances
subject to remuneration (Senate, GRUR 2000, 49, 50 —Geschéftsfihrer-
Erfindung; judgment dated June 8, 2006 — 1-2 U 28/05, NJOZ 2007, 1583,
1586; Regional Court of Disseldorf, decisions 1, 3, 7 et seq. — Ozonerzeuger,
judgment dated February 10, 2005 — 4a 150/04, juris marginal no. 33). However,
if research and development activities are assigned to the managing director in
person by virtue of the employment agreement, for example, the invention is not
an extra performance exceeding the obligations, but the result of the service
owed under the agreement and, thus, already covered by the agreed earnings of
the managing director (Senate, GRUR 2000, 49, 50 et seq. — Geschéftsfuhrer-
Erfindung; Bartenbach/Fock, GRUR 2005, 384, 386 et seq.). This means that an
obligation to offer and assign the invention to the partnership free of charge
regularly exists if research and development activities are assigned to the
managing director under the employment agreement (Senate, GRUR 2000, 49,
50 et seq. — Geschéftsfuhrer-Erfindung). However, what is decisive are the
respective circumstances of each individual case. If there is no explicit provision,
above all, the purpose of the concerned labor relations or the object of the
company employing the managing director, the specific capacities the managing
director assumes in the partnership, their obligation of loyalty towards the
partnership as well as the manner in which earlier inventions were handled in
legal terms provide suitable indications of the actual intent declared by means of
the employment (cf. German Federal Court of Justice, GRUR 2000, 788, 790 —
Gleichstromsteuerschaltung; GRUR 1955, 286, 289 —Schnellkopiergerat; GRUR
1965, 302, 304 — Schellenreibungskupplung; Jestaedt, Festschrift fir Rudolf
Nirk, 1992, 493, 500 et seq.).

69
The above legal principles also apply mutatis mutandis to shareholders
(Bartenbach/\VVolz, loc. cit., § 1 paragraph 74; see loc. cit. Benkard/Melullis,
PatG/GebrMG, 10th edition, § 6 PatG paragraph 27e). For example, a
shareholder's obligation to transfer a share of the invention, that it is responsible
for the technical field or was also used there, possibly even with the aim of being
aware of technical innovations (cf. Bartenbach/Volz, loc.cit., § 1 para. 74). The
sense and purpose of the company can also speak in favour of an obligation to
this effect (see BGH, GRUR 1955, 286, 289 - Fast copying device; GRUR 2000,
788, 790 - Direct current control circuit; GRUR 1991, 127, 129 - Object slides;
Bartenbach/VVolz, loc. cit., § 1 marginal no. 74, cf. also Benkard/Melullis, loc. cit.,
Sec. 6 PatG, No. 27e; Busse/Keukenschrijver, PatG, 7th edition, Sec. 6 PatG,
No. 30). Also, depending on the circumstances of the individual case, the
obligation of the shareholder to transfer or transfer the shares to a third party
(BGH, GRUR 1955, 286, 289 - Quick copy device; GRUR 2000, 788, 790 - Direct
current control circuit; Bartenbach/\Volz, loc. cit., § 1 marginal no. 74 with further
evidence.) in particular if the invention is based predominantly on means,
experience and preparatory work of the enterprise (Bartenbach/\Volz, loc.cit.; see
also Benkard/Melullis, loc. cit., Sec. 6 PatG, No. 27e). However, in the absence
of special circumstances, a claim of the company to the transfer of the invention
of the shareholder cannot normally be derived solely from the point of view of the
shareholder's duty of loyalty, because otherwise a shareholder would always be

obliged to transfer. Even the personally liable partner of a partnership is, Exhibit 32
according to the case law of the Federal Court of Jusficg:ant Bt ?)EB%#I 1 46(B)(2)
obliged to dispose of the invention in favour of the partnershlp (cf 681

1955, 286, 289 - Schnellkopiergerat; GRUR 1991, 127, 129 - ObJe rag "
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Ultimately, the circumstances of the individual case are decisive here as well.

b)

If the managing director - as here the defendant is - is at the same time a
shareholder, according the literature on the basis of its corporate law and its
duties towards the company the managing director has to make sure that every
invention in the field of management is offered and transferred to the Company.
The main purpose of this is to result from the duty of the governing body to act in
all matters affecting the Company, and to provide their well-being and not only
their own use (Bartenbach/Fock, GRUR 2005,384, 386; see also Gaul, GmbHR
1992, 101, 102 f., Scholz, GmbHG, 10th ed., § 35 marginal no.246, march-barner
in: GKommGmbHG, § 35 marginal no. 55, which imposes an obligation to offer
the managing director). Whether this is to be followed in this generality, requires
in this case no decision. In any case, due to the circumstances here given, one
consisted of the obligation of the defendant to offer the goods in accordance with
the company relationship.

It is true that the plaintiff's articles of association do not contain any provisions
concerning inventions. Nor was the development and/or exploitation of inventions
the object of the company under the articles of association. The fact that the
articles of association were concluded precisely in the expectation that inventions
would arise in pursuit of the purpose of the company cannot be established
either.

However, it should be noted that the purpose of the company was to build an oil

mill new to produce in this rapeseed oil. Only the defendant and his co-partner C

were shareholders and managing directors of the plaintiff. Both shareholders held

equal shares in the plaintiff. They both invested money in the joint project and

each contributed to it. The shareholders of the plaintiff had divided their tasks

amicably among themselves in such a way that the co-shareholder C was

responsible for the commercial part, whereas the defendant was responsible for

the technical part (cf. minutes of the meeting of 18.07.2013, p. 277/278 GA).

Both shareholders did not receive executive remuneration; on the contrary, both
shareholders initially acted free of charge in the expectation that after the start of

the business operations as a shareholder to benefit financially from the company
(minutes of the meeting of 18.07.2013, p. 278 GA). They thus rendered their

services in anticipation of later profits for the company from the operation of the

new oil mill to be built. Among the defendant's tasks was the technical

implementation of the joint project. The defendant was thus not only responsible

for the technical area, but also for the technical equipment of the oil mill, which

was still to be built. In this respect, it is obvious that in order to achieve this goal,

which is also supported by the early involvement of Witness Dr. G as technical

advisor, he should also consider technical innovations that should enable efficient
production in the new plant to be built. Against this background, there is every

reason to believe that bona fide contracting parties, if they had been aware of the
problem of the allocation of inventions, it would have been agreed that inventions

arising in the context of the development and construction of the oil mill should

not be the responsibility of the defendant responsible for the technical field, but of

the joint company. This is all the more true since, even if the tests and

investigations carried out by E in the course of the project had served only to test

the invention which had already been completed, it was the defendant's intention

that the costs of the subsequent commissioning of E in the course of the project

should be borne solely by the plaintiff; according to the statement of the

defendant (Annex 31 of the plaintiff), the defendant had commissioned E on

behalf of the plaintiff. Finally, the fact that the first patent application DE 10 2009 Exhibit 32
002 9XX.Y entitled "Process for conditioning oilseedsigRisANslfenig SYELFR 1.46(B)(2)
and device for carrying out the process", even if its subject matten Fﬁca ion 'Iqé 681
attributable to both shareholders, was applied for in person by thegalntl# ang g\ ’
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not by the two shareholders, also speaks in favour of the fact that inventions of
the joint company arising in the course of the development and construction of
the oil mill should be due to the joint company.

c)According to the outcome of the taking of evidence at second instance,

the Senate is convinced that, according to the patent application, the invention
only came about after the plaintiff had founded its business in the context of the
oil mill project. This results in particular from the credible statements of withesses
Kand Dr. G.

Witness K, who had established contact between the plaintiff's shareholders

and, in his capacity as architect, was in charge of the architectural planning of the
project and the coordination of the specialist engineers involved, described very
clearly, on the basis of the minutes available to him, that since 2007 there have
been repeated rounds of talks between the persons involved in the plaintiff's
project in which, among others, the defendant, the witness Dr. G and he himself
took part. According to him, witness K has always been up to date with the
project because of these meetings. The witness testified that the idea of peeling
the rape seed came up in a meeting on 13.08.2008. At the time, it was thought
about how the quality of the cold-pressed oil could be improved. In this context,
the idea was to peel the rape seeds in order to separate the shell fraction and
thus produce a higher quality oil during the pressing process. Then the idea
came to the fore that this could also be done for hot pressing or that the shell
fraction could generally be separated and then possibly recycled. At some point,
one had the idea to carry out the peeling during hot pressing and to burn the
peels in the power station. Various procedures had been discussed. Among other
things, there had been the idea of speeding up the sowing of rapeseed and
causing it to burst by impact. The ideas raised in the discussion should have
been examined, although the subject - possibly because of the change of
location - had not been dealt with further for the time being. After it had been
declared in a meeting with the investment bank that the procurement of wood
chips for the planned power plant was difficult or too cost-intensive to the extent
necessary to supply the oil mill with energy, the idea of peeling rape seed was
taken up again in 2009 and appropriate peeling and firing tests were then carried
out. According to Witness K, the basic idea of separating the shell fraction from
the core fraction was not discussed until the round table discussion on
13.08.2008. According to Witness K, the possibility of wind sifting was also
clarified by Witness Dr. G in this discussion. According to Witness K, this meeting
was an open discussion in which various ideas arose or were discussed. On the
basis of the information provided by Witness K, it was by no means the case that
the defendant had presented a finished invention or a process for peeling rape
seed which he had developed or even only considered on the occasion of this
meeting. Nor can it be inferred from the statements of Witness K that the
defendant in this conversation in any way expressed that one could fall back on
earlier ideas of his. The witness Dr. |, who advised the plaintiff in his capacity as
tax consultant and auditor, also did not remember any remark of the defendant to
that effect.

The witness Dr. G, who was responsible for the oil mill project on behalf of the
plaintiff as technical consultant said that he himself, perhaps in 2008, had
raised the question of whether rape shells could be used to generate energy.
He has also said that he had discussed the peeling of rape for several hours
with the defendant, and that he - the witness - had brought in his experiences
and explained how the peels could actually be separated quite well. Even
according to the testimony of the witness Dr. G, the defendant did not note on

these occasions that it was possible to fall back on anlg,%%ﬂ hlgﬁr}, ghmg 37 CFR 1.46(B)(2)

pplication y -I:IEl

defendant - had already had for some time for the fractionation ¢
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rapeseed, and he also did not submit any earlier drawings or other documents
originating from him. According to the statements of the witness Dr. G, it was
rather the case that suggestions were received from him - the witness Dr. G -
and that these were to realize.

On the basis of the statements made by Witnesses K and Dr. G, the Senate is 76
convinced that both the invention-based process for peeling rapeseed with
process steps (1) to (8) and the device for carrying out this process with
features (a) to (c) were developed only after the plaintiff was founded in the
course of the oil mill project and that the idea of using the shell parts as
biomass for a solid fuel combustion plant for the generation of thermal energy
only arose in this course. If the defendant had previously had the idea of
peeling rapeseed according to the invention procedure, he would have been
expected to express this in the discussions between the parties. But he didn't.
It is not disputed that at the time he did not show to any of the persons
involved in the project the drawings referred to in Annexes B 1 and B 2
submitted by him in the present case. After the result of the taking of evidence,
he also neither reported on his own earlier attempts nor expressed in any
other way that it was possible to fall back on an idea which he had had for
some time. Had the defendant actually already had such an idea, however,
this would have been to be expected. Above all, it would have been obvious to
present the procedure according to the invention to the witness Dr. G, who
was called in as technical advisor, and to ask him for his expert opinion on this
procedure. The defendant does not show a plausible reason why he did not do
such a thing and such a reason is also not apparent. Against this background,
the Senate considers it to be a pretext that the defendant had already
developed the inventive process for peeling rapeseed with all its sophisticated
characteristics before the plaintiff was founded. According to the statements of
Witnesses K and Dr. G, it can rather be assumed that the inventive process -
irrespective of the question of who ultimately contributed what - was only
developed in the course of the oil mill project. In any event, the defendant did
not claim that he also had the idea of using the shell components as biomass
for the solid fuel plant for the generation of thermal energy, for which the
independent patent claim 12 claims protection as a claim for use. In its appeal
statement of defense of 30.11.2012 (page 2, p. 244a GA) the defendant
claimed that this use is merely a consequence of his invention, whereby he
obviously meant by invention only the process for peeling the rape seed in
accordance with the invention. The fact that the defendant had the idea of
using the separated rapeseed shells as biomass for the production of energy
was not, moreover, stated by witness L either.

However, witness L has testified that the method according to the &
patent application in dispute was known to him approximately since 2005. The
defendant had carried out tests at his home in an outbuilding and had shown
him the experimental set-up there. There had been a kind of sack in which
rapeseed grains had been stored, and from that sack the grains had trickled
into a mill. The shells of these grains were then blown away by a fan and the
grains were collected in a container. The system consisted of food buckets
and a clothes horse. This account does not convince the Senate; the
testimony of witness L is not credible. Witness L is the managing director of a
GmbH belonging to the defendant and, according to his own statements,
maintains a friendly relationship with the defendant. The witness replied only
reluctantly to questions from the Senate about his relationship with the
defendant.

Exhibit 32
Petition Pursuant to 37 CFR 1.46(B)(2)

Applicationy -I:IEl ,681
REEL: 049669 FRAME: 0253



At first, he even said that he could not answer the question of whether they
would visit each other, go dancing or play golf together. While his statements
whether he had a friendly relationship with the defendant or not, turned out to
be monosyllabic, the information he gave about his visit to the defendant and
the experimental set-up described by him gave the impression as if the
witness had memorized it. Moreover, the accounts of witness L are not
plausible. Since the witness could not give any convincing reason why the
defendant should have told him of his alleged idea or shown him an
experimental set-up at home. The M GmbH, whose managing director is the
witness, is a service enterprise in the range of the fire and water damage
reorganization and thus on a completely different area active. Nor does
witness L engage in any other private activity concerning the processing of
rapeseed or the like. According to his testimony, the witness is friends with the
defendant. The friendship goes, as the Senate has learned on repeated
demand, but not so far that one undertakes, for example, common leisure
activities. Also one obviously does not visit each other at home. The
experimental setup, which the witness L claims to have seen, is said to be in
the outbuilding on the defendant's private property at the defendant's home.
According to the information provided by witness L, M GmbH has a different
place of business. Against this background, it is not plausible why the
defendant should have shown the witness a test setup at his home. To the
extent that witness L suspected that the defendant could have done this out of
pride in his achievement, this is not convincing: On the one hand, the
defendant did not pursue his alleged "achievement" in the subsequent period,
in particular did not initially apply for patent protection, whereby a reason for
this is neither proven nor apparent. On the other hand, the defendant - as
already stated - did not present his alleged idea later to the plaintiff at the
meeting on 13.08.2008, although this time he would have had reason to do so.
Ultimately, it is also incomprehensible how the experimental arrangement
described by Witness K was used to peel the rape seeds. According to the
invention, the rape seeds are introduced into an impact mill in which the shell
parts are mechanically broken up. A sufficient impact for the rapeseed grains
must be produced so that the shells can be broken open and detached from
the core flesh. Only then can the mechanical breaking of the shells succeed. It
is not clear how this was achieved by merely trickling the rapeseed grains
down into a device which was not described in detail and which witness K
considered to be a "mill" or a "peeling apparatus". The Senate therefore
assumes that the information given by witness L does not correspond to the
truth, but that the witness cannot have seen any order with which the
procedure according to the invention could be carried out in accordance with
patent claim 1 of the patent application in dispute.

The non-admitted written statement of the defendant received after the end of

the oral hearing does not give rise to a different assessment nor to a

reopening of the oral hearing (§§ 296a, 156 ZPQO). As far as the defendant

now for the first time points to friendly relations between the Managing Partner 78
C and, among other things, the witnesses Dr. | and K, he could have

questioned the witnesses himself at the evidence hearing. Irrespective of this,

the Senate considers the statements of Witnesses K and Dr. | to be credible,

even taking into account the relationships now alleged by the defendant.
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With regard to the witness Dr. G, on whose testimony the Senate also relies,
the defendant does not claim such connections anyway. Based on the
statements of the witnesses the Senate is still convinced that the invention
came about before the plaintiff was founded. In that regard, the defendant
continues not to claim that it has merely implied to any of the persons involved
in the project that it is possible to revert to its earlier ideas. Insofar as he now
tries to justify this for the first time by stating that no confidentiality agreement
had been concluded with the witness Dr. G, this is not convincing. On the one
hand one could have made such an agreement without further ado with the
witness Dr. G - and if necessary also with the other witnesses -. Secondly, this
does not explain why the defendant did not at least inform

C shareholder about an allegedly already existing invention, on which one can
rely. It does not matter who made what contribution to the invention.

d)Since the invention on which the application for a patent in dispute is based,
according to the result of the taking of witness evidence, was carried out after
the plaintiff was founded, the defendant, even if he were to be regarded as the
sole inventor, which could be presumed in his favour, was obliged to offer the
invention to the plaintiff and to transfer the full right to it to him. He could not
and cannot claim compensation from the plaintiff for the transfer of the
invention. This follows from the fact that the invention came about as part of a
joint project and that the defendant and his co-partner C were equal partners.
Each of the two partners contributed his labour to the area assigned to him
and waived remuneration for this. Both shareholders were to benefit from the
mutual benefits through the plaintiff. Thus, the results of the defendant's
activities in the technical field - through the joint company - should also benefit
the co-partner C. If the honest contracting parties had thought of the question
of the classification of inventions, which was not regulated in the articles of
association, they would have agreed against this background that in any event
inventions of the company arising within the framework of the development
and construction of the oil mill should be due free of charge to the company.
Against this background, the plaintiff's memorandum and articles of
association are interpreted according to the principles of supplementary
interpretation of the contract as meaning that such an invention must be left to
the plaintiff. In any case, a corresponding claim to surrender arises here from
the duty of loyalty of the defendant. In accordance with the nature and content
of the cooperation between the plaintiff's shareholders, it could be expected in
good faith (§ 242 BGB) that the success of the defendant's work as managing
director and shareholder without payment of any remuneration is due to the
joint company and thus to the plaintiff.

f) The defendant therefore is obliged to assign to the plaintiff the rights arising
from to the patent application in dispute including the claim to the grant of the
German patent. As in the case of the vindication claim under Sec. 8 PatG (see
Busse/Keukenschrijver, loc. cit., Sec. 8 para. 11; Benkard/Melullis, loc. cit.,
Sec. 8 PatG para. 11), the claim asserted, since the defendant has not yet
received a patent on the German patent application, is directed to the
assignment of the claim to grant of the patent and the rights from the patent
application. That is how the plaintiff's appeal must be interpreted. The fact that
the plaintiff did not expressly seek assignment of the right to the grant of the
(German) patent is harmless;

Petition Pursuant to 37 CFR 1.46(B)(2)
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it clearly also requests the assignment of the claim to grant the German patent
10 2010 012 8XX.Z, i.e. the procedural position of the defendant as patent
plaintiff established by the German patent application. As a precaution, the
Senate points out that the subject matter of the appeal pursued by the plaintiff
- as it has been the request filed at first instance - is the German patent
application 10 2010 012 8XX.Z alone; the Senate is bound by this application
(§ 308 German Code of Civil Procedure).

The decision on costs follows from §§ 91 para. 1, 516 para. 3 sentence 1 ZPO.

The statement relating to the defendant concerning the loss of the claimant's claim
The appeal is based on § 516 (3) sentence 1 ZPO.

The decision on provisional enforceability results from Sections 708 No. 10, 711, 10884.

Paragraph 1 sentence 1 ZPO.

There is no reason to admit the revision, because the provisions of § 543 ZP085
the prerequisites set out above are not met. As an individual decision,

the case has no fundamental significance within the meaning of § 543

(2) No. 1.

ZPO still require the assurance of a uniform jurisdiction or the further training86
of the law a revision court decision in the sense of § 543 para. 2 no. 2 ZPO.

Y z
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{Beginning of certified translation from the German lunguage
g G J iy

Managing Director Employmant Agreement

between

AusBic R&D Europe GmbH
Fritz Homschiuch Sir. 8

86326 Kulmbach, Germany
{hereinafter: Company)
and
Dr. Wolfgang Mann
Hornungsgreuth 22a
95512 Neudrossenfeld, Germany

{hereinafter: Managing Director)

1. Obligations of the Managing Director

The Managing Director shall manage the Company's affairs and be responsibie for ieading the
entire business operations. Ha shall reprasant the Company in accordance with law, the articles
of association, this Employment Agreement and the insiructions of the shareholders.

in the socope of his function, the Managing Diracior shall use his best efiorts to handle the
economic, financial and organizational affairs of the Company, He shall fulfilt kis obligations
with dise commeicial care arid be responsibie for observing the existing statutory obligations.

The Managing Director shell be bound by the instructions of the shareholders.

The Managing Director shall not be bound by certain working hours. However, he shall be
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required fo be prepared for performing his duties at any time If and to the extent required to
inure the benefit of the Company.

2. Term of the Agreement

The Agreement shall enter into force as of April 1, 2013

The Agreement shall terminate with the expiry of April 14, 2016, without any further notice of
termination being necessary.

Before that date, the employmeant relationship shall solely be terminable by mutual consent.

Upon notice of termination, the Company shall be entiled to release the Managing Director
from the obligation to perform his duties and continue to pay remuneration. Any remaining
leave entitemants shall be added to the release period.

3. Remuneration

The Managing Director shall receive an annual gross salary in the amount of
ﬂ:ayabie on the last day of the respective month,

The Company and the Managing Director underiake o negotiate adjustment of remuneration
on January 1 of each year.

In the event of sickness or any other inability of the Managing Direclor to carry out his duties
through no fault of his own, the statutory provisions shall apply.

4. Expenses, Company Yehicle

The Managing Director shall be compensatad for anyreasonable travel and other expenses
1o the extent recognired for tax purposes, proven and actually disbursed.
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5 Leave Entitlements

The Managing Directar shall be entitied to six weeks (30 working days) of paid leave per
business year. The dates when leave is taken shall be plannad and, if nacessary, coordinated
i such 2 way that the needs of the Company are met in all respects.

8. Obligation of Loyalty, Business Secrels

e Managing Director undertakes to keep confidential towards third parties any business,
argtional or technical information and processes which have been enirusted o him or of
vhich he has become aware otherwise and which pertain to the Company and are of internal
oiconfidential nature. This obligation shall continue after termination of the employment
relationship.

Any busingss and operational documents of any kind including personal records on business
matters must only be used for business purposes. Such documents shall be kept in a safe place
and handed over upon raquest at any lime, at the latest upon termination of the employmerd
relationship.

7. Finaf Provisions

Any amendmenis to this Agreements shail be made in writing.

Should individual provisions of this Agreement or parts thereof be orbecome legally ineffective,
this shall not affect the validity of the remaining provisions. The invalid provision shall then be
replaced with anocthar valid provision maost ciosely approximating the intended economic
purpose of the invalid provision to the extent legally permissible. The same shall apply if any
omissions requiring amendment become apparant during the performance of this Agreement.
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8. Venus

The venue for both parties to the Agreement shall be the Local Court having jurisdiction over
the place of the Company's registered office.

Kulmbach, this WHandwiiten: March 2013

Shareholder Managing Director

[Signature: ilegible]
Johnson Z. Wang [Signature: illegible] Wolfgang Mann

AusBio Laboratories Ltd., Yantai AusBio R&D Europe GmbH

{End of certified translation from the German language]
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As transiator for the English language duly appointed and sworn in by the President of
the Regional Court of Munich §, 1 certify that the foregoing is, o the best of my

knowledge and belief, a true and correct translation of the scanned copy of the German
document presenied to me.

¥
Munich, this 23" day of August 2018 Diana Tafert
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AusBio R&D Europe GmbH
Fritz Homschuch Str. 8
95326 Kulmbach
Deutschiand

hr Zeichen Uinser Zeichen Datum
Yaour Ref: Our Ref.: EP-7418 GAJas Date: 0810712013

European Patent Application: EP13179437.2
Title: Centrifuge and Method for Centrifuging a Reaction Vessel

Unit
Applicants: AusBio Laboratories Co,, Lid., AusBio R&D Europe

GmbH

Preparing application text; 5,640.00 €
filing European patent application with the European
Patent Office on August 8, 2013,
requesting for European Search;
paying official fees;
reporting to you with our letter of August 7, 2013;
disburserments
Official fees: 1,378.00 €
~filing fee (115.00 €)
-search fes (1,165.00 €)
-additional filing fes for the-36th-and each subse-
quent page (98.00 €)
TOTAL (without VAT): 7,018.00€
VAT; 1,071.60 €
TOTAL {with VAT): 8,089.60.€
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B.‘Ganehl
Paﬁgﬁt Attorney
Intemal ref.: 10224
E
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INVOQICE NG, 2014-0688

PCT-Application: PCT/EP2014/065847

Title: Centrifuge and Method for Centrifuging a Reaction Vessasl
Unit

Applicant: AusBio Laboratories Co., Lid., AusBio R&D Europe

GmbH

Taking over the representation of an Intematicnal 3A8000¢%
patent application,

Revising the Europaan priorily application;
Preparing the formal filing documenis;
Fliing the application with the EPQon
Aupust 8, 2014,

Claiming ons prsaréty;

Designating the invenlors;

Hequesting sesarohy;

Heport fo you with our lafter of thday;
Dishursemsnis

Official fees: 3.228.00€

Transmiital fee (130.00 €}

Search fee (1,875.00 €}

Spplication fee {1,084.00 €}

Fop for exdra pages {306.00 €%

Reduction for elgclronic filing (-163.00 €}

TOTAL {attorney's foe) 340000 €

TOTAL {(official fee); 322800€
TOTAL {with VAT 87000 €
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BGH: Bedoutung nachiriglichen Verbaltens i Blirgschafisrecht - beck-onkine Seite I von 4

BeckRS 9998, 165078

BGH, Urtsll vom 18§, 10, 1987 - IX ZR 164-9¢ {Nlrnberg)

Thel:

Bedeutung nachiréglichen Verhaitens im Blrgschaftsrecht
Mormenketten:

RGB §6 133, 157; AGBG §§ 1, 24%a; 2P0 § 29678
Lelilsitze:

Zur Bedeutung des nachtriglichen Verhaltens der Vertragspariner fir die Ausle-
gung ihres Blrgschaftsvarirags.

Tatbestand {gekiirzt):

Oie KiL nimmt den Bekl als Blrgen in Anspruch wegen Verbindlichkeiten der 5-GmibH {fortan:
GmbM oder Hauptschuldnerin}, deven Geschafisfihrer und Mehrheltsgessiischafter der Beld,
war. In der von der Kl vorbereiteten, vom Bekl, unterzeichneten " Blrgschaftsurkunda” vom 28,
4. 1994 heiflt es u.?a.: Dis (KL} als "Auftragnehmer” und die GmbH als “Auftraggsber . ..
schiieBen Baustoff-Lieferungsvertrige fir jewells genannte Bauvorhaben ab. Als Sicherheit fir
die vertragsgemdle Erflillung der Zahlungspflicht ist dem Auftragnghmer eine Birgschaft in
Hahe von 100 % der Auflrags--Abrechnungs-Summae {(einschiiaBlich) Mehrwertsteuer) zu stel-
fen. Dies vorausgeschickt, Ghermmehme ich . . . (Name und Anschrift des Belkl.) hiermit fir den
Auftraggeber die unwiderrufiiche, selbstschuldnerische Blrgschaft und verpflichten uns, jeden
Betrag bis zu einer Gesamthdhe von 817350,41 DM . | | an den Auftragnehmmer auf erstes An-
fordern zu zahian, Auf die Einreden der Anfechtung, der Aufrechnung und der Yorausklage gem.
88 768, 770 und 771 BGB wird verzichtel. § 776 BGE kommt nicht zur Anwendung.” Damals
hestanden Kaufpraisfordasrungen dar K. gegen die Hauptschuldnerin aus Baustoffiieferungen in
Hohe des Bilrgschaftsbetrags. Nach Ubernahme der Blrgschaft fieferte die Kl. an die Haupt-
schuldnarin wellere Baustofie fir mehrere Bauvorhaben. Daflr berechnets die 1. 647108,73
DM, die nach Ansichit des Beki. nich® verblrgt worden sind. Uher das Verm8gen dér Haupt-
schuldnarin wurde 1995 das Konkursverfahran erdfinet,

Dag LG hat dis streitige Birgschaftsforderung wegen der Rechnungen, die dis K. nach der
Birgschaftserkirung srtellt hat, zusrkannt, das OLE hat dis Klage insoweit abgewiasen. Mit th-
rer Revision begehrbs die K., das Urteil des LG wiederherzustelien. Die Revigion fihrte insoweit,
als dis Klage abgewissen worden ist, zur Aufhebung des Berufungsurtails und zur Zuridckver-
weisung der Sache (88 564, 5651 1 ZP0O); von der Miglichkeit des § 5651 2 2P0 hat der Senat
Gebrauch gemacht,

Entscheldungsgriinde {gekiirat):

1. Dag BerGer. hat ausgefiihrt: Dem Wortlaut der Blrgschafisurkunde kénne die verblrgte VYer-
bindlichkeit nicht zweifelsirel entiiommen werden. Die Auslegung ergebe mit Ricksicht auf die
Entstehungsgeschichte und den 2weck der Birgschalt, daf disse nur die bei Ubemahme beste-
hende Forderung von 817350,41 DM umfasse. Daer Bekl, habe die ihm von der Kl Gbersandte
Birgschaftserkifirung unterzeichnet, weil die Kl mit Schraiben vam 19, 4, 1994 einen Zah-
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ring flir eine BUrgschaft ansehen kdnnen. Deswegen ist e nicht ausgeschiossen, dafl die Partei-
en einen weltergehenden 2weck mit dar Birgschaft verbunden haben,

b} Die Revision entnimmt vor allem dern Schriftwechsel zwischen der Kl und der Hauptschuld-
nerin nach der Bargschaftstbemnalime, daf Zweck der Blrgschaft gewssen s, die weltere Be-
lieferung der Hauptschuldnerin mit Baustoffen ~ flir mehrere Bauvorhaben - zu sichern, Das
nachtrigliche Verhalten von Vertragspartnern kann zwar don bei Vertragsschiu® zum Ausdruck
gebrachten obiektiven Gehalt der wechselseitigen Vertragserklérungen nicht mehr beeinflussen
{(BGH, NJIW 1988, 2878 [2879] = LM § 133 {B] BGB Nr. 38). Es kann aber fiir die Auslegung be-
deutsam sein, well s Anhaltspunkte flir den tatsdchlichen Vertragswillen enthalten kann {BGH,
LM H. 51994 & 44 LwAnpG Nr. 22 = WM 1994, 267 [268]; NIV 1903, 1335 = LM H. §-1983 §
G675 BGR Nr. 185 = WM 1993, 1187 [120077).

In ihren Schreiben an die K vom 13, 15, und 28. 7. 1994 - aiso ebwa drei Monsate nach der
Blrgschaftstbernahme ~ hat die Hauptschuldnerin eindeutig zum Ausdruck gebracht, daB die
Burgschaft die “Warenkreditiinie” sichere, dis die Ki. - gamad

fhrem Schreiben vom 13, 7. 1984 - der Hauptschuldnerin “nach wie vor” in Hihe von 407000
DM eingerdumt hatte. Dementsprechend hat die Hauptschuldnerin in ihrem Schreiben an die Kl
vom 13, 12, 1994 dis Inanspruchnabme aus der Birgschaft abgelshnt, weil durch Lisferungs-
verzégerungen und mangathafte Ausfubrung erhebliche Kosten entstanden saian, nicht aber,
weil die Birgschall kiinftigs Forderungen nicht gesichert habe, Diese Mittellungen sprachen flr
den von der Kl behaupteten Vertragsinhalt, falls die Schraiberny vom Bekl. als Geschiftsfihrer
der Hauptschuldnerin stammen ader von diesem gabilligt worden sind. Der Bekl. hat hisher
nicht erldutert, aus welcham Grunde diese Schreiban ohne sein Wissen und seing Zustimmung
herausgegangsn sain sollen (§ 138 ZP0). Die Revision rigt zu Recht, daB das BerGer. disse
Umstinde rechtsfehlerhaft suer acht galassen hat,

Entaegen der tatrichteriichen Foststellung hat dis Kl — im ersten Rechiszuge — hinreichend zum
Ausdruck gebrachi, der Bald. habe die Schreiben der Hauptschuldnerin vom 13, und 28. 7.
1994 veraniaft. Fur die Richtighelt dieser Behauptung kann folgendes sprechen: Diese Mittel-
fungen und das Schreiben der Hauptschuldnerin vom 15, 7. 1984 tragen die Uberschrift "Ge-
schiftsisitung”, Die Schraiben der Hauptschuldmerin vom 130 und 28, 7. 1994 sowie vom 13,
12, 1984 sind “L.74. 7 unterzsichnet worden; das letzigenannte Schreiben enthilt des Diktatzel-
chen "HGS" des Bekl Dig Mitteilung der Hauptschuldnerin vam 15, 7. 1994 wurde von "G §7
unterschrishen,

Daz BerGer, durfte diesas Vorbringsn der K. nicht gam. § 29673 ZPO zuriichweisen. Entgegen
seiner Ansicht war es unschidlich, dab die Kl auf diesen Vortrag in threr Berufungserwiderung
nur allgamein Bezug genommen hat. Nachdeam dig Kl im ersten Rechiszuge obsiegh hatte, durf-
te sie darauf vertrauen, dafl das BerGer. auf seine abweaichends Beurteilung rechtzeitig hinwies
und, falls dies unterblieb, ihr erstinstanzliches Vorbringsen beriicksichtigie und, soweit erforder-
Hich, Gelegenhell zur Ergénzung gab (8§ 139, 278 111 ZBO; vgl BGH, NIW 1981, 1378; MW
1982, 581 = MDR 1982, 29). Ein solcher Hinweis des BerGer, ergibt sich weder aus den Proto-
kellen noch aus dem Gbrigen Akteninhalt. Der in der Sitzung am 22. 2. 1996 geschiossene ~ wi-
derrufene ~ Vergleich sprichl gegen sinen Hinweis.

¢} Aus demselben Grunde durfte das SerGer. die weltere erstinstanzliche, unter Baweis gestalite
Behauptung der K., dor Bekl, habe bef einer Besprechunyg am 26. 7. 1994 erkiért, seine Blrg-
schaft bezighe sich auch auf die nach deren Ubernabme entstandenen Verbindlichkeiten der
Hauptschuldnering nicht gem. § 2967%a IR0 unberGicksichtigt lassen.
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German Federal Count of Judice: Bigndficance of subsequent conduct in guarantes law — heck-onling
Page 2 of 6

guarantes had been assumsd for sald amount. The heolvaney proceadings with ragard 1o the asssts
of the princlpal deblor were inltiated in 1988

The Regionad Court awardad the claim from the guarantae ot lisus bassd on the inveices which he
Plaintif issusd after the statement of guarantes; the Higher Regional Court dismissed the comipiaint in
ihig regard. With its appesl on polnts of law, the Plaintif scught to resitore the judgmient renderad fwy

st

he Regfonal Cowt. Insular as the complaint was dismissed, the appsal on points of law rescinded the
judgment i the appeal proceedings and refrrad the matter baek (Secs. 584, B85 () {1) German Code
of Chvif Progedurs); the Senals used the option of Seo. 588 (H{2) German Code of Ohll Procedues.

Srounds for ths decision {abridgad):

L The-appeliate cowrt elucidated: The guarantesd Hebilily cannet he gathersd bavond any doubt fom
g ¥

E
i

the warding of the instrumant of guarantes. Taking the history of its origin and the purpose of the
guaranies inlo account, the interpretation resulls in the conulusion et it only covers the debtin tha
amount of DM 81,350.41 which existed at the time the guaranise was sssumad, The Deferdant
signad the statement of guarantes sant 1o them by the Piainliff because the Plaintif offered the
possitiiity of granting deferred payment iy its letfer dated Sprlt 19, 1984, The correspondencs that toak

placs later bobwaan the Plaintifl and the principal debior is net t0 be taken nlo consideratio
it Thesse considerstions do not withstand legal revisw.

1. Acoording to the present facts and status of the dispute, the sppeiials court corrsatly interpreted
the agresment on the guaranise between the parties to be an individua! agreement instead of 8
standard-form agresment within the meaning of See. 1 () German Law on General Terms ang
Congilions {AGBG) {fur the different standard regarding interpretation, of.: Qerman Federal Court of
dustics; NIAW-RR 108€, 375 = LM M. S-1920 SiBGehY na. 11 The pariss did notsubmit that the drafl
of & stalement of guaraniee used by the Plainlf was prepared for a plurality of agreements. The dratt
prepared for & specific agresment s nol closaifisd as general terms and conditions pursuan

Sue. T {) German Law on General Terms and Conditions i i doss not fall under Sec. 24 1t g German
Law on Genersl Terms and Conditions — a3 I8 the cass hove {Garman Fedsral Courtof Justios, NN
88, &= LM Sgo. 1 Gorman Lawon Generad Terms and Conditions no. 10 = WM 1087, 140
PIASTE NAW 1088, 2683 [2088] = LM Sec. 822 German Civll Code no. 8).

& Furthermors, scoording 1o the contexd of its sxplanations, the appellate court corraetly assumed
that the parties did not agres on 8 gusranies upon first requsst in spite of the wording of the
nstrament; but meraly o simple guarantes crasting & primary Habilty (of. Gorman Foderad Court of
Justion; NEW 19082, 1448 = LM H & § 785 German Ol Goda ne. 81} The parlies did not assert
anyihing olse sither,
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Certified translation from German

German Federal Courtof Justice: Significance of subseguent conduct in guarantes law -~ beck-onling
Page 3 of 6

3. The interpretation by the judgs adjudicating on the facts of the scope of the obligation of guarantas
of the parties is not binding for the Senafe. The slatemant of appeal on points of law successiully
griticizes that the appeiiate court fafled to consider essential facts in 8 manner which s erronsous in
iaw. The guaranior has to accept s statement in the way | is undarsiood fron the perspective of the
cradifor considering the circumstances discermniisle for the latter. The wording of the instrument of
guarantse is primarily relevant for this objective nature of declaration. Accompanying cireumsiances
may be considerad regarding intorpretation insofar as they enable the craditor to draveany conclusion
ragarding the meaning-of the stalement of guarantes (Garman Faderal Court of Justice, NJW-RR
1893, 848 = LM H. 101883 Bec. 785 Gearman Civil Code no. 85.= WM 1883, 1141).

a) The appellate court corractly assumed that the Defendant's siatement of guarantes requires
interpretation. Confrary lo the opinion stated in the appeal on points of law, It cannot unambiguously
be gathered from the wording that & guaraniee Yor fulure claims for purchase prices dus o additional
delieveriss of construction material up to the indicated maxmum amount was also assumed —
addition {o the daim the Plaintilt had against the principal deblor at that ime, Ths guarantsed amount
of DM 81,380 41 may sugges that & guaranise was only assumed for the corresponding olaim which
the Plaintiff had agsinst the principal delbilor ot the tims the gusranise sgreement was concluded. The
term “guarantss limifed in amount” is also missing from the instrumant. However, the follawing miay
sugges! that a guaraniee was assumed for future claims: The guarantor stated in the preamble that
the principal deblor and the Plaintiff “conclude” (not have concluded) agresments on the supply of
construction materials for buiiding development projects specifically mentioned in each case and that a
guarantee in the amount of the antire job arder sum shall be grovided to the Plaintiff av a security for
the performance of the obligation to pay under the agresmant. In its guarantse, the Dafendant
undertook {o pay o the Plaintiif “any amount up fo a total amount of DM 81,350.41".

The appeiiate court based its decision on the history of the origin of the guarantes agresment {in this
ragard, of. German Feaderal Court of Justice, NJW 1987, 2437 [2438] = LM Sge. 15 German Limited
Liahility Companies Act {GmbHG) no. 22) and on the ohigctive and the associated situation of
interests {of, Carman Faderal Court of Justice in Civil Matlers 1108, 18 [23] = NJW 1980, 441 = LM
Sec. 847 Garman Civil Code no. 81} — whichds admissible. The principal deblor could assess the
Plaintiffy lstters dated April 11 and 18, 1984 invsuch a manner thatthe Plaintiff wanied o grant
daferral of repayment of the olaim thal existed at the time contamporanenusly with the assumption.of
the gusrantes and absialy from taking judicial action. i, however, all circumstances are assessed,
which is imperative, this may show that the “grant of deferring paymaents for 14 days” offered in the
Plaintiff's letter dated April 18, 1884 was not the only objective of the guarantes. The Defendant may
have desmad such concessions to b insufficlent In axchange for a guarantee. Therafors, it cannot be

sxcluded that the parties attached a further object to the guarantes.

Exhibit 36

ursuant ta.37 GFR 1.46(R)(2)
pplicat 6h‘|N I‘:‘ﬁ 581

REEL: 049669 FRATE? 0275




Certified translation from German

German Federal Court of Justice: Significance of subsequent conduct in guaraniee law - beck-onling
Page 4 of 6

B} The statement of anpead on polnis of faw mainly bases By statament that the obisctive of the
guaranies was seniring the continusd supply of construstion materals 1o the primary debior — foe
sevaralbullding development profests - oy corresponderios that took place hetwesn the Plaing
and the principal debior after the assumption of the guarantes. The subssguent conduet of contractus
parties admiftedly cannot have a retroactive influsiice on the oifective conternt of 18 mMttel
contractual decluration expresved when the agreement was concluded (German FPedersl Courtof
Justice, NJW 1988, 2878 [2878] = LM Sec. 133 {8 German Chvil Code ne. 30); howeves, it may be
significant ke interpretation because it may contain indications of the aclual intention of the condracting
parfies [German Foderal Court of Justics, LM ML $-168 Seo. 44 LwAneS no. 22w WM 1684, 287
[208]; NOW 1903, 1328 = LM H. 81983 Sac. 878 German Chvit Code no. 185 = WM 1803, 1187
(12000

i s fetlers to the Plaintif dated Juby 13, 15 and 28, 1884 « Lo, abaut thves months after the
guarantee had boen assumed — the principal deblor unambiguously exprassed that the guarantes
sucures the "ine of commaodity loans” in the amount of DM 40,000 which the Plaintilf had “stil® granted
the principal deblor socording 1o #s letler dated Jube 18, 1884,

Aogordingly, in s lelter to the Plaintiff dated December 13, 1994, the principsi deblor opposad the
assartion of clalms arising from the guarantss, sialing that considerabls costs had been incurred dus
tor dafays in delivery and deficlent performance, not because the guasranies did not oover fulure olaims.
These communications suppart the Plaintif's allsgations regerding the content of the agresmeant if the
aiters originale from, or ware approved by, the Defendant in iy capecily as the managing dirsotor of
the prinvipat deblor. Thus far, the Deferdant did not efucidate why these lettars wers suppossdly sent
without the Defendant’s knowdedge and conserd (Sec. 138 Gernan Code of Ol Procedure). The
sttermant ol sppeat on points oflew correctly oriticizes that the appeiiate court falled 1o consider these

relavant facts ing manner which s arroneous in law.

Contrary to the deciaration of the judge adjudioating on the facts, o fhe first instance, the Plainiff
sufiiciently stated thet the Defondent prompted the letters of the principsd deblor dated July 13 and

28, 1884, The follwwing sspects stggest that this allegation & correct: Thess pomrhunicalions and the
tatter by the prinsidal deblor dated duly 18, 1894 bear the heading ‘managament”. The lstters by the
principal deblor dated July 13 and 28, 1984 and dated Desember 13, 1904 signed "LAT by provd;
the letier mentioneddast contains the Defendant’s abbreviation “HGS®, The communication ofthe
principst debior dated July 18, 1994 was signadhy "G &7

1 was not admissible for the appeliate court to reject this submission by the Plaintiff pursuant to
Gec. 398 B a Genman Code of Chvit Procedure. Cantrary to ils opinion, the fact that the Plaintfl only
made gerersl raferenceto this submissionin s respanss o the appsslves noousus. Afer e

Flaintift had provalied v thafirstinstancs, Woould frust hat the appoliate court would Es’s{ii(‘ﬁiﬁ*hab.t 36
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Certified translation from German

German Federal Court of Justice: Bignificance of subsequent conduct in guarantee law — beck-online
Page b of 6

defiverigs of construction materials which were performed after the guarantee was assumad by the
Defendant; sald amount was claimed in the lstter from the principal debtor to the Plaintiff dated
November 10, 1884 and due to a coniractual penalty for delayed delivery. According to the declaration
of the Regional Gourt, the Plaintiff's “general terms and conditions” have become a part of the supply
agreemeants. The complete exclusion of a set-off in case the contractual partners are merchants — 25
is the case here — included in no. 7 of these general terms and conditions is invalid (Secs. 9, 11 no. 3,
24 senience 2 German Law on Ganeral Terms and Conditions; «f. Garman Federal Court of Justice in
Civil Matters 91, 375 [383 lit. 1] = NJW 1984, 2404 = LM Sec. 368 German Oivil Code no. 14: German
Federal Court of Justice in Civil Matters 82, 312 {315 et seq.] = NJW 1985, 319 = LM Sec.8 [C]
German Law on General Terms and Conditions no. 3). The Plaintiff acknowledged the counterciaim in
the amount of DM 1,000 demanded for offsetting it. Apart from that, what would nead to be dlarified is
whether further counter demands sxist. The waiver of the “defense...of set-off” agreed in the
guarantee agresment is not an abstacle to setting off according to the daclaration of the principal
debtor bacause it only concemns the guarantor’s right to assert the defenses io which the principal
deblor is entitled against the claim from the guaranies (Sec.788 German Civil Code: of. German
Faderal Court of Justice in Civil Matters 107, 210 [214] = NJW 1888, 1853 = LM Sac. 550 . b
German Civil Code no. 1),

5. Should the Defendant only be liable for the Plaintiff's claims against the principsl debior axisting at
the time of conclusion of the guarantee agreement — contrary to the opinion postulated in the appeal
on poirts of law — they would not have been obliged in good faith {Sec. 242 German Civi Code) 1o
point out to the Plaintiff later that it assumed a broader scope of the guarantee in & manner erronsous

in law,
Propasal for citation:

German Federal Court of Justice, judgment dated October 18, 1997 — IX ZR 164-96, BeckRS 8998,
16078

As an English translator duly appointed and sworn by the Regional Court of
Munich §, | certify that, io the best of my knowledge and belief, the above
translation is a3 true and correct translation of the German dmumeﬂi
prasented o me.

Munich, February 25, 20198 Sask;a Et‘timg
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German Civil Code BGB Page 1 of 499
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Qbersetzung des Birgerlichen Gesetzbuches durch ein Ubersetzer-Team des Langenscheidt
Ubersetzungsservice. Laufende Aktualisierung der Ubersetzung durch Neil Mussett und in seiner
Nachfolge durch Samson Ubersetzungen GmbH, Dr. Carmen v. Schéning.

Translation provided by the Langenscheidt Translation Service. Translation regularly updated by
Neil Mussett and most recently by Samson Ubersetzungen GmbH, Dr. Carmen v. Schéning.

Stand: Die Ubersetzung beriicksichtigt die Anderung(en) des Gesetzes durch Artikel 4 Abs. 5 des
Gesetzes vom 1. Oktober 2013 (BGBI. | S. 3719).

Version information: The translation includes the amendment(s) to the Act by Article 4 para. 5 of
the Act of 1 October 2013 (Federal Law Gazette | p. 3719).

Zur Nutzung dieser Ubersetzung lesen Sie bitte den Hinweis unter ”

For conditions governing use of this translation, please see the information provided under

German Civil Code
BGB

Full citation: Civil Code in the version promulgated on 2 January 2002 (Federal Law Gazette
[Bundesgesetzblalf] | page 42, 2909; 2003 | page 738), last amended by Article 4 para. 5 of the Act
of 1 October 2013 (Federal Law Gazette | page 3719)

This statute serves to transpose into national law the following directives:

1. Council Directive 76/207/EEC of 9 February 1976 on the implementation of the principle of
equal treatment for men and women as regards access to employment, vocational training and
promotion, and working conditions (OJ L 39 of 14 February 1976, p. 40),

2. Council Directive 77/187/EEC of 14 February 1977 on the approximation of the laws of the
Member States relating to the safeguarding of employees’ rights in the event of transfers of
undertakings, businesses or parts of businesses (OJ L 61 of 5 March 1977, p. 26),

3. Council Directive 85/577/EEC of 20 December 1985 to protect the consumer in respect of
contracts negotiated away from business premises (OJ L 372 of 31 December 1985, p. 31),

4. Council Directive 87/102/EEC for the approximation of the laws, regulations and administrative
provisions of the Member States concerning consumer credit (OJ L 42 of 12 February 1987, p. 48,
last amended by Directive 98/7/EC of the European Parliament and of the Council of 16 February
1998 amending Directive 87/102/EEC for the approximation of the laws, regulations and
administrative provisions of the Member States concerning consumer credit (OJ L 101 of 1 April
1998, p. 17),

5. Council Directive 90/314/EEC of 13 June 1990 on package travel, package holidays and
package tours (OJ L 158 of 23 June 1990, p. 59),

6. Council Directive 93/13/EEC of 5 April 1993 on unfair terms in consumer contracts (OJ L 95 of
21 April 1993, p. 29),
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German Civil Code BGB Page 2 of 499

7. Directive 94/47/EC of the European Parliament and of the Council of 26 October 1994 on the
protection of purchasers in respect of certain aspects of contracts relating to the purchase of the
right to use immovable properties on a timeshare basis (OJ L 280 of 29 October 1994, p. 82),

8. Directive 97/5/EC of the European Parliament and of the Council of 27 January 1997 on cross-
border credit transfers (OJ L 43 of 14 February 1997, p. 25),

9. Directive 97/7/EC of the European Parliament and of the Council of 20 May 1997 on the
protection of consumers in respect of distance contracts (OJ L 144 of 4 June 1997, p. 19),

10. Articles 3 to 5 of Directive 98/26/EC of the European Parliament and of the Council of 19 May
1998 on settlement finality in payment and securities settlement systems (OJ L 166 of 11 June
1998, p. 45),

11. Directive 1999/44/EC of the European Parliament and of the Council of 25 May 1999 on
certain aspects of the sale of consumer goods and associated guarantees (CJ L 171 of 7 July
1999, p. 12),

12. Articles 10, 11 and 18 of Directive 2000/31/EC of the European Parliament and of the Council
of 8 June 2000 on certain legal aspects of information society services, in particular electronic
commerce, in the Internal Market (“Directive on electronic commerce” OJ L 178 of 17 July 2000, p.

1,

13. Directive 2000/35/EC of the European Parliament and of the Council of 29 June 2000 on
combating late payment in commercial transactions (OJ L 200 of 8 August 2000, p. 35).

Book 1
General Part

Division 1
Persons

Title 1
Natural persons, consumers, entrepreneurs

Section 1
Beginning of legal capacity

The legal capacity of a human being begins on the completion of birth.

Section 2
Beginning of majority

Majority begins at the age of eighteen.

Sections 3 -6
(repealed)

Section 7
Residence; establishment and termination

(1) A person who settles permanently in a place establishes his residence in that place.

(2) There may be a residence in more than one place at the same time. Exhibit 37
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German Civil Code BGB Page 93 of 499

The provisions relating to transfer of claims are applied with the necessary modifications to the
transfer of other rights unless otherwise provided by law.

Division 6
Assumption of debt

Section 414
Contract between obligee and transferee

A debt may be assumed by a third party by contract with the obligee in such a way that the third
party steps into the shoes of the previous obligor.

Section 415
Contract between obligor and transferee

(1) If the assumption of the debt is agreed between the third party and the obligor, its effectiveness
is subject to ratification by the obligee. Ratification may only occur when the obligor or the third
party has informed the obligee of the assumption of the debt. Until ratification, the parties may alter
or cancel the contract.

(2) If ratification is refused, assumption of the debt is deemed not to have occurred. If the obligor or
the third party requests the obligee, specifying a period of time, to make a declaration relating to
the ratification, the ratification may only be declared before the end of the period of time; if it is not
declared it is deemed to be refused.

(3) As long as the obligee has not granted ratification, then in case of doubt the transferee is
obliged to the obligor to satisfy the obligee in good time. The same applies if the obligee refuses
ratification.

Section 416
Assumption of a mortgage debt

(1) If the acquirer of a plot of land assumes a debt of the alienor for which there is a mortgage on
the land, by contract with the latter, the obligee may only ratify the assumption of the debt if the
alienor notifies him of it. If six months have passed since receipt of the notice, the ratification is
deemed to have been granted unless the obligee has previously refused it to the alienor; the
provision of section 415 (2) sentence 2 does not apply.

(2) Notice by the alienor may only be made when the acquirer has been entered in the Land
Register as owner. It must be made in writing and must include the statement that the transferee
steps into the shoes of the previous obligor unless the obligee declares his refusal within that
period of six months.

(3) The alienor must, on the demand of the acquirer, notify the obligee of the assumption of debt.
As soon as the grant or refusal of the ratification is definite, the alienor must inform the acquirer.

Section 417
Objections of the transferee

(1) The transferee may raise against the obligee the objections that arise from the legal relationship
between the obligee and the previous obligor. He may not set off a claim to which the previous
obligor is entitled.

(2) The transferee may not derive objections relating to the obligee from the legal relationship
between the transferee and the previous obligor on which the assumption of debt is based.
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German Federal Court of Justice: Questions of NIW 1588, 2741§
evidence in disputes over the authenticity of the 5
content of a document

Questions of evidence in disputes over the suthenticity of the content
of a document

German Code of Civil Procedure (2P0}, Secs. 282, 416, 440 11, 445 11

1. The rule of evidence pursuant to Sec. 418 German Code of Civil
Procedure only applies if the ~ disputed ~ authenticity of the content of the
document has besn established,

2. Evidence to the contrary of the statutory presumption of authenticity of
the writing above the signature of a private document can be provided by
means of 3 request for the adversary to be heard; Sec. 4458 11 German Code
of Civll Procedure is not applicable to this request.

German Federal Court of Justice, judgment dated April 13, 1988 - VIII ZR 274/87
{Frankfurt)

Regarding the facts and circumstances:

The parties met in September 1885 due to a newspaper advertisement posted by
the Plaintiff. They soon decided to get married. For the wedding preparations, the
Plaintiff gave the Defendant DM 10,000, the receipt of which the Defendant
confirmed in writing. The Plaintiff is in possession of two further receipts amounting
to DM 18,000 and DM 16,500 that bear the signature of the Defendant and are
dated November 12 and November 26, 1985, However, according to the allegation
of the Plaintiff, they were issued on November 19, 1985, The receipt dated
November 12, 1985 reads as follows:

“hereby certifies that DM 18,000, cighteen thousand D-Mark, was received for the
rugs listed below.” Below the following signature, four Persian rugs are listed with
respective unit prices. The receipt dated November 26, 1985 states that the
Defendant received DM 16,500 for thirteen oll paintings. In December 1985, the
Plaintiff called off the engagement. With the present complaint, he asserts claims for
payment amounting to a total of DM 49,086.59 plus interest against the Defendant.
With regard to the two receipts dated November 12 and November 26, 1885, he
claimed that he had purchased the items listed therein from the Defendant and paid
her the amounts lsted on the receipt as the purchase price. However, the Defendant
allegedly refused to give him the items. The Defendant denied having concluded any
purchase agreements with the Plaintiff and having received any money for these.
She claimed to have signed the two receipts in blank because the Plaintiff had
pretended to need her to do this in order to comply with formalities of the planned
wedding in Gretna Green. The Plaintiff is said to have falsified the receipts Bxhibit 38
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contrary to previous agreement, adding the text above her signature that the
documents now contain. The Defendant provided evidence for this submission by
filing a request for the Plaintiff to be heard as a party. In addition, she contested her
signature due to malicious deceit,

Furthermore, dismissing the remainder, the Regional Court upheld the complaint to
the extent of the sum of the three receipts {a total of DM 44,500). The Higher
Regional Court rejected the Defendants’ appeal on points of facts and law. The
appeal on points of law with which the Defendant further pursued her desire for the
complaint to be dismissed insofar as she was ordered to pay more than DM 10,000
that she received for planning the wedding, lead to the judgment being reversed
and the matter being referred back to the court of lower instance.

This was for the following reasons:

I. The appellate court stated that, according to its beliefs, the Defendant received
the receipted sums of DM 18,000 and DM 16,500 as the purchase price for the rugs
and paintings to be given to the Plaintiff.

The fact that the Defendant had submitted corresponding written declarations is said
to be decisively in favor of this. The signatures on both documents dated

November 12 and Novemnber 26, 1985 were rendered by the Defendant. The cowrt
of appeal thus found that, pursuant o Sec. 416 German Code of Civil Procedure, it
is proven that the declarations contained in the documents regarding the receipt of
the payment as consideration for handing over the rugs and paintings were made by
her, It continues by stating that the Defendant did not provide any admissible
substantial evidence for her allegation that, contrary to the rule of evidence
pursuant to Sec. 416 German Code of Civil Procedure, she merely rendered certain
blank signatures for other purposes. The same is said to apply to her submission
that she was prompted to sign the documents by means of malicious deceit. The
court of appeals further states thatf, since, according to the statutory regulation of
Sec. 416 German Code of Civil Procedure, it is to be considered as proven that the
Defendant also made the declarstions ccmtamed in the receipts, the hearing of the
Plaintiff as a party reguested by the Defendant in order to prove the contrary is
inadmissible pursuant to Sec. 445 Il German Code of Civil Procedure. It continues
that, as it has therefore been proven that the declarations regarding the receipt of
DM 18,000 and DM 16,500 for the rugs and paintings that were to be handed over
were made by the Defendant, these declarations also provided decisive evidence for
the correctness of the Plaintiff's submission in this regard. It is said to have also
been “significantly relevant” for this that the Defendant stated a different purpose
for her alleged blank signature prior to the proceedings than during the litigation
itseif. Since i is thus said to have been established that the Defendant received

DM 34,500 from the Plaintiff as purchase price for rugs and paintings, the requested
hearing of the Plaintiff as a party pursuant to Sec. 445 II German Code of Civil
Pracedure could not be considerad as evidence for the fact that the conten Qfﬁ;.t 38
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declarations submitted by the Defendant did not correspond to reality. Since the
Defendant is said to have seriously and definitively refused “the purchase
agreements regarding the rugs and paintings”, pursuant to Sec. 326 German Civil
Code, the Plaintiff may demand damages for non-fulfillment amounting to the total
sum of payments made by him.

I1. These statements do not withstand the legal review. The appeal on points of law
correctly criticizes that the appellate court’s assumption that the purchase
agreements in dispute were concluded between the parties and that the Defendant
received DM 34 500 as a purchase price from the Plaintiff, is based on a violation of
svidentiary provisions.

1. The Plaintiff claims damages for non-fulfiliment of the purchase agreements
claimed by him and must provide evidence that these agreemeants were concluded in
the first place. This evidence can be provided by any means provided for in the
German Code of Civil Procedure. This also includes the provision of private
documents. Provided that they are signed by the issuer, pursuant to Sec. 418
German Code of Civil Procedure, these private documents provide full evidence for
the fact that the declarations made therein were made by the issuer. The thus
formally proven declarations can - depending on their content ~ also lead to the
conviction that the facts or events that are proven in the dedclaration in the
document correspond to reality, either on their own or in combination with other
circumstances.

2. The appellate cowrt did indeed use these principles as a basis. However, it failed
to realize that the rule of evidence pursuant to Sec. 416 German Code of Civil
Procedure only applies If the private documents submitted by the party giving
evidence are authentic (cf. RGZ 73, 276 (279); Thomas-Putzo, 2P0, 15th ed.,

Sec. 116 annotation 2; Zéller-Stephan, ZP0O, 15th ed., Sec. 440 annctation 1;
Baumbach-Lauterbach-Albers-Hartmann, ZP0, 46th ed., Sec. 416 annotation 2 A
and preliminary statement regarding Sec. 437 annotation 1; Rosenberg-Schwab,
ZPR, 14th ed., Sec, 122 I 1; Winkler, DNotZ! 85, 227}, but the authenticity of the
private documents submitted by the Plaintiff has not been established.

a) A private document is to be considered authentic within the meaning of Sec, 416
German Code of Civil Procedure if the signature is attributable to the person named
therein and the text written above the signature was either written by the issuer
itself or expresses the intent of the latter {(cf. German Federal Court of Justice,

WM 1965, 1062 (1063}, RGZ 64, 406 (407); Rosenberg-Schwab, Sec. 122 111 1;
Baumbach-Lauterbach-Albers-Hartmann, Sec. 440, annotation 3).

b} The Defendant acknowledged the signatures on the two documents as being her
own, therefore, they are authentic.

! Transtator’s note: DNotZ stands for “Deutsche Notar-Zeitscheift™ and is a journal that appears zn@nth}j,l.EXhibit 38
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However, by stating that she had signed the documents in blank in order to settle
formalities for the planned wedding in Gretna Green and that, contrary to
agreement, the Plaintiff subsequently used the documents signed in blank to add the
present declarations above her signature, the Defendant now disputes the
authenticity of the content of the documents (cf. German Federal Court of Justice,
NIW 1886, 3086 and II 2 ¢ = WM 1886, 1238; Stein-Jonas-Schumann-Leipold, ZPO,
19th ed., Sec, 416, annotation IV, Sec. 440 annotation III). This is due to the fact
that she thereby asserted that the writing above her signatures was neither written
by her herself, nor did it express her intent. However, if the authenticity of the
private documents is disputed, it requires evidence (Sec. 440 I German Code of Civil
Procedure).

¢} This evidence must generally be provided by the party that refers to the
documents as evidence, However, if ~ as is the case here - the authenticity of the
signature has been established, pursuant to Sec. 440 I German Code of Civil
Procedure, the writing above the signature shall be presumed to be authentic. This
alse applies to blank signatures and even to forgery by misusing a document signed
in blank, as is alleged by the Defendant here (cf. German Federal Court of Justice,
WM 1965, 1082; NIW 1986, 3088 { 2 d); RGZ 64, 406 (407, 408)). In this case, the
presumption also includes the event that the subsequent filling in of a document
signed in blank by its recipient occurred in accordance with the agreement (cf.
Rosenberg-Schwab, Sec. 122 11 2b), and that it therefore expresses the intent of the
signatory in terms of content. As a resuit of this, the party giving evidence {relating
to the document) must no longer provide evidence for authenticity {(for the time
being}. It is up to the party disputing the authenticity of the writing to refute the
presumption of Sec. 440 II German Code of Civil Procedure pursuant to Sec, 292
Garman Code of Civil Procedure by providing evidence to the contrary, 1.e. providing
evidence for the forgery by misusing a document signed in blank {German Federal
Court of Justice, NIW 1986, 2086 { 2 d)). As is explicitly pointed out in Sec, 292,
sentence 2 German Code of Civil Procedure, this evidence can also be provided by
requesting that the party be heard pursuant to Sec. 445 German Code of Civil
Pracedure {contrary to Rosenberg, Die Bewelslast, 4th ed., p. 221, footnote i,
which, contrary to the prevailing opinion, denies that Sec. 440 1 German Code of
Civil Procedure constitutes a presumption within the meaning of Sec., 292 German
Code of Civil Procedure).

d} In this sense, the Defendant referred to the hearing of the Plaintiff as a2 party in
order to provide evidence for the fact that the Plaintiff was given documents signed
in blank and that he then filled in these documents in breach of the agreement.

The appeliate court wrongfully did not aliow this reguest for evidence,
German Federal Cowrt of Justice: Questions of evidence in disputes over the
authenticity of the content of 2 document {(NJW 1988, 2741)
Exhibit 38
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Insofar as the request was directed against the presumption of authenticity

{Sec. 440 I German Code of Civil Procedure), pursuant to Sec. 445 11 German Code
of Civil Procedure, the court treated it as being inadmissible, which was erroneous
under procedural law. It is true that this provision states that the reguest for the
party contesting evidence to be heard is not to be taksen inte consideration if it
concerns facts and circumstances regarding which the court deemns the contrary to
have been proven. However, in the present case, the latter could not be assumed by
the appeliate court by referring to the rule of evidence pursuant o Sec¢. 416 German
Code of Civil Procedure. The evidence to the contrary within the meaning of

Sec. 445 11 German Code of Civil Procedure cannot be considered as having been
provided with the help of a rule of evidence if the reguest for the party to be heard
specifically extends to a fact ~ the lack of authenticity of the documents in this

case -~ for the proof of which the application of this rule of evidence is precluded. In
addition, Sec. 445 1T German Code of Civil Procedure is not effective within the
scope of application of Sec, 292, sentence 2 German Code of Civil Procedure in any
case. This provision constifutes an exception from Sec. 445 I German Code of Civil
Procedure if evidence to the contrary is to be provided in spite of a statutory
presumption {Zoller-Stephan, 2P0, Sec. 292, marginal no. 2; Thomas-Putzo,

Sec, 445, annotation 3). If this were not the case, said provision would be pointless.
Insofar as the appeliate court refers to the judgment of the Supreme Court of the
German Reich dated October 30, 1985° (RGZ 15, 373) and the judgment of the
German Federal Court of Justice dated June 22, 1865 (NIW 1965, 17id =

MDR 1965, 818) in order to justify its dissenting opinion, i fails to realize that, in
addition to them relating to public decuments, the hearing of the party was only
considered to be inadmissible because It was intended to provide evidence against
the formal evidentiary value of the documents. However, this is not what is at issue
here. In the present case, the hearing of the Plaintiff as a party serves the purpose
of establishing the authenticity of documents, If these are not proven, the
documents do not have any formal evidentiary value from the outsaet.

3. Therefore, the contested judgment could not be maintained. The appeliate court
will have to subsequently conduct the hearing of the Blaintiff as a party, which it
falled to do beforehand and, based on the results of the evidence in this regard,
must once again legally assess both parties’ statements of fact. By referring the
case back to the court of lower instance, the Senate made use of the possibility
provided for in Sec. 565 1 2 German Code of Civil Procedure,

N.

Editor's note:

An overview of the burden of proof is provided by Musielak, Ju8® 1883, 198.

? Translator’s mote: [sicl: the correct year of this judgment is 1883, Exhibit 38
¥ Translator’s note: Ju¥ stands for “Furistische Schulong” and is a journal that appears monthdy, XNiol
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In my capacity as a translator for the Hoglish language, duly appointed, commissioned and
swom in by the Munich Regional Cowrt I in the German federal state of Bavaria, I hereby
certify to the best of my belief that the foregoing is a truc and complete English translation of
the original document in the German language submitted to me as a copy,

IN WITNESS WHEREOF [ have hereunder set my hand and seal at

Munich, March 3, 2019

PR N

Drendse Giles

Kuensirafie 7h
R1735 Munich
Germany {Denise Gilesy
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Beweisfragen bel Streit dber Echtheit des Urkundentextes

ZPQ 585 292, 416, 440 11, 445 {1
i. Die Beweisregel des § 416 ZP0 greift erst ain, wenn die - bestrittene ~ Bchtheit des
Urkundentextes feststeht.

2. Der Beweis des Gegentells der gesetzlichen Vermutung der Echthelt der tibey der
Unterschrifi stehenden Schriff siner Privaturkunds Kenn durch den Antrag auf Partei-
vernehmung des Gegnery geflihr werden; § 445 II 2P0 ist auf diesen Sntrag nicht
anwendbar.

BGH, Urteill vom 13-04-1988 - VIII ZR 2374/87 (Frankfurt)
fum Sachverhalt:

Die Partelen lernten sich im September 1985 aufgrund einer vom K. aufgegebenen Zeiturigs-
annonce kennen, Sie kamen alshald Oberein, die Bhe miteinander einzugehen. Zur Hochzeits-
vorbereitung Gbergab der Kl der Bekd, 10000 DM, deran Empfang diese schriftlich bestatigte,
Der Kl. ist im Besitz zweler welterer Quittungen tber 18000 DM und 16500 DM, die die Unter-
schrift der Bekl. tragen und vom 120 baw, 26. 11, 1985 datieren, nach der Behauptung des Ki.
aber am 19, 11, 1985 ausgestellt worden sein sollen, Die Quittung vom 12, 11, 1885 lautet:
DM 18 000 Achtzehntausend D-Mark fir die nachbenannten Teppiche erhaiten zu haben, be-
scheinigt hermit.,” Im Anschiu8 an die folgende Unterschrift sind vier Perserteppiche mit Einzel-
preisen aufgefihrt. Die Quittung vorm 26, 11, 1985 hat zum Inhalt, daBd die Bekl. 16580 DM fr
dreizenn Olgemside erhalten habe. Im Dezember 1985 18ste der K. das Verl8bnis. Mit der vor-
liegenden Klage hat er die Bekl. auf Zahlung von insgesamt 49086,59 DM nebst Zinsen in An-
spruch genommen. Zu den beiden Quittungen vom 12, und 26. 11. 1985 hat er vorgebracht, er
habe die darin aufgefihrten Gegenstinde von der Bekl, gekauft und ihr die Quittungsbetrige
als Kaufpreis gezahit. Dis Bekl, habe sich jedoch gewelgert, thm die Gegenstinde zu (berge-
ben, Die Belkld. hat bestritten, mit dem KI, Kaufvartrdge abgeschiogsen und daffiir Geld erhalten
zu haben. Sie habe - 50 hat sie behauptet - die Unterschrift auf den beiden Quittungen blanko
geleistet, weil der KL ihr vorgespiegelt habe, sie zur Erfiiiung von Formalititen fUr die geplanta
Hochzelt in Gretna Green 24 bendtigen. Der i, habe die Quittungen gefélschi, indem er abspra-
chewidrig ber fhre Unterschriften den Text gesetzt habe, den die Urkunden jetzt enthisiten.
Disses Vorbringen hat die Bekl, durch den Antrag auf Vernehmung des ¥, als Partel unter Be-
wels gestelit. AuBerdernvhatl ste thra Unterschrifisleistung weger arglistiger TRuschung ange-
fochten,

Dras LG hat der Klage unter threr Abwelsung im dbrigen in Hdhe der drel Quittungsbetrige (=
insgesamt 44500 DM) stattgegeben. Die Berufung der Bekd, hat das OLG zurlckgewiesen. Dig
Revision, mit der die Bekl. ihr Klageabweisungsbegehren insoweit weiterverfolgt, als sie zur
Zahhung von mehr als 10000 DM verurteilt worden ist, die sie zur Hochreitsvarbereitung erhal-
ten hat, fihrte zur Authebung und Zurlckverwsisung,

Aus den Griinden:

L. Das BerGer. hat ausgefihrt, nach seiner Uberzeugung habe die Beld, dis quittierten Betrige
von 18000 DM und 16500 DM als Kaufpreis fiir dem K. zu Ubereignende Teppiche und Gemidilde
erhalten.
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Daflr streite entscheidend, dafd dis Bekl entsprachendes schriftiichs Erkidrungen abgegeben
habe. Die Unterschriften auf den beiden Urkunden vom 12, und 26, 11, 1985 stammien von der
Beikd. . Daher sel gam. & 416 ZP0 bewiesen, dal auch die in den Urkunden enthaltenen Brkla-
rungen (ber den Empfang der Gelder als Gegenielstung fiir die Uberlassung der Teppiche und
Gemdlde von ihr abgegeben worden seien. Die Bekl, habe keinen zuldssigen erhablichen Baweis
fir thre Behauptung angetreten, srigegen der Bewsisregel des § 416 ZP0O lediglich fir andere
Zwecke bestimmie Blanko-Unterschriften geleistet zu haben. Das gisiche gelte flr inr Vorbrin-
gen, ur Abgabe ihrer Unterschriften durch arglistige Tuschung veraniaBt worden zu sein. Da
nach der gesetzlichen Regelung des § 416 ZPO als erwiesen fu erachten sel, dal die Bakl, auch
die in dan Quittungen enthaltensn Erkddrungen abgegeben habe, sei die von ihr zum Beweis des
Gegenteils beantragte Vernehmung des Ki. als Partel gam. § 445 I ZP0 unzuldssig. Die damit
erwigsenermafen von der Bekd, starmmenden Erkid@rungen Gber den Erhalt von 18000 DM und
16500 DM FUr von thr 2u Ubereignende Teppiche und Gemalde lieferten auch entscheidenden
Beweis fir die Richtigkeit des diesbeziglichen ki, Vorbringens, fliir die ferner “grundlegend ins
Gewicht” gefalien seil, dal die Belkd. vorprozessual eine andere Darstellung Gber die Zweckbe-
stimmung threr angeblich geleisteten Blanko-Unterschrifterrgegeben habe als im Rechtgstrait
seibst, Da mithin feststehe, daB die Bakl vom Kl 34500 DM als Kaufprels flir Teppichs und Ge-
malde erhalten habe, komme die heantragte Partelvernehmung des Ki. gem. § 445 11 2P0 auch
nicht zum Bewels dafly in Betracht, daB der Inhalt der von der Bekl. abgegebenen Erkidrungen
nicht der Wirklichkeit entspreche. Nachdern die Belkd. “die Kaufveririge (iber die Teppiche und
Gemdlde” ernsthaft und endgliitia verwelgert habe, kdnne der Kl nach § 326 BGE einen Betrag
als Schadensersatz wegen Nichterfillung verlangen, der den von ilim gelgisteten Zahlungsn
entspreche,

II, Diese Ausfihrungen halten der rechtlichen Nachprifung nicht stand, Die Revision rigt zu
Recht, dal dis Annahme des BerGer., 2wischen den Parteien seien die streitigen Kaufvertrige
abgeschiossen worden, und die Bekl, habe vom Kl 34500 DM als Kaufpreis erhalten, auf einem
Verstoll gegen beweisrechliche Vorschriften beruht,

1. Ber Ki, der Schadensersaty wegen Nichiterfiilung der von ihm behaupteten Kaufvertrigs be-
anspruchi, hat deren Zustandekommen zu beweisen. Digsen Bawels kann er mit allen in der
ZPQ vorgesshenen Boweismitteln fihren. Dazu gehért auch die Beibringung von Privaturkun-
den. Diese begrinden, sofern sie vom Aussteller unterzeichnet sind, nach § 418 2P0 vollen Be-
weis daflr, dal die in ihnen enthaltenen Erki@rungen vor dem Aussteller abgegeben sind. Die
so formell bewiesenen Erld8rungen sind - je nach threm Inhalt - auch geeignst, allein oder im
Zusammenhang mit weiteren Umsténden die Ubsrzeugung davon zu verschaffen, da die in der
urkundlichen Eridérung bezeugten Tatsachen oder Vorgange der Wirklichkeit entsprechen.

2. Von diesen Grundstzen ist das BerGer, zwar ausgegangen. Es hat aber Gbersehean, dad dis
Bewsisregel des § 416 ZP0O nur eingreift, wann die yom Bewsisfihrer beigebrachten Privatur-
kunden echt sind (vgl, RGZ 73, 278 {279); Thomas=-Putzo, ZRO, 15, Aufl,, § 116 Anm, 2; Zaller-
Staphan, 2P0, 15, Aufl., § 440 Anm. 1, Baumbach-Lauterbach-Albers-Hartmann, ZP0, 46,

ufi., § 416 Anm, 2 A und Vorb, § 437 Anm. 1; Rosenberg-Schwab, ZPR, 14, Aufl,, 8 122 11 §;
Winkler, DNotZ 85, 237), die Echthelt der durch den K. vorgelegten Privaturkunden aber nicht
feststaht.
&) Echt ist aine Privaturkunde 1. 8. des § 416 ZP0, wenn die Unterschrift dem Namenstriger zu-
sucrdnen ist und die Uber der Unterschrift stehends Schrift vom Ausstelier selbst stammit oder
mit dessen Willen dort steht {vgh BGH, WM 196%, 1062 (1063); RGZ &4, 406 {407); Rosen-
berg-Schwab, § 122 III 1; Baumbach-Lauterbach-Albers-Hartmann, § 440 anm. 3).
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0} Die Bekl. hat die auf den beiden Urkunden befindlichen Unterschriften als thre sigenen aner-
kannt; sie sind dahear echt,

Mit threm Veorbringen, sie habe die Unterschriften blanke zur Erledigung von Formalititen fir die
geplante Heirat in Gretna Green erteilt, und der Kl habe die Blankette abredewidrig dazu be-
nutzt, nachtrdglich die jetzt vorhandenen Erkldrungen Uber ihre Unterschrift zu setzen, hat sie
jedoch die Echibell des Urkundentextes bestritten (vgl, BGH, NIW 1988, 3086 u. II 2 ¢ = WM
1986, 1238, Stein-Jonas-Schumann-Leipold, ZPO, 18, Aufl., § 416 Anm, 1V, § 440 Anm. 1.
Denn damit hat sie geltend gemacht, daB die Gber ihren Unterschriften stehende Schrift weder
von ihr selbst stamme noch mit threm Willen dort stehe. Ist indessan die Echtheit von Privatur-
kunden bestritien, so bedarf sie des Beweises (§ 440 { ZP0),

¢} Diesen hat grundsatzlich derjenige zu erbringen, der sich als BewsisfUhrer auf die Urkunden
beruft. Steht allerdings ~ wie hier - dig Echtheit der Namensunterschrift fest, so hat nach § 440
H ZP0O die Uber der Unterschrift stehends Schrift dis Vermutung der Echthelt far sich. Das gilt
auch flir Blanko-Unterschriften und selbst bei einem BlankettmiBbrauch, wie er hier von der
Bell. behauptet worden ist (vgl. BGH, WM 1965, 1062; NJW 1985, 3086 { 2 d); RGZ 54, 4086
{407, 408}}. Die Yermutung erstrackt sich in diesem Falle darauf, daf die nachtrégliche Ausfil-
tung des Bianketts durch dessen Empfanger vereinbarungsgemas erfolgte (vgl. Rosenberg-
Schwab, § 122 II 2b), siso inhaltlich dem Willen des Unterzeichners entspricht. Hierdurch wird
der {(Urkunden-} Beweisflihrer des Nachweises der Echtheit {zundchst) enthoben. Es ist Sache
desienigen, der die Echthelt der Schrift bestreitet, die Vermutung des § 440 11 ZP0 gem. § 292
ZBQ durch den Bewels des Gagentells, hier also dexs Blankettmibrauches zu entkrdften (BGH,
NIW 1986, 2086 { 2 4}, Er kanny, was § 292 5. 2 ZP0 ausdriicklich hervorhebt, auch durch an-
trag auf Partelvernehmung nach § 445 2P0 gefithrt werden {a. A. Rosenberg, Dig Baweislast, 4,
Aufl,, §. 221 FulBin, 1, der aber entgegen der h. M, lsugnet, daB § 440 I ZP0 sine Yermutung i,
S. des § 292 ZP0 aufstelit).

d} In diesem Sinne hat sich die Bekl. zum Beweis der Hergabe von Blanketten an den . und
deren abredewidrige Ausfiiliung auf die Vernehmung des Ki. als Partei berufen.

Diesem Bewsisantrag hat das BerGer. zu Unrecht nicht ent-
N
. 2742 Y
BGH: Bawelsfragen bei Strelt (iber Echtheit des Urkundentaxtes (NIW 1988,
2741}

sprochen. Sowelt er sich gegen die Vermutung der Bchtheit (§ 440 II ZPO) richtst, hat es ihn
verfahrensfehierhaft gem. § 445 II ZP0 als unzulissig behandelt. Nach dieser Vorschrift ist der
Antrag aul Vernehmung des Beweisgagners zwar nicht zu berlcksichtigen, wenn er Tatsachen
betrifft, deren Gegenteil das Gericht flr erwiesen erachtet, Letzteres durfte das BerGer. hier
aber nicht unter Heranzishung der Beweisregel des § 416 ZP0O annehmen. Der Bawels des Ge-
genteils i, 5. des § 445 II ZP0O kann nicht mit Hilfe einer Beweisregel als geflihrt angesehen
werden, wenn sich der Antrag auf Parteivernehmung gerade auf sine Tatsache erstreckt, bel
deren Erweislichkeit - hier der Unecihtheit der Urkunden - die Anwendung dieser Beweisregel
susgeschlossen ist, Zudem greift § 445 I 2P0 im Anwendungshersich des § 292 8. 2 2P0 oh-
nehin nicht ein, Diese Vorschrift stellt fir den Bewels des Gegenteils gagen sing gesetziiche
Vermutung eine Ausnahme von § 445 11 ZP0 dar (Zdller-Stephan, 2P0, § 292 Rdnr, 2;
Thomas-Putzo, § 445 Anm, 3). Wire dem nicht so, wiirde sie lgerlaufen. Soweit das BerGer. zur
Rechtfertigung seiner abweichenden Meinung auf das Urteill des RG vom 30. 10, 1985 {RGZ 15,
373} und das Urtell des BGH vom 22. 6, 1965 (NIW 1965, 1714 = MDR 1965, 818) verwsist,
hat es Ubersehen, daB in diesen Entscheidungen abgesshen davon, daf sie dffentliche Urkun-
Exhibit 38
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den betreffen, die Parteivernshmung nur deshalb fir unzuidssig erachtet wurde, weil mit ihr ein
Bewels gegen die formeile Beweiskraft der Urkunden gefiihrt werden sollte. Darum geht es hiar
abar nicht, Vorllegend bezweckt die Parteivernehmung des K., die Echtheit von Urkunden zy
kigren, chne deren Nachwaeis den Urkunden von vornherein keine formelle Beweiskraft zu-
kommt,

3. Do angefochiene Urtell konnte demnach keinen Bestand haben. Das BerGer. wird die unter-
lassene Vernehmung des Kb als Partel nachzuholen und auf der Grundlage des diesheziglichen
Bewelsergebnisses den beiderseitigan Sachvertrag erneut rechilich u wilrdigen haben, Bel der
Zurlichverweisung hat der Sanat von der (0 § 585 12 ZP0 vorgesehenen Maghchkeit Gebrauch
gemachi,

Anm, o Schriftitg.:

Einen Ubsarbiick (ber die Bewsislast gibt Musielak, JuS 1983, 195,
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7. Undertakings of the contractual parties (Kapsalgeschéfl) and transaction relating to

performance {(Vollzugsgeschifl) - beck~online Page 1of'1
Garman Patent Act Ulimann/Deichfu® Benkard, Marginal nes. 15186

{Fai) Fatent Act

{Assignabiiity of the 11" edition 2015

right; licenses]

7. Undertakings of the contractual parties {(Kausslgeschift) and
fransaction relating to performance (VollzugsgeschEfty!
15, 18

When assessing the legal relationships betwesn the parties
involved In the iransaction, a distinction i v bs made
between the main agreement {(Grundgeschdfl) —~ the
undertakings of ths gonfractual partias
{Kausalgeschdft} ~ and the transaction relating fo
performance {(Vollzugsgeschifty. The assignment in rem of
the right {(nveniion, applicgtion or psatent) is o be
distinguished from the mere obligation to assign the right In
praclice, the two legal transaclions coinclde. Assignment as
an abstract disposition is generally dependent on the validity
of  the underakings of the conbractual parlies
{(Kausalgeschall). in the individual case, the validity of the
undertakings of the contractual parfies {Kausalgeschaft) may
be & condition of the transaction relating fo performance
{(Verfligungsgeschéft). I the underiskings of the contractual
parties breach provisions of anfifrust law, this may result in
the fransaction relating to performance (VerfUgungsgeschaft)
~ assignment of the improvement invention ~ becoming
invalid, Higher Regional Court of Disseldorf, GRUR 86, 521.

Proposals for citation:
Benkard PatG/Ulimann/Deichful German Patent Act Sec. 15 marginal no. 1518
Bankard PatG/Ulimann/Deichiul Garman Patent Act, 119 od. 2015 Sec. 15 margingl no. 15-18

btps://beck-online beck de/Print/CurveniDoc Pvpathebibdata¥ SChomm ¥ SCRenkard... February 14, 2018

P Pranslator’s sote: In German law, the undertalongs of the contractual parties (Kausalgeschift or

Verpflichtangsgeschiit} and the transaction relating (o performance (Vollzogsgesch#t or Verfilgungsgeschiit)
have o be iteated as two independent legal transactions. This is called the abstraction principle .
{Abstraktionsprinzip). Exhibit 39
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ATTESTATION CLAUSE:

In my capacity as a translator for the English language, duly appointed, commissioned and
sworn in by the Munich Regional Court 1 in the German federal state of Bavaria, | hereby
certify to the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREOF I have hereunder set my hand and seal at

Munich, February 27, 2018

Denise Giles
Kuensiralie
81735 Munich
Germany
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PG § 15 Ulimann/Deichfu Benkard, Ry, 15-~16
{Ubertragbarkeit des Patentgesetx
Rachis; Lizenzan] 11, Auftage 2015

7. Kpusal- und Vollzugsgeschify

Bei der Beurteilung der Bechtsberziehungen der an der 38, 18

Ubertragung Beteiligten ist zwischen dem Grundgeschéft -
Kauysalgesch8ft -~ und dem Vollzugsgeschd&ft zu
unterscheiden. Die dingliche Ubertragung des  Rechis
{Erfindung, Anmeldung oder Patent} ist ven der bloBen
Verpflichtung zur Uhertragung des Rechts zu unterscheiden,
Praktisch fallen beide Rechtzgeschafte haufig zusammen,
Grundsétziich ist die Ubertragung als abstrakte Verfligung
von der Wirksamkeit des Kausalgeschidfts unabhingig. Im
Einzelffall kann  die Wirksamkait des  Kaussigeschifts
Bedingung fiir die Wirksamkelt des Verfllgungsgeschéafts
séin, B Verstol  des verpflichtungsgeschdlit  gegen
kartelirechtliche Regelungen kann zur Unwirksamkeit des
Vollzugsgeschidfis ~ Abtretung der Verbssserungserfindung
-~ fiihren, OLG Disseldorf, GRUR 88, 521.

Zitiervorschidge:
Benkard PatG/Ulmann/Deichfull PatG § 15 Rn. 15-16
Benkard PabtG/Ulmeann/Deichful, L1, Aufl. 2015, PatG § 15 Rin. 15-16
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patronus

From: Stefan Andrasic <S Andrasic@hti-bio-x.com>
Seni: Thursday, September 11, 2014, 10:03 am
To: patronus

Subject: AW Qur reference: AUSIOOIPWO_CAD #iles
Enclosures: 5.pg

Good morning Ms. Nguven,

Please find attached the first revised page as was instructad £0 me by Mr. Heimberg.
Does i# look ok to vou or are there certain “norms” with raspect to font, size ete.
Likewise, | took over the arrangement from your pdf file — is it mandatory?

~

CAD Tilas? Do you want the complete construction?
Thank you very much.

Kind regards,
Stefan Andrasic

Phone: 080923/2092-40
Fax: 08092/2092-28
s.andrasic@hii-bio-w.com
www hti-hio~-x.com

HTi bin-X GmbH

Am Forst 6

85560 Ehersherg

Germany

Managing Dirsctor: Dr. Wolfgang Heimberg
Locat Court of Munich

HRB 1432635

From: Wolfgang Heimberg

Sent: Wednesday, September 10, 2014, 10:32 am
To: Stefan Andrasic

Subject: WG: Qur reference: AUSI003PWG CAD files

From: patronus mailtonatronus&natronus-ig.com]
Sent: Thursday, August 7, 2014, 2:27 om

To: Wolfgang Heimberg

Subject: Gur reference; AUS1003PWO_CAD files

Dear Mr. Heimberg,
In the abovementioned matter we forward the figures we filed with the European Patent Office.

However, the final drawings still have to be prepared and filed later. Therefore, we want to ask whether it
is possible for you to provide us with the CAD files of the figures attached. .
Exhibit 40
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In my capacity as a {ranslator for the English language, duly appointed, coromissioned and
sworn in by the Munich Regional Court 1 in the German federal state of Bavaria, I hereby
certify (o the best of my belief that the foregoing is a true and complete English translation of
the original document in the German language submitted to me as a copy.

IN WITNESS WHEREGF I have hereunder set my hand and seal at

Mumnich, February 27, 2019

Denise Giles
Kuenstrafle
81735 Munich :
Germany {Denise Gilt
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T ONUS

R R

Won: Stefan andrasic <S.Andrasic@hti-bio-w.com>
Gesendsi: Donnerstag, 11, September 2014 1003

Asm patronus

Batrafh AW Unser Zeichere AUSIOO3PWO_CAD-Dateien
Aniagen: 5jeg

Guten Tag Frau Nguyen,

im Anhang finden Sie mal dis ersle Gbsrarbeltet Seile, wie o8 mir Herr Heimberg gesagt hatle.
ist diss flir Sle ok, nder gibt se bezliglich deor Sohriftart, Srifle usw. gewiass "Normen®
Ebense die Anordnung wissde von mie aus hrem pdf Gbermommen - st diese verplichtend?
CAD - Daten? Sis wollen die kompletie Konslruktion?

Vielen Dank.

s,

Bt freundlichen Griillen
Stefan Andrasic

Tal.: GEOG062-40
Fax: OB082/2082-28
s.andrasic@htt-bie-xcom
Bt hllBigex oo

HT Bio-X Gt

am Forst §

BRSSO Ebursbwg

Gesehifftstohens: Or. Wollgang Mebmberg
Anvtsgarichi Minchen

HEB 143835

£ ven: Wolfgang Maimberg
Gesendet: Mitbwoch, 10, Septermber 2014 1833
Are Stefan Andrasic
Hedradfs WG Unser Zeichen: AUSI003PWO,_ CAD-Dateien

Wern: patvanus fnaito patronus@ sis-incont]
Gesendel: Donnorstag, 7. August 2019 1427

An: Wollgang Heimberg

Betref: Unser Zeichen: AUSIOOIMWG CAD-Datelen

Sehr geshrier Herr Helmberg,

in oben genannier Angelegenheit Ubersenden wir Ihnen Figuren, welche wiv beim Europlischen Patentamt
eingersicht haben.

Hierzu milssen jedoch noch Reinzelchnungen erstelit und nachgereicht werden. Daher michten wir nachfragen, ob
ex thnewmdglich wire, unszu den in der Anlage belgefiigten Fguren die CaD-Datelen xu Gberssndan.
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Assignment file:///C:/Users/jmd/AppData/Local/Microsoft/Windows/Temporary Inter...

PATENT ASSIGNMENT COVER SHEET

Electronic Version v1.1
Stylesheet Version v1.2

SUBMISSION TYPE: | NEW ASSIGNMENT
| NATURE OF CONVEYANCE: | ASSIGNMENT
CONVEYING PARTY DATA

Execution Date

Number

| CORRESPONDENCE DATA

Fax Number:

Email: jmd@usiplaw.com

Correspondence will be sent to the e-mail address first; if that is unsuccessful, it will be sent using a fax number, if provided;
if that is unsuccessful, it will be sent via US Mail.

Correspondent Name: EDELL SHAPIRO & FINNAN LLC
Address Line 1; 9801 WASHINGTONIAN BLVD.
Address Line 2: SUITE 750

Address Line 4; GAITHERSBURG, MARYLAND 20878

| ATTORNEY DOCKET NUMBER: | 0996.0002C

| NAME OF SUBMITTER: | MARK J. DEBOY

Signature: | /Mark J. DeBoy/
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Total Attachments: 1
source=Declaration of Assignment of PCT from AusBio R&D Europe to Yantai AusBio Laboratories#pagel.tif

. RECEIPT INFORMATION

EPAS 1D: PAT5416915
Receipt Date: 03/12/2019
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
14/910,681 02/05/2016 1774 1320 0996.0002C 31 3
CONFIRMATION NO. 4497
27896 UPDATED FILING RECEIPT
EDELL, SHAPIRO & FINNAN, LLC
9801 Washingtonian Bivd. RO A L AR
Suite 750

Gaithersburg, MD 20878
Date Mailed: 01/17/2019

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Inventor(s)

Zhaogiang Wang, Yantai, CHINA;

Wolfgang Mann, Neudrossenfeld, GERMANY;

Wolfgang Heimberg, Ebersberg, GERMANY;
Applicant(s)

YANTAI AUSBIO LABORATORIES CO., LTD., Shandong, CHINA;
Assignment For Published Patent Application

Yantai AusBio Laboratories Co., Ltd., Yantai, Shandong, CHINA

Power of Attorney: The patent practitioners associated with Customer Number 27896

Domestic Priority data as claimed by applicant
This application is a 371 of PCT/EP14/66947 08/06/2014

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 13179437.2 08/06/2013

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes

Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

Projected Publication Date: Not Applicable
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Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

CENTRIFUGE AND METHOD FOR CENTRIFUGING A REACTION VESSEL UNIT
Preliminary Class

494
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
14/910,681 02/05/2016 1250 PATO001 31 3
CONFIRMATION NO. 4497
50571 FILING RECEIPT

552 N STREET NW STE . 101 0L

WASHINGTON, DC 20001
Date Mailed: 03/24/2016

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Inventor(s)

Zhaogiang Wang, Yantai, CHINA;

Wolfgang Mann, Neudrossenfeld, GERMANY;
Applicant(s)

YANTAI AUSBIO LABORATORIES CO., LTD., Shandong, CHINA;
Assignment For Published Patent Application

Yantai AusBio Laboratories Co., Ltd., Yantai, Shandong, CHINA

Power of Attorney: None

Domestic Priority data as claimed by applicant
This application is a 371 of PCT/EP14/66947 08/06/2014

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)
EUROPEAN PATENT OFFICE (EPO) 13179437.2 08/06/2013

Permission to Access Application via Priority Document Exchange: Yes
Permission to Access Search Results: Yes

Applicant may provide or rescind an authorization for access using Form PTO/SB/39 or Form PTO/SB/69 as
appropriate.

If Required, Foreign Filing License Granted: 03/23/2016
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The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 14/910,681

Projected Publication Date: 06/30/2016
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

CENTRIFUGE AND METHOD FOR CENTRIFUGING A REACTION VESSEL UNIT

Preliminary Class

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No
PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4258).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.
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Public Pair - Public Pair

https://portal. uspto.gov/pair/PublicPair

Home Patemts

Tradomarks

Tthver

Employee & Office Directories

esaiirces & Public Notice:

Policy & Law
Reports

Assignments Data

Patent Assignment Abstract of Title

Total Assignmenis: 1

Application #: 14910681 Filing Dt: 02/05/2016 Fatent #: NONE Issue Dix
PCT #: NONE Ind Reg #: Publication #: 160187330 Pub Dix O
Inventors: iang Wang, Waolfgang Mann
Titie: CE FUGE AND METHOD FOR CENTRIFUSGING A REACTION VESSEL UNIT

Assignments 1

Reel/Frame: gangos / 0801 Received: 10/13/2016 Hecardeds 10/13/2016 Malied: 10/14/2018 Pages: 2

GNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

Convevance:
IANG Exec Of: 09/12/2016

Assignors WANG, ZHADQ),

Assignea: YANTAL AUSBIO LABGRATORIES CO., LTD.

NO. HUASHAN ROAD
YEDA, YANTAL CHINA 264006
Correspondent: RONALD C. HARRIS, JR
922 N STREET, NW, SUITE 101
WASHINGTON, DC 26001

Search Resulis as of: BB/30/2017 22:32:00 PM

Disclaimer:
1Assignment information on the t datab reflects i t doc. ts that have been actually recorded.
If the assignment for a patent was not recorded, the name of the assignee on the patent application publication or patent may be different.

iif you have any comments or questions concerning the data displayed, contact OPR / Assignments at 571-272-3350

If you need help:

for specific

& Contact the Patent Electronic Business Center at (866) 217-9197 (toll free) or e-mai
questions about Patent Application Information Retrieval (PAIR).

o If you expéerience technical difficulties or problems with PAIR cutside -normal Patent Electronic Business Center:
hours (M=F, 6AM to 12AM ET), please call 1. 800-786-9199.

» Send general questions about USPTO programs to the i

l1of1

S
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Doc code: Cath
DBocument Description: Oath or declaration filed
HTOAIAGY (0P
Approved for uze thraugh 1 L3IVINR0. OMBE 8651-0032
LLE Patent ane Traderant Office; L.S. DEPSRTMENT OF COMMERCE
Unider the Paperwork Redustion Act o7 1865, no peranns are required o responid to 3 colischion of infarmation urdess ¥ displays a vaid OME wontral nimber,

SUBSTITUTE STATEMENT IN LIEU OF AN OATH OR DECLARATION FOR UTILITY
OR DESIGN PATENT APPLICATION (35 U.8.C. 115{d} AND 37 CFR 1.64)

CENTRIFUGE AND METHOD FOR CENTRIFUGING A REACTION VESSEL UNIT

Title of
Invention

This statement is directed to:

| | The gttached application,

OR

— ) Feb 5, 2018
‘ﬁJ United Stales application or PCT international applcation aumber ‘E 4;{@ E g“ 6S§ fed on _ eoruany ©. .

(L.EGAL NAME of invertor to whom this substitute statement applies:
,{Eag'.', Given Name (st and middle (f anyhy and Family Name or Surname)}
Woifgang Mann

§Residence (except for 2 deceased or legally incapacitated inventor);

Neudrossenfeld

City Siate Country
Mailing Addrass {exeept for 8 deceased or lagally incapacitated inventor):

Homungsreuth 224

DE

State _|Zig ICountry

Felieve the abova-named inventor or joint inventar to be the original inventor o an ariginal joint fnverdor of a claimed invention
inthe application.

§ The above-ideniified application was made or authorized 1o be made by me.

t hereby acknowledgs that any wiliul false stmtement mads in this statemient is punishable under 13 B.8.C. 1003 iy fine or
imprisonment of not rore than five {8) years, ar hoth,

- Relationship to the Inventor to whom this substiute sistemennt applies:

Legal Representalive (for deceased or legally incapaciiaied inventor only},
Assignae,
Person o whorm the inventar is under an obligation te assign,

Person wha otherwise shows a sufficient propristary intersst I the mafter {petRion under 37 CFR 1.48 is reguired), or

Ll ]

Joint Inventor,

{Page 1 of 2
This eolfantion of information is required by 35 U:5.0. 115 and 37 GFR 1,63, The iInformation Is tequined 10 abisin or retsin a benefit by the public which is to fils (and
&y the USHTO te process) an spplication. Confidentisity s governed by 35 1.8.0. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to iake t minde to
compiele, inchirding gathering, prepating, and sulwitting the completed sppfication form fo the USETH, Time wil vary depesding (spen he ndividual sass, Any
corarnents oft the amound of time you tequire to complele this furm andior suggestions for redudng this burden, should bs sant s e Chied Information Offiner, U.8,
Fatent and Trademark Offive, LLE. Depariment of Commarse, F.0. Box 1430, Alexandria, YA 222131450, DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS. SEND TO: Comirissioner for Patents, P.O. Box 1458, Alewandria, VA 223131450,
 you need ssaistancs in compleiing the fam, sl H800-FTOBIE8 s select aption 2.

Petition Pursuant to 37 CFR 1.46(B)(2)

Applicationﬁlﬂ. ﬁ1-0,681
REEL: 049669 FRAME* 0308




PTOISB/AIADR (8713
Approved for use theough 11/50:/2028. OME 08510032

U.B, Patent and Tradermark Office; U5, DEPARTMENT OF COMMERCE
wbrder the Papervork Redustion Act of 1855, no prrsanis are requirad ta respand te 3 colfaction of information urdess it Sisplays 2 valid OB control rumber,

SUBSTITUTE STATEMENT

Cireumstances permitting execution of this substitite siaterment:
D inventoris deceased,

tnventor is under legal incapasity,
D Inventor cannot be found o reached sfter diligent effort, or
@] inventor has refused (o executs the oath or declaration under 37 CFR 1.63.
if there are joint inventors, please check the appropriate box below:

An application data shesi under 37 CFR 1,76 (PTO/ANA 14 or equivalent) naming the entire inventive entity has been
or s surrently submitied.

OR

D An application data shest under 37 SFR 1.78 (PTO/AIAM4 or enuivalent) has nof been submitied. Thus, 3 Substifute
Statement Supplemental Sheet (PTOAIAN11 or equivalent) naming the enfite inventive entity and providing Ivertor
information {s attached, See 37 CFR 1.84(b).

WARNING:

Petitioner/applicant is caulionad to avoid submitting personal information in decuments fifed in & patent spplication that may
contibuie to identity theR. Personal information such &8s sucial secunity nurnbers, bank account nurnbers, of gradit card numbers
{otner than a check or credit card authorization form PTO-2038 submitied for payment purposes) is never requived by the USPTO
to suppont a petition or an application. If this type of personal information is included in documents submitied to the USPTO,
petilonersiapplicants should consider redacting such personal information from the documents before submitting them o the
{USPTO, Petitionsrapplicant is advised that the record of & patert application is avallable to the public atter publication of the
{application (unless » non-publication request in complisnce with 37 OFR 1.213(8) is mads in the application) of Issuancs of &
patert. Furthemiore, the record fom an abandonied application may also be availabie to the public if the application is
referenced in & published applicalion or an issued patert (see 37 CFR 1.14). Cheoks and credit card suthorization forms
PTC-2028 submittad for paymant purpeses are ool retained in the application file and therefore are riot publicy avaiahis,

PERSON EXECUTING THIS SUBSTITUTE STATEMENT.

iName: Zh aﬂq Ea ﬂg Wa ﬁg

N ) e N

Drate (Optional):

Stgnature:
APPLICANT NAME/AND TITLE OF PERSON EXECUTING THIS SUBSTITUTE STATEMENT:
{f the applicant is & juristic entity, list the applicant name and the fitle of the signer

Yariai AusBio Laborgiories Co., Lid.

Apglicant Name:

Tile of Person Execiging

This Substitute Statement; CEO )

The signer, whose title (3 suppliad above. 18 autnonzed (0 acl an benal of he applicant,

Residence of the signe {unless provided i an application data sheet, FTOIAISMA or equivadent);
=

Ty State auniry
Mailing Address of the signer {unless provided i an spplivation dals sheet, FTOIAIANS. oF equivalet)

oy iState Zip Country
{ Note! Use an additional PTO/ALARR form for each inventor who is deceased, legally incapacitated, cannot be found or reached

1 after diligent effort, or has refused to execute the catl or dedarmtion undsr 37 CFR 1 83,
Page 2 of 2
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{oc code: Cath

Document Description: Oath or declaration fited ]
PTOIAIAMR? ([T7-13)
Sppraved for use Guoogh 113002000, OMB 05510033
LLE. Patent and Trademark Dffice; U5, DEPARTIMENT OF COMMERCE
Under the Papenwork Reduction At of 1995, ro pursans are vequirsd to respend to @ oollertion of information unless # digplys 2 valld OMB cortrel number.

SUBSTITUTE STATEMENT IN LIEU OF AN OATH OR DECLARATION FOR UTILITY
OR DESIGN PATENT APPLICATION {35 U.5.C. 115{d)} AND 37 CFR 1.84)

Tieof {CENTRIFUGE AND METHOD FOR CENTRIFUGING A REACTION VESSEL UNIT

Invention

This statement is directed to:
E The attached application,

OR

14101 @gﬁg‘g o, FEDRUATY 5, 2016 |

@}un&ted States application or POT international application sumber

{LEGAL NAME of inventor to whom this substitute statemsent applies:

{E.g.. Given Name (first and middle §f aﬁ\j}} and Family Name or Sumams}
Wolfgang Heimberg

Residence {except for a deceased or legally incapaciated inventor):

City E b%fﬁbe?g Slate Country
Mailing Adlress (axcept for a deceased or legally incapacitated nventory

AmForst 8

85560 | DE

City E h@g’g ber g State Country

} befieve the above.named Invertor o joinl inveror 10 be the originat inventor or an aniginal joimt inventer of 2 claimed invention
in the application,

The above-identified application was made or authorized 1o be made by me,

| hereby acknowledge that any willful faice statement made in this stalemant is punishable under 18 LLS.C. 1001 by fine or
imprisonment of not more than five {8) years, ar both,

Relationship to the invertor to whom this substitule statement applies;

§ Legal Representalive (for deceasad or legally incapaciiated inventor only),
Agsignes,

Serson to whom the inverday s under an obligation o assign,

Person who otherwise shows a sufficient proprietary inferest in the matter (petition under 37 CFR 1.48is requirsd}, or
[—__! Jaint Invantor.

Page 1 of 2]

This coflection of iformation is regquirsd by 35 1L8.C, 115 and 37 CFR 1.83. The buicrmation is requived to chiain of reiain 3 henefit by the public which is to fits {and
by the USPTO tu provess] an application. Confidentiality is governed by 35 U.5.0. 127 8nd 37 CFR 1.11 and 1.14. This collection is estimated to take 1 minite to
cumplele, incuding gathering, preparing, snd submiting the nompleted apphication fonm to the USPTO. Time will viry deprnding upon the indbidust cass. Any
cummenteon the ameunt of ime you reduire 1o somplets this form andtor suggestions for reduding this burden, shuuld be seol o the Chisf Information Offcer, W&,
Patert and Trademark Offioe, U.5. Department of Commeres, PO, Bax 1450, Alexandris, VA Z2313-1450. DO NOT SEND FEES OF COMPLETED FORMS T
THIS ADURESS. SEND Td: Commissioner for Paterts, P.O. Box 1450, Alexandria, VA 223131450,

i yau need assistence in completing the forn, call 1-EOG-PTO-195 sod sedest aption 2,
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PTOSENAGT (D713}

Approved for use threught 11/30/2020, OB DES1-00:5%

1.8, Patent and Trademark Office; 1.5, DEPARTMENT OF COMMERCE

Under fu Paperwork Reduslion Act of 1885, ne peisons are regquirad to respond th a collection of information unbsss it displays a vald OMB control number,

O ~
(\ SUBSTITUTE STATEMENT )

o

- Clroumstances permitting execution of this subsitute stalement:
E | Inventor is deceased,

] 1 Inventer cannat be found or reached afler diligent effort, or
!@i lnvertor has refusedto execute the oath or declaration under 37 CFR 1.3
if there are joint Inventors, please check the appropriate box below:

E@J An application data sheet under 37 CFR 1.78 (PTO/AIAM4 or equivalent) naming the entire inventive enlity has been
or is currently sulimitted.

|1 An application dsta sheet under 37 CFR 1,78 (PTO/ALAM4 or equivalent) has not been submitted. Thus, a Substitute
Statement Supplements! Bhest (PTO/ANT T or equivalent) naming the entire Inventive entity and providing inventar
information is witached. See 37 CFR 1.84{b).

WARNING:

Petitioneriappiicant is cautioned {o avoid submitting personal information in documents filed in 3 patent application that may
contribute to identity thefl, Personal information such as social secwily numbers, bank account numbers, or cradit card numbers
g{t}lher than a check or credit card authorization form FTO-2038 submitted for payment purpeses) s never required by the USFTO

¢ support a patition or an application. i this type of personal information is included In documsnts submitted ta the USPTO,
pelitionersiapplicants should consider redacting such personal information from the decuments before submitting them 16 the
UERTO, Petitioner/applicant is advised that the record of 2 palent application is avallable to the public after publication of the
application (untess a non-publication reguest in compliance with 37 CFR 1,214} i made in the application) of issuasce of &
patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced it g published application or an issued patent {see 37 CFR 1.14). Chiecks and credit card avthorization forms
PT0-2038 submitiad for payment parpeses are not retained in'the application file and therefore are not pubticly avaiiable.

PERSON EXECUTING THIS SUBSTITUTE STATEMENT:

we 20180G1ENG Wang

St T — e

Data {Optional):

Signahes |
APPLICANT NRME ANE TITLE OF PERSON EXECUTING THIS SUBSTITUTE STATEMENT:
i the applicant is & juristic entity, Jist the applicant name ang the title of the signer;

Yantai AusBio Laboratories Co., Lid.

Applicard Name:

Tithe of Person Exacuting -y

This Substitule Statement; CEO ] .

The signer, wiiDse Bs is supplied above 18 authonzed (o ag on behan of e SpDICAnNL

Residence of the signer junfess proviged in an application dats sheet, PYOIAMAMA or equivaient):

‘ ity iSiate Country
Mailing Address of the signer {unless provided iy an application data sheet, 1T OIALAF 4 oF equvaent)

Cly - Staie 7 Zig Country
MNote: Use an additional PTO/AIAGZ foms for each inventor whe is deceased, legally incapaciiaied, cannnt be found or reached
after diligent effort, or has refused jo execuie the gath or declaration under 37 CFR 1,63

[Page 2 of 2
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