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ASSIGNMENY

THIS ASSIGNMENT (the “Agroement” is made and entered into as of December ___, 2004, (the
“Effective Date™) botween Viacor, Inc. (“Assignor™), a Delaware corporation located at 260-B Fordbam
Road, Wilmington, MA, 01887, and Medtronio, Inc. (“Assignec™), a Minnesota corporation located at
710 Medtronic Parkway, Minnespolis, MN 55432,

RECITALS

WHERRBAS, Assignor is the owner of the United States and foreign patents aud patent applications
identified on the sitached Exhibit A (*Patents™); and

'WHERBAS,Mgnea degires to acquire the cntire right, title and imterest in and to the Patents and
in and to the mventions describad and claimed therein;

AGREEMIENTS:

NOW THEREFORBE, in considexation of the representetions, warranties, covenants and agresments
containad havein, and for other valuable consideration, the reoeipt snd sdequacy of which is hereby
acknowledged, the partieg mutually agree as follows:

1. Specific Defigitions. As used in this Agreement, the following definitions and tooms shall
have the designated meenings:
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2. Assiggment. Assignor hercby ixrcvocably sells, assigns, and transfers to Assignee, and its
Succesvors and assigns:

(a) The entiro right, title sod intcrest to the Patents including the inventions doscribed ar
claimed therein, and to each U.S. and foreign patent application and patent from which the Patents
claim priarity to or from in whole or in part;

()  The entive right, titlc and interest to any United States ar freign patents that may iseue with
respect to the inventions described or claimed in the Patents;

(¢)  The entire right, title and interest to any rencwals, reissues, extensions, substitutions,
continuations, continuations-in-part, or divisions of the Patents, and all foreign spplications based
thereon or foreign counterparts thereof :

(d)  Theright to apply for patents in foreign comntrics in its own name and to claim any priority
tights to which such foreign applications are entitiod under international conventions, teaties or
otherwine; and

(©)  The right to enforce rights to such Patents as fully and entirely as the same would have been
held and enjoyed by the Assignor if this assignement had not been made; together with all claims by
Assignor for damages by reason of past infringsment or for provisional rights and including the
night to sue for, and collect the same for its own use and beneSt, and for the use sud benefit of its
sucoessors, assigns, and other logal representatives.

3. Ackmowledgement. Assignor agrees that all Patents shall belong cxclusively to Assignoe,
mmmmmmﬁmmommwmmmhmmm@mﬁmmmm
other perfection, registration, certification, or protection as may bs obtained or applicable to the subject
matter, and agy extengions and rwnewals thereof Assignor hereby autborizes and roquests the
Commissioner of Patents o issue to Assignee any patents that may bs granted in accordance with this
Assignment, Assignee shall have the sole and exclusive right, in Assignee’s absolute discretion. and st its
sole cost and cxpense, to exercise complete control over the Patents, inchuding, but not limited to, the right
1o (a) prosooute any alleged infringernent, misappropriation or misuse of the Patonts, and (b) apply for,
prosecuts, or cause the issuauce, amandment, sbandorment, maintenance, re-cxamination or reissue of any
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pstents patent spplications included within tho Patents. Assignor acknowiedges that Assignee bes no
obligation whatsoever to exploit tho Patents or commervialize the underlying inventions or any Covered
Products, .

4. Frorther Assurapoes. Assigaor further agrees, for itsolf and for its successors and assigns, to
give Assignes and any person designated by Assignes, at Assignor’s expense, reasomable assistance
required to pexfoot, registar, certify, and protect the rights defined in this Agreement, to exocute and deliver
any further spplications, assignments or other documents, and to pesform such other lawful acts a8 Assignee
its succeasors and awigns may deem noccssary to fully secure, meintain and enforce its rights, title or
interest as qutlined herein.

_ 5 _  Daymemt . e e
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6. Offset. If Licenseo reasonably determines that sales of Covered Products would be
mmpractical or impossible without obtaining a royalty-bearing license from a third party (a “Necessary
License”), then Assignee may enter into a Hoense with such third party, In such event, Assignoe shall be
permitted to offset fifty peroent (50%) of any license foes paid by it to such third party pursuant ¢o the
Necessary License against any payments due Assigno: under this Agroament; provided, in no ovent shall
thopa?;;ngemsnormaqmbolmﬂunﬂwwm(w%)ofﬁcmountothmowod.
absent offsct.

7.  Report Within sixty (60) dsys afer the_end of each fiscal anarter of Assisnce. Astignoe _
shall provide Assigmor, with a written report i ——

~ REPACFED

8. Records. Assignee shall maintain, and shall csuse its affilistes and f1oensoes t0 mmntain,
3
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true, complete and accurate records (in accordance with generally accepted accounting principles)
relating to the rights and obligations under this Agreement and any mmounts payable to Asgignor in
relation to this Agreement, which repords shall contain sufficient information to permit Assignor %
confirm the accuracy of any reports delivared to Assignor and compliancs in other respects with this
Agreement. The relovant party shall retain such records for st loast four (4) yesrs following the end of
the calendar year to which they pertain. Upon reasomable notice and during regular business hours,
Assignee shall from thne (o time (but no more frequently than twice annually) maks availeble such
m&ﬁtuﬁtsmsmwmmmmvummdbyhadmmd
reasomably acceptable to Assignee to verify the accuracy of the roports provided to Assignor. Suoch
representatives shall execute a suitable confidentiality agreement reasonably accepisble to Assignee
ptior to conducting such audit. Such representatives may discloss to Assignor only ther sonclusions
regarding the accuracy and completeness of royalty payments and reports, and of records related thereto,
and shall not disclose Assignes’s confidential business information to Assignor without the prior written
consent of Assignee. In the ovent that amy sudit performed under this Section 3 roveals an
underpayment in excess of five percent (5%), Assigneo shall hear the full cost of such sudit and shall
remit all amounts due to Assignor (including without limitation, late charges pursuant to Section 5(c))
within thirty (30) days after roceiving notice thereof from Assignor.

9, Reassignment In the event that Assignee jotends o abandon the meintensnoe or
prosecution of any U.S. patent or U.S. patent application within the Patents as well a5 all corresponding
potents or patent applications claiming priority to such U.S. patent or U.S. patent application in the
Mgjor Markets, then Assignes shall give timely notice (in light of any spplicable filing or payment
dendlines)mAsignorinwritingofmcbhtonﬁonmdahnlloﬁhttomimowncnhipofmynnhpmm
or patent application to Asgignor without additional consideration, in which case the costs of controlling,
filing, and maintaining such patents and patent applications shall be bome by Assignor. For
purposes of this Section 9, “Major Markets” shall mean Japan and the countries of the European Union.

10.  Gememal Provigiops.

(¢) Entire Agrcement. This Agreement (including the exhibits) comstitutes the entire
agreement, and supersedes all prior negotiations, understandings or agroements (oral or
written), between the parties about the subject matter of this Agroement. This Agroement
may be executed in oné or more counterparts, esch of which shall be an original, but
taken wgether constituting one and the same fstrument. Execution of 2 faceimile copy
shail bave the same force and effect ay execation of an.original, and a facsimile signsture
shal! be deencd an original and valid signahre. No waiver, consent or modification of
this Agreenent shall bind cither party unless in writing and signed by the party against
which enforcement is sought. The failure of either party to enforce its rights under this
Agreement at any time for any period will not be construed as a waiver of such rights. If
any provigion of this Agreement is determined to be illegal or unemforceable, that
provision will be limited or eliminated to the minimom extent necessary so that this
Agreement will atherwise remain in full foroe and offect and enforceable.

()  Goveming Law. This Agreement shall be governed by and construed in accordance with
the laws of the Commonwealth of Massachuscits, without regard to ity conflicts of law
provisions. In any sction or proceeding to enforce or intespret this Agreememt, the
provailing party will be entitled to recover from the other party its costs and expenses
(iucluding reasonable sttomsys’ fees) imourred in commection with such action o
proceeding and enforcing any judgment or order obtained.
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(c) Nofices. Any notice or communication hereuuder thell be in writing =ad either
personally delivered or sent via confirmed facsimile, recognized express delivery courier
or certified or registered mail, prepaid and retn receipt requestod, addressed o the other
pmty at its address specified above, or at such other address designated in & subsoquent
notice. All naticss shall be in Bnglish, effoctive upon receipt.

(d Binding Effect, This Agreement shall be binding upon, and inure to the beoefit of, the
SUCCERIOTS, represcatatives and peumitted assigns of the partics.

(¢) Independent Contractors. The paxties shall b independent contractors under this
Agreenoeant, and pothing berein will constitte either paty as the cmployer, employee,
agent or representative of the other party, or both parties as joint venturers or partners for
any purposc.
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IN WITNESS WEBRNCF,
mnu”ﬂﬁﬂdh”h“ha@w:uhh
VIACOR, INC.
1te:
MEDTRONIC, INC.
By:
!
oSVEANMIASL p
]
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IN WITNESS WHERPOF, onth of the gardes bns caused this Assignmont Agreersans to bo
exoouted L (s ungasT Mppooprisie t cucd,

VIACOR, INC.

By:
Ite:

‘“"“i"“""%; /@;
By:

T
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Attachment 1: List of Patents and Applications to be Recorded in the USPTO

NOTE: This list corresponds to the Patent and U.S. Patent Application Publication
No.s listed on EXHIBIT A of the Assignment between Viacor, Inc. and Medtronic,
Inc. ’

1. U.S. Patent No. 6,692,513 Filed on: 06-29-2001
2. U.S. Patent No. 6,769,434 Filed on: 06-29-2001
3. U.S. Application No. 10/414,741 Filed on: 04-16-2003
4. U.S. Application No. 09/764,218 Filed on: 01-16-2001
5. U.S. Application No. 09/949,061 Filed on: 09-07-2001
6. U.S. Application No. 10/414,766 Filed on: 04-16-2003
7. U.S. Application No. 09/896,259 Filed on: 06-29-2001
8. U.S. Application No. 10/022,951 Filed on: 12-14-2001
9. U.S. Application No. 10/713,386 Filed on: 11-13-2003
10. U.S. Application No. 10/894,677 Filed on: 07-19-2004
11. U.S. Application No. 10/895,272 Filed on: 07-20-2004
12. U.S. Application No. 10/787,057 Filed on: 02-25-2004
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EXHIBIT A

U.S, Patent No. 6692513

U.S. Patent No, 6769434

U.S. Patent Application Publication No. 20040034380
U.S. Patent Application Publication No. 20020095166
U.S. Patemt Application Publication No, 2002005577
U.S. Patent Application Publication No. 20040044406
U.S. Patont Application Publication No. 20020138044

U.S. Patenit Application Publication No. 20020042651 A; Method And apparatus for Performing
& Procedure on & Cardisc Valve,

U.S. Patent Application Publication No. 200200951A1; Apparatus and Method for Replacing
Aostic Valve.

U.S. Patent Application Serial No. 09/700,167; Cardiac Valve Procedure Methods and Deviccs.
U.S. Patent Application Serial No. 10/014,699; Intracardiovascalsr Access (ICVA) Systean.
U.S. Patent Application Serial No. 10/713,386

U.S. Patent Application Sexial No. 10/894,677

U.S. Patent Application Serial No. 10/895,272

PCT Patent Application Publication No. WO 03088873

PCT Patent Application Publication No, WO 04043293

PCT Patent Application Publication No. WO 0308809

PCT Patent Applicstion Publication No. WO 00/44313; Cardigc Valve Procedure Mothods end
Devices.

PCT Patent Application Publication No. WO 02/01999; Method And spparatus for Performing
Procedure on 3 Cardiac Valve.

PCT Patent Application Publication No. WO 02/47539; Apparatus and Mothod for Roplacing
Aortic Valve,

PCT Patent Application Serial No. US00 02126, Intracardiovascular Access (ICVA) Systam.
7
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U.S. Provisians! Patent Application entitled Cardiac Valve Proceduree and Mechanisms.

U.S. Provisional Pasent Application entitied Fixation Bend for Affixing e Prosthetic Vaive 1o
Tissue.

U.S. Provisionsl Patent Application entitled Method and Apparstus for Resecting and Replacing
an Aortic Valve (filed Aprl 16, 2002).

U.S. Provigional Patent Application entitled Method and Apparatus for Resecting and Replacing
an Aortic Valve (filed Nov 13, 2002).
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