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DECLARATION OF ERRONEQUSLY RECORDED RELEASE BY SECURED PARTY
AGAINST ULS. PATENT NO. 9,294,231 AT REEL 043943 / FRAME 0415
(U.S. PATENT APPLICATION NO. 12/047,562)
PURSUANT TO MPEP 323.01(c)
I, Raymond B. Hom, hereby declare as follows:

1. 1am Vice President, Patent Counsel for Qualcomm Incorporated (*Qualcormm™) and am
authorized to sign this Declaration on behalf of Qualcomm. I make this Declaration based
on my review of prior correspondence and United States Patent & Trademark Office
records associated with U.S. Patent No. 9,294.231 (U.S. Patent Application No.
12/047,562), entitled “CONFIGURABLE ACKNOWLEDGEMENT PROCESSING IN A
WIRELESS COMMUNICATION SYSTEM,” (hercinafter referred to as the *231
Patent™).

2. Qualcomm is the legal owner of the ‘231 Patent. On May 28, 2008, the inventors of the
*231 Patent executed an Assignment to Qualcomm which was recorded in the United States
Patent & Trademark Office on June 27, 2008 at Reel 021164, Frame 0325. The
Assignment from the inventors to Qualcomm at Reel 021164, Frame 0325 should be the
only assignment appearing under the United States Patent and Trademark Office’s abstract

of title for the *231 Patent.

L

. Based on my review of the United States Patent and Trademark Office’s abstract of title
for the “231 Patent, it appears that on October 25, 2017, William C. Holland, Esq. of Bryan
Cave LLP mnproperly recorded a Release by Secured Party from ZB, N.A. DBA Zions
First National Bank to Packsize LLC against U.S. Patent Application No. 12/047,562..
This Release by Secured Party was recorded in the United States Patent & Trademark
Office at Reel 043943, Frame 0415,

4. To the best of my knowledge, neither ZB, N.A. DBA Zions First National Bank nor

Packsize LLC has ever possessed any ownership interest in the ‘231 Patent.

E«J‘t

1 reviewed the Release by Secwed Party and cover sheet recorded at Reel 043943, Frame
0415, retrieved from the United States Patent & Trademark Office patent assignment
database. A copy is attached as Exhibit A. Based on miy review, the assignment cover sheet
lists U.S. Patent Application No. 12/047,562. However, U.S. Patent Application No,
12/047,562 is not listed on the patent schedule attached to the Release by Secured Party as
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Annex 1. Instead, Amnex | lists PCT Application No. PCT/US2012/047562, which is
separate and distinet from U.S. Patent No. 12/047,562. There are seven additional patent
application numbers listed on the patent assigninent cover sheet that are not listed on the
patent schedule attached to the Release by Secured Party asAnnex L

6. Based on my review of the Release by Secured Party erroneously recorded at Reel 043943,
Frame 0415 on October 25, 2017 it appears the Release by Secured Party contains
numerous typographic errors in the U.S. Patent Application Numbers to which it pertains,
resulting in the Release by Secured Party erroneously appearing in the United States Patent
and Trademark Office’s abstract of title for the “231 Patent.

7. On October 25, 2019 representatives of Qualcomm contacted via email and via letter sent
by Federal Express, William C. Holland of Bryan Cave LLP, the correspondent identified
on the Release by Secured Party that was erroneously recorded at Reel 043943, Frame
0415 and the ‘231 application. Qualcomm requested William C. Holland correct the
erroneously recorded Release by Secured Party and record corrective papers. William C.
Holland did not record the corrective papers’ nor has he acknowledged receipt of the email
or letter sent via Federal Express.

8. The Assignment that was erroneously recorded at Reel 043943, Frame 0415 on October
25, 2017, has no bearing on the legal ownership of the ‘231 Patent and, therefore, should
be removed from the patent assignment abstract of title for the ‘231 Patent. The last correct
assignee of the 246 Patent is Qualcomm, and Qualcomm continues to be the legal owner

of the “231 Patent.

I make this Declaration believing it o be true.

By:
Signature

2 v

Raymond B. Hom
Printed Name
Title; VP, Patent Counsel

Ny

Dated: ST
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RELEASE OF SECURITY INTEREST
IN INTELLECTUAL PROPERTY COLLATERAL
(PATENTS)

This RELEASE OF SECURITY INTEREST IN INTELLECTUAL PROPERTY COLLATERAL
{this “Release™), dated as -of Qctober 18, 2017, is made by ZB, N.A. dba Zions First National Bank {the
“Secured Party™) in favor of Packsize LLC, a Delaware limited liability company (the “Debtor™), under
the Credit Agreement referred to-below-fterms used in this Release and not berein defined shall have-the
meanings set forth i the Credit Agreement).

WHEREAS, inconnection with-that cevtain (1) Credit Agreement dated as of September 13, 2013,
by and among the Debtor, the other Loan Partics thercto, the Lenders, and the Secured Party (as amended,
restated, supplemented or otherwise moditied prior to the date hereof, the “Credit Agree
cerain Sccurity Agreemont dated as of September 13, 2013 between Debtor and Secured Party {as
amended, restated, supplemented or otherwise modified prior to the date hereof, the “Securnity
Agreerent’™), and (1if) Patent Secueity Agreement, dated as of September 13, 2013, by the Debtor in favor
of Scewred Party (the “Patont Security Agreement’™), the Debtor granted security interests to Securgd
Party in certain intellectual property owned by the Debtor, including those lsted on Annex I attached
hereto (the “Intellectual Property Collateral™; and

WHEREAS. the Patent Security Agreement was recorded in the United States Patent and Parent
Office {the “USPTO™) on September 13, 2013 at Reel (31268 Frame 0622,

WHEREAS; the Debtor has satisfied the terms of the Security Agreement and requests a specitic
release of the security interest granted and recorded against the Intellectuat Property-Collateral:

NOW THEREFORE, in consideration of the material covenants and-agréements set forth herein
and for other good and viduable consideration, the receipt and sufficiency of which are hereby
acknowledged, the Secured Party hereby RELEASES. torminates and discharges, without representation,
recourse ‘or warzanty whatsoever, all of its rights in, to and under, including its Lien on and seourity
interest in, and right of sctoff against. the Intellectual Property Collateral, together with the goodwill of
the business symbolized therehy, whether granted pursuant to the Patent Security Agreement or any other
agreement or document delivered in conngction with the ‘Security Agreement or Credit Agreement, and
the Secured Purty hereby reassigns any and all such right, title and trterest that the Secured Party may
have in, to and under the Intellectuat Property Collateral to the Debtor.

The Secured Party agrees, at the Debtor’s expense, to cooperate with the Debtor and to provide
the Debtor with the information and additional authorization reasonably required or desirable to effect the
release of the Secured Party s-sectirity interest i the released collateral-deseribed herein.

This Release and the rights and oblizations of the parties hereto shall be governed by, and
construed and interpreted uyaceordance with, the laws of the State of Utah.

{Signature Page Follows]
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