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STRICTLY CONFIDENTIAL

Memorandum for: Michael D. Gamble
Patent Attorney, Principal
Harness, Dickey & Pierce, P.L.C.
11730 Plaza America Dy, Suite 600, Reston, VA 20190

From: Regina Reyes Rara
MarksPro Philippines/Law Firm of Reyes Rara & Associates
Re: Ownership of Invention By Virtue of Contract
Date: 30 March 2020
X X
Facts:
1) On 12 October 20135, A Master Development Services Agreement (“Master Agreement”) was

executed among Altria Client Services LLC (“ALCS”) and Janty Technology Group Limited (“Janty
HK”) and other entities (Janty HK and the other entities together being “Supplier”) for the provision of
certain consulting, product development, prototyping, testing and manufacturing services relating to
electronic cigarettes and other e-vapor products, accessories, and related intellectual property services.

2) The Master Agreement provides the following, among others:

(a) Janty HK will establish a branch office in the Philippines that will execute a joinder
satisfactory to ALCS and become a party to the Master Agreement. (Recital E);

(b) The initial term of the Master Agreement ends on 12 October 2018 unless ALCS
notifies Supplier that it intends to renew for a term of 12 months, renewable for terms of
12 months each provided that the total term shall not exceed 5 years. (Sec. 1.1);

{(c) Supplier represents and warrants that (a) Supplier has or will have all rights necessary
to convey the interests in and grant the licenses to all Intellectual Property rights
conveyed or granted by it under the Agreement, and (b) all Deliverables provided under
the Agreement and Supplier’s contributions to any Inventions shall be the original work
of Supplier and its personnel and subcontractors. (Sec. 8.2)

{d} All Intellectual Property rights in all Inventions, whether created by Supplier, or its
employees and subcontractors under a work-for-hire arrangement, shall belong
exclusively to ALCS upon creation, Supplier hereby assigns all of its right, title and
interest in and to such Inventions to ALCS, and Supplier shall promptly communicate in
writing full information regarding all Inventions to ALCS. (Sec. 8.4)

3) On 29 October 2015, Janty Technology Group Limited Philippines Branch (“Janty Phil”) was
granted a license to transact business in the Philippines.
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4) On 17 September 2018, an E-Vapor Device (ALCS Disclosure reference D3746, herein the
“Invention”) was created by Janty Phil employees, Jose Jesus Paolo Montalvan and John Paul Muring,
together with two ALCS employees. It is assumed that the Master Agreement was valid and subsisting
at the time of creation of the Invention.

5) Under Philippine laws and by virtue of the respective Contracts of Employment between Janty
Phil and Jose Jesus Paolo Montalvan and John Paul Muring, all inventions created by the latter in the
course of their employment are owned by Janty HK, as head office of Janty Phil.

6) Upon creation of the Invention on 17 September 2018, Janty HK automatically owned the
interest of Jose Jesus Paolo Montalvan and John Paul Muring in the Invention, Thus, the entire
ownership interest of Jose Jesus Paolo Montalvan and John Paul Muring in the Invention was
automatically and completely transferred to Janty HK upon the creation of the Invention on 17
September 2018.

Issue: Whether or not the entire ownership interest of Janty HK in the Invention was automatically and
completely transferred to ALCS upon the creation of the Invention on 17 September 2018 by virtue of
the Master Agreement.

Discussion:

Janty HK automatically owned the interest of Jose Jesus Paolo Montalvan and John Paul Muring in the
Invention upon its creation on 17 September 2018. However, Section 8.4 of the Master Agreement
expressly provides that ALCS shall own all intellectual property rights in all inventions of Janty HK
upon creation, and that Janty HK assigns all of its right, title and interest in and to such Inventions to
ALCS. It states:

{¢} All Intellectual Property rights in all Inventions, whether created by Supplier, or its
employees and subcontractors under a work-for-hire arrangement, shall belong
exclusively to ALCS upon creation, Supplier hereby assigns all of its right, title and
interest in and to such Inventions to ALCS, and Supplier shall promptly communicate in
writing full information regarding all Inventions to ALCS.

Thus, based on the foregoing, it is clear that the ownership rights of Janty HK over the Invention
automatically transferred to ALCS upon creation of the Invention on 17 September 2018.

Conclusion:

While the entire ownership interest of Jose Jesus Paolo Montalvan and John Paul Muring in the
Invention was automatically and completely transferred to Janty HK upon the creation of the Invention
on 17 September 2018 by virtue of Janty HK’s employment of Jose Jesus Paolo Montalvan and John
Paul Muring, Janty HK’s entire ownership interest in the Invention was automatically and completely
transferred to ALCS upon creation of the Invention on 17 September 2018 by virtue of the Master
Agreement which vested exclusive ownership of all Janty HK inventions in ALCS upon creation.

egima Reyes-Rara
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Canfidential
EXECUTION VERSKON

MASTER DEVELOPMENT SERVICES AGREEMENT

This Master Development Services Agreement {"Master Agreement™, effective as of
October 12, 2015 {“Effective Date™}, is by and among Allvia Cliennt Services LLC, a Virginia
imiled Habilify comparyy with offices at 8801 West Broad Streel, Richmond, VA 23230 (ALES™),
and Magnus 380 Inc., & Philippine corporation with ifs principal office at Precision Microcircuils,
inc. Madan Bxport Zane 1, Lapu Lapu Sy, Ceby, Phiippines "Magnus 3807, Janty
Techndogy Groug: Limiled, 8 private company Bmited by shares orgardzed under the laws of
Hong Kong solaly Hor purposes of the Reorganization defined below {"Janly HK™, Ludovicus
Josephine Felficien Timmermans, the Chief Executive Officer and majority shareholder of
Magnus 360, and Jeroen Kok, the Managing Director and a shareholder of Janty HK {logether
with Magnus 380, Janty HK and My, Timmermans, “Supplier™l. The Masier Agresment and
each Project Agreement {defined in Bection 2.1) and Order {(defined in Seclion 3113 may be
referred o logether as the “Agreement”™

RECITALS:

E. As g part of the Reorganizalion, Janty BEK ot establish s branch office iy the Philippines.
Upon the branch office’s dus formation, organization and ssiablishment in the Philinpines, and
s receipt of all necessary guthonzations from the RPhilippine Economic Jone Authotity, the
branch office will execute 3 joinder it form and subsiance satisfaciony 0 ALCES and become s
party to the Master Agreement,

Fage ¥
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AGREEMENT:

1. Tann and Tenmdnation

1.1, Team The iniisl term of this Master Agreerment Degins on the Effective Date,
and unjess erminated, cancelled o renewed, ends &t 1158 pun., Eastern Time, on Octobey 13,
<18, The term of any Praject Agreament is as staled in the Project Agreament, but iy any
event will not excsed five vears. A ‘coniract vest” is each hwelve month period during the term
beginning on the Effective Date and sach anniversary of the Effective Date.

Fage 2
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82 Crginal Work. Except o the axtent expressly agresd otherwise iy writing,
Supphier represents and warrands that {a} Supplier has or will have ol rights necessary to
convey the interests in and grant the licenses o all intellectual Property rights conveyed or
granted by § under the Agreement, (b} all Deliverables provided under the Agresment and
Supphier's contributions fo any Inventions shall be the original work of Supplier and s personnel
and subboniragolors, and {¢ Supplier has mplemented, and conduets s business in accardance
with, rabust confidential information and intslleciugl Property policies consistent with this
Agreament, the Confidentialily Agresment and the IT Seourtly Requlrements. Supplier agrees
that § shall not disclose 1o ALCS or any Affiliate of ALCS or induce ALCS or any Affiliale of
ALCY to use any confidential, proprietary or rade secret! information of any third party.

Fage 20
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84, Ownership of bwentions. Except 1o the extent expressly agreed othenwise by the
parties iy writing, all inteflectual Property rights i all inventions, whether created by Supplier, or
#s employess and subconiractors under a work-for-hire arrangement, shatl belong sxclusively to
ALCS upon creation, Supplier hereby assigns all of s rght, e and nlerest in and to such
Inventions 1o ALEE, and Supplier shall promplly communicate i writing full information
regarding sl iInventions (¢ ALCS, Except {o the sxiant expressly agread atherwise in wiiting,
ALCY shall have the exclusive rdght to develop, manufacture and commercialize products and o
praclice and have practiced any methods and processes incorporating inventions, Supplier
shall, and shall cause s personnel 1o, upon request and at the expense of ALCS, {(8) exetute
agny United States or foreign Patent application or applicalions and make such assignmenis
thereof o ALCS a8 may be necessary for ALCS {o obslain g Ratent or Patents therefor, ()
exacute all other documents and ake all other regsanable actions reguested by ALCS to Ruther
the procuring of such Patent or Palenis and assigrsment thereof o ALCE including without
Hrnitation, assigriment{s} of the right to claim priogity, and () execute any document necessary
1o evidence the consent of stch personnal o the assignment o ALCE of such intellectus
Properly. Supplier agresas that # shall not claim thet any ivention constitides o cordaing
Qonfidential Information of Supplier, that any such rwention constitstes Suppliers Intellectual
Froperty, or that Supplier otherwise has rights in or {0 any invendion. Supplier may not, withowt
the prior wriften consent of ALCE, use or incorporate any such wention in any other product
developed, marketed or soid by Supplier.

8.6, Assignment of Rights; Further Assuranpes. To the extent, § any, that Supplier or
s personned have rights iy any inlellectus! Property {o be owned by ALCS pursuant {o the
Agreement, Supplier hereby rrevocably assigns o ALCE all of is right, tle and interest in such
intedlectusd Properly, and sgrees that ALCS shall be the sole and exclusive pwner of all right,
e and interest in such intellectisl Propesty thet may be secursd i any place under laws now
or heresfier in effect, Upan the reguest of ALCS, Supplier shall sign and deliver {and shall
cause its personng 1 sign and dediver: any assignments or other necessary documents and
othersise assist ALCS 1o oblain, mainiain, perfect or enforce any of iis rights hereunder.
Supplier shall bear any and all taxes associated with any assignment of rights pursuant {o this
Section. For the avoidance of doubt, this Seclion does not require Supplier to assign {0 ALCS
any of s ownership rights in Buppher's Background (P, whivh shall be relained by Bupplier as
provided in Seclion 8.3, above.

Fage 21

PATENT
REEL: 054432 FRAME: 0578



Canfidential
EXECUTION VERSKON

17.3. Goveming Law Dispules. The Agreement will be governed by and construed
under the laws of the Republic of the Philippines, withoul regard {o its conflicts of law rules that
wonld reguirs the application of the laws of any other jurisdiction. All dispules srising out of or
refaling to the Agreement {"Rispules”™) shall be esculated by writlen notfice o the Vice President
- Applied Technalogy of ALCS and o Mr. Tiosnermans, who shall mest pronpdly o discuss
resolution of the Dispute. If any Dispute remsins unresolved on the 21 day after recaipt of the
initial nolive delivered pursuant 1o the preceding sentence, then either party may pursue aif
remedies & may have under the Agresment, at law of in eguity. Notwithslanding the forsgaing,
gither party may resort 1o cotet sction for injunclive welief al any ime # in such parly's good faith
belief, the Dispide resclidion procedures specified above woudd parmit of cause reparable
iniry 1o such parly, or any third party claiming against such party, due Yo delsy srising out of the
Dispute resolution procedures. Urresolved disputes with respect to mallers ansing under or
refaling to the Master Agreement or any Froject Agreement or Order and any msiter involving
intellectual Property rdghts created under the laws of the Republic of the Philippines will be
resolved by {itigation in the cowrts of the Republic of the Philippines. Unresolved disputes with
respact o all other matters will he resohed purstant 1o binding arbitration conducted under the
rides of the Infernagtional Chamber of Commerce in New York, New York, provided, that the
parties may seek injunclive reliel with respect to any such other matier at any time from any
court having jurisdiction, in which case the Emergency Arbilrator Provisions of such rudes shall
not apply with respect {o such matier. With respect 1o matiers permifted or required pursuani to
this Section o be resoived by court action, the parties consent to he exclusive jurisdiction of
any court empoweared o enfores the Agreesnert iocated in Cebu City or Manila, Bepublic of the
Philipgsines, and walve any obieckon therelo on the basis of parsons! jurisdiction or venue, The
parties waive helr respective rights o trial by fury, i applicable, of ary cause of action, daim,
courderciaim or crass-complaint in any action, procssding andéor hearing brought by sither parly
against the other on any mater whalscever arising ow of, of in any way conngcted with, the
Agresment.

Fage 35
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EXECUTION VERSION
Signatures to Master Development Services Agreement:
ALTRIA CLIENT SERVICES LLC MAGNUS 360 INC.
By: :7)7/4/% /2 CY/Z/L( ZW By: -
Name: innlc A ¢ Luise Name: LudGvicus iésephine Felicien Timmermans
Tite: _/ P, Applicd Tech . Title: _President CEO
JANTY TECHNOLOGY GROUP LIMITED
By:

/’ ’#/
Name: Luddvicus Josephine Felicien Timmermans

Title: President CEO /

e .
e -

Ludovicus Josephine Felicien Timmermans
Individually and as majority shareholder of
Magnus 360 Inc. and Janty Technology

Group Limited ’

Jeroen Kok
Individually and as a shareholder of Janty
Technology Group Limited
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